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··The MAILING DATE of this communication appears on the cover sheet with the correspondence address--

The request for ex parte reexamination filed 20 Julv 2012 has been considered and a determination has 
been made. An identification of the claims, the references relied upon, and the rationale supporting the 
determination are attached. 

Attachments: a)k8] PT0-892, b)0 PTO/SB/08, c)D Other: __ 

1. [8J The request for ex parte reexamination is GRANTED. 

RESPONSE TIMES ARE SET AS FOLLOWS: 

For Patent Owner's Statement (Optional): TWO MONTHS from the mailing date of this communication 
(37 CFR 1.530 (b)). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c). 

For Requester's Reply (optional): TWO MONTHS from the date of service of any timely filed 
Patent Owner's Statement (37 CFR 1.535). NO EXTENSION OF THIS TIME PERIOD IS PERMITTED. 
If Patent Owner does not file a timely statement under 37 CFR 1.530(b}, then no reply by requester 
is permitted. 

2. D The request for ex parte reexamination is DENIED. 

This decision is not appealable (35 U.S.C. 303(c)). Requester may seek review by petition to the 
Commissioner under 37 CFR 1.181 within ONE MONTH from the mailing date of this communication (37 
CFR 1.515(c)). EXTENSION OF TIME TO FILE SUCH A PETITION UNDER 37 CFR 1.181 ARE 
AVAILABLE ONLY BY PETITION TO SUSPEND OR WAIVE THE REGULATIONS UNDER 
37 CFR 1.183. 

In due course, a refund under 37 CFR 1.26 ( c) will be made to requester: 

a) 0 by Treasury check or, 

·b) 0 by credit to Deposit Account No. __ , or 

c) 0 by credit to a credit card account, unless otherwise notified (35 U.S.C. 303(c)). 

cc:Reauester (if third oartv reauester) 
U.S. Patent and Trademark Office 
PTOL-471 (Rev. 08-06) Office Action in Ex Parte Reexamination Part of Paper No. 20120822 
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DECISION 

1. A substantial new question of patentability affecting claim 61 of United 

States Patent Number 5,974,120 (hereafter the '120 patent) is raised by the 

Request for ex parte reexamination (hereinafter "the Request"), filed 20 July 

2012. 

Since requester did not request reexamination of claims 1-60 and 62-81 

and did not assert the existence of a substantial new question of patentability 

(SNQ) for such claims, such claims will not be reexamined. See Sony Computer 

Entertainment America, Inc. v. Dudas, 85 USPQ2d 1594, 1601-02 (E.D. Va. 

2006) ("[T]he scope of the PTO's investigation extends only to those claims (i) for 

which reexamination has been requested; and (ii) for which the PTO has 

determined there exists a substantial question of validity.") (discussing inter 

partes, but equally applicable to ex parte). See also MPEP 2243. 

References Cited in Request 

2. A total of four references, in certain combinations, have been asserted in 

the Request as providing teachings relevant to the claim of the '120 patent. The 

proposed references which make up the combinations are as follows: 

"Automated Student Registration Using ~ouch-Tone TelephoneNoice 

Response," Publication No. 3230202A, 1986, Periphonics Corporation 

(hereinafter "Student Registration") 
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"Advanced Function VRU Application," Thomas E. Calabrese, discloses 

12-14 September 1989 (hereinafter "Calabrese") 

Moosemiller et al., "AT&T's Conversant™ I Voice System", Speec~ 

Technology 88 (Mar./ Apr. 1986) (herein after "Moosemiller et al.") 

Szlam et al. (U.S. Patent No. 4,797,911) 

Identification of Every Claim for Which Reexamination is Requested 

3. The four references cited above are discussed in the Request as reading 

on claim 61 of the '120 patent. Pages 18-43 of the Request detail out proposed 

substantial new questions of patentability in light of the combination of the four 

references cited above. 

Prosecution History 

4. The '120 patent was assigned serial number 08/480,185, which is a 

continuation of U.S. Patent Application No. 07/425,779, filed 23 October 1989, 

now U.S. Patent No. 5,128,984. In addition, the '120 patent is terminally 

disclosed to U.S. Patent No. 5, 128,984. NOTE: The concept of "utilizing, for 

qualified callers, the identification signals that indicate the telephone numbers to 

avoid prompting certain callers with a certain previously provided cue or cues" 

first appeared U.S. Patent No. 5,128,984 which matured to a patent from CIP 

application 07/425,779, filed 23 October 1989. Therefore, 23 October 1989 is the 

earliest priority date afforded claim 61 of the '120 patent, due to its inherent 

dependency on claim 56. Claims 56, 61 and 67 (originally numbered "78", "83" 
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and "89" respectively, in the '185 application) were added in an amendment filed 

17 May 1999 (the '185 application; Response filed 17 May 1999, pp. 3-4). The 

prosecution history also indicates the examiner of the '185 application 

subsequently allowed the claims without rejecting them over prior art references 

and without providing reasons for allowance (the '185 application, Office action 

filed 16 November 1998, p. 5 and Notice of Allowance filed 21 June 1999). 

A Notice of Ex Parte Reexam was assigned a serial control number 

90/008,229 (i.e. Reexam of U.S. Patent No. 5,974,120). The Reexam examiner 

determined that a Substantial New Question (SNQ) of patentability was present 

for claims 28 and 56 and an Order was granted on 14 December 2006. Similarly, 

a further Notice of Ex Parte Reexam was published on 05 November 2007 and 

assigned a serial/control number 90/010,044 (i.e. Reexam of U.S. Patent No. 

5,974,120). A Reexam examiner determined that a Substantial New Question 

(SNQ) of patentability was present for claims 28, 34, 56, 62, 67 and 73, and an 

Order was granted, on 01 February 2008. Moreover, another Notice of Ex Parte 

Reexam was published on 28 March 2008 and assigned a serial/control number 

90/010,130 (i.e. Reexam of U.S. Patent No. 5,974,120). A Reexam examiner 

determined that a Substantial New Question (SNQ) of patentability was present 

for claim, and an Order was granted, on 01 February 2008. A decision merging 

the reexamination proceedings of control number 90/008,229 and control number 

90/010,044 was mailed by the Office on 17 April 2008 to Patentee merging the 

two afore control number proceedings. Similarly, a decision merging the 

reexamination proceedings of control number 90/008,229, control number 
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90/010,044, and control number 90/010,130 was mailed by the Office on 14 May 

2009 to Patentee merging the two afore control number proceedings. 

A first Office action, in the merged reexamination proceedings, was issued 

on 11 July 2008, rejecting claims 28, 34, 56, 57, 62, 67, and 73 under 35 U.S.C. 

1 03(a) as being unpatentable over Calabrese and Student Registration; Claims 

67 and 73 under 35 U.S.C. 1 03(a) as being unpatentable over Student 

Registration and Szlam et al.; Claims 28, 56, 57, and 62 under 35 U.S.C. 103(a) 

as being unpatentable over Moosemiller et al. and Student Registration; Claims 

56 and 57 under 35 U.S.C. 102(e) over Von Meister et al.; and Claim 28 under 

35 U.S.C. 1 03(a) as being unpatentable over Perdue and Barger et al., as 

evidenced by Moosemiller et al. A Final Office action, issued 20 March 2009, 

asserted the arguments were not persuasive and maintained the rejections as , 

set forth above. A subsequent Advisory Action, issued, 30 July 2009, maintaining 

the rejections of claims 28, 34, 56, 57, 62, 67, and 73 over Calabrese and 

Student Registration; claims 67 and 73 over Student Registration and Szlam et 

al.; claims 56, 57, and 62 over Moosemiller et al. and Student Registration; and 

Claims 56 and 57 over Von Meister et al. The rejection of claim 28 over 

Moosemiller et al. and Student Registration; and the rejection of claim 28 over 

Perdue and Barger et al., as evidenced by Moosemiller et al. were withdrawn. 

Hence, the rejections of claims 28, 34, 56, 57, 62, 67, and 73 over Calabrese and 

Student Registration; Claims 67 and 73 over Student Registration and Szlam et 

al.; Claims 56, 57, and 62 over Moosemiller et al. and Student Registration; and 

claims 56 and 57 Von Meister et al. were maintained and appealed to the Board 
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of Patent Appeals and Interferences (hereinafter "BPAI"). On 03 May 2011, the 

BPAI affirmed rejections of all claims, however, did not specifically affirm the 

rejection of claims 56 and 57 under 35 U.S.C. 1 02(e) over Von Meister et al. 

There is a Request for Rehearing in the merged reexamination proceeding, filed 

05 July 2011, but there is no decision at present. Absent a decision in the 

rehearing by the BPAI, the rejections of claims 28, 34, 56, 57, 62, 67, and 73 

over Calabrese and Student Registration; claims 67 and 73 over Student 

Registration and Szlam et al.; and claims 56, 57, and 62 over Moosemiller et al. 

and Student Registration stand affirmed. 

Substantial New Questions (SNQ) of Patentability 

NOTE: It is important to note that claims 56 and 67 are of relevance in this 

Request, hence the other claims (i.e. claims 28, 34, 57, 62 and 73) will not be 

referenced to any further extent, and only the rejections of claims 56 and 67 over 

Calabrese and Student Registration; claim 56 over Moosemiller et al. and 

Student Registration; and claim 67 over Student Registration and Szlam et al. will 

be relevant. 

5. The current status of the ex parte reexamination proceedings (i.e. control 

numbers 90/008,229; 90/010,044 and 90/01 0,130), issued on 03 May 2011, and 

the current limitations of claims 61 and 67 of the '120 patent, will be utilized to 

show why the newly cited references above do or do not create a substantial new 

question (SNQ) of patentability. 
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For purposes of determination, dependent claim 61 is used as the 

representative claim for the various proposed prior art listed below. The 

italicized/underlined sections of the claim below are utilized by the examiner to 

show how specific teachings of the proposed references create a substantial new 

question of patentability in light of the original prosecution history above. 

Claim 61: 

A process according to claim 56, wherein the identification signals relating 
to the callers are calling number identification signals automatically 
provided by the telephone-communication facility. 

Calabrese over Student Registration 

6. Calabrese over Student Registration teaches a process for interfacing, 

through a telephone- communication facility, (1) callers who are at a multitude of 

remote terminals for voice-digital communication with (2) a system for prompting 

the callers with caller cues. 

The Request appears to show that Calabrese, for claim 61, teaches a 

process for interfacing, through a telephone- communicatio,n facility, (1) callers 

who are at a multitude of remote terminals for voice-digital communication with 

(2) a system for prompting the callers with caller cues (see Request, pages 2-4, 

9, 11-14, 25-26; see Claim Chart CC-A, pages 1-2). Calabrese teaches the 

process for interfacing comprising the steps of establishing telephone 

communications between the callers and the system; utilizing the DNIS signals to 

identify one number from a plurality of numbers; receiving identification signals 
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relating to the callers; and testing the identification signals to qualify the caller for 

access to the system cues (see Request, pages 2-4, 9, 11-14, 26-29; see Claim 

Chart CC-A, pages 3-6). Similarly, Student Registration teaches utilizing the 

identification signals to avoid prompting certain callers with a certain previously 

provide cure or cues as well as providing the qualified callers with at least one 

other caller cue (see Request, pages 19-22, 29-31; see Claim Chart CC-A, 

pages 6-10). 

In addition, the Request appears to show that Calabrese, for claim 61, 

teaches the identification signals relating to the callers are calling number 

identification signals automatically provided by the telephone-communication 

facility (see Request, pages 2-4,.6, 9, 14-15, 31-32; see Claim Chart CC-A, 

pages 10-12). 

The above substantial new question of patentability is based solely on 

patents and/or printed publications already cited/considered in an earlier 

concluded examination of the patent being reexamined. On November 2, 2002, 

Public Law 107-273 was enacted. Title Ill, Subtitle A, Section 13105, part (a) of 

the Act revised the reexamination statute by adding the following new last 

sentence to 35 U.S.C. 303(a) and 312(a): 

"The existence of a substantial new question of 

patentability is not precluded by the fact that a patent or 
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printed publication was previously cited by or to the 

Office or considered by the Office." 

For any reexamination ordered on or after November 2, 2002, the effective 

date of the statutory revision, reliance on previously cited/considered art, i.e., "old 

art," does not necessarily preclude the existence of a substantial new question of 

patentability (SNQ) that is based exclusively on that old art. Rather, 

determinations on whether a SNQ exists in such an instance shall be based upon 

a fact-specific inquiry done on a case-by-case basis. 

In the present instance, there exists a SNQ based solely on the 

publication of Calabrese when taken with the Student Registration Publication. A 

discussion of the specifics now follows: 

Calabrese was not present before the examiner during the original 

examination of the '120 patent. Moreover, Calabrese was present before the 

reexam examiner during the previous reexamination proceedings (Control 

Numbers 90/008,229; 90/010,044 and 90/010, 130). Furthermore, Calabrese was 

relied upon to reject claims 56 and 67, with claim 67 having similar limitations to 

claim 61 (i.e. receiving identification signals at a receiving unit of the system, the 

identification signals indicating telephone numbers of the multitude of remote 

terminals, the identification signals being automatically provided by the 

telephone-communication facility). However, Calabrese was not relied upon to 

reject the limitations of claim 61 and is being presented/viewed in a new light, or 
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in a different way, as compared with its use in the earlier concluded 
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examination(s), in view of a material new argument or interpretation presented in 

the request. See Ex parte Chicago Rawhide Mfg. Co., 223 USPQ 351 (Bd. Pat. 

App. & Inter. 1984). 

In addition, Student Registration was not present before the examiner· 

during the original examination of the '120 patent. Moreover, Student 

Registration was present before the reexam examiner durin~ the previous 

reexamination proceedings (Control Numbers 90/008,229; 90/01 0,044and 

90/010, 130). Furthermore, Student Registration was relied upon to reject claims 

.56 and 67, with claim 67 having similar limitations to claim 61 (i.e. receiving 

identification signals at a receiving unit of the system, the identification signals 

indicating telephone numbers of the multitude of remote terminals, the 

identification signals being automatically provided by the telephone-

communication facility). However, Student Registration was not relied upon to 

reject the limitations of claim 61 and is being presented/viewed in a new light, or 

in a different way, as compared with its use in the earlier concluded 

examination(s}, in view of a material new argument or interpretation presented in 

the request. See Ex parte Chicago Rawhide Mfg. Co., 223 USPQ 351 (Bd. Pat. 

App. & Inter. 1984). 

Therefore, it is agreed that the consideration of Calabrese and Student 

Registration presents different issues and combinations in a different way than 

that presented to and considered by the examiner during the previous 

reexamination and raises a substantial new question of patentability of at least 
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claim 61 as pointed out above. There is a substantial likelihood that a reasonable 

examiner would consider these teachings important in deciding whether or not 

these claims are patentable. 

Moosemiller et al. over Student Registration and Szlam et al. 

7. Moosemiller et al. over Student Registration teaches a process for 

interfacing, through a telephone- communication facility, (1) callers who are at a 

multitude of remote terminals for voice-digital communication with (2) a system 

for prompting the callers with caller cues. 

The Request appears to show that Moosemiller et al., for claim 61, 

teaches a process for interfacing, through a telephone- communication facility, 

(1) callers who are at a multitude of remote terminals for voice-digital 

communication with (2) a system for prompting the callers with caller cues (see 

Request, pages 2-4, 9-14, 36-37; see Claim Chart CC-8, pages 1-2). 

Moosemiller et al. teaches the process for interfacing comprising the steps of 

establishing telephone communications between the callers and the system; 

utilizing the DNIS signals to identify one number from a plurality of numbers; 

receiving identification signals relating to the callers; and testing the identification 

signals to qualify the caller for access to the system cues (see Request, pages 2-

4, 9-14, 37-39; see Claim Chart CC-8, pages 2-6). Similarly, Student Registration 

teaches utilizing the identification signals to avoid prompting certain callers with a 

certain previously provide cure or cues as well as providing the qualified callers 
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with at least one other caller cue (see Request, pages 19-22, 38-41; see Claim 

Chart CC-8, pages 6-1 0). 

In addition, the Request appears to show that Szlam et al., for claim 61, 

teaches the identification signals relating to the callers are calling number 

identification signals automatically provided by the telephone-communication 

facility (see Request, pages 2-4, 9-15, 41-43; see Claim Chart CC-8, pages 10-

12). 

The above substantial new question of patentability is ·based solely on 

patents and/or printed publications already cited/considered in an· earlier 

concluded examination of the patent being reexamined. On November 2, 2002, 

Public Law 107-273 was enacted. Title Ill, Subtitle A, Section 13105, part (a) of 

the Act revised the reexamination statute by adding the following new last 

sentence to 35 U.S.C. 303(a) and 312(a): 

"The existence of a substantial new question of 

patentability is not precluded by the fact that a patent or 

printed publication was previously cited by or to the 

Office or considered by the Office." 
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For any reexamination ordered on or after November 2, 2002, the effective 

date of the statutory revision, reliance on previously cited/considered art, i.e., "old 

art," does not necessarily preclude the existence of a substantial new question of 
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patentability (SNQ) that is based exclusively on that old art. Rather, 
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determinations on whether a SNQ exists in such an instance shall be based upon 

a fact-specific inquiry done on a case-by-case basis. 

In the present instance, there exists a SNQ based solely on the 

publication of Moosemiller et al. when taken with the Student Registration 

Publication and the Szlam et al. patent. A discussion of the specifics now 

follows: 

Moosemiller et al. was present before the examiner during the original 

examination of the '120 patent, however, was not relied upon to reject any claim 

limitations. Moreover, Moosemiller was present before the reexam examiner 

during the previous reexamination proceedings (Control Numbers 90/008,229; 

90/010,044 and 90/010, 130). Furthermore, Moosemiller et al. was relied upon to 

reject claim 56. However, Moosemiller was not relied upon to reject the 

limitations of claim 61 and is being presented/viewed in a new light, or in a 

different way, as compared with its use in the earlier concluded examination(s), 

in view of a material new argument or interpretation presented in the request. 

See Ex parte Chicago Rawhide Mfg. Co., 223 USPQ 351 (Bd. Pat. App. & Inter. 

1984). 

In addition, Student Registration was not present before the examiner 

during the original examination of the '120 patent. Moreover, Student 

Registration was present before the reexam examiner during the previous 

reexamination proceedings (Control Numbers 90/008,229; 90/01 0,044 and 
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90/010, 130). Furthermore, Student Registration was relied upon to reject claims 

56 and 67, with claim 67 having similar limitations to claim 61 (i.e. receiving 

identification signals at a receiving unit of ,the system, the identification signals 

indicating telephone numbers of the multitude ·of remote terminals, the 

identification signals being automatically provided by the telephone-

communication facilitY). However, Student Registration was not relied upon to 

reject the limitations of claim 61 and is being presented/viewed in a new light, or 

in a different way, as compared with its use in the earlier concluded 
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examination(s), in view of a material new argument or interpretation presented in 

the request. See Ex parte Chicago Rawhide Mfg. Co., 223 USPQ 351 (Bd. Pat. 

App. & Inter. 1984). 

Moreover, Szlam et al. was present before the examiner during the 

original exami~ation of the '120 patent, however, was not relied upon to reject 

any claim limitations. Similarly, Szlam et al. was present before the reexam 

examiner during the previous reexamination proceedings (Control Numbers 

90/008,229; 90/010,044 and 90/010, 130), and, conversely, was relied upon to 

reject claim 67, with claim 67 having similar limitations to claim 61 (i.e. receiving 

identification signals at a receiving unit of the system, the identification signals 

indicating telephone numbers of the multitude of remote terminals, the 

identification signals being automatically provided bY the telephone-

communication facilitY). However, Szlam et al. was not relied upon to reject the 

limitations of claim 61 and is being presented/viewed in a new light, or in a 

different way, as compared with its use in the earlier concluded examination(s), 
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in view of a material new argument or interpretation presented in the request. 

See Ex parte Chicago Rawhide Mfg. Co., 223 USPQ 351 (Bd. Pat. App. & Inter. 

1984). 
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Therefore, it is agreed that the consideration of Moosemiller et al, Student 

Registration and Szlam et al. presents different issues and combinations in a 

different way than that presented to and considered by the examiner during the 

previous reexamination and raises a substantial new question of patentability of 

at least claim 61 as pointed out above. There is a substantial likelihood that a 

reasonable examiner would consider these teachings important in deciding 

whether or not these claims are patentable. 

Summary 

8. Claim 61 of the '120 patent will be reexamined as requested in the Order. 

Conclusion 

Extensions of time under 37 CFR 1.136(a) will not be permitted in these 

proceedings because the provisions of 37 CFR 1.136 apply only to "an applicant" 

and not to parties in a reexamination proceeding. Additionally, 35 U.S.C. 305 

requires that reexamination proceedings "will be conducted with special dispatch" 
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(37 CFR 1.550(a)). Extension of time in ex parte reexamination proceedings are 

provided for in 37 CFR 1.550(c). 

The patent owner is reminded of the continuing responsibility under 37 

CFR 1.565(a), to apprise the Office of any litigation activity, or other prior or 

concurrent proceeding, involving Patent No. 5,974,120 throughout the course of 

this reexamination proceeding. See MPEP §§ 2207, 2282 and 2286. 

All correspondence relating to this ex parte reexamination proceeding 

should be directed: 

By Mail to: 

By FAX to: 

By hand: 

By EFS-Web: 

Mail Stop Ex Parte Reexam 
Central Reexamination Unit 
Commissioner for Patents 
United States Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

(571) 273-9900 
Central Reexamination Unit 

Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

Registered users of EFS-Web may alternatively submit such 
correspondence via the electronic filing system EFS-Web, at 

https://efs.uspto.gov/efile/myportal/efs-registered 

EFS-Web offers the benefit of quick submission to the particular area of 
the Office that needs to act on the correspondence. Also, EFS-Web submissions 
are 11SOft scanned~~ (i.e., electronically uploaded) directly into the official file for the 
reexamination proceeding, which offers parties the opportunity to review the 
content of their submissions after the 11SOft scanning" process is complete. 
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Any inquiry concerning this communication or earlier communications from 

the Reexamination Legal Advisor or Examiner, or as to the status of this 

proceeding, should be directed to the Central Reexamination Unit at telephone 

number (571) 272-7705. 

SJR 
8/27/2012 

/Stephen J Ralis/ 
Primary Examiner, Art Unit 3992 

Conferee 
/Erik Kielin/ 
Primary Examiner, Art Unit 3992 

Conferee 

MARK J. REINHART . . 
Supervisory Patent Reexamination Specialist 

( CRU - Art Un\t 3992 
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