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Carfax, Inc. (“Petitioner” or “Carfax”) petition for Covered Business Method 

Patent Review (“CBM”) under 35 U.S.C. §§ 321 and § 18 of the Leahy-Smith 

American Invents Act of claims 1-19 (“the Challenged Claims”) of U.S. Patent No. 

8,731,977.  As explained in this petition, there exists a reasonable likelihood that 

Carfax will prevail in demonstrating unpatentability with respect to at least one of 

the Challenged Claims based on teachings set forth in at least the references 

presented in this petition.  Carfax respectfully submits that a CBM review should 

be instituted, and that the Challenged Claims should be canceled as unpatentable. 

I. MANDATORY NOTICES UNDER 37 C.F.R § 42.8(a)(1) 

A. Real Party-In-Interest Under 37 C.F.R. § 42.8(b)(1) 

Carfax, Inc., Polk Carfax, Inc., R.L. Polk & Co., IHS Global Inc., IHS 

Holding Inc., and IHS Inc. are the real parties-in-interest. 

B. Related Matters Under 37 C.F.R. § 42.8(b)(2) 

Carfax is not aware of any disclaimers or reexamination certificates for the 

‘977 Patent.  The ‘977 Patent is the subject of a currently-pending civil action: 

Carfax, Inc. v. Red Mountain Technologies, LLC et al., Case No. VAED-1-14-cv-

01590, filed November 20, 1014.   

C. Lead And Back-Up Counsel Under 37 C.F.R. § 42.8(b)(3) 

Carfax designates Joshua A. Griswold, Reg. No. 46,310, as Lead Counsel 

and Daniel Smith, Reg. No. 71,278, as Backup Counsel, both available for service 
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at 3200 RBC Plaza, 60 South Sixth Street, Minneapolis, MN 55402 (T:  202-783-

5070) or by electronic service by email at CBM35709-0003CP1@fr.com. 

II. PAYMENT OF FEES 

Carfax authorizes charges to Deposit Account No. 06-1050 for the fee set in 

37 C.F.R. § 42.15(b) for this Petition and any related additional fees. 

III. REQUIREMENTS FOR CBM UNDER 37 C.F.R. § 42.304 

A. Grounds for Standing Under 37 C.F.R. § 42.304(a)  

1. Carfax is not estopped from requesting the present 
CBM Review 

Carfax certifies that the ’977 Patent is available for CBM, and that it is not 

barred or estopped from requesting this review challenging the Challenged Claims 

on the below-identified grounds, as required by 37 C.F.R. § 42.302(b).   

2. Carfax has standing to file the present Petition for 
CBM Review 

Carfax further submits that it has standing to file the present CBM challenge 

of the ’977 Patent because it “has been charged with infringement” of the ’977 

Patent.  37 C.F.R. § 42.302(a), the rule governing Petitioner standing to bring 

CBM challenges, states: 

(a) A petitioner may not file with the Office a 

petition to institute a covered business method patent 

review of the patent unless the petitioner, the petitioner's 

real party-in-interest, or a privy of the petitioner has 
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been sued for infringement of the patent or has been 

charged with infringement under that patent. Charged 

with infringement means a real and substantial 

controversy regarding infringement of a covered business 

method patent exists such that the petitioner would have 

standing to bring a declaratory judgment action in 

Federal court. 

(Emphasis added).  Carfax filed the currently pending action for declaratory 

judgment of non-infringement of the ’977 Patent in The United States District 

Court for the Eastern District of Virginia on November 20, 2014 (hereinafter “the 

DJ Action”).  The DJ Action was filed based on Patent Owner threatening to sue 

“Progressive – Carfax’s customer at the time – with patent infringement if 

Progressive moved forward with its plan to use Carfax data for insurance 

underwriting.”  Ex. 1007, p. 19.  Patent Owner filed a motion to dismiss arguing 

Carfax lacked standing to file the DJ Action, because “even if [Patent Owner] had 

sued Progressive, such a lawsuit” would not “create a dispute with Plaintiff, or 

otherwise provide Plaintiff with standing” to file the DJ Action.  Ex. 1007, p. 29.  

The Court disagreed, ruling that Carfax did have standing to file the declaratory 

judgment action.  Ex. 1006, p. 23.  Therefore, as of the date of the present Petition, 

the DJ Action is pending.   

The threats by Patent Owner are sufficient to provide Carfax with standing 

to bring the currently pending DJ Action, and indicate Carfax “has been charged 
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with infringement” of the ’977 Patent under the definition provided in 37 C.F.R. § 

42.302(a).  Thus, Carfax has standing to file the present Petition for CBM Review 

of the ’977 Patent.   

In addition, on April 22, 2015, Carfax received a letter from the Patent 

Owner styled as an “irrevocable and unconditional covenant not to sue,” included 

as Exhibit 1005 (hereinafter the “Red Mountain Letter”). Patent Owner, perhaps 

anticipating a challenge to the subject matter eligibility of its claims under 35 

U.S.C. § 101, appears to be attempting to prevent Carfax from challenging the 

claims by extending this purported covenant not to sue.  However, as discussed 

previously, 37 C.F.R. § 42.302(a), the rule governing Petitioner standing to bring 

CBM challenges, bars a petitioner from filing a petition for CBM Review “unless 

the petitioner, the petitioner's real party-in-interest, or a privy of the petitioner has 

been sued for infringement of the patent or has been charged with infringement 

under that patent.”  (Emphasis added).  The use of the past tense phrase “has been 

charged” indicates that a past charge of infringement is sufficient to remove the bar 

from filing a petition, regardless of whether the charge exists at the time of filing 

of the petition for CBM Review.  The Red Mountain Letter does not change the 

fact that Petitioner “has been charged with infringement.” 

Had Congress intended to only allow parties that were currently charged 

with infringement of a patent to challenge it in a CBM proceeding, they would 
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have chosen a present tense construction of this term to indicate this intent (e.g., “is 

charged with infringement” instead of “has been charged with infringement”).  

This interpretation echoes the reasoning that has been adopted by the Board in 

other cases.  See, e.g., SAP v. Versata, CBM2012-00001, Paper 36 (“We give § 

18(a)(1)(B) its literal meaning[.]”).  Reading the rule to include a requirement of an 

active and on-going charge of infringement would quite simply be adding a 

requirement for standing that is not included in its plain language.   

Moreover, the Red Mountain Letter does not fully extinguish the 

controversy regarding the ’977 Patent.   For example, the Red Mountain Letter 

extends its purported “covenant not to sue” to “Carfax or any Carfax customer.”  

Ex. 1005, p. 2.  However, the terms “Carfax” and “affiliate” are not defined in the 

Red Mountain Letter, and so it is unclear as to which Carfax entity or entities the 

purported covenant is extended.  Further, because the term “Carfax customer” is 

not defined, it is unclear whether this purported covenant extends only to current 

Carfax customers as of the date of the Red Mountain Letter, or also to other 

potential customers that Carfax may be in negotiations with and to customers 

acquired by Carfax after the date of the Red Mountain Letter.  See Ex. 1005, pp. 1-

2.     

Thus, because Carfax “has been charged with infringement” of the ’977 

Patent, Carfax has standing to file the present Petition for CBM Review of the ‘977 
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Patent.  That the controversy involving the ’977 Patent, as well as the DJ Action, is 

still live as of the date of filing of the present Petition further reinforces Carfax’s 

standing to file the present Petition for CBM Review.     

Finally, the pending DJ Action does not bar Carfax from filing the present 

Petition under 35 USC § 325(a).  The statute states that “[a] post-grant review may 

not be instituted under this chapter if, before the date on which the petition for such 

a review is filed, the petitioner or real party in interest filed a civil action 

challenging the validity of a claim of the patent."  (Emphasis added).  The DJ 

Action is for a declaratory judgment of non-infringement of the ’977 Patent only, 

and therefore is not a “civil action challenging the validity of a claim” of the ’977 

Patent.  Thus, the DJ Action does not bar Carfax from filing the instant Petition for 

CBM review under 35 USC § 325(a).  See Ariosa Diagnostics v. Isis Innovation 

Ltd., IPR2012-00022, Paper No. 20, p. 7 (P.T.A.B. Feb. 12, 2013) (Finding that an 

Inter Partes Review petitioner who had filed a declaratory judgment for non-

infringement had not “challenged the validity” of the patent.)  

B. Challenge Under 37 § 42.304(b) and Relief Requested 

Carfax requests a CBM review of the Challenged Claims on the grounds set 

forth in the table shown below, and requests that each of the Challenged Claims be 

found unpatentable.  An explanation of how these claims are unpatentable under 

the statutory grounds identified below is provided in the detailed discussion that 
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follows.  Additional explanation and support for each ground of rejection is set 

forth in Exhibit CARFAX-1003, the Declaration of Dr. Steven Kursh (“Kursh”), 

referenced throughout this Petition. 

Ground ‘977 Patent Claims Basis for Rejection 

Ground 1 1-19 Ineligible subject matter under 35 
U.S.C. § 101 

 

C. Claim Constructions under 37 C.F.R. §§ 42.104(b)(3) 

A claim subject to CBM review is given its “broadest reasonable 

construction in light of the specification of the patent in which it appears.”  37 

C.F.R. § 42.100(b).  Thus, the words of the claim are given their plain meaning 

unless that meaning is inconsistent with the specification.  In re Zletz, 893 F.2d 

319, 321 (Fed. Cir. 1989).  Petitioner submits, for the purposes of this CBM review 

only, that the claim terms are analyzed applying their broadest reasonable 

interpretation in view of the specification of the ‘977 Patent.1 Clarfications of the 

constructions being applied are provided in the discussions below.   

                                                 
1 Because the standards of claim interpretation applied in litigation differ from 

PTO proceedings, any interpretation of claim terms in this CBM review is not 

binding upon Petitioner in any litigation related to the subject patent. See In re 

Zletz, 893 F.2d 319, 321-22 (Fed. Cir. 1989).  
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D. The ‘977 Patent is a Covered Business Method Patent 

The ‘977 Patent, which generally relates to methods “determining insurance 

risk for a vehicle” for use in “underwriting and rating insurance policies, vehicle 

financing, or vehicle warranties” is a “covered business method patent” (“CBM 

patent”) as defined under § 18 of the AIA and 37 C.F.R. § 42.301.  Ex. 1001 (‘977 

Patent), claim 17 and Abstract.   

The AIA defines a CBM patent as “a patent that claims a method or 

corresponding apparatus for performing data processing or other operations used in 

the practice, administration, or management of a financial product or service” 

(emphases added).  AIA § 18(d)(1); see also 37 C.F.R. § 42.301.  The AIA’s 

legislative history demonstrates that the term “financial product or service” should 

be “interpreted broadly,” encompassing patents “’claiming activities that are 

financial in nature, incidental to a financial activity or complementary to a 

financial activity.’”  Ex. 1010 at 48735 (quoting 157 Cong. Rec. S5432 (daily ed. 

Sept. 8, 2011) (statement of Sen. Schumer)). Moreover, as the Guide to the 

Legislative History of the America Invents Act indicates, the language “practice, 

administration, or management” is “intended to cover any ancillary activities 

related to a financial product or service, including . . . marketing, customer 

interfaces [and] management of data . . .” (emphases added).  Ex. 1011 at 635-36. 

Augmenting the statutory language with the above-referenced clarifications 
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from the legislative history, and from the Guide to that legislative history, yields 

the following definition of a CBM patent: a patent that claims a method or 

corresponding apparatus for performing data processing or other operations used in 

activities that are financial in nature, incidental to a financial activity, or 

complementary to a financial activity, including the management of data. See AIA 

§ 18(d)(1); Ex. 1010 at 48735; Ex. 1011 at 635-26. 

The claims of the ‘977 Patent are directed to methods for “determining 

insurance risk for a vehicle,” for use in “underwriting and rating insurance policies, 

vehicle financing, or vehicle warranties.”  Ex. 1001 (‘977 Patent), claim 17 

(emphasis added), claim 1 and Abstract.  These methods are a financial activity, 

and Patent Owner agrees.  Ex. 1004, p. 12.  For example, claim 1 recites “selecting 

at least two vehicle variables determined to impact the risk of future loss associated 

with a vehicle.”  Id.  This recited “future loss” is construed to encompass a 

monetary amount that could potentially be lost by the insurance provider under a 

policy covering the vehicle.  See id. at 2:7:9 (“’Loss dollars’ means actual dollars 

paid by an insurance carrier due to a claim or a group of claims incurred by a 

particular risk group).  Accordingly, at least claim 1 of the ’977 patent is directed 

to a financial activity. 

In addition to this clear financial activity recited in the claims, the ’977 

specification defines “risk” as “a combination of predicted frequency and severity, 
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where ‘frequency’ predicts the probability that a loss event will occur within a 

given timeframe, and ‘severity’ predicts the loss cost in dollars of that particular 

event.”  Id. at 1:42-47.  The patent continues: “[a] better understanding of risk can 

lead to better correlations of risk to cost, which can minimize instances of 

mistakenly overcharging or undercharging for insurance” which “can lead to better 

or more predictable profits for insurance companies[.]”  Ex. 1001 (‘977 Patent), 

1:52-57 (emphasis added).  The specification further states that the “methods 

disclosed can also be used outside of the insurance industry, including for 

estimating and pricing risk associated with (1) financing certain vehicle loans; (2) 

vehicle warranty offerings, and (3) vehicle repair costs.”  Id. at 4:29-32 (emphasis 

added); see also, e.g., 1:43-3:7.  This description alone, even absent the explicit 

recitation of financial activity in claim 1 described above, would be sufficient to 

establish that the claimed method is used in the practice, administration, or 

management of a financial product or service and that, therefore, the ‘977 Patent is 

a CBM patent.  See Volusion v. Versata, CBM2013-00017, Paper No. 8 (P.T.A.B., 

October 24, 2013) (determining, based on a specification statement that 

‘embodiments of the present invention have application to a wide range of 

industries’ including ‘financial services,’ despite the apparent lack of financial-

related language in the claims); see also Apple v. Sightsound, CBM2013-00019, 

Paper No. 17 at 9-15  (P.T.A.B. October 8, 2013) (“Although claim 8 does not 
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expressly refer to financial activity . . . When applied to the activities listed [in the 

patent’s specification] . . . the method of claim 8 represents a financial product or 

service”).    

Thus, for at least the reasons described above, the ‘977 Patent is a CBM 

patent that is eligible for the review requested by Petitioner.   

E. The ‘977 Patent Is Not Directed to a Technological 
Invention, And Thus, Should Not Be Excluded From the 
Definition of a CBM Patent. 

The AIA excludes “patents for technological inventions” from the definition 

of CBM patents. AIA § 18(d)(2).  To determine when a patent covers a 

technological invention, “the following will be considered on a case-by-case basis: 

whether the claimed subject matter as a whole recites a technological feature that is 

novel and unobvious over the prior art; and solves a technical problem using a 

technical solution.”  37 C.F.R. § 42.301 (emphasis added); see also Ex. 1010 at 

48736-37 (USPTO clarified that to qualify as a technological invention, a patent 

must have a novel, unobvious technological feature and a technical problem solved 

by a technical solution).  “[A]bstract business concepts and their implementation, 

whether in computers or otherwise,” are not included in the definition of 

“technological inventions.” Ex. 1011 at 634.  Indeed, Congress has explained that 

accomplishing a business process or method is not technological, whether or not 

that process or method is novel.  See id.  Finally, to institute a CBM, a patent need 
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only have one claim directed to a covered business method, and not a technological 

invention.  See, e.g., Ex. 1010 at 48736-37.   

The claims of the ‘977 Patent fail to recite a novel and unobvious 

technological feature, and fail to recite a technical problem solved by a technical 

solution.  See Ex. 1003 (Kursh Declaration) at ¶ 21.  Thus, the patent is subject to 

Section 18 review.  Although the independent claims of the ‘977 Patent recite 

computer-related terms such as “database”, “computer system”, and “storage 

media”, Congress has explained that simply reciting words describing generic 

technology such as “computer hardware, . . .software, memory, computer-readable 

storage medium, [or] databases” does not make a patent a technological invention. 

Ex. 1011 at 634.  

The ‘977 Patent fails even to recite a technical problem, and instead 

addresses the non-technical task of “analyzing and using vehicle historical data to 

determine the future risk associated with a particular vehicle, including risk of 

future insurance loss.”  Ex. 1001 (‘977 Patent), 1:8-10.  The ‘977 Patent’s solution 

to this non-technical problem is nothing more the combination of prior art 

structures to achieve a normal, expected, and predictable result: the use of a 

database, a computer system, and a storage medium to determine the insurance risk 

for a vehicle based on the historical data.  See, e.g., Ex. 1001 (‘977 Patent) at claim 

1.  A teaching of a combination of prior art structures that achieves a predictable 
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result does not “render a patent a technological invention.” Ex. 1010 at 48755.  

Indeed, a person having ordinary skill in the art at the time that the ‘977 Patent was 

filed would not have considered the methods described and claimed by the ‘977 

Patent to be technical.  Ex. 1003 (Kursh Declaration) at ¶ 22.  

In sum, the AIA’s exclusion of “patents for technological inventions” from 

the definition of CBM patents is not applicable here because the ‘977 Patent fails 

to recite a novel and unobvious technological feature, and fails to recite a technical 

problem solved by a technical solution.  CBM review is therefore appropriate for 

the ‘977 Patent.      

IV. THE CHALLENGED CLAIMS OF THE ‘977 PATENT ARE 
UNPATENTABLE 

Claims 1-19 are challenged.  As demonstrated below, claims 1-19 are 

directed toward ineligible subject matter and are thus unpatentable under 35 U.S.C. 

§ 101.   

A. GROUND 1 – Claims 1-19 Are Unpatentable Under 35 
U.S.C. § 101 

1. Legal Standard 

Laws of nature, abstract ideas and natural phenomena cannot be patented.  

Mayo Collaborative Serv v. Prometheus Labs., Inc., 132 S. Ct. 1289, 1293 (2012).  

Allowing patents on such matters would effectively grant impermissible 

monopolies over entire concepts.  See, e.g., Gottschalk v. Benson, 409 U.S. 63, 71-
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72 (1972).  Thus, when claims of a patent recite abstract ideas, such as those that 

“can be performed in the human mind, or by a human using a pen and paper,” and 

those that preempt an entire concept or field, they must add “significantly more” to 

be patent-eligible.  CyberSource Corp. v. Retail Decisions, Inc., 654 F.3d 1366, 

1372 (Fed. Cir. 2011); See also Mayo, 132 S. Ct. at 1294; Bilski v. Kappos, 130 S. 

Ct. 3218, 3230 (2010).   

As the Supreme Court recently reiterated, mere recitation of “a particular 

technological environment” does not make eligible a claim that is otherwise 

improperly abstract.  Alice Corp. v. CLS Bank International,134 S.Ct. 2347, 2358 

(2014) (quoting Bilski, 130 S. Ct at 3230).  Nor does addition of “insignificant post 

solution activity” or “well-understood, routine, conventional activity” make an 

ineligible claim, patent eligible. Mayo, 132 S. Ct. at 1291 (quoting Bilski, 130 S. 

Ct. at 3230), 1294, 1297-98. Instead, a claim involving an unpatentable abstract 

idea must contain “other elements or a combination of elements, sometimes 

referred to as the inventive concept,” sufficient to prevent patenting the underlying 

idea itself.  Mayo 132 S. Ct. at 1294 (internal quotations omitted).  One indication 

that a claim recites more than an abstract idea is that it is “tied to a particular 

machine or apparatus” or “transform[s] a particular article into a different state or 

thing.”   Bilski, 130 S. Ct. at 3230.  However, a claim limitation that can be 

performed by a person is not tied to a novel machine.  Ultramercial, Inc. v. Hulu, 
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LLC, 772 F.3d 709, 714 (2014).  Further, manipulations of "public or private legal 

obligations or relationships, business risks, or other such abstractions cannot meet 

the [transformation prong of the] test because they are not physical objects or 

substances, and they are not representative of physical objects or substances." 

Bilski v. Kappos, 545 F.3d 943, 963 (Fed. Cir. 2008). 

An abstract claim is not salvaged, however, by “claiming only its 

performance by computers, or by claiming the process embodied in program 

instructions on a computer readable medium.”  CyberSource, 654 F.3d at 1375.  

Instead, to impart patent-eligibility to otherwise unpatentable subject matter “under 

the theory that the [claimed subject matter] is linked to a machine, the use of the 

machine must impose meaningful limits on the claim’s scope.”  Id. at 1369 

(internal quotations omitted); see also Bancorp Serv., L.L.C. v. Sun Life Assur. Co. 

(U.S.), 687 F.3d 1266, 1278 (Fed. Cir. 2012) (“To salvage an otherwise patent-

ineligible process, a computer must be integral to the claimed invention, 

facilitating the process in a way that a person making calculations or computations 

could not”).  Using a computer “for no more than its most basic function—making 

calculations or computations — fails to circumvent the prohibition against 

patenting abstract ideas and mental processes.”  Id.  As such, and as explained 

below, the mere fact that claims 1-19 of the ’977 Patent incorporate terms such as a 

“database,” “computer system,” and “storage media,” does not salvage these 
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otherwise patent ineligible claims.   

In the recent Alice decision, handed down after issuance of the ‘977 Patent, 

the Supreme Court outlined a two-part framework for distinguishing patent-

ineligible subject matter from potentially “patent-eligible applications of those 

concepts.”  Alice, 134 S. Ct. at 2355.  The first step is to determine whether the 

claims are directed to a law of nature, natural phenomenon, or abstract idea.  Id.  

The second step is to determine whether elements of the claim “‘transform the 

nature of the claim’ into a patent-eligible application.”  Id.  (quoting Mayo, 132 S. 

Ct. at 1297).  Stated otherwise, the additional claim elements must contain an 

“inventive concept” such that “the patent in practice amounts to significantly more 

than a patent upon the [ineligible concept] itself.”  Id. 

As explained in detail below, claims 1-19 of the ’977 Patent are directed to 

and impermissibly preempt an abstract idea, a fundamental economic practice that 

can be performed in the human mind and by paper and pen, namely the abstract 

idea of determining insurance risk for a vehicle for use in underwriting and rating 

insurance policies, without being “tied to a particular machine” and without 

“transform[ing] a particular article” into anything different.  The claims do not add 

“significantly more” to the embodied abstract idea, as required for eligibility under 

Alice, and therefore are unpatentable under 35 U.S.C. § 101.   
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2. The claims of the ‘977 Patent are directed to the 
patent-ineligible abstract idea of determining risk  

The first step in determining subject matter eligibility of a claim under Alice 

is to determine whether the claim is directed to a law of nature, natural 

phenomenon, or abstract idea.  Alice, 134 S. Ct. at 2355.  The claims of the ’977 

Patent are directed to the abstract idea of determining insurance risk.  For example, 

from the plain claim language of independent claim 1, the conclusion is 

inescapable that the recited actions merely describe an abstract idea, namely, the 

fundamental economic practice of “determining insurance risk for a vehicle” for 

use in underwriting and rating insurance policies See Ex. 1001 (‘977 Patent), claim 

1, preamble; see also, Ex. 1001 (‘977 Patent) claim 17, preamble “insurance risk.”  

Determining risk of loss is a fundamental aspect of setting premiums for insurance, 

an economic practice that has been commonplace for decades if not centuries.  Ex. 

1003 (Kursh Declaration), ¶ 23.  This is precisely the type of abstract idea that is 

not patentable under 35 U.S.C. § 101, among other reasons, because it is a 

fundamental economic practice and “can be performed in the human mind, or by a 

human using a pen and paper,” and entirely without the use of a computer.  Alice, 

134 S.Ct. at 2349; Cybersource, 654 F.3d at 1372.   When considered as a whole, 

claim 1 does not recite significantly more than the abstract, fundamental economic 

practice of determining risk in an insurance context – a concept that the Patent 

Owner, itself, agrees and even argued is patent ineligible.  Ex. 1004, p. 12 
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(arguing Carfax’s patent “improperly attempts to cover the abstract, fundamental, 

and well-known idea of mitigating vehicle insurance risk using vehicle history 

data.”).   

Independent claim 1, generally, recites: 

• obtaining vehicle history data 

• selecting vehicle variables 

• assigning weights to the vehicle variables 

• storing the variables 

• analyzing the vehicle history data, and 

• generating a risk score for the vehicle. 

Independent claim 17 recites similar elements. 

Though a straightforward reading of the claim language is enough to convey 

its abstractness, comparing claims 1 and 17 to other claims found to be directed to 

patent-ineligible subject matter further reinforces their abstract nature. For 

example, like the claims 1 and 17 of the ’977 Patent, the claims in Bilski were 

directed to managing financial risk, in particular “managing the consumption risk 

costs of a commodity.” Bilski, 130 S.Ct. at 3232.  There, “all members of the Court 

agree[d] that the patent application at issue here falls outside of § 101 because it 

claims an abstract idea.” Id. at 3230.  Again, like claims 1 and 17, the claims in 

Alice were directed to managing financial risk, in particular, “the concept of 
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intermediated settlement, i.e., the use of a third party to mitigate settlement risk.” 

Alice, 134 S.Ct. at 2356].  The Alice court explained:  

[W]e need not labor to delimit the precise contours of the 

‘abstract ideas’ category in this case. It is enough to 

recognize that there is no meaningful distinction between 

the concept of risk hedging in Bilski and the concept of 

intermediated settlement at issue here. Both are squarely 

within the realm of ‘abstract ideas’ as we have used that 

term.”  Id. at 2357 (emphasis added).   

 

Even the Patent Owner agrees that determining insurance risk for a vehicle 

as recited in claims 1 and 17 of its patent is a patent-ineligible abstract idea under 

Alice.  In its briefing in the co-pending DJ Action, the Patent Owner argued that 

Carfax’s U.S. Patent No. 8,255,244, which claims similar subject matter to the 

’977 Patent, was patent ineligible for claiming an abstract idea.  The Patent Owner 

argued that “mitigating vehicle insurance risk using vehicle history data,” the very 

concept to which the claims of ’977 Patent are directed, is an “abstract idea...and 

thus falls outside of the bounds of patentable subject matter under Section 101.”  

Ex. 1004, p. 11.  The Patent Owner further states that “insurance companies have 

traditionally mitigated vehicle insurance risk by using vehicle history data.”  Id. at 

p. 13.   

Accordingly, for at least the reasons described above, claims 1 and 17 of the 
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’977 Patent is directed to the fundamental economic practice of determining 

insurance risk for use in underwriting and rating insurance policies, which is a 

patent-ineligible abstract idea.  Finally, dependent claims 2-16, and 18-19 depend 

from independent claims 1 and 17, respectively, and recite additional limitations 

that do not depart from the abstract ideas recited in the independent claims.  Thus, 

each claim of the ’977 Patent is directed to the fundamental economic practice of 

determining risk, which is a patent-ineligible abstract idea.   

3. The claims of the ’977 Patent do not add 
“significantly more” to the patent-ineligible abstract idea of 
determining risk 

The next step in determining subject matter eligibility of a claim under Alice 

is to determine whether the claim is rendered patent-eligible by adding 

“significantly more” to the embodied abstract idea.  See Alice, 134 S. Ct. at 2355.  

As described in detail below, the claims of the ’977 Patent recite only generic 

computer components performing conventional functions, and thus are patent-

ineligible as such features do not add “significantly more” to the embodied abstract 

idea.  See id. 

(a) The claims of the ’977 Patent are not tied to a 
particular machine in any manner that would render the 
claims patent-eligible 

A claim to an otherwise abstract idea is rendered patent-eligible under § 101 

if “it is tied to a particular machine or apparatus.” In re Bilski, 545 F.3d at 954.  
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However, if “the function performed by the computer at each step of the process is 

purely conventional” in that it “does no more than require a generic computer to 

perform generic computer functions,” this is insufficient to render a claim to an 

abstract idea patent-eligible.  Alice, 134 S.Ct. 2359 (quoting Mayo, 132 S.Ct., at 

1298, internal quotation marks omitted).  The recitation of such generic computer 

components in the claims of the ’977 Patent, thus, are insufficient to render the 

abstract idea embodied in the claims patent-eligible.  

For example, even assuming arguendo that the express language of claim 1 

(e.g., “computer system,” “memory storage media,” “database”) requires the use of 

computers, those recitations are not meaningful limitations on the scope of the 

claim in that they are no more than “well-understood, routine, conventional” 

elements. See Mayo, 132 S. Ct. at 1294; Ex. 1003 (Kursh Declaration), ¶27.  These 

additional recitations, thus, do not add “significantly more” to the embodied 

abstract idea, and are insufficient to render the claims patent-eligible.  See Alice, 

134 S. Ct. at 2355.  The “claims do not, for example, purport to improve the 

functioning of the computer itself.”  Id. at 2359. 

That particular limitations of the claims of the ‘977 patent purport to be 

limited to be performed by a “database” or a “computer system” does not tie them 

to a particular machine, nor does it otherwise promote patent eligibility.   

First, as explained above, to the extent some language in the claims is 
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deemed to require computer implementation, mere inclusion of a general purpose 

computer, without more, is insufficient to satisfy the “machine or transformation” 

test.  See e.g., Alice, 134 S.Ct. at 2359; Mayo, 132 S.Ct., at 1298; Dealertrack, Inc. 

v. Huber, 674 F.3d 1323, 1332-34 (Fed. Cir. 2012) (“[S]imply adding a ‘computer 

aided’ limitation to a claim covering an abstract concept, without more, is 

insufficient to render the claim patent eligible.”). Though the specification 

describes computerized implementations, the claims themselves simply do not 

recite anything beyond the well-known and routine insurance industry practice of 

determining insurance risk for a vehicle.  Ex. 1003 (Kursh Declaration), ¶ 23.  

Second, an abstract claim is not salvaged by “claiming only its performance 

by computers, or by claiming the process embodied in program instructions on a 

computer readable medium.”  CyberSource, 654 F.3d at 1375.  Instead, to impart 

patent-eligibility to otherwise unpatentable subject matter “under the theory that 

the [claimed subject matter] is linked to a machine, the use of the machine must 

impose meaningful limits on the claim’s scope.”  Id. at 1369 (internal quotations 

omitted); see also Bancorp Serv., L.L.C. v. Sun Life Assur. Co. (U.S.), 687 F.3d 

1266, 1278 (Fed. Cir. 2012) (“To salvage an otherwise patent-ineligible process, a 

computer must be integral to the claimed invention, facilitating the process in a 

way that a person making calculations or computations could not”); see also SiRF 

Tech., Inc. v. Int’l Trade Comm’n, 601 F.3d 1319, 1333 (Fed. Cir. 2010).   
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Although certain claims of the ’977 Patent recite generic computer components 

such as a “database” or “computer system,” nothing in the bodies of the claims 

themselves establishes that a database or even a computer is integral to the claimed 

functionality.  To the contrary, as discussed above, the functionality in the claim 

has long been performed by human activity, without the use of computers.  Simply 

“linking the use of the method to a particular technological environment” such as 

“implementation via computers” does not make the method patent-eligible.  Alice, 

2360 (quoting Bilski, 130 S.Ct. at 3218) (internal quotation marks omitted); see 

also Bancorp, 687 F.3d at 1279.   

Further, although the specification describes that components for performing 

the various claimed actions “can be embodied in the necessary hardware and 

software to perform,” these components are nothing more than (and actually less 

than) the recitation of a “client component” and a “server component” in 

Accenture.  The Federal Circuit in Accenture also rejected the arguments that 

application “in a computer environment and within the insurance industry” saved 

the Accenture claims, because “simply implementing an abstract concept on a 

computer, without meaningful limitations to that concept, does not transform a 

patent-ineligible claim into a patent-eligible one.”  Id. at 15 (citing Bancorp, 687 

F.3d at 1280).   

Finally, the Patent Owner has previously acknowledged that generic 
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computer components, such as those recited in claim 1 of the ’977 Patent, are not 

sufficient to render a claim to an abstract idea patent eligible.  In analyzing the 

claims of Carfax’s ’244 Patent in the DJ Action, the Patent Owner characterized 

steps recited as performed “in a physical memory of a data processing system,” 

and “using [a] processing device of [a] data processing system” as “routine 

additional steps of data gathering and organizing” that “do not transform the 

abstract idea into a patentable concept.”  Ex. 1004 at p. 16.  Therefore, even the 

Patent Owner recognizes that simply adding generic components, such as a 

database, a computer system, and a storage medium, to a claim directed to an 

abstract idea insufficient to render the claim patent eligible under 35 U.S.C. § 101.   

Accordingly, for at least the reasons described above, claim 1 of the ’977 

Patent is not tied to a particular machine in any manner sufficient to render its 

claimed abstract idea patent-eligible.  Independent claim 17 is directed to similar 

subject matter, and thus is patent-ineligible for at least the same reasons as claim 1.  

Finally, dependent claims 2-16, and 18-19 depend from independent claims 1 and 

17, respectively, and recite additional limitations that do not depart from the 

abstract ideas recited in the independent claims.  Thus, each claim of the ’977 

Patent, when taken as a whole, is not tied to a particular machine in any manner 

sufficient to render its claimed abstract idea patent-eligible.   
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(b) The claims of the ‘977 Patent do not transform 
anything 

A claim is patent-eligible under § 101 if “it transforms a particular article 

into a different state or thing.”  In re Bilski, 545 F.3d at 954.  The ‘977 patent 

claims perform no such transformation. 

For example, as explained above, claim 1 recites a method of determining 

risk, including the following steps: (a) obtaining vehicle history data; (b) selecting 

variables; (c) assigning weights to the variables; (d) storing the selected variables; 

(e) analyzing the vehicle history data; and (f) generating a risk score.  None of 

these steps transforms an “article” into a different state or thing.  Ex. 1003 (Kursh 

Declaration), ¶ 25. The claim recites the following items and corresponding 

actions, none of which involve transformation of the recited item: 

 “Vehicle data” – “obtain[ed],” “analyz[ed]” 

 “Vehicle variables – “select[ed],” “stor[ed]” 

 “Risk score” – “generat[ed]” 

As can be seen from above, none of the so-called articles are transformed or 

altered in any manner.  It is true that the “risk score” is “generated,” but 

“generating” something as part of a mathematical calculation is fundamentally 

different from “transforming” an already existing article into “a different state or 

thing.”  In re Bilski, 545 F.3d at 954.   
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Moreover, the Federal Circuit has consistently found claims containing 

language similar to that in the ‘977 patent insufficient to impart patent-eligibility.  

For example, in Bancorp, claims to a “method for managing a life insurance policy 

on behalf of a policy holder” were found to be patent ineligible under § 101.  See 

687 F.3d at 1270-71, 78.  The court stated that the patent “attempt[ed] to patent the 

use of the abstract idea of [managing a stable value protected life insurance policy] 

and then instruct the use of well-known [calculations] to help establish some of the 

inputs into the equation.”  Id. at 1278 (quoting Bilski, 130 S.Ct. at 3231) (quote 

alterations in original).   The claims in Bancorp recited many limitations having 

language essentially identical to the claims of the ’977 Patent, including 

“generating a life insurance policy,” and “storing [a] policy unit value[.]”  

Bancorp, 687 F.3d at 1270-71, 78 (emphasis added).  The court further stated that 

“as in Bilski” the Bancorp claims did “not effect a transformation, and the fact that 

the required calculations could be performed more efficiently via a computer does 

not materially alter the patent eligibility of the claimed subject matter.”  Id. at 

1278.   

Accordingly, as is readily apparent, there is not a hint or suggestion of any 

article in any of the independent claims being transformed into a different state or 

thing in any way.  And for similar reasons, independent claim 17 and the 

dependent claims fail to include any transformations sufficient to render the claims 
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patent eligible.  In sum, the claims of the ‘977 patent fail to meet the 

transformation test.   

(c) The ’977 Patent was allowed based on the addition 
of subject matter specifically found not to impart patent-
eligibility in Alice 

During prosecution the Patent Office rejected the application that became 

the ’977 Patent under 35 U.S.C. § 101 as directed to ineligible subject matter for 

claiming an abstract idea.  See Ex. 1002 (‘977 Pros. History), Office Action of July 

12, 2013, p. 3.  In response, the Patent Owner amended the claims to recite various 

actions performed by or using “a computerized vehicle history database,” an 

electronic “non-transitory” storage medium, and a “[user’s] computer system.”  

The Patent Office, following the pre-Alice test for eligibility, found that the 

amendments rendered the claims patent-eligible.  See Ex. 1002 (‘977 Pros. 

History), Office Action of December 24, 2013, p. 3.  The ’977 Patent subsequently 

issued on May 20, 2014.  One month later, the Supreme Court in Alice clarified 

that “wholly generic computer implementation,” such as the recitation of well-

known computer component performing “purely conventional” functions, is not 

sufficient to impart patent-eligibility to claims to an abstract idea.  Alice, 134 S.Ct. 

at 2359.   

The amendments made by Patent Owner to obtain allowance of the ’977 

Patent amount to precisely the kind of “wholly generic computer implementation” 
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found to be insufficient in Alice to confer patent-eligibility.  The “computerized 

vehicle history database,” “electronic non-transitory storage medi[um],” and 

“[user’s] computer system” are not claimed to perform any non-conventional 

function, and the claim does not recite any improvements to the functions of these 

generic computer components.  Thus, under the updated test stated by the Supreme 

Court in the Alice case, these amendments are not sufficient to render the claims 

patent eligible.  Accordingly, the Board should apply this updated test and find the 

claims of the ’977 Patent unpatentable.   

Thus, each claim of the ’977 Patent is directed to the abstract idea of 

determining insurance risk for a vehicle, and does not include any limitations, such 

as those tying the abstract idea to a novel machine or reciting a transformation, that 

would render the claimed abstract idea patent-eligible.  Accordingly, Petitioner 

respectfully submits that claims 1-19 of the ’977 Patent are unpatentable under 35 

U.S.C. § 101 as directed to ineligible subject matter.    

4. The limitations of the claims of the ’977 Patent, 
considered separately, do not render the claims patent-
eligible 

As described in detail below, the particular limitations of the claims, 

considered separately, amount to nothing more than the abstract, fundamental 

economic practice of determining risk for a motor vehicle, and thus do not 

transform the unpatentable abstract idea embodied in the claims into patentable 
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subject matter.   

[1.0]: “A method of determining risk for a vehicle comprising” 
 

Determining risk for a vehicle as recited in claim 1 can be performed by a 

human observing and mentally ascertaining a risk level associated with a particular 

vehicle, for example, by examining information about the vehicle (e.g., vehicle 

history) or by examining the  vehicle itself (e.g., is the vehicle a sports car or a 

minivan).  Ex. 1003 (Kursh Declaration), ¶27, 30; AAPA, Ex. 1001 (‘977 Patent), 

1:26-35.  Thus, because claim 1 can be performed by a human, it is not tied to a 

novel machine.  See, Ultramercial, 772 F.3d at 717.  Further, determining of risk 

for a vehicle is not a transformation, because the risk is not a physical object or 

representative of a physical object.  See, In re Bilski, 545 F.3d at 963.   

Determining risk of loss is a fundamental economic practice that has been 

performed by insurance companies for many decades as part of the well-known 

and routine process of providing insurance for vehicles, and specifically for 

assessing risk in order to calculate policy premiums.  Ex. 1003 (Kursh 

Declaration), ¶¶ 23, 30; Applicant Admitted Prior Art (“AAPA”), Ex. 1001 (‘977 

Patent), 1:58-64; see Bilski, 130 S.Ct. at 3218; Alice, .  That the claims recite 

vehicle history data being obtained “from a computerized vehicle history database” 

and that the vehicle history data is “analyzed by a users [sic] computer” is 

immaterial because the mere recitation of such basic, well-known technology 
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components in the claims does not add anything more than a “well-understood, 

routine, conventional” element to an abstract idea, such as the one embodied in 

claim 1. See Mayo, 132 S. Ct. at 1294.   

[1.1]: “obtaining vehicle history data for the vehicle from a computerized 
vehicle history database based on the vehicle's vehicle identification number 
(V1N)”  
 

“[O]btaining vehicle history data for the vehicle. . .” is an abstract idea, and 

has been performed by insurance companies for many decades as part of the well-

known and routine process of providing insurance for vehicles, and specifically for 

assessing risk in order to calculate policy premiums.  Ex. 1003 (Kursh 

Declaration), ¶ 32, AAPA, Ex. 1001 (‘977 Patent), 1:14-25 and 2:47-53.  It is an 

action that can be performed by human activity and without the use of a computer 

or novel machine.  Ex. 1003 (Kursh Declaration), ¶ 32; see Ultramercial, 772 F.3d 

at 717.  To illustrate, this step could be performed by a human retrieving physical 

paper documents containing vehicle history data from a filing cabinet. Ex. 1003 

(Kursh Declaration), ¶ 32.  The Vehicle Identification Number is a unique code 

that has been used for decades to uniquely identify a particular vehicle, and 

organizing these paper documents by VIN number would allow ready retrieval.  

Ex. 1003 (Kursh Declaration), ¶ 32.   

The recitation of the vehicle history data being obtained “from a 

computerized vehicle history database” is immaterial because, as discussed 
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previously, the mere recitation of such basic, well-known technology components 

in the claims does not add anything more than a “well-understood, routine, 

conventional” element to an abstract idea, such as the one embodied in claim 1. 

See Mayo, 132 S. Ct. at 1294.   

Further, the Alice court specifically stated that “the use of a computer to 

obtain data” is a “well-understood, routine, conventional” activity requiring only 

for “a generic computer to perform generic computer functions.”  Alice, 2359 

(citing Mayo, 132 S. Ct. at 1294) (emphasis added).  As such, the recited database 

is nothing more than an attempt to render the claims patent eligible by adding 

standard computer technology.  See Cybersource, 654 F.3d at 1375 (“an abstract 

idea is not changed by …claiming the process embodied in program instructions 

on a computer readable medium.”); see also Ex. 1003 (Kursh Declaration), ¶ 27.   

Finally, “obtaining vehicle history data” does not involve a transformation, 

because the “vehicle history data” is not a physical object or representative of a 

physical object, and because “obtaining” does indicate any type of change.  See 

Bilski, 545 F.3d at 963.   

 [1.2]: “selecting at least two vehicle variables determined to impact the risk of 
future loss associated with a vehicle, where at least one of the selected vehicle 
variable has a plurality of time dependent risk levels that are each associated 
with a different predetermined timeframe period for the selected vehicle 
variable” 
 

“[S]electing at least two vehicle variables. . .” is an abstract idea has been 
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performed by insurance companies for many decades as part of the well-known 

and routine process of providing insurance for vehicles, and specifically for 

assessing risk in order to calculate policy premiums.  Ex. 1003 (Kursh 

Declaration), ¶¶ 35-36, AAPA, Ex. 1001 (‘977 Patent), 1:14-25 and 2:47-53.  It 

can be a mental activity performed entirely in the human mind, and the claim does 

not tie the activity to a novel machine.  See Ultramercial, 772 F.3d at 717.  The 

claim language simply indicates that at least two vehicle variables are chosen.  As 

such, this limitation is a mental process that can be performed by a human, and 

without the use of a computer or a novel machine.  Ex. 1003 (Kursh Declaration), 

¶¶ 35-36.   

Finally, “selecting” does not involve a transformation, because the items 

selected are not physical objects or representative of physical objects, and because 

“selecting” does indicate any type of change.  See Bilski, 545 F.3d at 963.   

 [1.3]: “assigning numerically weighted values to vehicle variables and the 
plurality of time dependent risk levels associated with different predetermined 
timeframe periods for the selected vehicle variable” 
 

“[A]ssigning numerically weighted values to vehicle variables and the 

plurality of time dependent risk levels. . .” is an abstract idea. Assigning numerical 

weights to variables impacting a risk of loss to value some variables higher than 

others is a practice that has been performed by insurance companies for many 

decades as part of the well-known and routine process of providing insurance for 
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vehicles, and specifically for assessing risk in order to calculate policy premiums.  

Ex. 1003 (Kursh Declaration), ¶¶ 37-39; AAPA, Ex. 1001 (‘977 Patent), 2:33-65.  

It can be a mental activity performed entirely in the human mind, and the claim 

does not tie the activity to a novel machine.  See Ultramercial, 772 F.3d at 717.  In 

this case, the step simply indicates that numerically weighted values (i.e., numbers) 

are assigned to the previously selected vehicle variables and associated time 

dependent risk levels.  Such an activity is a mental process that can be performed 

by a human, and without the use of a computer or novel machine.  Ex. 1003 (Kursh 

Declaration), ¶¶ 37-39.  This action could also be performed by a human using pen 

and paper, such as by recording numerical weight values in a paper file next to the 

selected vehicle variables.  Ex. 1003 (Kursh Declaration), ¶¶ 37-39.  

Finally, “assigning” does not involve a transformation, because the items 

involved are not physical objects or representative of physical objects, and because 

“assigning” does indicate any type of change.  See Bilski, 545 F.3d at 963.   

 [1.4]: “storing the selected vehicle variables, time dependent risk levels, and 
numerically weighted values in an electronic non-transitory memory storage 
media” 
 

“[S]toring the selected variables, time dependent risk levels, and numerically 

weighted values. . .” is an abstract idea. Storing data related to items to be insured 

is a fundamental economic practice that has been performed by insurance 

companies for many decades as part of the well-known and routine process of 
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providing insurance for vehicles, and specifically for assessing risk in order to 

calculate policy premiums.  Ex. 1003 (Kursh Declaration), ¶ 40.  It can be 

performed by human activity and without computerized transmission or a novel 

machine.  Ex. 1003 (Kursh Declaration), ¶¶ 40-42; see Ultramercial, 772 F.3d at 

717.  To illustrate, this step could be performed by a human recording the selected 

variables, time dependent risk levels, and weights in a paper file associated with 

the vehicle using a pen.   

In addition, “storing” does not involve a transformation, because the items 

involved are not physical objects or representative of physical objects, and because 

“storing” does indicate any type of change.  See Bilski, 545 F.3d at 963.   

The recitation of the information being stored in “an electronic non-

transitory memory storage media” is immaterial because, as discussed previously, 

the mere recitation of such basic, well-known technology components in the claims 

does not add anything more than a “well-understood, routine, conventional” 

element to an abstract idea, such as the one embodied in claim 1. See Mayo, 132 S. 

Ct. at 1294.  Further, the Alice court stated that “a generic computer [performing] 

generic computer functions” (such as storing data in a memory) is a “well-

understood, routine, conventional” that does not render a claim non-abstract.  

Alice, 2359.  As such, the recited storage media is nothing more than an attempt to 

render the claims patent eligible by adding standard computer technology.  See 
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Cybersource, 654 F.3d at 1375 (“an abstract idea is not changed by …claiming the 

process embodied in program instructions on a computer readable medium.”); see 

also Ex. 1003 (Kursh Declaration), ¶ 27.   

 [1.5]: “analyzing the vehicle history data with a users [sic] computer system 
to determine the applicability of (i) the selected vehicle variables, and (ii) the 
time dependent risk levels associated with different predetermined timeframe 
periods” 
 

“[A]nalyzing the vehicle history. . .” is an abstract idea.  Analyzing data 

related to items to be insured is a fundamental economic practice that has been 

performed by insurance companies for many decades as part of the well-known 

and routine process of providing insurance for vehicles, and specifically for 

assessing risk in order to calculate policy premiums.  Ex. 1003 (Kursh 

Declaration), ¶ 44; AAPA, Ex. 1001 (‘977 Patent), 1:14-25 and 2:47-53.  It can be 

performed by human activity and without the use of a computer or novel machine.  

Ex. 1003 (Kursh Declaration), ¶ 44; see Ultramercial, 772 F.3d at 717.  The claim 

language simply indicates that the vehicle history data is examined to determine 

applicability of the selected variables and risk levels, which could simply involve a 

human reading a paper version of the vehicle history data and making a mental 

decision regarding the applicability.  Ex. 1003 (Kursh Declaration), ¶¶ 44-45.  As 

such, this limitation is a mental process that can be performed by a human, and 

without the use of a computer or novel machine.  Ex. 1003 (Kursh Declaration), ¶ 
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44.   

In addition, “analyzing” does not involve a transformation, because the 

items involved are not physical objects or representative of physical objects, and 

because “analyzing” does indicate any type of change.  See Bilski, 545 F.3d at 963.   

The recitation of the information being analyzed “with a users [sic] 

computer system” is immaterial because, as discussed previously, the mere 

recitation of such basic, well-known technology components in the claims does not 

add anything more than a “well-understood, routine, conventional” element to an 

abstract idea, such as the one embodied in claim 1. See Mayo, 132 S. Ct. at 1294.  

Further, the Alice court stated that “a generic computer [performing] generic 

computer functions” (such as storing data in a memory) is a “well-understood, 

routine, conventional” that does not render a claim non-abstract.  Alice, 2359.  As 

such, the recited computer system is nothing more than an attempt to render the 

claims patent eligible by adding standard computer technology.  See Cybersource, 

654 F.3d at 1375 (“an abstract idea is not changed by …claiming the process 

embodied in program instructions on a computer readable medium.”); see also Ex. 

1003 (Kursh Declaration), ¶¶ 27.   

 [1.6]: “generating a risk score for the vehicle based on the applicability of the 
selected vehicle variables, the plurality of time dependent risk levels and the 
numerically weighted assigned values” 
 

“[G]enerating a risk score for the vehicle. . .” is an abstract idea.  Generating 
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a numerical value quantifying risk for items to be insured is a fundamental 

economic practice that has been performed by insurance companies for many 

decades as part of the well-known and routine process of providing insurance for 

vehicles, and specifically for assessing risk in order to calculate policy premiums.  

Ex. 1003 (Kursh Declaration), ¶¶ 48-50, AAPA, Ex. 1001 (‘977 Patent), 2:20-25, 

2:33-46, 2:54-65.  It can be a mental activity that can be performed in the human 

mind or with pen and paper.  In this case, the step simply indicates that a 

mathematical calculation is performed based on various factors to generate a 

numerical score quantifying the assessed risk for the vehicle.  Ex. 1003 (Kursh 

Declaration), ¶¶ 48-50. Such a mathematical calculation could be performed 

entirely in the human mind or with pen and paper, and thus this limitation is a 

mental process that can be performed by a human, and without the use of a 

computer.  Ex. 1003 (Kursh Declaration), ¶¶ 48-50.   

In addition, the claimed “generating” does not involve a transformation, 

because the items involved are not physical objects or representative of physical 

objects, and because “generating” does indicate any type of change.  See Bilski, 

545 F.3d at 963.   

Claim 2 - [2.0]: “The method of claim 1, where the vehicle history data 
comprises vehicle event codes and event code dates.” 
 

Limiting the vehicle history data to “vehicle event codes” and “event code 
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dates” does not remedy the issues discussed above relative to claim 1, as the 

limitations related to the vehicle history data are still abstract and can still be 

performed by a human either mentally or manually without the use of a computer 

or a novel machine.  Ex. 1003 (Kursh Declaration), ¶ 52.  Nothing about “vehicle 

event codes” and “event code dates” prevents them from being obtained or 

analyzed entirely by a human either mentally or manually in the same ways 

described above relative to the vehicle history data.  Ex. 1003 (Kursh Declaration), 

¶ 52. Accordingly, this claim is unpatentable for at least the same reasons 

discussed above relative to independent claim 1, from which it depends.   

Claim 3 - [3.0]: “The method of claim 1, where the vehicle history data 
comprises odometer readings and odometer reading dates”  
 

As discussed above at [2.0], further limiting the vehicle history data to 

odometer readings and dates does not remedy the issues discussed relative to claim 

1, as the limitations related to the vehicle history data are still abstract and can still 

be performed by a human either mentally or manually without the use of a 

computer or novel machine.  Nothing about “odometer readings” and “odometer 

readings dates” prevents them from being obtained or analyzed entirely by a 

human either mentally or manually in the same ways described above relative to 

the vehicle history data.  Ex. 1003 (Kursh Declaration), ¶ 52.  Accordingly, this 

claim is unpatentable for at least the same reasons discussed above relative to 
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independent claim 1, from which it depends.   

Claim 4 - [4.0]: “The method of claim 1, where the vehicle history data 
comprises vehicle event codes, event code dates, odometer readings, and 
odometer reading dates.” 
 

See discussion of [2.0] and [3.0], supra. 

Claim 5 - [5.0]: “The method of claim 1, where the timeframe period of the 
specific time dependent risk levels is based on the age of the vehicle.” 
 

Further limiting the various data items used in claim 1 also does not remedy 

the issues discussed relative to claim 1, as the limitations related to these items are 

still abstract and can still be performed by a human either mentally or manually 

without the use of a computer or novel machine.  Nothing about basing the 

timeframe period on the age of the vehicle prevents the actions of claim 1 from 

being performed entirely by a human either mentally or manually in the same ways 

described above relative to claim 1.  Ex. 1003 (Kursh Declaration), ¶ 52.  

Accordingly, this claim is unpatentable for at least the same reasons discussed 

above relative to independent claim 1, from which it depends.   

Claim 6 - [6.0]: “The method of claim 2, where the timeframe period of the 
specific dependent risk levels is based on the time that has passed since one or 
more event code dates.” 
 

As discussed at [5.0], further limiting the various data items used in claim 1 

also does not remedy the issues discussed relative to claim 1, as the limitations 

related to these items are still abstract and can still be performed by a human either 
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mentally or manually without the use of a computer or novel machine.  Nothing 

about basing the timeframe period on an amount of time that has passed prevents 

the actions of claim 1 from being performed entirely by a human either mentally or 

manually in the same ways described above relative to claim 1.  Ex. 1003 (Kursh 

Declaration), ¶ 52.  Accordingly, this claim is unpatentable for at least the same 

reasons discussed above relative to the independent claim 1.   

Claim 7 - [7.0]: “The method of claim 3, where the timeframe period of the 
specific dependent risk levels is based on the time that has passed since one or 
more odometer reading dates.” 
 

As discussed at [5.0], further limiting the various data items used in claim 1 

also does not remedy the issues discussed relative to claim 1, as the limitations 

related to these items are still abstract and can still be performed by a human either 

mentally or manually without the use of a computer or novel machine.  Nothing 

about basing the timeframe period on an amount of time that has passed prevents 

the actions of claim 1 from being performed entirely by a human either mentally or 

manually in the same ways described above relative to claim 1.  Ex. 1003 (Kursh 

Declaration), ¶ 52.  Accordingly, this claim is unpatentable for at least the same 

reasons discussed above relative to claim 1.   

Claim 8 - [8.0]: “The method of claim 1, where the risk score is adjusted based 
on traditional insurance factors.” 
 

Further limiting the step of generating the risk score to require the 
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consideration of “traditional insurance factors” does not remedy the issues 

discussed relative to claim 1, as the limitations related to these items are still 

abstract and can still be performed by a human either mentally or manually without 

the use of a computer or novel machine as described above.  See [1.6], supra.  

Nothing about the recited “traditional insurance factors” prevents the actions of 

claim 1 from being performed entirely by a human either mentally or manually in 

the same ways described above relative to claim 1.  Ex. 1003 (Kursh Declaration), 

¶ 53.  In fact, such “traditional insurance factors” could include factors that were 

used to generate risk scores before computers were even invented or in widespread 

use in the insurance industry.  Ex. 1003 (Kursh Declaration), ¶ 53.  Accordingly, 

this claim is unpatentable for at least the same reasons discussed above relative to 

claim 1.   

Claim 9 - [9.0]: “The method of claim 8, where the traditional insurance 
factors comprise demographic information of a driver on the vehicle.” 
 

As described above, further limiting the step of generating the risk score to 

require the consideration of “demographic information of a driver of the vehicle” 

does not remedy the issues discussed relative to claim 1, as the limitations related 

to these items are still abstract and can still be performed by a human either 

mentally or manually without the use of a computer or novel machine.  See [1.6], 

supra.  Accordingly, this claim is unpatentable for at least the same reasons 
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discussed above relative to claim 1.   

Claim 10 - [10.0]: “The method of claim 8, where the traditional insurance 
factors comprise the age of the vehicle.” 
 

As described above, further limiting the step of generating the risk score to 

require the consideration of “the age of the vehicle” does not remedy the issues 

discussed relative to claim 1, as the limitations related to these items are still 

abstract and can still be performed by a human either mentally or manually without 

the use of a computer or novel machine.  See [1.6], supra.  Accordingly, this claim 

is unpatentable for at least the same reasons discussed above relative to claim 1.   

Claim 11 – [11.0]: “The method of claim 1, where the risk score is scaled to 
represent the relative risk of the vehicle.”  
 

Further limiting the step of generating the risk score to scale the score to 

“represent the relative risk of the vehicle” is simply an additional mathematical 

operation, and does not remedy the issues discussed relative to claim 1, as the 

limitations related to these items are still abstract and can still be performed by a 

human either mentally or manually without the use of a computer or novel 

machine.  Ex. 1003 (Kursh Declaration), ¶ 54.  Accordingly, this claim is 

unpatentable for at least the same reasons discussed above relative to claim 1.   

Claim 12 – [12.0]: “The method of claim 1, where the risk score is transmitted 
to an insurance provider for use in rating an Insurance policy.” 
 

“[T]ransmitt[ing]” is an abstract idea because it can be performed by human 
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activity and without computerized transmission or a novel machine.  Ex. 1003 

(Kursh Declaration), ¶ 55; see Ultramercial, 772 F.3d at 717.  To illustrate, this 

step could be performed by a human sending a physical paper document with the 

risk score written on it to an insurance provider through the mail.  Ex. 1003 (Kursh 

Declaration), ¶ 55.  Such an action is well-known and routine in many businesses, 

and certainly in the vehicle insurance industry.  Ex. 1003 (Kursh Declaration), ¶ 

55.  As such, the claimed step merely mimics widespread business practices that 

have been practiced for decades.   

Further, the specification underscores that the present claim limitation can be 

performed by a human using thought, manual actions, and/or pen and paper is 

underscored in the specification, which is devoid of any additional description of 

technical operations related to this limitation.  None of the activities identified in 

the specification corresponding to this claim limitation require the use of a 

computer, but rather can be performed in the human mind or by a human using the 

conventional pen-and-paper process.  

Claim 13 – [13.0]: “The method of claim 1, where the scaled risk score is 
transmitted to an insurance provider for use in deciding to underwrite an 
insurance policy.” 
 

As discussed above at [12.0], “[t]ransmitt[ing]” is an action that can be 

performed by human activity and without computerized transmission, and thus this 

claim is unpatentable for at least the same reasons.  See [12.0], supra. 
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Claim 14 – [14.0]: “The method of claim 1, where the vehicle variables 
comprise failed inspection, fleet designation, minor accident, odometer 
readings, time since most recent odometer reading, salvage, scrap, theft, and 
average length of time of vehicle ownership.” 
 

Limiting the vehicle variables to comprise specific types of data does not 

remedy the issues discussed above relative to claim 1, as the limitations related to 

the vehicle variables is still abstract and can still be performed by a human either 

mentally or manually without the use of a computer.  Ex. 1003 (Kursh 

Declaration), ¶ 52.  Accordingly, this claim is unpatentable for at least the same 

reasons discussed above relative to claim 1.   

Claim 15 – [15.0]: “The method of claim 1, where the risk score is generated 
using a generalized linear model (GLM) method.” 
 

Further limiting the step of generating the risk score to use a “generalized 

linear model” method does not remedy the issues discussed relative to claim 1, as 

the limitations related to these items are still abstract and can still be performed by 

a human either mentally or manually without the use of a computer or novel 

machine.  Ex. 1003 (Kursh Declaration), ¶ 54.  Accordingly, this claim is 

unpatentable for at least the same reasons discussed above relative to claim 1.  

Claim 16 – [16.0]: “The method of claim 1, where the vehicle time dependent 
risk levels comprise, failed vehicle inspection, fleet ownership, minor accident, 
odometer reading, time of last odometer reading, rental ownership, 
repossession, salvage, scrap, severe accident, theft, and title length of present 
ownership.” 
 

As discussed at [5.0], further limiting the various data items used in claim 1 
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also does not remedy the issues discussed relative to claim 1, as the limitations 

related to these items are still abstract and can still be performed by a human either 

mentally or manually without the use of a computer.  Ex. 1003 (Kursh 

Declaration), ¶ 52.  Accordingly, this claim is unpatentable for at least the same 

reasons discussed above relative to claim 1.   

Claim 17 – [17.0] “A method of determining insurance risk for a vehicle 
comprising:”  
 

See [1.0], supra. 

[17.1]: “storing numerically weighted values associated with one of more 
vehicle variables relative to other vehicle variables in an electronic non-
transitory memory storage media, i.) where selected vehicle variables are 
further categorized into multiple vehicle variable levels, ii.) where the multiple 
vehicle variable levels are associated with a singular event occurrence which 
occurs within different time periods, iii.) where each vehicle variable level has 
its own numerically weighted value” 
 

See [1.4], supra (“[S]toring” is an action that can be performed by human 

activity and without computerized transmission.) 

[17.2]: “obtaining vehicle history data for a specific vehicle from a searchable 
computerized database, where the vehicle history data for the specific vehicle 
is identified by a vehicle identification number (VIN), and storing the vehicle 
history data in an electronic non-transitory memory storage media” 
 

See [1.1], supra (“[O]btaining” is an action that can be performed by human 

activity and without computerized transmission.) 

[17.3]: “analyzing in a computerized vehicle score generator, the vehicle 
history data to determine the applicability of one or more vehicle variables 
and selected vehicle variables having vehicle variable levels associated with a 
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singular event occurrence for applicability to vehicle loss risk” 
 

See [1.1], supra (“[A]nalyzing” is an action that can be performed by human 

activity and without computerized transmission.) 

 
[17.4]: “assigning the stored numerically weighted values associated with the 
vehicle variables and selected vehicle variables having vehicle variable levels 
associated with a singular event occurrence based on results of the analysis of 
c.)” 
 

See [1.1], supra (“[A]ssigning” is an action that can be performed by human 

activity and without computerized transmission.) 

[17.5]: “generating with a computerized risk score generator, a risk score for 
a vehicle based on the assigned numerically weighted values associated with 
the vehicle variables and selected vehicle variables have vehicle variable levels 
associated with a singular event occurrence.” 
 

See [1.1], supra (“[G]enerating” is an action that can be performed by 

human activity and without computerized transmission.) 

Claim 18 – [18.0]: “The method of claim 17, where the time periods for the 
vehicle variable levels are based on the age of the vehicle.” 
 

Further limiting the various data items used in claim 17 also does not 

remedy the issues discussed relative to claim 1, as the limitations related to these 

items are still abstract and can still be performed by a human either mentally or 

manually without the use of a computer or novel machine.  Ex. 1003 (Kursh 

Declaration), ¶ 52.  Accordingly, this claim is unpatentable for at least the same 

reasons discussed above relative to claim 17.   
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Claim 19 – [19.0]: “The method of claim 17, where the time periods for the 
vehicle variable levels are based on the time since the occurrence of the 
singular event occurrence associated with the selected vehicle variable.” 
 

Further limiting the various data items used in claim 17 also does not 

remedy the issues discussed relative to claim 1, as the limitations related to these 

items are still abstract and can still be performed by a human either mentally or 

manually without the use of a computer or novel machine.  Ex. 1003 (Kursh 

Declaration), ¶ 52.  Accordingly, this claim is unpatentable for at least the same 

reasons discussed above relative to the claim 17.   

V. CONCLUSION 

For at least the reasons described above, the Challenged Claims of the ’977 

Patent are directed to ineligible subject matter, and thus are unpatentable under 35 

U.S.C. § 101.  The positions presented herein demonstrate a reasonable likelihood 

of success as to Petitioner’s assertion that the Challenged Claims of the ‘977 Patent 

are not patentable pursuant to the grounds presented in this Petition.  Accordingly, 

Petitioner respectfully requests institution of a CBM for those claims of the ‘977 

Patent for each of the grounds presented herein. 
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      Respectfully submitted, 
 

       
Dated:   April 27, 2015    /Joshua A. Griswold/   
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       Minneapolis, MN 55440-1022 
       T:  214-292-4034 
       F:  (877) 769-7945 
 
 

 (Trial No. ______________________) Attorneys for Petitioner 

 



Attorney Docket No 35709-0003CP1 
CBM of U.S. Patent No. 8,731,977 

 

 

 
CERTIFICATE OF SERVICE 

 

Pursuant to 37 CFR §§ 42.6(e)(4)(i)  et seq. and 42.105(b), the undersigned 

certifies that on April 27, 2015, a complete and entire copy of this Petition for 

Covered Business Method Patent Review and all supporting exhibits were 

provided by Federal Express, cost prepaid, to the Patent Owner by serving the 

correspondence address of record as follows: 

 
BRADLEY ARANT BOULT CUMMINGS LLP 
200 CLINTON AVE. WEST, SUITE 900  

HUNTSVILLE AL 35801  

 

 

/Diana Bradley/           
        Diana Bradley 
        Fish & Richardson P.C. 
        60 South Sixth Street,  
        Suite 3200 
        Minneapolis, MN 55402 
        (858) 678-5667 
 
 
 


