
1 A number of the parties’ papers have been filed under seal; however, the Court
does not deem it necessary to seal this order because it contains nothing that the Court believes
to be confidential.

IN THE UNITED STATES DISTRICT COURT
FOR THE SOUTHERN DISTRICT OF IOWA

DAVENPORT DIVISION

*
ELECTRONIC CONTROLLED SYSTEMS, * 3:09-cv-138 (LEAD CASE)
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*
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*
v. *

*
WINEGARD COMPANY,  * ORDER

*
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*
*

WINEGARD COMPANY, * 3:10-cv-13
*

Plaintiff, *
*

v. *
*

ELECTRONIC CONTROLLED SYSTEMS, *
INC. d/b/a KING CONTROLS, *

*
Defendant *

*

With trial in this patent lawsuit scheduled to begin on November 7, 2011, the Court now

rules on several motions:  (1) a motion to amend filed by Defendant Winegard Co.

(“Winegard”), Clerk’s No. 137; (2) a motion in limine filed by Plaintiff Electronic Controlled

Systems, Inc. (“King Controls”), Clerk’s No. 141; and (3) three motions for summary judgment

filed by Winegard on July 15, 2011, Clerk’s Nos. 139, 142, 143.1  The Court held a hearing on

these motions on September 23, 2011 to receive arguments of counsel.  Clerk’s No. 185.  



2 The parties have stipulated “that Winegard’s . . . Model 1518 Carryout® products
infringe” the Asserted Claims.  See Clerk’s No. 113 at 1.  Thus, only validity—not
infringement—is at issue in this case.
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With the matters fully submitted, the Court denies Winegard’s motion to amend its prior

art statement, grants in part and denies in part King Controls’ motion in limine, and denies all

three of Winegard’s motions for summary judgment.

I.  FACTUAL & PROCEDURAL BACKGROUND

A.  The Patents-in-Suit

King Controls has asserted against Winegard claims based on two patents, U.S. Patent

No. 7,679,573 (“the ’573 Patent”) and U.S. Patent No. 7,595,764 (“the ’764 Patent”)

(collectively the “Patents”).  See Def.’s LR 56(a)(3) Statement (hereinafter “Def.’s Facts”) ¶¶

1–2 (Clerk’s No. 143-2); Pl.’s LR 56(b)(2) Statement (hereinafter “Pl.’s Fact Resp.”) ¶¶ 1–2

(Clerk’s No. 167-1).  King Controls contends that Winegard infringes claim 9 of the ’764 Patent

and claims 19–21 and 23–25 of the ’573 Patent (hereinafter the “Asserted Claims”).2  Clerk’s

No. 183; see also Pl.’s Fact Resp. ¶¶ 1–2.  

The Patents relate, in general, to manually transportable antenna systems.  For example,

claim 19 of the ’573 Patent—the only independent claim that King Controls is asserting against

Winegard—discloses:

A motorized antenna system, comprising:  a generally rigid enclosure defining a
volume and configured to enable both manual transportability of the motorized
antenna system and automated operation of the motorized antenna system without
a change in the volume of the enclosure or deployment of the motorized antenna
system, the enclosure having disposed within the volume of the enclosure an antenna
and a motorized drive system configured to selectively adjust a position of the
antenna, wherein the motorized antenna system weighs less than 20 pounds.



3 “A claim in dependent form shall be construed to incorporate by reference all the
limitations of the claim to which it refers.”  35 U.S.C. § 112.  
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Claim 9 of the ’764 Patent is a dependent claim3 that depends from claim 8, which

depends from claim 2, which depends from claim 1.  Thus, claim 9 includes all of the limitations

from claims 1, 2, and 8.  See 35 U.S.C. § 112.  

Those claims disclose:

1. A satellite antenna system, comprising: 

a generally rigid enclosure comprised of an electromagnetic wave permeable
material defining a volume configured to enable both manual transportability of the
satellite antenna system and automated operation of the satellite antenna system
without a substantial change in the volume of the enclosure or manual repositioning
of the satellite antenna system, the enclosure having disposed within the volume of
the enclosure:

a satellite dish;

a feedhorn configured to collect incoming signals concentrated by the satellite
dish; 

a low noise block converter configured to receive incoming signals from the
feedhorn, amplify and convert the incoming signals to received signals, and
transmit the received signals to at least one receiver; 

a motorized elevation drive system configured to selectively adjust an elevation
of the satellite dish; a motorized azimuth drive system configured to selectively
rotate the satellite dish; and a control system connected to the elevation drive
system and the azimuth drive system to control automated operation of the
satellite antenna system. 

2. The satellite antenna system of claim 1, further comprising a handle connected to
an outer surface of the enclosure.

8. The satellite antenna system of claim 2, wherein the handle is configured to
allow manual carrying of the satellite antenna system with one hand. 

9. The satellite antenna system of claim 8, wherein the satellite antenna system
weighs less than 20 pounds.
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B.  The Prior Art

The Patents both claim priority to the same provisional application, 60/888,673, which

was filed on February 7, 2007.  Def.’s Facts ¶¶ 3,4.  Thus, February 7, 2006 is the critical

date—i.e., the date used to determine what constitutes prior art under 35 U.S.C. § 102—for each

of the Patents.  Id. ¶ 5; Pl.’s Fact Resp. ¶ 5.  Both sides have submitted expert reports that

contain opinions about, inter alia, the scope and content of the prior art.  See Def.’s App. at

109–527 (hereinafter the “Elbert Report”); Pl.’s App. at 250–79 (hereinafter the “Baylin

Report”).  Although they dispute many other issues, the parties agree that U.S. Patent No.

6,710,749 (hereinafter “the ’749 Patent”) is prior art for both of the Patents.  See Pl.’s Fact Resp.

¶ 10. 

C.  Winegard’s Invalidity Contentions

1. Interrogatory responses.

During discovery, King Controls propounded to Winegard the following contention

interrogatory:

For each claim of the ’573 Patent you contend is invalid, void or unenforceable
under 35 U.S.C.. §§ 101–103, 111–113 and/or 133, provide the following
information:

(a) State the specific bases for each such contention;

(b) Identify the relevant prior art, if any, supporting each such contention, and
state with particularity the portions of each prior art publication, patent and/or
prior art device which you deem to specifically support your contention; and,

(c)  Identify all facts, evidence, documents, and the persons most
knowledgeable concerning each such contention.

See Clerk’s No. 157-3 at 4 (hereinafter “Interrogatory No. 10”). 

On April 11, 2011, Winegard served its “Fifth Supplemental Answers to King Controls’
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First Set of Interrogatories.”  See id. at 6.  Thus, as of April 11, 2011, Winegard’s full response

to Interrogatory No. 10 was as follows:

Answer

With respect to part (b), Defendant objects to this interrogatory as it seeks
information that is not relevant nor reasonably calculated to lead to the discovery of
admissible evidence.  Moreover, this interrogatory is redundant to our Scheduling
Order.

Supplemental Answer

(a)-(b) Defendant incorporates the attached Application for Inter Partes
Reexamination for the ’573 Patent, WIN0000941-WIN0001697. 

(c) Defendant incorporate[s] the attached Application for Inter Partes Reexamination
for the ’573 Patent, WIN0000941-WIN0001697.  Jon Manley is the person most
knowledgeable with this product design.

Fifth Supplemental Answer

Defendant incorporates the attached documents filed by Third Party Requestor and
the Examiner in the ’573 Inter Partes reexamination, WIN00037047-WIN00037529.
We hereby incorporate by reference any future filings Third Party Requestor and the
Examiner in the Inter Partes Reexamination for the ’573 Patent.  Those documents
will be available publicly on the uspto.gov website. 

Defendant will address an anticipation basis for invalidity during expert discovery.

Id. (bold text in original).  Fact discovery closed in this case on April 15, 2011.  Clerk’s No. 121

at 4.  On April 27, 2011, Winegard served a sixth supplemental answer to Interrogatory No. 10,

which stated:

Claims 1–9, 19, 21 and 25 of the ’573 Patent are invalid for lack of enablement
under 35 U.S.C. 112. Claims 1–9, 21 and 25 of the ’573 Patent are invalid for
failure to meet the written description requirement of 35 U.S.C. [112].  The
relevant documents include the ’573 Patent, and the persons most knowledgeable
concerning each contention are the named inventors.  

All of the asserted claims of the ’764 and ’573 Patents are either anticipated or
rendered obvious by the TracKing King Dome Model 8760 product for at least



4 That order refers to a hearing on September 25, 2011, see Clerk’s No. 155 at 2;
however, the Court rescheduled that hearing for September 23, 2011, see Clerk’s No. 156.

5 As an initial matter, the Court rejects Winegard’s contention that its motion to
amend is governed by Rule 26(e).  The scheduling order in this case clearly leaves this decision
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the reasons set forth in the prior art statement regarding King Controls’ prior U.S.
Patent No. 6,701,749.

See Clerk’s No. 141-1 at 9.

2. Prior Art Statement.

Pursuant to the scheduling order in this case, filed on May 20, 2010, Winegard was

required to serve King Controls with a Prior Art Statement, “list[ing] all the prior art on which it

relies, and [providing] a complete and detailed explanation of . . . how that prior art invalidates

the claim(s) asserted by [King Controls].”  Clerk’s No. 43 at 7.  The scheduling order provides

that Winegard “can add prior art to its original Statement only by leave of the Court.”  Id. 

Winegard filed the present motion to amend its Prior Art Statement on July 7, 2011, see Clerk’s

No. 137, following the close of discovery, see Clerk’s No. 121 at 4 (ordering that fact discovery

close on April 15, 2011 and expert discovery close on June 15, 2011).  The Court preliminarily

granted that motion on August 2, 2011,but made clear in that order that the Court would not

make a final ruling until after the scheduled September 23, 2011 hearing.4  See Clerk’s No. 155

at 2. 

II.  WINEGARD’S MOTION TO AMEND

On August 1, 2011, the Court tentatively granted Winegard’s motion for leave to amend

its Prior Art Statement.  Clerk’s No. 155 at 2.  As noted in that ruling, King Controls’ arguments

in favor of denial are persuasive.  See id.  Winegard failed to convince the Court at the hearing

that there was any good reason for its delay in seeking to amend its Prior Art Statement.5 



to the Court’s discretion.

6 Thus, this is not—as Winegard contends—a dispute between form and substance. 
Rather, this is a situation where the form was the substance.
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Moreover, King Controls is plainly prejudiced by Winegard’s untimely attempt to add new

references and theories.  When fact discovery closed, King Controls was entitled to rely upon

Winegard’s previous representations regarding which references and theories Winegard

was—and, by their omission from the Prior Art Statement, what Winegard was not—relying

upon in conducting its expert discovery and preparing for trial.6  However, Winegard did not

seek to amend its Prior Art Statement until well after the close of expert discovery.  The Court

therefore denies Winegard’s motion to amend.  

III.  KING CONTROLS’ MOTION IN LIMINE

In its motion, King Controls seeks to exclude various pieces of evidence and claims.  The

Court will discuss each of these issues in turn.

A.  SkyTerra References

King Controls seeks to exclude two documents that are attached to its motion as Exhibits

1 and 2.  Mot. at 2.  King Controls argues, inter alia, that Winegard cannot lay a foundation for

these documents.   In response, Winegard suggests that it is not required to lay a foundation for

these documents because “it is customary for parties to waive foundation objections” for such

documents and that King Controls should not object as a “professional courtesy.”  Resp. at 3. 

The Court does not agree.  Even if there is such a custom, Winegard is not excused from

compliance with its evidentiary burdens—especially where, as here, King Controls has raised



7 Winegard also suggests that the Court should defer to the opinion of a patent
examiner who accepted these references as prior art during the reexamination of one of the
patents-in-suit.  See Resp. at 1.  This suggestion is not persuasive.  Patent examiners are not
bound by the Federal Rules of Evidence—but this Court is.  

8 Accordingly, the Court cannot consider the SkyTerra references in its resolution
of Winegard’s motion for summary judgment.  See In re Zurn Pex Plumbing Prods. Liab. Litig.,
644 F.3d 604, 613 (8th Cir. 2011) (“[W]e require district courts to rely only on admissible
evidence at the summary judgment stage . . . .” (emphasis added)); Fed. R. Evid. 901(a)
(describing “[t]he requirement of authentication or identification as a condition precedent to
admissibility”).
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legitimate evidentiary objections that Winegard sidesteps.7 

As Winegard tacitly admits, it has not yet produced evidence sufficient to lay a

foundation for these documents.8  See id.  Therefore, Winegard “requests that the Court grant it

until trial to depose the appropriate representative solely to lay foundation for the SkyTerra

reference.”  Id.  King Controls objects to this request, arguing that the requisite discovery will be

much more extensive than Winegard suggests.  Reply at 2.  King Controls also asserts that

Winegard knew that King Controls was going to challenge Winegard’s use of these documents

prior to the close of discovery, suggesting that Winegard has had a sufficient opportunity to

obtain sufficient foundational evidence.  See id. (citing King Controls’ Prior Art Statement, filed

at Clerk’s No. 130-5).  Winegard has not provided a satisfactory explanation for its failure to

provide authentication evidence during the period allotted for discovery.  Accordingly, this

portion of King Controls’ motion in limine is granted.

B.  Portions of Bruce Albert’s Expert Report

King Controls moves to exclude the opinions recited in Sections VI, VII, VIII, IX, X, XI,

XIII, XIV, XV, and XVII of Bruce Elbert’s expert report.  See Mot. at 7 (citing Mot. Ex. 4). 

These sections relate to various theories of invalidity under 35 U.S.C. §§ 102, 103.  See Mot. Ex.



9 The Court is not impressed with Winegard’s argument that, because its “Prior Art
Statement was due almost a full year before its expert report was due,” it “could not have known
at the time its Prior Art Statement was due what its expert was opined.”  See Clerk’s No. 180 at
6.  No rule prohibits a party from consulting with its expert prior to the period that is officially
labeled as the “expert discovery” period.  Moreover, even if the Court were to accept Winegard’s
suggestion that it “could not have known” what its expert was going to opine until his report was
due, Winegard did not move to amend its Prior Art Statement at that point—it waited until
nearly a month after expert discovery was closed.
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4.  According to King Controls, these “theories of invalidity [were] never previously disclosed

by Winegard.”  Mot. at 7.  Therefore, King Controls seeks to limit Elbert’s testimony to “only

those theories disclosed in paragraphs XII and XVI of his expert report.”  Id. at 8.  In response,

Winegard argues that it should be allowed to present all of these opinions because King Controls

will not be prejudiced thereby.  See Resp. at 6–7.

The Court agrees with King Controls that Winegard’s expert should be limited to

testifying about the invalidity theories (e.g., obviousness) and prior art references (e.g., the TCS

brochure) that Winegard raised in a timely manner.9  Winegard shall not, however, be barred

from asserting new combinations of previously-disclosed references under theories that were 

previously disclosed to King Controls.  Therefore, this portion of King Controls’ motion in

limine is granted only in part, as here explained.

C.  Late-Asserted Defenses

King Controls also seeks to prevent Winegard from raising the defenses of anticipation,

lack of enablement, and failure to comply with the written description requirement.  Mot. at

9–10.  King Controls argues that Winegard should be barred from presenting these defenses

because they were not timely raised, “no discovery has been done on these theories, there is no

expert opinion proffered by Winegard on these theories, and the bas[es] of these theories have

never been disclosed to King Controls.”  Id. at 10.   
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1. Anticipation.

Even if the Court assumes, arguendo, that Winegard’s reference to “an anticipation basis

for invalidity” in its fifth supplemental response to Interrogatory No. 10 is sufficient to timely

disclose that theory, it appears that Winegard’s anticipation defense only pertains to claim 1 of

the ’764 Patent.  See Clerk’s No. 143-1 at 7; Elbert Br. at 10, 21.  But King Controls is no longer

asserting that claim against Winegard.  See Clerk’s No. 183 (“[N]either King Controls nor any

successor in interest to King Controls will sue Winegard Company (‘Winegard’) for patent

infringement of . . . claims 1–8 . . . of U.S. Patent No 7,595,764, now or in the future . . . .”).  The

Court denies as moot this portion of King Controls’ motion in limine.

2. Enablement and written description.

Winegard does not dispute that it failed to disclose its § 112 defenses—i.e., lack of

enablement and failure to comply with the written description requirement—in its responses to

Interrogatory No. 10 or in its Prior Art Statement.  See Resp. at 11–12.  Winegard suggests,

however, that these defenses were timely and adequately raised in that Winegard pled them in its

answer.  See id. at 11.  Granted, Winegard’s amended answer includes the following:

2. King Controls’ claims fail because the ’764 and ’573 Patents are invalid as
anticipated under 35 U.S.C. § 102.

3. King Controls’ claims fail because the ’764 and ’573 Patents are invalid as
obvious in light of the prior art under 35 U.S.C. § 103. 

4. King Controls’ claims fail because the ’764 and ’573 Patents are invalid for
otherwise failing to comply with the U.S. Patent Laws, including 35 U.S.C.
§ 101–103, 111–113 and 133 and/or the corresponding regulations set forth in the
Code of Federal Regulations.

Am. Answer at 4.  However, this boilerplate listing of potential defenses provides no meaningful

disclosure regarding Winegard’s actual invalidity contentions.  Moreover, this early, general



10 For this reason, the Court is not persuaded by Winegard’s unsupported assertion
that its lack of disclosure did not harm King Controls because “[t]he factual support for these
theories is based entirely on the face of the patents and does not require the analysis of any prior
art . . . .  There is also no need for an expert to prove these defenses since they are based on the
four corners of the patents-in-suit.”  Resp. at 12.
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pleading in its answer does not excuse Winegard’s failure to provide timely and detailed 

responses to King Controls’ written interrogatories.  See generally Fed. R. Civ. P. 26. 

Federal “courts have discretion—which they often exercise—to preclude parties from

presenting arguments or evidence that they have not properly disclosed during the course of

discovery.”  Abbott Labs. v. Sandoz, Inc., 743 F. Supp. 2d 762, 780 (N.D. Ill. 2010) (collecting

cases).  “[C]ourts decide whether to exclude such arguments or evidence on a case-by-case basis,

depending on whether the plaintiff would suffer prejudice if these defenses or arguments were

introduced.”  Id. at 781; see also Fed. R. Civ. P. 37(c)(1) (“If a party fails to provide information

or identify a witness as required by Rule 26(a) or (e), the party is not allowed to use that

information or witness to supply evidence on a motion, at a hearing, or at a trial, unless the

failure was substantially justified or is harmless.”).

 In this case, King Controls was prejudiced by Winegard’s late assertion of these

defenses.  King Controls was entitled to receive timely and complete responses to its contention

interrogatory seeking all of Winegard’s invalidity theories.  When Winegard did not list these

defenses in responses to King Controls’ interrogatories, King Controls was entitled to rely on the

implicit representation that Winegard had abandoned them.10  Winegard has failed to provide any

justification—certainly no substantial justification—for its untimely disclosure of these defenses. 

King Controls should not be forced, in the last month before trial, to respond to entirely new

theories of invalidity.  The Court grants this portion of King Controls’ motion in limine.



11 The Court notes that, like any preliminary evidentiary ruling, this ruling does not
apply to the admissibility of statements used solely for impeachment.  See Resp. at 17 (noting,
correctly, that King Controls’ statements during reexamination may constitute party admissions). 
However, due to the potential for confusion and undue prejudice, Winegard may not introduce
such statements until obtaining leave of Court, following a hearing outside the presence of the
jury.
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D.  Evidence Regarding the Pending Reexamination

King Controls seeks to exclude evidence regarding the pending reexaminations of the

patents-in-suit pursuant to Federal Rules of Evidence 402 and 403.  Mot. at 10–11.  According to

King Controls, evidence materials regarding the reexaminations is not relevant to the issues in

this case “and are otherwise prejudicial.”  Id. at 11.  In response, Winegard argues that “[t]he

reexaminations should be admissible to prove invalidity . . . because of their advanced stage at

the PTO.”  Resp. at 13.  According to Winegard, the Federal Circuit Court of Appeals has not

ruled on the admissibility of evidence regarding patent examinations that have “progressed to an

Action Closing Prosecution or a Notice of a Right to Appeal.”  Id.  Winegard also argues that

such evidence is relevant to the issue of willfulness.  See id. at 14.  

Even if, as Winegard suggests, the “advanced stage” of the pending reexaminations

makes them relevant to the issue of invalidity, any relevance and probative value is outweighed

by the significant risk of unfair prejudice to King Controls, waste of time, and jury confusion. 

See Fed. R. Evid. 403.  Moreover, the Court rejects Winegard’s contention that the

reexaminations are relevant to the issue of willfulness, because they relate entirely to post-filing

conduct.  See In re Seagate Tech., LLC, 497 F.3d 1360, 1374 (Fed. Cir. 2007) (en banc) (“[A]

willfulness claim asserted in the original complaint must necessarily be grounded exclusively in

the accused infringer’s pre-filing conduct.”).  Accordingly, the Court grants  this portion of King

Controls’ motion in limine.11
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E.  Certain Products

King Controls seeks “to exclude any reference to Winegard’s Minimax or any of King

Controls[’] prior art products at trial.”  Mot. at 11.  According to King Controls, these products

are irrelevant to the issues in this case.  See id. at 12–13. 

1. Minimax. 

Winegard argues that evidence about the Minimax is relevant to the issue of damages. 

See Hr’g Tr. at 16:15–18:2 (Clerk’s No. 186).  Specifically, Winegard argues that “one of the

specific [Georgia-Pacific] factors for damages is an identification of noninfringing substitute

products” such as the Minimax.  See id. at 16:15–18 (referring to Georgia-Pacific Corp. v. U.S.

Plywood Corp., 318 F. Supp. 1116, 1120 (S.D.N.Y. 1970)); see also i4i Ltd. P’ship v. Microsoft

Corp., 598 F.3d 83, 854 (Fed. Cir. 2010) (noting that the Federal Circuit has “consistently

upheld experts’ use of a hypothetical negotiation and Georgia-Pacific factors for estimating a

reasonable royalty.” (citing Micro Chem., Inc. v. Lextron, Inc., 317 F.3d 1387, 1393 (Fed. Cir

.2003) and Interactive Pictures Corp. v. Infinite Pictures, Inc., 274 F.3d 1371, 1384 (Fed. Cir.

2001)).  Although the “identification of noninfringing substitute products” is not actually one of

the Georgia-Pacific factors, see 318 F. Supp. at 1120, the Court agrees that the availability of

noninfringing substitutes may be relevant to the issue of damages.  See generally Grain

Processing Corp. v. Am. Maize-Prods. Co., 185 F.3d 1341, 1349–53 (Fed. Cir. 1999). 

Therefore, Winegard may introduce evidence relevant to damages regarding the Minimax.

Winegard also argues that the Minimax is relevant “to show that it did not copy [King

Controls’] product.”  Hr’g Tr. at 40:6–8.  As Winegard notes, copying may be relevant to the

issue of obviousness.  See id. at 40:2–12; Apple Computer, Inc. v. Articulate Sys., Inc., 234 F.3d
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14, 26 (Fed. Cir. 2000).  Therefore, Winegard may introduce evidence regarding the Minimax to

the extent that it is relevant to the issue of copying.  Accordingly, the Court denies this portion of

King Controls’ motion in limine.

2. King Dome.

Winegard also argues that it should be allowed to introduce evidence regarding the King

Dome product as prior art.  See Resp. at 19.  Because Winegard did not timely disclose this

reference, as discussed in Section II, supra, the Court grants this portion of King Controls’

motion in limine.

IV.  WINEGARD’S MOTIONS FOR SUMMARY JUDGMENT

“The court shall grant summary judgment if the movant shows that there is no genuine

dispute as to any material fact and the movant is entitled to judgment as a matter of law.”  Fed.

R. Civ. P. 56(a).  Summary judgment can be entered against a party if that party fails to make a

showing sufficient to establish the existence of an element essential to its case, and on which that

party will bear the burden of proof at trial.  See Celotex Corp. v. Catrett, 477 U.S. 317, 322

(1986).  In evaluating a motion for summary judgment, the Court may not weigh the evidence

nor make credibility determinations when evidence is in conflict.  The Court only determines

whether there are any disputed issues and, if so, whether those issues are both genuine and

material.  See Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 252 (1986).

A.  Non-Enablement

Winegard has moved for partial summary judgment “on the grounds that both patents fail

to meet the enablement requirement of . . . 35 U.S.C. § 112.”  Clerk’s No. 139 at 1.  As discussed



12 Winegard’s motion is directed to a broader collection of claims than are currently
asserted by King Controls.  Compare Clerk’s No. 181 at 2 n.1, with Clerk’s No. 143 at 1.  The
Court will limit its analysis to the claims that King Controls is currently asserting; namely, claim
9 of the ’764 Patent and claims 19–21 and 23–25 of the ’573 Patent.
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in Section III(C)(2), supra, Winegard failed to timely raise this defense.  Accordingly, the Court

denies this motion.  

B.  Written Description

Winegard has moved for partial summary judgment “on the grounds that the ’573 Patent

fails to meet the written description requirement of . . . 35 U.S.C. § 112.”  Clerk’s No. 142 at 1. 

As discussed in Section III(C)(2), supra, Winegard failed to timely raise this defense.  Therefore,

the Court also denies this motion for partial summary judgment. 

C.  Obviousness and Anticipation

Winegard also moves for summary judgment that the Asserted Claims12 are “invalid due

to lack of novelty under 35 U.S.C. §102 and/or obviousness under 35 U.S.C. §103.”  Def.’s Br.

at 3 (Clerk’s No. 143-1).

1. Anticipation.

Winegard argues that claim 1 of the ’764 Patent is invalid for lack of novelty.  See Def.’s

Br. at 7.  However, King Controls is no longer asserting that claim against Winegard.  Clerk’s

No. 183 at 1.  Therefore, the Court denies as moot this portion of Winegard’s motion for

summary judgment.

2. Obviousness.

 Section 103 of the Patent Act provides that:

A patent may not be obtained though the invention is not identically disclosed or
described as set forth in section 102 of this title, if the differences between the
subject matter sought to be patented and the prior art are such that the subject matter
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as a whole would have been obvious at the time the invention was made to a person
having ordinary skill in the art to which said subject matter pertains.  Patentability
shall not be negatived by the manner in which the invention was made.

35 U.S.C. § 103(a). 

In order to determine whether a claimed invention is obvious, the Court must apply the

following framework:

Under § 103, the scope and content of the prior art are to be determined; differences
between the prior art and the claims at issue are to be ascertained; and the level of
ordinary skill in the pertinent art resolved.  Against this background, the obviousness
or nonobviousness of the subject matter is determined.  Such secondary
considerations as commercial success, long felt but unsolved needs, failure of others,
etc., might be utilized to give light to the circumstances surrounding the origin of the
subject matter sought to be patented.

KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 406 (2007) (quoting Graham v. John Deere Co., 383

U.S. 1, 17–18 (1966)).  In conducting this analysis, the Court may look to whether the prior art

would have taught, suggested, or motivated the combination of prior art elements in the manner

claimed; however, “[t]he obviousness analysis cannot be confined by a formalistic conception of

the words teaching, suggestion, and motivation, or by overemphasis on the importance of

published articles and the explicit content of issued patents.”  See id. at 418–19.  

Winegard argues, essentially, that:

The alleged invention of the ’764 and ’573 Patents amounts to merely adding a
handle to well-known prior art antenna systems.  Handles were already present on
non-motorized portable antenna systems, including antenna systems for receiving
satellite TV.  No inventive leap was required to add a handle to a motorized antenna
system.

Def.’s Br. at 15 (internal citation omitted).  As an initial matter, the Court does not agree with

Winegard’s suggestion that the addition of a handle to any existing product is per se obvious as a

matter of law.  See id. at 10 (citing In re Lindberg, 194 F.2d 732 (C.C.P.A. 1952)).  Although



13 The other two cases Winegard cites also fail to support that proposition; each of
those cases deal with the issue of changes to a product’s dimensions, not to its weight.   See
Def.’s Br. at 13 (citing In re Rose, 220 F.2d 459 (C.C.P.A. 1955) and Gardner v. TEC Sys., Inc.,
725 F.2d 1338 (Fed. Cir. 1984)); see also Rose, 220 F.2d at 463; Gardner, 725 F.2d at 1349. 
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obviousness is a question of law, that question must be answered “based on underlying facts.” 

Tokai Corp. v. Easton Enters., Inc., 632 F.3d 1358, 1366 (Fed. Cir. 2011) (citing Media Techs.

Licensing, LLC v. Upper Deck Co., 596 F.3d 1334, 1337 (Fed. Cir. 2010), cert. denied, 131 S.

Ct. 305 (2010)).  The case cited by Winegard does not compel a different conclusion.  See

Lindberg, 194 F.2d at 872–73 (ruling after a close examination of the facts).

The Court also disagrees with Winegard’s assertion that claim 9 of the ’764 Patent is

“invalid as a matter of law.”  See Def.’s Br. at 12 (citing DyStar Textilfarben GmbH & Co.

Deustchland KG v. C.H. Patrick Co., 464 F.3d 1356, 1368 (Fed. Cir. 2006)).  Winegard notes

that the difference between claim 9 and the claims upon which it depends is the addition of a

weight limitation.  See id.; see also ’764 Patent, col. 10, ll. 19–20 (claiming “The satellite

antenna system of claim 8, wherein the satellite antenna system weighs less than 20 pounds.”). 

However, DyStar does not—as Winegard suggests—stand for the proposition that making a

product “stronger, cheaper, cleaner, faster, lighter, smaller, more durable, or more efficient” is

obvious as a matter of law.13  See Def.’s Br. at 12 (quoting DyStar, 464 F.3d at 1368 (emphasis

omitted)).  Rather, the DyStar court wrote:

[A]n implicit motivation to combine exists not only when a suggestion may be
gleaned from the prior art as a whole, but when the “improvement” is
technology-independent and the combination of references results in a product or
process that is more desirable, for example because it is stronger, cheaper, cleaner,
faster, lighter, smaller, more durable, or more efficient.  Because the desire to
enhance commercial opportunities by improving a product or process is
universal—and even common-sensical—we have held that there exists in these
situations a motivation to combine prior art references even absent any hint of
suggestion in the references themselves.  In such situations, the proper question is



14 Notably, Winegard does not argue that the claimed improvement is “technology-
independent” or point to evidence that would support such a conclusion.  See Def.’s Br. at 12. 

15 Winegard fails to discuss this issue—let alone quote this portion of DyStar.  See
Def.’s Br. at 12.
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whether the ordinary artisan possesses knowledge and skills rendering him capable
of combining the prior art references.

DyStar, 464 F.3d at 1368 (emphasis added).  At most, DyStar stands for the proposition that if

“the [weight-related] ‘improvement’ is technology-independent,”14 the Court could find that

there was a motivation to combine references even without some express teaching in the

references themselves.  See id.  Such a finding, however, would not entitle Winegard to

judgment as a matter of law.  Winegard still must demonstrate that there is no genuine issue as to

“whether the ordinary artisan possesses knowledge and skills rendering him capable of

combining the prior art references.”15  See id. 

Moreover, the record demonstrates that there is a genuine dispute of fact regarding the

level of skill and knowledge that an ordinary artisan would have.  Compare Elbert Report ¶ 19

(opining that a person of ordinary skill in the art would have, inter alia, “a technical

undergraduate degree in electrical or electronic engineering (or equivalent training in the

relevant principles), and practical experience and familiarity with design and operation of

satellite communications systems and RF antennas”), with Baylin Report ¶¶ 66–67 (opining that

“Elbert overstates the level of ordinary skill in the art of motorized satellite antennas” and

opining that a person of ordinary skill would be “an engineer or someone with equivalent work

experience [who] focused on the broad details of commercial satellite communications

technology”). 



16 The Court also notes that several of Winegard’s assertions regarding the scope
and content of the prior art are supported by nothing more than attorney argument.  E.g., Def.’s
Facts ¶ 12 (citing no authority for Winegard’s description of the ’749 Patent, not even the ’749
Patent itself).
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And that is not the only factual dispute.  The parties dispute various issues related to the

scope and content of the prior art.16  Compare, e.g., Def.’s Facts ¶¶ 19–20 (asserting that the TCS

reference is “relevant art”), with, e.g., Pl.’s Fact Resp. ¶¶ 19–20 (asserting that the TCS reference

is not analogous art) and Baylin Report ¶ 46 (opining “that the technology of the device

disclosed in the TCS brochure is significantly different from the technology of the device[s]

disclosed” in the references cited by Winegard).

The Court concludes that Winegard has failed to demonstrate that “the factual inquiries

into obviousness present no genuine issue of material facts.”  See Tokai, 632 F.3d at 1366

(quoting Ryko Mfg. Co. v. Nu–Star, Inc., 950 F.2d 714, 716 (Fed. Cir. 1991)).  Accordingly, the

Court also denies Winegard’s motion for summary judgment on the issue of obviousness.  See

id.; Fed. R. Civ. P. 56(a).

V.    CONCLUSION

For the foregoing reasons, the Court denies “Winegard’s Motion for Leave to Amend its

Prior Art Statement” (Clerk’s No. 137), the Court denies in part and grants in part “King

Controls’ Motions in Limine”  (Clerk’s No. 141), and the Court denies Winegard’s motions for

summary judgment (Clerk’s Nos. 139, 142, and 143). 

 A jury trial remains scheduled to being on November 7, 2011.  

IT IS SO ORDERED.
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Dated this ___17th___ day of October, 2011.


