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Present: The Honorable James V. Selna

Adrianna Gonzalez Not Present
Deputy Clerk Court Reporter 

Attorneys Present for Plaintiffs: Attorneys Present for Defendants:

Not Present Not Present

Proceedings: (IN CHAMBERS)  Order Denying Defendants’ Motion Leave to
Amend Invalidity Contentions; Order Vacating Hearing

This action arises out of Defendants’ sale of electronically enabled
eyeglasses, which Plaintiff claims infringe its design patent.  Presently before the Court is
Defendants’ Motion for Leave to Amend Their Invalidity Contentions (Docket No. 68.) 
The matter is fully briefed.  (See Docket Nos. 72 & 74.)  The Court denies the Motion.  

Defendants base the present Motion on the recent discovery of additional prior art. 
Remarkably, Defendants did not, either prior to or with the filing of the present Motion,
disclose the substance of the newly discovered prior art to Plaintiff.  Nor did the
Defendants disclose that prior art to the Court with the filing of the present Motion. 
Instead, Defendants focused on their diligence in identifying prior art earlier in this
litigation, and on time remaining before the discovery deadline.  Although these facts are
not irrelevant to the present Motion, when seeking leave from a court to make an
amendment to any pleading, an application that fails to disclose the substance of the
proposed amendment is lacking.

Defendants attempt to explain their failure in their Reply.  There, they note that
prior to the filing of the present Motion, on March 30, 2012, Defendants’ counsel sent an
email seeking Plaintiff’s counsel’s stipulation to the relief sought here.  (See Reply at 2;
Harty Decl. ¶ 4 & Ex. 3.)  The email communication simply informed Plaintiff’s counsel
the Defendants sought an unspecified amendment to its invalidity contentions based on
unspecified “prior art references recently found that were not located in early searching.” 
(Harty Decl. Ex. 3.)  In a like manner, Plaintiff’s counsel simply responded that Plaintiff
did not consent.  (Id.)  In the Reply, Defendants appear to maintain that because
Plaintiff’s email response did not inquire regarding the specificity of the unidentified
prior art, Defendants’ failure was justified and that, in light of Defendants’ actions in
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attaching the prior art to the declaration offered in support of the Reply, “the primary
issue raised in Oakley’s [Opposition] brief” has been “negate[d].”  (Reply at 2 (“At that
time, Oakley failed to express any interest in [the prior art] whatsoever!”).)  Defendants
are not so easily relieved of their burden to inform the Court of the substance of their
proposed amendment. 

Because Defendants failed to apprise the Court of the substance of their proposed
amendment with their Motion, the present record before the Court is wholly unhelpful in
assessing whether Defendants have established the good cause required to amend their
invalidity contentions.  Because it was presented for the first time with the Reply brief,
the Court declines to consider the prior art attached to the Harty Declaration as Exhibits
4-7.  See Zumani v. Carnes, 491 F.3d 990, 997 (9th Cir. 2007) (“The district court need
not consider arguments raised for the first time in a reply brief.”). 

The present Motion to Amend the Invalidity Contentions is denied without
prejudice.  Defendants shall meet and confer with Plaintiff regarding the substance of the
proposed amendments, and if necessary, file a properly noticed and supported Motion
with the Court in conformity with this Court’s Local Civil Rules and the Northern
District’s Patent Local Rules, which have been adopted in this case.

The Court finds that oral argument would not be helpful on this matter and vacates
the May 21, 2012 hearing. Fed. R. Civ. P. 78; Local Rule 7-15.

IT IS SO ORDERED.
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