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IN THE UNITED STATES DISTRICT COURT
DISTRICT OF DELAWARE

BAYER CROPSCIENCE AG,

         Plaintiff,

v.

DOW AGROSCIENCES LLC,

         Defendants.

Civil No. 10-1045 (RMB/JS)

O R D E R

This matter is before the Court on defendant’s “Motion for

Leave to Supplement its Contentions.” [D.I. 123]. The Court

received plaintiff’s response, defendant’s reply and plaintiff’s

sur-reply.  Oral argument was held on February 27, 2012.  For the

reasons to be discussed, defendant’s motion is GRANTED.

Background

Plaintiff, Bayer Cropscience AG (“Bayer”), filed this patent

infringement lawsuit on December 3, 2010.  Plaintiff alleges

defendant, Dow AgroSciences LLC (“DAS”), violated its ‘401 patent. 

DAS answered the complaint on May 6, 2011.  The Court held the Fed.

R. Civ. P. 16 Scheduling Conference on June 9, 2011, and its

Scheduling Order was entered on the docket on June 21, 2011. 

Although the case is pending in the District of Delaware, the Court

Ordered the parties to comply with the provisions and scheduling

deadlines set forth in the patent rules adopted by the Federal

District Court for the District of New Jersey.  To date, although



some depositions have been taken and documents produced, the bulk

of the fact discovery remains to be taken.  No experts reports have

been produced and the Markman briefs have not been served.

The parties timely served their contentions according to the

schedule in the June 21, 2011 Order.  Bayer served its asserted

claims and infringement contentions by July 5, 2011.  DAS served

its non-infringement contentions and responses to infringement

contentions by August 19, 2011. Bayer served its responses to DAS’s

invalidity contentions by September 2, 2011.

On December 12, 2011, the parties exchanged their proposed

claim construction positions.  DAS filed this motion seeking to

amend its contentions on December 20, 2011.  DAS argues its

amendments fall into two categories.  One set refers to its

previously pled defenses of “written description” and “enablement.” 

DAS argues it is simply proposing to add new detail to its existing

defenses in light of the parties’ constructions exchanged on

December 12, 2011.  Opening Brief at 5. DAS’s second set of

supplements relates to the claim limitation “hybridizable

therewith.”  DAS contends that after it received Bayer’s proposed

constructions its indefiniteness defense was stronger than it

anticipated, as well as the fact that additional defenses arose

under Bayer’s constructions.  Opening Brief at 6.  DAS argues that

Bayer will not be prejudiced if its motion is granted.
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Bayer opposes DAS’s motion.  Bayer argues DAS did not act

diligently to assert its contentions and that Bayer will be

prejudiced if DAS’s motion is granted.

Discussion

The Court’s analysis of the applicable law starts with

paragraph 10 of the June 21, 2011 Scheduling Order which

incorporates NJ L. Pat.

 R. 3.7.  The Rule provides that contentions may only be amended

upon Order of the Court “upon a timely application and showing of

good cause.”  In O2 Micro Intern. Ltd. v. Monolithic Power Systems,

Inc., 467 F.3d 1355, 1364-65 (Fed. Cir. 2006), the Federal Circuit

held that Federal Circuit law, not Circuit law, governs the

interpretation of this Rule.  Since Delaware has not adopted a Rule

akin to NJ L. Pat. R. 3.7, it is not surprising that there is a

dearth of Delaware cases interpreting what “good cause” means in

this context.  Nevertheless, a number of New Jersey cases have

interpreted the Rule and they guide the Court as to its decision on

DAS’s motion.1

The key factor courts look at to determine whether good cause

exists to grant an amendment to a contention is the diligence of

It is not surprising that Bayer and DAS each cite cases1

that support their positions that DAS’s motion should be granted
or denied.  This is caused by the fact that motions to amend
contentions are fact sensitive, and the ultimate decision whether
to grant or deny a motion to amend contentions is a matter left
to the broad discretion afforded a trial court.
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the moving party.  Diligence has two aspects to it.  One is whether

the moving party acted diligently to discover that a supplement or

amendment was appropriate.  The second aspect is whether the moving

party promptly moved to amend its contentions after it learned an

amendment was necessary.  See generally O2 Micro, supra.

Based on the record before the Court, the Court finds that DAS

acted diligently.  The Court credits DAS’s statement that as to

essentially all of its proposed amendments it did not recognize the

amendments were necessary and appropriate until it received Bayer’s

December 12, 2011 proposed constructions.  The Court also credits

DAS’s position that its amendments “flow from” the constructions

the parties exchanged on December 12, 2011.  See DAS Opening Brief

at 7.  In response, Bayer argues that DAS should have anticipated

Bayer’s constructions, and it should have known about its proposed

amendments sooner.  However, DAS does not have to demonstrate

perfect diligence in order to show good cause for an amendment.  In

other words, just because a motion to amend could have been filed

earlier is not a valid reason in and of itself to deny the motion. 

Instead, in view of the circumstances presented herein, good cause 

is satisfied by DAS’s showing that it exercised reasonable

diligence.  The Court finds that DAS has  demonstrated that it was

reasonably diligent in learning and deciding that an amendment was

necessary.  The Court also finds that after DAS realized an

amendment was necessary, it moved diligently to move to amend. 
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After all, DAS’s motion was filed only a week after it received

Bayer’s constructions.  It is true, as Bayer argues, that the

reasons DAS gives for its amendment is not specifically listed in

NJ L. Pat. R. 3.7.  However, the Rule specifically notes that its

examples are illustrative of good cause and they do not exclude

other appropriate circumstances.

Relying on O2 Micro, Bayer correctly points out that motions 

to supplement contentions are treated more conservatively than

motions to amend under Fed. R. Civ. P. 15.  That is why O2 Micro

held that good cause under a Northern District of California Rule

akin to Rule 3.7 requires a showing of diligence.  This is so to

prevent the so-called “shifting sands” approach to claim

construction.  O2 Micro, 467 F.2d at 1364.  Nevertheless, the O2

Micro analysis is not inflexible.  The decision notes that Rule 3.7

seeks to balance the right to develop new information with the need

for certainty as to the legal theories that will be asserted.  Id.

at 1366.  As noted in TFH Publications Inc. v. Doskocil Mfg. Co.,

Inc., 705 F. Supp. 2d 361, 366 (D.N.J. 2010), quoting Comcast Cable

Communs. Corp. v. Finisar Corp., 2007 WL 716131, at *2 (N.D. Cal.

March 2, 2007),  Rule 3.7 is not a straitjacket into which

litigants are locked from the moment their contentions are served. 

The TFH decision further noted that a modest degree of flexibility

exists with regard to amendments of contentions, at least near the

outset of a case.  See also International Development LLC v.

Richmond, 2011 WL 149859, at *3 (D.N.J. Jan. 18, 2011); AstraZeneca
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AB v. Hammi USA Inc., 2011 WL 5526009, at *4 (D.N.J. Nov. 14,

2011).  These three cases, TFH, International Development and

AstraZeneca, granted motions to amend contentions in situations not

too dissimilar to the instant case.  In contrast, Bayer did not

cite a case where a request to amend contentions was denied at this

relatively early stage of the case.

In addition to examining whether the moving party was

diligent, when deciding a motion to amend contentions courts also

look at whether the proposed amendment will prejudice the non-

moving party.  Here Bayer argues it will be prejudiced by DAS’s

amendment because it filed its motion for partial summary judgment

on December 12, 2011, when DAS only made one invalidity contention.

The Court is having difficulty appreciating how DAS’s amendment

will prejudice Bayer.  The amendment will not impact the scheduling

of Bayer’s motion and the motion will still be decided on its

merits.  The fact that Bayer decided to file its dispositive motion

early was the result of its strategic decision.  Surely, Bayer

could not have anticipated that its motion for summary judgment

would automatically “lock” DAS into its contentions.  Motions to

amend contentions are not unusual and the fact that DAS filed such

a motion is not extraordinary.  In addition, if Bayer’s argument is

accepted it could lead to disfavored results.  If the Court

accepted Bayer’s argument that an early dispositive motion served

to lock in the adversary’s contentions, courts would likely be

flooded with early motions for partial summary judgment,
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irrespective of whether they are ripe or meritorious.  The Court

agrees with the reasoning in AstraZeneca, 2011 WL 5526009, at *5,

wherein the Court granted the moving party’s motion to amend

contentions and stated that, “a patent-holder should not be forced

to anticipate every possible defense to their patent in framing

their Disclosure of Asserted Claims.”  The converse is also true. 

An alleged infringer should not be required to anticipate how a

patent holder will construe every claim.

The Court does find that Bayer will be prejudiced by DAS’s

amendment to an extent that warrants the denial of DAS’s motion. 

Although the amendment may require some additional work on Bayer’s

part, the additional work does not appear to be significant or

vexatious.   In addition, trial has not been scheduled and is not2

even imminent.  Thus, it is unlikely DAS’s amendments will

materially delay the ultimate trial.  Further, expert reports have

not been produced, the Markman hearing has not been held, and the

Markman hearing is not even scheduled.  Thus, the amendment is

unlikely to delay the Markman ruling.  In addition, it does not

appear that DAS’s amendments are numerous and significant.  In

fact, this has been tacitly acknowledged by Bayer because it did

not even raise this argument.  Bayer does not argue that DAS’s

amendments are so extensive that they will require it to conduct

significant additional work.

At oral argument Bayer stated that it has retained an2

expert to address one of DAS’s proposed amendments.
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An instructive case is International Development v. Richmond,

supra.  In that case, then Chief Judge Brown granted in part the

defendant’s motion to amend its infringement contentions.  The

amendment was permitted even though it was made on the eve of trial

and only a few months earlier defendant’s first motion to amend

contentious was granted.  The Court granted the defendant’s motion

finding that the defendant was reasonably diligent and that

plaintiff would not be prejudiced.  Judge Brown cited to Fed. R.

Civ. P. 1 and NJ L. Pat. R. 1.3, and stated that the Rules should

be construed to further the interests of justice.  2011 WL 149859,

at *3.  The same reasoning applies in this case.  Notably, Judge

Brown denied defendant’s proposed amendment to add additional

infringing instrumentalities because of the prejudice resulting to

the plaintiff.  That situation does not exist here since no

material prejudice will result to Bayer from DAS’s amendments. 

Also supporting the Court’s ruling is the decision in TFH

Publications, supra.  In that case the plaintiff’s motion to amend

its contentions was granted when it was filed only two months after

its contentions were filed, trial was not scheduled, and the

Markman hearing was not yet held.

Conclusion

In sum, the Court finds that DAS has satisfied the criteria in

L. Pat. R. 3.7 and has demonstrated good cause to amend its

contentions.  
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Accordingly, for all the foregoing reasons, it is hereby

ORDERED this 28  day of February, 2012, that DAS’s Motion for Leaveth

to Supplement its Contentions is GRANTED.  DAS shall serve its

contentions within three (3) days of the date of service of this

Order.

s/Joel Schneider               
JOEL SCHNEIDER
United States Magistrate Judge
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