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This communication is in response to the Final Office Action ("FOA") mailed September 

4,2013. The FOA maintains the rejections of claim 61 of U.S. Patent No. 5,974,120. The Patent 

Owner respectfully maintains the positions set forth in the Patent Owner's March 18, 2013 

response to the prior non-final action, including the expert declaration of Dr. Arthur T. Brody, 

Ph.D. submitted therewith (collectively "Prior Response"). 

The Prior Response is hereby incorporated by reference in its entirety. The Patent Owner 

respectfully urges reconsideration of the rejections. 

The Patent Owner also further responds to the FOA as set forth herein. 

I. FIRST GROUND OF REJECTION: CLAIM 61 UNDER 35 U.S.c. § 103 IN VIEW OF 

CALABRESE AND STUDENT REGISTRATION. 

The Patent Owner respectfully maintains that the first ground of rejection of claim 61 is 

unsupported and should be withdrawn for the reasons set forth in the Prior Response. 
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The Prior Response established that Calabrese is not prior art because claim 61 is entitled 

to a priority date no later than May 16, 1988, the filing date of the '739 patent. The FOA does 

not change that showing. The Patent Owner responds to the FOA as follows. 

A. The FOA does not properly account for the expert opinion evidence. 

The FOA asserts that the "Declaration provided by Dr. Brody does not provide any 

further evidence as to the possession of 'cue suppression' in the '739 patent in order to establish 

an earlier priority date (i.e. 16 May 1988)," and "does not provide evidentiary support to 

overcome the prima facie rejections of ... Claim 61." (FOA at 36.) The Patent Owner 

respectfully disagrees. While Dr. Brody may cite some of the same passages from the '739 

patent and the asserted references as the Patent Owner cites, the declaration provides new 

relevant evidence, in the form of expert opinions, regarding the understanding of a person of 

ordinary skill in the art at the time of the invention. 

B. The '739 patent discloses the "utilizing" step in a "preregistration" or 
"prequalification" process. 

The FOA first addresses the "prequalification" embodiment disclosed in the '739 patent. 

The FOA acknowledges that "a cue or prompt is not provided for a 'prequalified' or 

'preregistered' caller due to information already having been entered." (FOA at 40.) However, 

the FOA asserts that "the caller is still not qualified when the cue or cues are avoided." (FOA at 

40.) 

The FOA's interpretation of the prequalification embodiment is unfounded. As 

previously set forth in the Prior Response, after the prequalification process in an earlier call, at 

the time of the subject call the preregistered caller is permitted to continue based on a test of their 

identification information (such as ANI or caller-entered telephone number). Based on this test 

of caller identification data, the system determines that the caller is qualified for participation 

(e.g., the caller was already pre-qualified and may continue in the call to participate in the 

process). The process accordingly satisfies the claim language: 

120:S6[e] testing said identification signals relating to the callers to determine 
whether to qualify the callers for access to at least a portion of operations 
of the system; 
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120:56[f] utilizing, for qualified callers, the identification signals relating to the 
callers, to avoid prompting certain callers with a certain previously 
provided cue or cues; and 

The FOA asserts that when the system avoids providing the previously provided cue or 

cues, the avoidance is only for '''non-qualified callers', since the caller's identification signals 

have not yet been tested." (FOA at 40.) That is inconect. First, the FOA does not appreciate 

that the specification expressly describes that the "preregistration" process is performed to ensure 

that the caller is "qualified" for the subsequent event (e.g., telephonic auction). 

The specification states: "in the case of preregistration for a participant, as in the case of 

the auction sale, the memory 98 is involved with the qualification unit 93 through the processing 

unit 92 to establish a data cell CI-Cn for each qualified participant. Thus, each potential 

participant to be qualified interfaces with the processing unit 92 during a preliminary interval of 

operation to provide data in one of the cells C1-CN to facilitate qualification for participation 

during a real-time game show." '739 col. 16:55-17:6 (emphasis added). Then, "[a]t the time of 

the show, callers are qualified simply by reference to their assigned memory cell data for a 

verification." '739 col. 17:7-9. 

Thus, the system avoids the preregistration cues for qualified callers. At the time of the 

auction, the caller dials in and the system tests the caller's identification data. The only way the 

system can know that the caller is "preregistered" is by testing the caller's identification 

information. Based on that testing, the system determines that the caller is qualified, and thus the 

system avoids providing to that qualified caller the cues that were previously provided in the 

preregistration process. 

c. The '739 patent discloses the "utilizing" step in avoiding repetition of cues in 
the game show embodiment. 

The FOA also addresses the game show embodiment, which is a separate and 

independent disclosure of the "cue suppression" limitations. The FOA asserts that "[t]here is no 

explicit disclosure in the '739 patent of the caller calling back to participate in the contest." 

(FOA at 42.) But the FOA overlooks the express description that the system checks "to 

determine whether or not an excessive number of calls have originated from the designated 
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number." '739 col. 18:35-38 (emphasis added). As discussed in the Prior Response, this 

expressly discloses that some callers will call back multiple times to participate in the contest. 

The FOA further asserts that if a caller were to call back, "there is no disclosure of any 

randomly generated previously presented cue or cues not being presented to the caller of the 

same geographical area." (FOA at 42.) But again, the FOA overlooks the express description, in 

the same paragraph immediately following the discussion of the "excessive number of calls," 

that "addressing may obtain selectivity on the basis of calling numbers." '739 patent, col. 18:38-

42 (emphasis added). As discussed in the Prior Response, the system tests to determine where a 

single caller who has not done an "excessive number of calls" from the caller's calling number, 

as explained above, would be given different questions. This exhibits the "selectivity on the 

basis of calling numbers" that the specification teaches as cited above. As discussed in the Prior 

Response, inherently, because each caller may call and play the game multiple times, the 

"different questions" provided to the caller necessarily avoid giving each qualified caller the 

same questions that were previously provided to that caller, based on the caller's telephone 

number. 

Because Calabrese is not prior art, the rejection of claim 61 is not supported and the 

Patent Owner respectfully requests that it be withdrawn. 

II. SECOND GROUND OF REJECTION: CLAIM 61 UNDER 35 U.S.c. § 103 IN VIEW OF 

MOOSEMILLER, STUDENT REGISTRATION, AND SZLAM. 

The FOA's only further discussion of the second ground of rejection is to discuss the 

alleged motivation to combine Student Registration, Szlam, and Moosemiller. (FOA at 46-49.) 

The Patent Owner maintains the Prior Response, which sets forth why the rejection is not 

supported, and further responds to selected points in the FaA as follows. 

The FOA repeats the assertion that (1) Moosemiller and Student Registration would have 

been obvious to combine, and (2) that Szlam's asserted "utilization of ANI information to 

automatically provide account information" supports obviousness. (FOA at 47-48.) But the 

Patent Owner maintains that this piecemeal approach, separately proposing individual sub

combinations, does not demonstrate obviousness of the complete invention. 

The FOA seems to suggest that "automation in any way, shape, or form" by using ANI 

instead of caller-entered data would have been obvious. (FOA at 48.) But the FOA's reasoning 

- 4 -



Reexam. No. 90/012,400 

is not supported by the evidence. With respect to Szlam and ANI in particular, the FOA does not 

address at all-much less substantially rebut-the Patent Owner's evidence and explanation as to 

why it would not have been obvious to use ANI in the Student Registration context in the 

manner the Examiner has asserted. As set forth in the Prior Response, in the context of the 

student registration system at issue, using ANI would not enhance the caller's experience, but 

would in fact be detrimental to the calling student's experience and would have decreased the 

practicability and efficiencies of the system. The Student Registration system instead used the 

calling student's ID number to identify the student-a much more suitable way to identify the 

student in the applicable context. The Patent Owner's evidence and reasoning, showing why the 

proposed combination was not obvious, remains substantially un-rebutted. 

In sum, it remains the case that it would not have been obvious to combine these three 

disparate references to achieve the invention of claim 61. Withdrawal of the rejection is 

earnestly solicited. 

III. CONCLUSION 

In sum, Appellant respectfully submits that claim 61 of the '120 patent is non-obvious in 

view of the asserted art. Therefore, the Examiner's rejections should be withdrawn. 

Dated: November 4,2013 

Respectfully submitted, 

COOLEYLLP 

Br;;~k£kr~ 
Frank v. pitrantOlliO 
Registration No. 32,289 
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