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I. CLAIM CONSTRUCTION 

A. The Claims Should be Construed Consistent with Phillips. 

As a preliminary matter, since the subject patent is expired, the Examiner should adopt a 

claim construction consistent with the principles set forth in Phillips v. AWH Corp., 415 F.3d 

1303, 1327 (Fed. Cir. 2005). The '984 patent expired in 2005, therefore, its claims can no longer 

be amended. Accordingly, for the purposes of this reexamination proceeding, the Patentee urges 

the Examiner to apply the proper claim construction standard for expired patents. The "broadest 

reasonable construction" standard does not apply here. Rather, the proper standard is that the 

"claims should be construed, if possible, as to sustain their validity," according to the principles 

of claim construction set forth in Phillips. This is the standard set forth by the Board in an 

expanded panel decision in Ex Parte Katz, Appeal 2008-005127, Reexamination Control Nos. 

901006,978 and 901007,074 (merged) (Mar. 15,2010), following Ex parte Papst-Motoren, 1 

U.S.P.Q.2d 1655 (B.P.A.I. 1986) as clarified by the subsequent Phillips decision. 

At a minimum, therefore, the Examiner should apply claim constructions no broader than 

constructions derived in view of the patent specification and other intrinsic evidence in 

accordance with Phillips. See generally Phillips, 415 F.3d 1303. The claim limitations are 

further discussed below. 

B. Claim Constructions For '984 Patent Claims 15 and 16. 

Claim 15 recites: 

A telephone interface system for individually interfacing callers at a multitude or 

remote terminals for voice-digital communication through a telephone communication 

facility, said system comprising: 

communication means for establishing telephone communication with currently 

active callers at certain of said terminals through said telephone communication facility; 

means for providing identification signals to said communication means 

indicative of said currently active callers, said means for providing identification signals 

comprising means for providing at least a portion of the digits associated with a remote 

terminal for identification; 

memory means for storing caller cues and use indications for said caller cues in 
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relation to said callers as identified by said identification signals; 

cue means for receiving said caller cues to provide voice signals through said 

communication means to prompt responses ii'om said cun-ently active of said callers in 

the form of digital data signals; and 

means for selecting a current caller cue from said memory means for one of said 

currently active callers for application to said cue means under control of said 

identification signals for said one of said currently active callers and said use indications 

in said memory means for said one of said currently active callers. 

Claim 16 recites: 

A system according to claim 15 wherein said means for providing at least a 

portion of the digits includes means for receiving automatic number identification (ANI) 

signals. 

The following are some relevant claim constructions for these claims. Additional claim 

constructions issues are addressed where applicable. 

For clarity, the Patent Owner does not necessarily agree with the express or implicit 

claim constructions set forth or reflected in the Office Action, and the Patent Owner is not 

adopting or conceding any such claim constructions, regardless of whether the Patent Owner 

specifically addresses the constructions herein. 

1. Claims 15 and 16 require means for providing at least a portion of the 
digits associated with a remote terminal for identification. 

Page 8 of the Office Action states: "Thus, the '984 patent discloses the 'means for' ... 

'providing identification signals to said communication means indicative of said currently active 

callers' as being ANI equipment at some communication facility and claim 15 will be examined 

as such." This statement fails to address the entire limitation, which further specifies "means for 

providing at least a portion of the digits associated with a remote terminal for identification". 

Pages 11-12 of the Office Action address the "means for receiving" ANI signals recited 

in claim 16. 
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The Office Action erroneously identifies the associated structure as "ANI equipment at 

some communication facility." (OA at 8 and 12.) That is incorrect. The recited "means" is part 

of the claimed "telephone interface system" recited in claims 15 and 16. Therefore it is a 

structure within the interface that provides prescribed information to other structures within the 

interface. The structure within the exemplary telephone interface system disclosed in the '984 

patent that corresponds to the recited means for receiving ANI signals and the means for 

providing identification signals includes any of the following: (a) audio response unit 18; (b) 

audio response unit 20; and/or (c) audio response unit 22. Alternatively, a single composite unit 

might be utilized. The specification discloses these structures performing the function, for 

example, at '984 col. 3:67-4:13,4:41-46,6:48-57,7:12-18, and Figure 1. These structures 

receive ANI and also provide the ANI (and/or other identification signals) for use within the 

telephonic interface system. Id. They are not structures "at some communication facility." 

To be clear, embodiments of the invention could conceivably include structures within a 

communication facility of some sort, so long as the structures are the same or equivalent to the 

corresponding structures disclosed in the specification. Merely pointing to a "communication 

facility" (e.g., standard telephone network) without more, however, does not show that the claim 

element is disclosed. 

2. Claims 15 and 16 require memory means for storing caller cues and 
use indications for said caller cues in relation to said callers as 
identified by said identification signals. 

Page 9 of the Office Action states: "The '984 patent discloses the 'memory means for' 

for 'storing caller cues and use indications' as just being memory, per se, without being any 

particular structure (see above citation). Thus, the 'memory means for' ... 'for storing caller 

cues and use indications' is being examined as 'computer hardware that stores information, such 

as disks, RAM, ROM, tapes, etc." 

The '984 patent discloses various memory structures that correspond to the recited 

memory means. For purposes of this response, the Patent Owner does not address the specific 

proper structures and will respond to the Office Action without taking a position on those 

structures. However, the Patent Owner notes that the recited function is "storing caller cues and 

use indications for said caller cues in relation to said callers." Mere computer hardware that 
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stores information, by itself, does not necessarily satisfy the claim requirements. The memory 

must be shown to perform the function, that is it must contain caller cues and use indications. 

3. Claims 15 and 16 require cue selection based upon identification 
signals and use indications. 

Page 11 of the Office Action states: "Thus, the '984 patent discloses the 'means for' for 

'selecting a current caller cue' as being at least the interface processor 26, coincidence detector 

42, memory 44 and random number generator 40 and claim 15 will be examined as such." 

With respect to the recited function, the Patent Owner notes that selecting a current caller 

cue is expressly recited as being "under control of said identification signals for said one of said 

currently active callers and said use indications in said memory means". That is, a current caller 

cue is selected under the control of the identification signals and the use indications in the 

memory means. 

With respect to the structure, the Patent Owner does not concur with the Office Action's 

identification of structures but does not take a position herein on the correct structures as a matter 

of claim construction. The Patent Owner will respond accordingly without agreeing with or 

adopting the Examiner's claim constructions. 

II. PRIORITY DATES ARE NOT AT ISSUE. 

As shown on its front page, the '984 patent claims priority to parent applications filed 

July 10, 1985, February 24, 1987, May 16,1988, and others. Claims 15 and 16 are entitled to 

priority dates based on parent application filings. The Office Action suggests that the earliest 

priority date afforded claims 15 and 16 is October 23, 1989. (Office Action at Page 3) Katz 

does not concede this suggestion. However, Katz does not dispute that four of the five 

references relied upon for the rejections in the Office Action (Barger, Szlam, Wendkos, and 

Masaki) pre-date the priority dates for claims 15 and 16. Katz disputes that the Bally reference is 

shown to be prior art under § 102, as discussed further below. 
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III. FIRST GROUND OF REJECTION: CLAIMS 15 AND 16 UNDER 35 U.S.C. § 103 IN VIEW OF 

BARGER, SZLAM, WENDKOS AND MASAKI. 

A. The references do not disclose means for providing at least a portion of the 
digits associated with a remote terminal for identification. 

On page 17 of the Office Action the Examiner points to a teaching III Barger that 

references instructions for a "customer to enter his account number". On the same page the 

Examiner concludes "Thus, Barger et al. discloses the communication facility providing upon the 

instance of a call from one of said remote terminal apparatus 'caller associated identification 

signals' given its broadest reasonable interpretation under 35 U.S.C. 112, sixth paragraph." 

As an initial matter, as discussed above, the "broadest reasonable construction" standard 

does not apply here. Rather, the proper standard for an expired patent is that the "claims should 

be construed, if possible, as to sustain their validity," according to the principles of claim 

construction set forth in Phillips. 

Furthermore, the Office Action does not show that the claim element is met. The Office 

Action relies on Barger and asserts that Barger discloses "the communication facility providing 

upon the instance of a call from one of said remote terminal apparatus" the recited identification 

signals. (OA at 17.) However, "the communication facility" is not the proper corresponding 

structure, as set forth above. The Office Action does not identify any structure in Barger that is 

the same or equivalent to the structure in the '984 patent that performs the claimed function. 

(Brody ~~ 10-11.) Thus, the rejection should be withdrawn. 

B. The references do not disclose memory means for storing caller cues and use 
indications for said caller cues in relation to said callers as identified by 
identification signals 

On page 19 of the Office Action the Examiner states: "Barger et al. clearly discloses 

memory in RAM and magnetic disks to store cures as well as memory in general being utilized 

to store customer's transactions to cues." Even if this statement is true, it does not support a 

rejection. The claim requires caller cues and use indicationsfor the caller cues in relation to the 

callers as identified by the identification signals. That is, the memory must have caller cues and 

use indications as identified by identification signals. 

The Office Action merely points to memory structures in Barger and asserts that they 

store cues. Merely storing cues does not satisfy the express claim requirements of memory 
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storing cues and use indications. (Brody ~~ 12-13.) The rej ection is not supported and should be 

withdrawn. 

C. The references do not select a cue based upon identification signals and use 
indications. 

One page 21 of the Office Action the Examiner states: "In addition, as set forth above, 

Barger et al. discloses identification information (i.e., account number - the 'caller associated 

account number information' controlling the prospective cues of the caller based on 

format/mode, previous trends, preferences, freeloader check, credit verification etc. (Barger et 

al.; column 2, lines 5-15; column 6, lines 35-43; column 8, line 60 - column 9, line 4; column 9, 

lines 36-45; column 11, lines 18-47)." 

The Office Action's analysis is incorrect. Incidentally, the Patent Owner notes that 

Barger does not disclose multiple formats, but this point is not material to the present 

reexamination as the claims do not recite multiple formats. In any event, selecting a cue "based 

on format/mode, previous trends, preferences, freeloader check, credit verification etc." as the 

Office Action asserts does not necessarily meet the claim limitation. The claim requires 

selection of a cue "under control of said identification signals for said one of said currently active 

callers and said use indications in said memory means". That is, under the plain language of the 

claim, a current caller cue is selected under the control of the identification signals and the use 

indications. (Brody ~~ 14-15.) There is no showing that Barger discloses such claim limitations. 

Among other things, there is no discussion of any use of the recited "use indications." The 

rejection is unsupported and should be withdrawn. 

D. It Was Not Obvious to Combine These Four References 

The Examiner maintains that "The Barger et al. system would appear, prima jacie, to 

benefit economically by being modified to include at least enabling 'ANI' technology for 

providing systems with account information automatically, as taught by Szlam et al." (Office 

Action Page 24.) Applicant respectfully requests reconsideration of this position. It would not 

have been obvious to modify Barger to use ANI as asserted. Using ANI instead of the account 

number in Barger, which is the sole means by which the caller identifies herself in the automated 

mode of Barger, would have made no sense and would have been unpredictable and counter

productive. (Brody ~~ 16-22.) Individuals share telephone numbers, and one individual may 
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have multiple accounts. It would be inconvenient and frustrating if everyone calling from the 

same household telephone number to the Barger system would be automatically identified and 

linked to the same account, instead of permitting multiple accounts on an individual account 

number basis as Barger already contemplates. Similarly, if an individual desired to have two 

different accounts (for example, each account associated with a different payment means), the 

individual would not want to be limited and associated with only one account, strictly based on 

ANI. (Brody ~~ 16-22.) 

Barger already has a system to identify callers for credit verification and to prevent 

freeloading. One would not be motivated to substitute the existing Barger mechanism with ANI 

because reliance upon ANI would limit a single telephone number to a single user. Barger is 

motivated to maintain the existing ability of multiple consumers being able to use the same 

telephone number to purchase items. (Brody ~~ 16-22.) 

The Examiner further states: "Szlam et al. further teaches such a configuration removes 

the necessity of the operator to attain information as well as provide the most up to date 

information at the on-set of the call." (Office Action Page 23) Thus, the Examiner's position is 

based upon a system with an operator. The '984 patent discloses a completely automated system 

without any operator, and claims 15 and 16 do not recite or require any live operators (although 

they do not exclude live operators). Thus, the motivation to combine is improperly predicated 

upon the use of ANI in an operator-based system, which does not correlate with the disclosed 

and claimed invention. 

Thus, there is no motivation to combine Barger and Szlam. Contrary to the assertion that 

a POSIT A would be motivated to combine these features of these references, in fact the 

combination is unmotivated and is only conceivable by using hindsight referring to the 

requirements of this claim as a template. (Brody ~~ 16-22.) 

The combination of Barger, Szlam and Wendkos is also implausible. The Examiner 

states: "The Barger et al. in view ofSzlam et al. system would appear,primajacie, to benefit 

economically by being modified to include the 'Trivia Challenge' for providing rewards to the 

callers/users of the purchased products, as taught by Wendkos, in order to increase interest and 

sales of the product, thus, enhancing the economic benefits of the technology." (Office Action 

Page 26) In addition to the reasons it was not obvious to combine Barger and Szlam, it was 
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furthermore not obvious to combine Wendkos with those references due to the fundamental 

differences between the disclosed functionalities, and it was particularly not obvious to use ANI 

with Wendkos as the rejection posits, as Dr. Brody explains. (Brody ~~ 23-27.) 

Wendkos is fundamentally about looking for new customers in advertising and marketing 

promotions. It is not concerned with servicing known customers who might be identified based 

on ANI. It would have made no sense to use ANI to identify callers in the Wendkos context. 

(Brody·~~ 23-24.) 

Wendkos is also fundamentally targeted to automated interactive telephony, as opposed 

to live operator customer service, as disclosed in Barger and Szlam. Wendkos is thus 

fundamentally contrary to Szlam, which uses ANI to provide information to a live operator for 

service. It would have made no sense to use this live-operator functionality in the context of 

Wendkos' completely automated promotions. (Brody ~~ 22-23.) 

Barger is motivated to sell items to callers by providing demonstrations of items such as 

music recordings. There is no motivation to tie up the system's time and resources utilizing a 

trivia game, which does not lead to sales. (Brody ~~ 26-27.) 

The Examiner maintains that ANI would benefit Barger by "increasing the overall 

efficiency of the telephone voice responsive system and enhancing the economic benefits of the 

technology." This desire to increase the overall efficiency of the telephone voice responsive 

system dictates against the utilization of a time-consuming trivia contest, which would reduce the 

overall efficiency of the system. (Brody ~~ 26-27.) 

The addition of Masaki to the proposed combination is also particularly inappropriate. 

(Brody ~~ 28-33.) Masaki describes a consumer electronic device. Nothing in Masaki relates to 

Wendkos' trivia contest, Szlam's operator system utilizing ANI or Barger's system for 

marketing goods and services. Thus, Masaki is non-analogous art in a different field of 

endeavor. (Brody ~~ 29-31.) 

Masaki's solution is not pertinent to the problems addressed in Barger. Indeed, Barger 

motivates away from the randomization utilized in Masaki, and the randomization of Masaki 

would run strongly counter to the objectives of Barger. (Brody ~~ 31-32.) In Barger, a customer 

places a call to a remote location "to request that a particular demonstration be played over the 
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telephone." (Column 1, Lines 63-64) Thus, Barger supports a remote, telephone-based service 

for a user to request a particular demonstration to help inform a purchase decision. 

In contrast, Masaki locally uses a device to play music that has already been purchased. 

The previously purchased music may be randomized for a fresh take on the owned merchandise. 

Such randomization would not support sales in Barger's system. In Barger, a particular item is 

sought. Providing a random item in response to such an inquiry would diminish sales. (Brody 

'Il'll31-32.) 

For these additional reasons, the rejection is unsupported and should be withdrawn. 

IV. SECOND GROUND OF REJECTION: CLAIMS 15 AND 16 UNDER 35 U.S.C. § 103 IN VIEW 

OF BARGER, SZLAM, WENDKOS, MASAKI AND BALLY. 

For the second ground of rejection, the Office Action relies on the same references and 

arguments as addressed above except adds the Bally reference. (OA at 34-38.) The Patent 

Owner reiterates and incorporates by reference the response set forth above which applies 

equally to this rejection. 

A. Bally does not cure the previously discussed deficiencies in Barger, Szlam, 
Wendkos and Masaki. 

The Bally reference is not shown to be proper prior art under Section 102. For example, 

it is not shown to be published to qualify as a printed publication under Section 1 02(b). The 

Bally document does not bear indicia reliably showing that it qualifies as timely prior art. 

Accordingly, the rejection based on Bally should not be sustained. 

Even if Bally were prior art, Bally is cited as another instance of randomization. Thus, 

Bally does not address the limitations that are also absent in Barger, Szlam, Wendkos and 

Masaki as discussed above, which discussion is hereby incorporated by reference. Accordingly, 

a rejection based upon Bally, Barger, Szlam, Wendkos and Masaki is inappropriate. (Brody'll'll 

34-35.) 

B. It Was Not Obvious to Combine These Five References 

The inappropriateness of the combination of Barger, Szlam, Wendkos and Masaki is 

discussed above. Bally's deficiencies are similar to those discussed in connection with Masaki. 

First, Bally is not in the same field of endeavor as Barger, Szlam and Wendkos. (Brody'll'll36-

40.) Bally discloses a standalone system for use in a bar, arcade or the like. The other three 
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references are designed for remote telephone access. Furthermore, nothing in Bally relates to 

Szlam's operator system utilizing ANI or Barger's system for marketing goods and services. 

(Brody ~~ 36-40.) 

Bally'S solution is not pertinent to the problems addressed by Barger. (Brody ~~ 38-39.) 

Indeed, Barger motivates away from the randomization utilized in Bally. As previously 

discussed, Barger supports a remote, telephone-based service for a user to request a particular 

demonstration to help inform a sales decision. Randomization would not support sales in 

Barger's system. In Barger, a particular item is sought. Providing a random item in response to 

such an inquiry would only frustrate or annoy the caller and diminish sales. (Brody ~ 39.) 

V. CONCLUSION 

The Examiner's rejections should be withdrawn. 

Respectfully submitted, 

COOLEYLLP 

Dated: May 29, 2013 BY:_-,I-=.F-=-ra=nk==-V--,---,--. =-P.=ie'-'Ctr=a=n:..::.;to=n=i=ol ____ _ 
Frank V. Pietrantonio 
Registration No. 32,289 
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I, DR. ARTHUR BRODY, declare as follows: 

1. I have been retained by Cooley LLP ("Cooley"), counsel for Plaintiff Ronald A. 

Katz Technology Licensing, L.P. ("Patent Owner"), in connection with certain litigation 

proceedings and in connection with the present reexamination proceeding. 

2. I provide my opinions herein as to why the various cited references do not render 

obvious claims 15 and 16 of U.S. Patent No. 5,128,984 (the '984 patent) from the standpoint of 

a person of ordinary skill in the art ("POSIT A") at the time of the claimed invention. 

QUALIFICATIONS 

3. A copy of my curriculum vitae is submitted herewith. As shown in my 

curriculum vitae, I have over thirty years of experience in telecommunications performing or 

managing systems engineering, marketing and sales, new product development, corporate 

strategy consulting, product management and competitive assessment functions. Some relevant 

projects have included engineering for a first test system to use DSP technology for tone 

detection and test applications, performing architecture analysis for a conference call business 

including call center operations and network architecture, generating requirements for 

developing a combined customer care and billing system platform for telecommunications 

service providers, engineering processes and systems for the Special Service Center customer 

support center, engineering processes and systems for the automated dispatching of repair 

personnel in response to customer repair calls to telecommunications and utilities call centers, 

generating requirements for an SS7 message analysis system to be used for network monitoring, 

fault management, revenue assurance and other operations, developing testing requirements for 

ISDN deployment, and adapting early VRU (Conversant) technology for the automation of 

service quality evaluation. 

4. In preparing my opinions, I have relied upon my experience with call center and 

support center projects and systems. I also have relied on my experience in reviewing and 

analyzing documents produced in discovery for other call center litigations. 

5. I understand that the disclosure of the patents is to be viewed from the perspective 

of one of ordinary skill in the art, which means the level of skill of a person of ordinary skill in 
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the art ("POSITA") to which the subject matter of the claimed invention(s) pertains as of the 

filing date of the application leading up to the '984 patent. 

6. The patent at issue relates to computer telephony systems and methods, including 

systems and methods that implement automated call processing that include interactive voice 

response applications. In forming my opinion regarding a person of ordinary skill in the art of 

computer telephony systems, I considered the educational level of the inventor, the types of 

problems encountered in computer telephone systems and methods, the prior art solutions to 

those problems, the rapidity of innovations in the computer telephone field, the sophistication of 

computer telephony technology, and the educational level of workers active in the field. Based 

on these factors, I have concluded that one of ordinary skill in the art would have either: (1) at 

least a bachelor's degree in a field related to computer telephony, such as electronics, electrical 

engineering, computer science, telecommunications, mathematics, physics or operations 

research, and several years of work experience; or (2) at least seven years experience in the 

computer telephony field. 

I. FIRST GROUND OF REJECTION: CLAIMS 15 AND 16 UNDER 35 U.S.C. § 103 IN VIEW OF 
BARGER, SZLAM, WENDKOS AND MASAKI. 

7. The Office Action relied on the combination of Barger, Szlam, Wendkos and 

Masaki to assert that claims 15 and 16 of the '984 patent are obvious. 

8. Claim 15 recites: 

A telephone interface system for individually interfacing callers at a multitude or remote 

terminals for voice-digital communication through a telephone communication facility, 

said system comprising: 

communication means for establishing telephone communication with currently 

active callers at certain of said terminals through said telephone communication facility; 

means for providing identification signals to said communication means 

indicative of said currently active callers, said means for providing identification signals 

comprising means for providing at least a portion ofthe digits associated with a remote 

terminal for identification; 

memory means for storing caller cues and use indications for said caller cues in 

relation to said callers as identified by said identification signals; 
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cue means for receiving said caller cues to provide voice signals through said 

communication means to prompt responses f)'om said currently active of said callers in 

the form of digital data signals; and 

means for selecting a current caller cue from said memory means for one of said 

currently active callers for application to said cue means under control of said 

identification signals for said one of said currently active callers and said use indications 

in said memory means for said one of said currently active callers. 

9. Claim 16 recites: 

A system according to claim 15 wherein said means for providing at least a portion of the 

digits includes means for receiving automatic number identification (ANI) signals. 

A. The references do not disclose means for providing at least a portion of the 
digits associated with a remote terminal for identification 

10. Claim 15 specifies means for providing identification signals comprising means 

for providing at least a portion ofthe digits associated with a remote terminal for identification. 

11. The Office Action relies on Barger and asserts that Barger discloses "the 

communication facility providing upon the instance of a call from one of said remote terminal 

apparatus" the recited identification signals. (OA at 17.) In my opinion, "the communication 

facility" is not the proper corresponding structure. The claim requires a means for providing 

identification signals, which itself is part of the claimed "telephone interface system" recited in 

the claim. The corresponding structure in the '984 patent includes structures in the disclosed 

exemplary telephone interface system. In my opinion, the Office Action does not identify any 

structure that discloses the claimed function and the corresponding structure. 

B. The references do not disclose memory means for storing caller cues and use 
indications for said caller cues in relation to said callers as identified by 
identification signals 

12. Claim 15 specifies memory means for storing caller cues and use indications for 

said caller cues in relation to said callers as identified by said identification signals. 

- 4-



Reexam. No. 90/012,679 

l3. The Examiner relies on Barger and equates the recited means with computer 

hardware that stores information. However, the Examiner does not provide a functional analysis 

ofthe limitations required by the claim. In particular, the Examiner has not identified any "use 

indications in Barger." In my opinion, the Office Action thus does not show that the required 

"memory means" is disclosed, and does not even discuss any alleged use indications in the 

Barger disclosure. 

C. The references do not select a cue based upon identification signals and use 
indications. 

14. On page 21 ofthe Office Action the Examiner states: "In addition, as set forth 

above, Barger et al. discloses identification information (i.e., account number - the 'caller 

associated account number information' controlling the prospective cues of the caller based on 

format/mode, previous trends, preferences, freeloader check, credit verification etc. (Barger et 

al.; column 2, lines 5-15; column 6, lines 35-43; column 8, line 60 - column 9, line 4; column 9, 

lines 36-45; column 11, lines 18-47)." 

15. In my opinion, selecting a cue "based on format/mode, previous trends, 

preferences, freeloader check, credit verification etc." as the Office Action asserts does not 

necessarily meet the claim limitation from the standpoint of a POSIT A. The claim requires 

selection of a cue "under control of said identification signals for said one of said currently active 

callers and said use indications in said memory means". A current caller cue is selected under 

the control of the identification signals and the use indications. There is no showing that Barger 

discloses such claim limitations to a POSIT A. Among other things, a POSITA would find there 

is no demonstration of any use of the recited "use indications." 

D. It 'Vas Not Obvious to Combine These Four References 

16. Barger and Szlam disclose fundamentally different systems with different 

objectives and different ways of achieving those objectives, and it would not have been obvious 

to combine their disclosures as asserted. 

17. Szlam discloses a customer account servicing system with techniques for placing 

outgoing calls, routing incoming calls and online servicing of customer accounts. Szlam uses 

ANI for certain functions. 
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18. In contrast, Barger describes customer premise equipment for callers to preview 

audio selections and to then purchase those audio selections. An operator may also perform the 

functions of the system. Barger does not disclose or contemplate the use of ANI. 

19. The Office Action relies on Szlam's disclosure of ANI and asserts it would have 

been obvious to use ANI with Barger. I respectfully disagree. 

20. In my opinion, a POSITA would have understood that using ANI instead of the 

account number in Barger, which is the sole means by which the caller identifies herself in the 

automated mode of Barger, would have made no sense and would have been unpredictable and 

counter-productive. Individuals share telephone numbers, and one individual may have multiple 

accounts. It would be inconvenient and frustrating if everyone calling from the same household 

telephone number to the Barger system would be automatically identified and linked to the same 

account, instead of permitting multiple accounts on an individual account number basis as Barger 

already contemplates. Similarly, if an individual desired to have two different accounts (for 

example, each account associated with a different payment means), the individual would not 

want to be limited and associated with only one account, strictly based on ANI. 

21. Barger already has a system to identify callers for credit verification and to 

prevent freeloading by an individual. One would not be motivated to substitute the existing 

Barger mechanism with ANI because reliance upon ANI would limit a single telephone number 

to a single user. Barger has a purposely designed system with the ability for multiple consumers 

to use the same telephone number to purchase items. 

22. The Examiner states: "Szlam et al. further teaches such a configuration removes 

the necessity of the operator to attain information as well as provide the most up to date 

information at the on-set of the call." (Office Action Page 23) Thus, the Examiner's position is 

based upon the benefit to a system with an operator. The '984 patent discloses a completely 

automated system without any operator, and claims 15 and 16 do not recite any live operators, 

although live operators could also be used ina system implementing the inventions. Thus, the 

motivation to combine is predicated upon the use of ANI for the benefit of operators, which does 

not correlate with the disclosed and claimed invention. It would not have been obvious or 

motivated to combine the references as the Office Action asserts. 
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23. In addition to the reasons it was not obvious to combine Barger and Szlam, it was 

furthermore not obvious to combine Wendkos with those references due to the fundamental 

differences between the disclosed functionalities, and it was paliicularly not obvious to use ANI 

with Wendkos. 

24. Wendkos is fundamentally about lookingfor new customers in advertising and 

marketing promotions. It is not concerned with servicing known customers who might be 

identified based on ANI. It would have made no sense to use ANI to identify callers in the 

Wendkos context. 

25. 

26. Barger is motivated to sell items by providing demonstrations requested by the 

calling customer, such as music recording demonstrations. The POSIT A would find no 

motivation to tie up the system utilizing a trivia game, which does not lead to sales and would 

only annoy or frustrate the caller who would like to listen to specific recordings of choice and 

possibly buy them. It would not have made any sense to graft a "music trivia game" into the 

Barger system. In my opinion the Office Action is purely relying on hindsight and using the 

claim limitations as a template, to contemplate something that was not disclosed, suggested, or 

contemplated at the time of the invention, decades ago. 

27. The Examiner maintains that ANI would benefit Barger by "increasing the overall 

efficiency of the telephone voice responsive system and enhancing the economic benefits of the 

technology." This desire to increase the overall efficiency of the telephone voice responsive 

system dictates against the utilization of a time-consuming and annoying trivia contest, which 

would reduce the overall efficiency of the system. 

28. The addition of Masaki to the proposed combination is particularly inappropriate. 

29. Masaki is a consumer electronic device. Nothing in Masaki relates to Wendkos' 

trivia contest, Szlam's system utilizing ANI or Barger's system for marketing goods and 

services. 

30. Masaki is in the field of standalone consumer devices utilized in a home. The 

remaining references are in the field of remotely accessed systems in a telephone network or at 

customer premise equipment. Thus, Masaki is non-analogous art in a different field of endeavor, 

addressing very different issues than Barger and the other telephonic service references. A 
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POSIT A would not have thought to look to Masaki to modify Barger and the other references, 

and vice versa. 

31. Masaki's solution is not pertinent to the problems addressed in Barger. Indeed, 

Barger motivates away from the randomization utilized in Masaki. In Barger, a customer places 

a call to a remote location "to request that a particular demonstration be played over the 

telephone." (Column 1, Lines 63-64) Thus, Barger supports a remote, telephone-based service 

for a user to request a particular demonstration to help inform a purchase decision. 

32. In contrast, Masaki locally uses a device to play music that has already been 

purchased. The previously purchased music may be randomized for a fresh take on the owned 

merchandise. Such randomization would not support sales in Barger's system. In Barger, a 

particular item is sought. Providing a random item in response to such an inquiry would 

diminish sales. 

33. There is no motivation to combine these four references. Contrary to the assertion 

that a POSITA would be motivated to combine these features of these references, in fact the 

combination is unmotivated and is driven by hindsight using the requirements of this claim as a 

template. 

II. SECOND GROUND OF REJECTION: CLAIMS 15 AND 16 UNDER 35 U.S.c. § 103 IN VIEW 

OF BARGER, SZLAM, vVENDKOS, MASAKI AND BALLY. 

A. Bally does not cure the previously discussed deficiencies in Barger, 
Wendkos and Masaki. 

Szlam, 

34. For the second ground of rejection, the Office Action asserts the same references 

plus the additional reference Bally. My opinions set forth above apply to the same references as 

discussed above, and I hereby re-incorporate them by reference. 

35. Bally is cited as another instance of randomization. Bally does not address the 

means for providing, the means for storing and the means for selecting limitations that are also 

absent in Barger, Szlam, Wendkos and Masaki. 
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B. It Was Not Obvious to Combine These Five References 

36. The inappropriateness of the combination of Barger, Szlam, Wendkos and Masaki 

is discussed above, which I incorporate by reference. Bally's deficiencies are similar to those 

discussed in connection with Masaki. 

37. First, Bally is not in the same field of endeavor as Barger, Szlam and Wendkos. 

Bally discloses a standalone system for use in a bar, arcade or the like. The other references are 

designed for remote access over the telephone. 

38. Bally's solution is not pertinent to the problems addressed by Barger. Indeed, 

Barger teaches away from the randomization utilized in Bally. The POSIT A would not have 

looked to Bally to consider modifying Barger or the other telephonic services references, or vice 

versa, because of the very different fields of endeavor and issues that each reference is 

addressing, with very different approaches. 

39. As previously discussed, Barger supports a remote, telephone-based service for a 

user to request a particular demonstration to help inform a purchase decision. Randomization 

would not support sales in Barger's system. In Barger, a particular item is sought. Providing a 

random item in response to such an inquiry would diminish sales. 
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40. There is no motivation to combine these five references. Contrary to the asseliion 

that a POSITA would be motivated to combine these features of these references, in fact the 

combination is unmotivated and my opinion is that it is driven by hindsight using the 

requirements ofthis claim as a template. 

I declare that all statements made herein of my knowledge are true and that all statements 

made on information and belief are believed to be true; and further that these statements 

were made with knowledge that willful false statements and the like so made are 

punishable by fine or imprisonment, or both under 18 U.S.c. Section 1001, and that such 

willful false statements may jeopardize the validity of the patent. 

Executed in Short Hills, New Jersey on May 29, 2013. 

By Ara~/ 
DR. ARTHUR BRODY 
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Curriculum Vitae 

Professional Sum mary 

Dr. Brody has over 30 years of experience as a consultant and industry practitioner in networking, 
telecommunications, computer systems and multimedia technologies including digital video and audio 
standards such as MPEG. He combines his product problem solving and analytical skills honed as a 
physicist, with the engineering skills learned at Bell Laboratories and business management skiIIs 
developed at commercial enterprises and as an industry analyst. His responsibilities have included 
telephony and network engineering, business and product management, intellectual property 
management, expert witness testimony, and product definition and development. Dr. Brody has worked 
throughout North America, Europe and Asia, successfully managing cultural differences with respect to 
business practices, management styles and relationship building. 

Expertise 

• Broadband Communications • 
• Business and Operations Support Systems • 

Wireless Technologies 
Networking 

• Call Center Technologies and Operations • Network Management 
Telephony • Digital Switching 

• Location Based Services 
• Networking 

Education 

Year 
1978 
1973 

College or University 
Stony Brook University 
City College of New York 

Professional Experience 

• 
• 
• 

Video, Audio and Multimedia Technologies 
Virtualization and Thin Client Technologies 

Degree 
Ph.D., Physics 
B.A., Physics 
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Arthur T. Brody, Ph.D. 
Curriculum Vitae 

1990 
Present 
A. T. Brody & Associates, Inc. 
Principal Consultant 

A.T. Brody & Associates, Inc. (ATB) is a high tech consulting firm specializing in 
telecommunications, networking and multimedia issues, business and engineering 
management, and market analyses. Founded in 1990, the company provides its clients 
with a wide variety of services so they may keep pace with the breakneck changes in 
their industries. Within its areas of expertise, A TB offers the following services: 

• Strategic planning 
• Product planning 
• Market and competitive analyses 
• Intellectual property evaluation and licensing 
• Proposal and bid response generation 
• Business process and workflow engineering 
• Product requirements and specifications 
• Sales and marketing SUppOlt 
• Litigation services including expert witness testimony 

A partial list of projects and clients includes: 

Strategic Planning and Business Management 

• 

• 

• 

Led interview study of Director Level and above management in the Billing and 
Customer Care areas to determine key buying factors differentiating vendors. 
Questionnaires and interviews included wireline, wireless and cable MSO service 
providers. 

Assisted major telecommunications manufacturer in establishing competencies, 
methods and procedures for both Product Management and Marketing 
Management functions. Work was done in conjunction with Sequent Learning 
Systems (www.sequentlearning.com). and was based on combining client's 
current industry specific needs with best of class methodologies. 

Developed strategic business plan for an IP-communications start-up. Served as 
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interim CMO identifying and specifying initial product offerings, marketing the 
company's Intellectual Property, and managing business development effOlts with 
both service provider and software/hardware vendor pmtners. 

• Led team that critiqued strategic business plan for wireless Operations Support 
System software provider. Re-evaluated addressable markets, identified gaps, 
proposed merger and acquisition candidates, and provided an independent review 
of the final merger candidate. Return engagement one year later critiqued plan 
implementations, reorganized engineering teams and recommended risk reduction 
strategies. 

• Led effort to develop an Internet/IP strategy for a major product line at a dominant 
circuit-switched Telecom equipment vendor. Strategy included both short and 
long-term product recommendations, addressable market forecasts and customer 
segment profiling. 

• Prepared business plans and technical requirements for several international 
telecommunications transmission equipment manufacturers entering the U.S. 
market. Products included A TM switches, DSLAMs and SONET/DWDM muxes. 
Work covered all major elements including technology evaluation, market and 
competitive analyses, product definitions, R&D plans, marketing plans, sales 
plans, service/suppOlt plans, P&L forecasts and risk analyses. Product 
requirements were validated in the marketplace through one-on-one customer 
interviews and focus groups. 

• For a major worldwide software vendor, worked with its consulting practice to 
establish a vertical telecommunications practice. Based on client's major core 
competencies, identified basic oppOltunities within the telecommunications 
segment, and defined initial customer care product offerings, methodologies and 
procedures. Helped determine delivery strategy (i.e., whether to make (develop), 
buy (purchase supplier) or resell (from partners) the required product elements). 

• Provided both commercial and teclmical due diligence analysis of CLEC target for 
a major investment banking firm considering $250MM+ investment. Analysis 
included reviews of current P&L and forecast models, business strategies, service 
offerings, technology evaluation, network architecture and operations 
implementations. 

• Evaluated funding proposals for the U.S. Department of Commerce National 
Telecommunications and Information Administration (NTIA) as part of the 
Broadband Technology Opportunities Program (BTOP). 
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Intellectual Property Management 

• Helped create an Intellectual Property Licensing Pool comprised of several 
consumer electronics giants, major telecommunications corporations and leading 
research universities. Technologies being licensed are used in goods and services 
in excess of $100B revenue annually. 

• Conducted a review of patents for a Fortune 50 company, to determine commercial 
value and potential licensors outside client's typical fields-of-use. Recommended 
marketing strategy that resulted in 15 times expected revenue from other fields-of
use licensing. 

• Participated as board member for a major academic institution, along with other 
technical experts and patent attorneys that reviewed intellectual property resulting 
from research for commercial value and "patentability". Research areas included: 
telecom, multimedia such as MPEG video and audio, electrical engineering, 
computer science, materials science and chemistry. 

• Developed and implemented commercialization strategy for major Asian research 
institute with essential intellectual property for audio and video standards including 
MPEG. Considerations included identifying applications, developing market 
revenue models, identifying potential licensees and proposing licensing strategies 
including paid-up licenses and patent pooling. 

• Analyzed several Fortune 500 company patent pOlifolios for essential patents and 
other commercially valuable patents with respect to MPEG video standards for 
multimedia broadcasting. Rank ordered patents by commercial potential, 
essentiality and visibility in the practice of the standard. 

Engineering Management and Systems Engineering 

• Led Systems Integration and Testing technical due diligence team for analyzing 
risks associated with a multi-billion dollar loan to a large telecommunications 
service provider for an international consortium of banks. Risks were analyzed 
with respect to impact on cost, schedule and performance. Total System 
integration & Test and Business Readiness due diligence required the integration 
of data from complex project schedules, engineering plans, vendor capabilities and 
technology choices. 

• Lead systems engineer and one of two system architects for re-engineering of a 
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service assurance Operations SUppOlt System. System used both in-band 
monitoring and network element data to determine Quality of Service. Work 
required structured analysis of undocumented current system capabilities melded 
with new features. Process included requirements and scenario generation, event
response analysis, functional partitioning, hardware selection, runtime software 
and development tool selection, performance/sizing analyses, and 
architecture/design reviews. 

• Lead service assurance systems engineer for requirements and design ofa major 
Operations Support System designed to coordinate alarm, event, traffic, 
performance and billing data (CDRs) from transmission, switching and SS7 
network elements. By correlating events from multiple and independent sources, 
system improves fault isolation and management, service assurance and revenue 
assurance operations. 

• Based on client's business drivers, enabling technologies and market needs, 
defined business strategy and core functionality of a generic dispatch management 
system incorporated into its Customer Care/Work Management product offering. 
Resultant RFP responses generated $1 OOMM+ potential; several awards were 
confirmed. 

• Developed detailed specifications for an intelligent work delivery system for a 
major IXC. The goal was to deliver the right job to the right person at the right 
time within a central office (CO) environment taking into account work load, 
priorities, network equipment type, job type, skill sets, skill ratings, craft 
availability, etc. Constrained by current procedures so that processes had to 
migrate over time. Complexity covered reducing over 700 CO procedures and 
interfacing with 12+ legacy systems, while evolving to a TMN-compliant 
implementation. System also had to interface to "personnel" systems to 
automatically obtain or update technician schedules, skills, oveltime pay and other 
technician data. 

Market Management and Analysis 

• Developed market model forecasting company-by-company sales by application of 
GaN based products such as high-brightness LEDs and laser diodes. 

• Developed market model for telecommunications applications software and 
professional services segmented by customer type, region and product type. 
Econometric model included forward-looking growth projections and was used by 
the client to value its business for sale and to direct business and product strategies. 
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• Developed market model for Voice-over-Packet revenues segmented by service 
provider type and geographic region. 

• Conducted interview survey on key buying factors for major supplier Billing 
Support Systems and Operations Support Systems. Conducted interviews with 
director level and above at customers and potential customers. Analyzed the 
interviews to generate recommendations for product and solution roadmaps, and to 
identify key messages for marketing communications. 

Expert Witness 

• Experienced expert witness for intellectual property and contract matters. Trial and 
hearing testifying experience. Prepared opinions or supported preparation of 
opinions on patent infringement, written description, validity, damages and willful 
infringement. Have been deposed over 100 hours. Prepared responses to questions 
for Markman hearings and helped prepare attorneys for Markman presentations. 
Wrote declarations in support of and in opposition to motions for summary 
judgment. Selected patents and claims for assertion. Familiar with litigation 
support tools such as iManage, Virtual Partner, Summation, RingTail, 
Concordance and SmartPatent. 

• Cases: 

• Verizon CA v. Katz (engaged on behalf of Katz) - No. 01-CV-09871 (C.D. Cal.) 
o Type of Matter - Patent Infringement 
o Law Finn - Fish & Neave, New York, NY 
o January 2003 - July 2004 - Served as an expert witness involving 

telecommunications call center technology. Completed expert witness 
reports on asserted claim validity. Provided declarations in support of 
client's summary judgment motions and response. Deposed twice 

o Disposition - Settled 

• Katz v. Cell co Partnership d/b/a Verizon Wireless (engaged on behalf of Katz) -
No. 01-CV-5627 (E.D. Pa.) 

o Type of Matter - Patent Infringement 
o Law Firm - Fish & Neave, New York, NY 
o December 2002 - Served as an expert witness involving 

telecommunications call center technology. During discovery, 
identified infringing services. 
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o Disposition - Settled 

• In re UAL Corp. (engaged on behalf of Katz) - No. 02-B-48191 (Bankr. N.D. Ill.) 
o Type of Matter - Bankruptcy 
o Law Firm - Fish & Neave, New York, NY 
o May 2004 - July 2005 - Served as an expert witness involving 

telecommunications call center technology. Identifying infringing 
services and infringed claims. 

o Disposition - Unknown 

• Katz v. PT-l (engaged on behalf of Katz) 
o Type of Matter - Patent Infringement 
o Law Firm - Fish & Neave, New York, NY 
o May 2004 - July 2005 - Served as an expert witness involving 

telecommunications call center technology. Identifying infringing 
services and infringed claims. 

o Disposition - Settled 

• Sumise Telecom v. Acterna (engaged on behalf of Acterna) - No. 05-CV -00174 
(E.D. Tex.) 

o Type of Matter - Patent Infringement 
o Law Firm - ReedSmith, New York, NY 
o May 2005 - August 2005 - Serving as an expert witness on case 

involving digital subscriber line (DSL) test equipment. Developed 
client's position with respect to non-infringement and invalidity. 
Helped develop claim constructions. Provided declaration in support 
of client's non-infringement and invalidity briefs for injunctive relief 
hearing. 

o Disposition - Settled 

• Inline Connection Corp. v. Verizon (engaged on behalf of Inline) - No. 05-CV-
00205 (E.D. Va.) 

o Type of Matter - Patent Infringement 
o Law Firm - HellerEhrman, New York, NY 
o May 2005 - Oct. 2005 - Served as a consulting witness involving 

digital subscriber line (DSL) network equipment. 
o Disposition - Work completed 

• Katz v. Citibank, et al. (engaged on behalf of Katz) - No. 05-CV-00142 (E.D. 
Tex.) 

o Type of Matter - Patent Infringement 
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o Law Firm - Cooley Godward Kronish, Reston, V A 
o June 2005 - May 2008 - Serving as an expert witness involving 

telecommunications call center technology. 
o Disposition - Settled 

• 800 ADEPT, Inc. v. Murex Securities, Ltd., et al. (engaged on behalf of 800 
ADEPT) - No. 02-CV -1354 (M.D. Fla. - Orlando) 

o Type of Matter - Patent Infringement, suit and counter-suit 
o Law Firm - Allen, Dyer, Doppelt, Milbrath & Gilchrist, P.A., Orlando, 

FL and Maher, Guiley and Maher, P.A., Orlando, FL 
o Oct. 2005 - Oct. 2006 - Served as expert witness involving call routing 

technology designed to deliver a call to the most appropriate service 
provider location based on distance between the caller and service 
provider location or other defined criteria. Prepared expert witness 
and rebuttal repOlis with respect to the invalidity of Murex's asserted 
patents, the validity of 800 ADEPT's asselied claims and charges of 
inequitable conduct against the 800 ADEPT patents' inventor. Wrote 
declarations in support of 800 ADEPT's motion for summary 
judgment and in opposition to Murex's motion for summary judgment. 
Helped prepare demonstrative exhibits for trial. Testified at 
deposition. Testified at trial both as a direct and rebuttal expert 
witness. 

o Disposition - Jury verdict and final judgment in favor of800 ADEPT. 
All Murex asserted claims found invalid, and all claims of two key 
patents found to be invalid including one patent that had passed 
reexam. No inequitable conduct was found. All 800 ADEPT asserted 
claims found to be valid. Murex also found to infringe all 800 ADEPT 
asserted claims. 

• Katz v. AEP, et al. (engaged on behalf of Katz) - No. 07-ML-01816-B (C.D. Cal.) 
and No. 07-ML-1816-C (C.D. Cal.) 

o Type of Matter - Patent Infringement 
o Law Firm - Cooley Godward Kronish, Reston, VA 
o January 2006 - Present - Serving as an expert witness involving 

telecommunications call center technology. Prepared report and 
declarations in opposition to Defendants' invalidity arguments with 
respect to invalidity of the claims asserted by Katz. Prepared report 
and declaration in opposition to Defendants' arguments of materiality 
of references purpOlied to be undisclosed by Katz. Deposed for 30 
hours on the above reports. 

o Disposition - Ongoing 
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• Katz v. AIG Annuity Insurance Co., et al. (engaged on behalf of Katz) - No. 07-
ML-01816-B (C.D. Cal.) and No. 07-ML-01816-C (C.D. Cal.) 

o Type of Matter - Patent Infringement 
o Law Firm - HellerEhrman LLP, Menlo Park, V A and Covington & 

Burling LLP, San Francisco, CA 
o November 2006 - Present - Serving as an expert witness involving 

telecommunications call center technology. Prepared report and 
declarations in opposition to Defendants' invalidity arguments with 
respect to invalidity of the claims asserted by Katz. Prepared report 
and declaration in opposition to Defendants' arguments of materiality 
of references purported to be undisclosed by Katz. Deposed for 15 
hours on the above reports. 

o Disposition - Ongoing 

• Sunrise Telecom, Inc. v. VeEx, Inc. (engaged on behalf of VeE x, Inc.) - No. 1-07-
CV-078643 (Cal. Super. Ct. - Santa Clara County) 

o Type of Matter - Theft of Trade Secrets 
o Law Firm - ReedSmith, San Francisco, CA 
o February 2007 - September 2007 - Served as an expert witness on case 

involving portable Telecom test equipment. Identified materials in the 
public domain available to client that would let them design, develop, 
market and sell their products without theft of trade secrets. Prepared 
declaration in support of opposition to a preliminary injunction against 
the client. 

o Disposition - Settled 

• 800 ADEPT, Inc. v. AT&T Wireless, et al. (engaged on behalf of 800 ADEPT)-
No. 07-CV -00023 (E.D. Tex) 

o Type of Matter - Patent Infringement 
o Law Firm - Maher, Guiley and Maher, P.A., Orlando, FL 
o April 2007 - August 2008 - Served as expert witness on case involving 

call routing technology designed to deliver a call to the most 
appropriate service provider location based on distance between the 
caller and service provider location or other defined criteria such as 
user-defined geographic area. Deposed on claim construction issues. 
Have prepared declaration in support of Markman Reply Brief. 

o Disposition - Dismissed by Plaintiff 

• 800 ADEPT, Inc. v. Enterprise Rent-a-Car, et al. (engaged on behalf of 800 
ADEPT) - No. 07-CV-00057 (E.D. Tex.) 
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Arthur T. Brody. Ph.D. 
Curriculum Vitae 

a Type of Matter - Patent Infringement 
a Law Firm - Maher, Guiley and Maher, P.A., Orlando, FL 
a April 2007 - August 2008 - Served as expert witness on case involving 

call routing technology designed to deliver a call to the most 
appropriate service provider location based on distance between the 
caller and service provider location or other defined criteria such as 
user-defined geographic area. Deposed in claim construction issues. 
Prepared declaration in suppOli of Markman Reply Brief. 

a Disposition - Dismissed by Plaintiff 

• Katz v. General Electric Capital Corp., et al (engaged on behalf of Katz) No. 07-
CV-02336 (C.D. Cal.) 

a Type of Matter - Patent Infringement 
a Law Firm - Hennigan, Bennett & Dorman LLP, Los Angeles, CA 
a March 2008 - Present - Serving as an expeti witness on case involving 

telecommunications call center technology. Testified at deposition. 
a Disposition - Ongoing 

• Grape Technology vs. Jingle Networks, Inc. (engaged on behalf of Jingle) - No. 
08-CV -00408 (D. Del.) 

a Type of Matter - Patent Infringement 
a Law Firm-Ropes & Gray, New York, NY 
a August 2008 - Serving as a consulting witness on case involving 

directory assistance automation. 
a Disposition - Work completed 

• Makor Issues and Rights, Ltd. v. Tellabs, Inc. (engaged on behalf of Makor Issues 
and Rights, Ltd.) - No. 02-CV-04356 (N.D. Ill.) 

a Type of Matter - Securities Class Action 
a Law Firm - Milberg LLP 
a May 2009 - August 2010 - Serving as an expert witness on case 

involving defendants' alleged misrepresentations to the public. 
Testified at deposition. 

a Disposition - Work completed 

• Neutral Tandem, Inc. v. Peerless Network, LLC (engaged on behalf Neutral 
Tandem, Inc.)-No. 08-CV-03402 (N.D. Ill.) 

a Type of Matter - Patent Infringement 
a Law Firm - Jenner & Block LLP 
a June 2009 - December 2011 - Served as an expeli witness on case 

involving specialized networks for call routing of transit traffic 
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Arthur T. Brody, Ph.D. 
Curriculum Vitae 

between carriers. Also assisted in response to inter partes 
reexamination. Testified at Markman hearing, preliminary injunction 
hearing and deposition. 

o Disposition - Decision in favor of the Defendant 

• Sybase 365, LLC v. TeleCommunication Systems, Inc. (engaged on behalf of 
TeleCommunications Systems, Inc.) - No. 2:09-CV-00493 (E.D. Va.) 

o Type of Matter - Patent Infringement 
o Law Firm - Goodwin Proctor LLP 
o March 2010 - Served as an expert witness on case involving short 

messaging service (SMS) and E911 routing for mobile phones. 
o Disposition - Settled 

• Lochner Technologies, LLC v. Dell, Inc., et al (engaged on behalf of Lochner 
Technologies, LLC) - No. 2:09-CV-00177 (E.D. TX - Marshall) 

o Type of Matter - Patent Infringement 
o Law Firm - Russ, August & Kabat 
o June 2010 - January 2011 - Served as an expert witness on case 

involving remote computing and video display (e.g., desktop 
virtualization) using wireless communications. 

• AT&T Inc. v. TiVo Inc. (engaged on behalf of TiVo, Inc.) - Case No. 4:1O-CV -
01059 (N.D. Cal.). 

o Type of Matter - Patent Infringement 
o Law Firm - Irell & Manella LLP 
o September 2010 - January 2012 - Serving as an expert witness on case 

involving television program recording technology. 
o Disposition - Settled 

• Motorola Mobility, Inc. v. Apple Inc. (engaged on behalf of Motorola Mobility, 
Inc.) -Investigation No. 337-TA-745 (lTC, Washington, DC.). 

o Type of Matter - Patent Infringement* 
o Law Finn - Ropes & Gray 
o March 2011 - April 2011 - Serving as expert witness on case 

involving the use of GPS circuitry in determining the location of a 
mobile E911 caller. 

o Disposition - Work completed 

• Fuj itsu Limited v. Belkin International, Inc., et al. (engaged on behalf of Belkin 
International, Inc., et al.) - Case No. 1O-CV-03972 (N.D. Cal. - San Jose) 
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Arthur T. Brody, Ph.D. 
Curriculum Vitae 

o Type of Matter - Patent Infringement 
o Law Firms - Reed Smith LLP, O'Melveny & Meyers LLP, Law 

offices of S. J. Christine Yang, Winston-Strawn 
o March 2011 - December 2012 Serving as expert witness on case 

involving the use ofl/O cards inserted in externally accessible slots to 
provide both wired and wireless communication between devices. 

o Disposition - Jury verdict in favor of the Defendants on all claims 

• Fenner Investments, Ltd. v. Cellco Partnership d/b/a Verizon Wireless, et al. 
(engaged on behalf of Fenner Investments, Inc.) - Case No.6 :11-CV-00348-LED 
(E.D. Tx - Tyler) 

o Type of Matter - Patent Infringement 
o Law Firm - Loewinsohn, Flegle Deary, LLP 
o October 2011 - Present - Serving as expert witness on case involving 

the systems and methods for accessing wireless networks and billing 
users. 

o Disposition - Ongoing 

• Bear Creek Technologies, Inc. v. Aptela, Inc., et al. (engaged on behalf of Aptela, 
Inc.) - Case No.6: ll-CV -00460-RGD-TEM (E.D VA - Norfolk) 

o Type of Matter - Patent Infringement 
o Law Firm - Bingham McCutcheon LLP 
o December 2011 - Present - Serving as expert witness on case 

involving the use of standard telecommunications equipment with 
Internet-based communications. 

o Disposition - Work completed 

• Adobe Systems, Inc. v. Wowza Media Systems, Inc. (engaged on behalf of Wowza 
Media Systems, Inc.) - Case No. 411-cv-02243-CW. (N.D. Cal. - San Jose) 

o Type of Matter - Patent Infringement 
o Law Firm - Kirkland & Ellis LLP 
o March 2012 - Present - Serving as expert witness on case involving 

communications protocols for multimedia communications. 
o Disposition - Ongoing 

• Intellectual Ventures I LLC, et al. v. AT&T Mobility LLC, et al. (engaged on 
behalf of "Sprint") - CA No. l2-cv-193-LPS. (D. - Del.) 

o Type of Matter - Patent Infringement 
o Law Firm -McGuire Woods L.L.P. 
o October 2012 - Present - Serving as expert witness on case involving 

directory assistance and other call intercept services. 

A. T. Brody & Associates, Inc. 
21 Great Oak Drive 

Short Hills, New Jersey 07078 
v: 973.376.7624 e: art.brody@atbconsulting.com w: www.atbconsulting.com 

Updated: May 15,2013 - A Page 12 of 16 



Arthur T. Brody, Ph.D. 
Curriculum Vitae 

o Disposition - Ongoing 

• Comcast IP Holdings LLC v. Sprint Communications Company L.P. et al. 
(engaged on the behalf of "Sprint") - Case No.1: 12-CV-00205-RGA. (D. - Del.) 
Sprint Communications Company L.P. v. Comcast Cable Communications, LLC et 
al. (engaged on behalf of "Sprint") - Case No.1: 12-CV-OI013-RGA. (D. - Del.) 
Comcast IP Holdings LLC et al. v. Sprint Communications Company L.P. et al. 
(engaged on the behalf of "Sprint") - Case No.2 :12-CV-00859-JD. (E.D. - Pa.) 
Cox Communications, Inc. et al v. Sprint Communications Company L.P. et al. 
(engaged on the behalf of "Sprint") - Case No.1: 12-CV -00487-SLR. (E.D. - Pa.) 

o Type of Matter - Patent Infringement 
o Law Finn -Shook Hardy & Bacon L.L.P. 
o October 2012 - Present - Serving as expert witness on case involving 

video-on-demand and allocation of network resources. 
o Disposition - Ongoing 

• Lochner Technologies, LLC v. Apple, Inc., et al (engaged on behalf of Lochner 
Technologies, LLC)- No. 8: 12-cv-01659-MRP-MLGx (C.D. CA - Western Div.) 

o Type of Matter - Patent Infringement 
o Law Firm - Russ, August & Kabat 
o April 2013 - Present - Serving as an expert witness on case involving 

remote computing and video display using wireless communications. 
o Disposition - Ongoing 
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Employment History 

From: 
To: 
Organization: 
Title: 
Summary: 

From: 
To: 
Organization: 
Title: 
Summary: 

From: 
To: 
Organization: 
Title: 
Summary: 

From: 
To: 
Organization: 

2011 
Present 
Sequent Learning Networks 
EVP - Product Management Maturity Model 
Responsible for the development and maintenance of the Product Management Maturity 
Model including all diagnostic and advisory services. The model is used to benchmark 
companies' maturity with respect to their Product Management practices including 
overall governance, portfolio and product life cycle management, and supporting 
infrastructure. 

1988 
1990 
ADK Pressure Equipment Corp. 
Director, New Products 
P&L responsibility for new product planning, development and sales, focusing on 
products for both existing and new customer bases. Managed multi-$MM budget and 
development team of20 people including various contractor and sub-contractor 
organizations. Directed development and release of 4 new products resulting in several 
large contracts and entrance into new markets. 

1985 
1988 
Teclmicom Systems, Inc. 
Vice President, Marketing and Sales 
Technicom was a subsidiary of TIE/communications, providing network monitoring, 
cable pressurization and loop test products. Managed Marketing and Sales staff of 14 
with a budget of$lMM+ (excluding commissions) based throughout the country, 
successfully addressing regional and cultural differences. Both direct sales force and 
manufacturer's representatives were used. Had P&L and customer service 
responsibility for sales revenues of $1 OMM to $20MM annually. Activities covered 
both domestic and international customer bases. Planned and introduced to the market 
five new products, culminating in sales of products to five of the eight major U.S. 
telephone companies, and a successful joint venture with a major Japanese firm. 

1981 
1985 
AT&T Bell Laboratories 
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Arthur T. Brody, Ph.D. 
Curriculum Vitae 

Technical Manager; Member of Technical Staff 
As Technical Manager, Dr. Brody managed group of6 Members of Technical Staff 
(MTS) generating product-marketing strategies, application architectures and planning 
tools for digital transmission and switching systems. Group output had direct impact 
on $300MM+ of product sales and 100+ MTS development activities annually. 

As Member of Technical Staff, Dr. Brody was lead engineer in R&D area where he 
was responsible for network Operations, Administration, Maintenance and 
Provisioning products and procedures for leased line service assurance. Championed 
and engineered new OSSs designed to streamline customer operations and increase 
revenues with respect to network management, testing and surveillance products. 

1978 
1981 
Syracuse University 
Research Associate, High Energy Physics Group 
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Arthur T. Brody. Ph.D. 
Curriculum Vitae 

Professional Affiliations~ Achievements & Awards 

Member, IEEE Communications Society 
Member, American Physical Society 
Member, American Association for the Advancement of Science 
Member, Sigma Chi, Scientific Research Society 
Panel member in PBS program "Opening The Lines: The Great Telephone Debate" 
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