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Reexam. No. 90/012,404 

DECLARATION OF DR. ARTHUR BRODY, PH.D 

I, DR. ARTHUR BRODY, declare as follows: 

1. I have been retained by Cooley LLP ("Cooley"), counsel for Plaintiff Ronald A. 

Katz Technology Licensing, L.P. ("Patent Owner"), in connection with certain litigation 

proceedings and in connection with the present reexamination proceeding. 

2. I provide my opinions herein as to why claims 1,4, and 5 ofD.S. Patent No. 

6,349,134 are disclosed in the parent patent specification ofD.S. Patent No. 4,845,739 from the 

standpoint of a person of ordinary skill in the art ("POSIT A") at the time of the claimed 

inventions. 

QUALIFICATIONS 

3. A copy of my curriculum vitae is submitted herewith. As shown in my 

curriculum vitae, I have over thirty years of experience in telecommunications performing or 

managing systems engineering, marketing and sales, new product development, corporate 

strategy consulting, product management and competitive assessment functions. Some relevant 

projects have included engineering for a first test system to use DSP technology for tone 

detection and test applications, performing architecture analysis for a conference call business 

including call center operations and network architecture, generating requirements for 

developing a combined customer care and billing system platform for telecommunications 

service providers, engineering processes and systems for the Special Service Center customer 

support center, engineering processes and systems for the automated dispatching of repair 

personnel in response to customer repair calls to telecommunications and utilities call centers, 

generating requirements for an SS7 message analysis system to be used for network monitoring, 

fault management, revenue assurance and other operations, developing testing requirements for 

ISDN deployment, and adapting early VRU (Conversant) technology for the automation of 

service quality evaluation. 
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4. In preparing my opinions, I have relied upon my experience with call center and 

support center projects and systems. I also have relied on my experience in reviewing and 

analyzing documents produced in discovery for other call center litigations and in this MDL 

proceeding. 

5. I understand that the disclosure of the patents is to be viewed from the perspective 

of one of ordinary skill in the art, which means the level of skill of a person of ordinary skill in 

the art ("POSITA") to which the subject matter of the claimed invention(s) pertains as of the 

filing dates or the respective effective filing dates of the applications leading up to the patents-in-

suit. 

6. The patent at issue relates to computer telephony systems and methods, including 

systems and methods that implement automated call processing that include interactive voice 

response applications. In forming my opinion regarding a person of ordinary skill in the art of 

computer telephony systems, I considered the educational level of the inventor, the types of 

problems encountered in computer telephone systems and methods, the prior art solutions to 

those problems, the rapidity of innovations in the computer telephone field, the sophistication of 

computer telephony technology, and the educational level of workers active in the field. Based 

on these factors, I have concluded that one of ordinary skill in the art would have either: (1) at 

least a bachelor's degree in a field related to computer telephony, such as electronics, electrical 

engineering, computer science, telecommunications, mathematics, physics or operations 

research, and several years of work experience; or (2) at least seven years experience in the 

computer telephony field. 

I. CLAIMS 1,4, AND 5 OF THE '134 PATENT ARE DISCLOSED IN THE '739 PATENT 

WRITTEN DESCRIPTION. 

7. The Office Action asserts that the "utilizing" limitation of' 134 patent claims 1, 4, 

and 5, which may be called a "cue suppression" limitation, is not disclosed in the written 

description ofthe parent application that issued as u.s. Patent No. 4,845,739. In my opinion, the 
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subject matter and limitations of claims 1,4, and 5 are disclosed in the written description of the 

'739 patent from the standpoint of a POSITA. 

8. I note that the Office Action acknowledges that the other limitations of ' 134 

patent claims 1,4, and 5 are disclosed by the '739 patent. (Office Action at 16 ("Thus, Katz 

'739 discloses all of the limitations of the claimed invention" except for the "utilizing" step).) I 

agree that the Katz '739 patent discloses the other limitations of claims 1,4, and 5 of the '134 

patent, and it is my opinion that the '739 patent discloses all limitations of these claims. 

9. The "utilizing" step of' 134 patent claims 1, 4, and 5 recites: "utilizing the certain 

identification data to avoid prompting certain callers with a certain previously provided cue or 

cues and providing at least one other cue." 

10. I understand that the' 134 patent is a continuation patent that shares the same, or 

substantially the same, written description as its parent application that issued as the '739 patent. 

11. It is my opinion that the inventions recited in claims 1, 4, and 5 of the' 134 patent, 

including each limitation therein, are disclosed and supported in the '739 patent specification. 

Accordingly, the proper effective filing date for these claims is at least as early as May 16, 1988, 

the filing date of the application that issued as the '739 patent. 

12. The '739 patent discloses system embodiments with processes for interfacing, 

through a telephone-communication facility, (1) callers who are at a multitude of remote 

terminals for voice-digital communication with (2) a system for prompting the callers with caller 

cues, in various embodiments throughout the patent: 

Generally in accordance with the present development, individual callers use the 

individual telephone stations T 1 through Tn to interface the station D through the 

communication facility C. Callers may be screened or qualified. Also in 

accordance herewith, the data of individual callers may be collected, correlated 

and tested in the station D for processing in accordance with various programs 

and external data. As a consequence, various objectives are accomplished. For 
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example, a select subset of the callers may be isolated and specifically identified, 

or related data may be processed, or transactions may be actuated. The 

possibilities for application of the system are substantial and varied as will be 

apparent from the exemplary structure and functions as described in detail below. 

In one operating process format, the public might be polled with regard to 

locating the specific purchasers of a defective or dangerous product. 

Alternatively, the public might be polled with the objective of locating persons 

susceptible to a specific ailment or disease. Public auctions of unprecedented 

participation are possible. Legal lotteries are enabled that are interesting, 

effective and very economical on an individual participant basis. The system also 

might be employed in various game formats or to automate a promotion or mail

order operation, even to the extent of including inventory control as detailed 

below. 

In each functional operating format, the callers may be variously qualified on the 

basis of entitlement and may be identified for subsequent verification. The callers 

then may be prompted, either through the interface or externally, to provide 

appropriate data. 

'739 patent at 3:13-44. 

13. The '739 patent describes that in various embodiments, the embodiment systems 

establish communication with callers, with the system having a receiving unit for receiving 

DNIS signals, and using the DNIS signals to identify one from a plurality of called numbers 

dialed by callers: 

Considering the processmg system PI, fifty lines from the automatic call 

distributor ACI are connected to the interface 20, an exemplary form of which 

may be a commercially available Centrum 9000 unit. The inteiface 20 

incorporates modems, tone decoders, switching mechanisms, DNIS and ANI 

capability (call data analyzer 20a) along with voice interface capability. Note 

that the interface may actually perform analysis on data. However, to preserve 
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the disclosed embodiment manageable, major analysis is explained with reference 

to processors. 

Generally, DNIS capability is a function of the communication facility C 

(composite telephone system) to provide called terminal digital data indicating the 

called number. AN! capability is a similar function whereby the digital data 

indicates the calling number with calling terminal digital signals. Both 

capabilities are available for use with equipment as the inteiface 20 and to 

provide control through the call data analyzer 20a. 

Accommodating up to fifty independent calls on separate communication paths to 

the central station D, the interface 20 is capable of providing analog (voice) 

signals to prompt each caller. Also accommodated are digital signals including 

the DNIS and ANI signals. 

'739 patent at 4:47-65. 

Pursuing the above example, assume the existence of a caller at the remote 

terminal Tl (telephone number (213) 627-2222) who wishes to pursue health

related information on the basis of statistical analysis. The caller lifts the hand 

piece 10 and in accordance with conventional techniques actuates the push 

buttons 14 to call for a select operating format, e.g. telephone number (213) 627-

3333 and thereby establish communication through the facility C with a 

designated function unit in the central station D. Receiving the call signal, the 

automatic call distributor ACJ associates the called number ((213) 627-3333, 

rendered available using standard telephone DNIS techniques) through the 

interface 20 and the switch 2J to attain connection with the spec(jic processor, 

e.g. the processor PRJ formatting the health-related program. Accordingly, the 

processor PR1 cooperates with the interface 20 to cue the interface 20 to operate 

as a voice generator .... 

'739 patent at 6:37-53 (emphasis added). 
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Assume that a caller at a terminal T 1 (FIG. 1) dials a specific number to identify a 

mail order interface with the system of FIG. l. For example, assume the 

telephone number "(213) 627-4444" for such an interface. Accordingly the caller 

dials the number at the remote terminal T 1. As a result, the communication 

facility C couples the terminal Tl through the automatic call distributor AC1, the 

interface 20 and the switch 21 to a select processor PRI identified and 

programmed for a mail-order operating format. Note that the communication 

facility C provides the dialed number ("(213) 627-4444'') to the processing system 

P 1 through well known telephonic equipment DNIS. Accordingly, a program is 

selected to execute the mail order inteiface. 

As a preliminary action, a voice responder in the interface 20 might be cued by 

the processing unit to identify the mail-order house and indicate that the order will 

be taken by computer .... 

'739 patent at 10:47-64. 

14. In the foregoing passages, DNIS is provided automatically (without human 

intervention) by the communication facility and received by exemplary units of the system 

including interface unit 20 and its call data analyzer 20a. The DNIS signals are used to render 

available the dialed numbers that callers dialed to reach the system. As reflected in the above 

passages, different numbers can be dialed to reach the overall system (such as (213) 627-4444 or 

(213) 627-3333) and the DNIS signals identify which number was dialed from among those 

numbers. The system establishes communication with each caller, such as to implement the 

health-poll or mail-order format interfaces in the exemplary embodiments above. 

15. The '739 patent also teaches that caller identification signals may be received by 

the system and used to identify and qualify callers. These signals used for qualification include 

caller-entered telephone numbers, disclosing caller-entered identification signals as well as ANI 

signals. With regard to ANI, the above passages reflect how ANI is provided automatically by 

the communication facility and received by the system (such as via interface 20 and its call data 

analyzer 20a). 
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16. The following passages show how the caller's telephone number is received, 

either automatically by ANI or by the caller's manual input, and then tested. The testing is 

performed to qualify callers to access at least some operations of the system, or to qualify callers 

for communication with the system, in exemplary embodiments: 

If the ANI equipment is not employed, the voice generator in the interface 20 

formulates speech, a representative form of which might be: "Thank you for 

participating in the coronary artery disease statistical analysis. Please give us 

your telephone number by actuating the call buttons on your telephone 

instrument. " 

Acting on the instructions, the caller would push the buttons 14 in sequence to 

indicate his telephone number, e.g. "(213) 627-2222". Alternatively, the inte~face 

20 can accept the calling number ((213) 627-2222) according to its provision by 

standard ANI equipment of the communication facility C. 

The resulting data signals are communicated from the interface unit 20 (FIG. 1) to 

the processor PRI for testing the telephone number as valid or entitled. 

Essentially, the format of a proper number prompts production of a valid or 

"good" signal. The test is indicated by the block 44 (FIG. 3). 

'739 patent at 6:57-7:6 (emphasis added). 

Accordingly, by the use of ANI equipment, the caller's telephone number is 

provided to the qualification unit 93 during the preliminary interval t1, and a 

determination is performed with regard to the number of involved callers from the 

geographic area using the look-up table 99. On attaining a full quota from a 

specific area, a subsequent caller may be informed that the lines are full. 

Alternatively, the caller may be requested to provide his telephone number for 

screening in the event ANI equipment is not available. . .. As indicated above, in 

the event that the broadcast television program is one of a series, it may be 

desirable to limit the extent of participation over a period of several programs. 

Accordingly, the use-rate calculator 100 (FIG. 4) may be employed in association 
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with the qualification unit 93. That is, if a calling number has participated in a 

prior poll, it may be denied access for a subsequent poll or its data not counted. 

'739 patent at 21: 15-40 (emphasis added). 

17. The '739 patent further teaches using, for qualified callers, the signals that 

indicate callers' telephone numbers, to avoid prompting certain callers with a certain previously 

provided cue or cues. This step may be called a "cue suppression" operation because one or 

more cues (such as questions or prompts) that were provided to a caller at one time, are 

suppressed at a later time, based on the caller's identification. 

18. The Office Action asserts that the '739 patent "does not disclose what questions 

or cues have been eliminated, added, or even replaced" and thus asserts the patent is "silent with 

regard to the specificity of questions and the avoidance of providing certain questions that were 

previously provided." (Office Action at 14-15.) In my opinion, the claimed inventions are 

disclosed by the '739 patent. The claims recite: "utilizing the certain identification data to avoid 

prompting certain callers with a certain previously provided cue or cues and providing at least 

one other cue." The '739 patent discloses this limitation to a POSlTA. 

19. As discussed above, the '739 patent discloses that during the pre-qualification 

operation, the system prompts (cues) the caller during an "exchange" between the system and 

caller to enter various caller identification information, which is stored in memory. Then 

subsequently in a later call "[a]t the time of the show, callers are qualified simply by reference to 

their assigned memory cell data for a verification." From this teaching, the POSlTA understands 

that the pre-registered caller is not again prompted in the "exchange" to establish a memory cell, 

but instead the caller is qualified "simply by reference to" the caller's existing memory cell 

based on the caller's identification data. The cues that were provided in the prequalification 

"exchange" are suppressed, based on the caller's identification data. 

20. Then, "[t]hereafter, the callers exchange information" with the system, that is, the 

system provides at least one other cue or cues. 
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21. Pregualification Embodiment. In a first embodiment disclosing cue 

suppression, callers call the system in a first call to "preregister" or "prequaJi{y" for an auction 

format or a game show format. In this first call, the callers are cued to provide both 

identification information and "authorization information" (such as charge card nmnber) to 

register thern with the systern. Then, at the time of the auction or garne show, the caner rnay cali 

the system again and enter their identification data. The system uses the identification data to 

recognize that the caller is preregistered (entailing that the caller received the cues to register 

during the initial registration process), qualifies the caller for participation, and suppresses the 

cue or cues prompting to provide "authorization infonnation" that were provided to the caner in 

the first call. The systern then provides additional cues to the caller in the auction fonnat or 

garne format. All ofthe fixegoing operations are necessarily and inherently disclosed to the 

POSITA in the '739 patent specification, as the foHO'vving explanation demonstrates. 

22. The following passages teach the "prequalification" or "preregistration" process, 

by 'vvhich callers input authorization data and thereby register for an auction fonnat: 

As another operating process format in accordance with the present invention, consider 

an auction sale. As disclosed herein, the auction format is associated with television as, 

for example, in the form of a cable channel for dedicated use during an interval of an 

auction sale. 

Preliminarily, 111 accordance with the disclosed exemplary format, persons 

wishing to participate in the auction sale vv'o1.dd make preliminary arrangements 

involving utilization of the sJJstem to establish authorization data for qual(fied 

bidders in cells Cl-Cn t?f the memory 98 (FIG. 4). In an alternative fixmat, the 

bidders could simply be qualified immediately before bidding, as on the basis of a 

charge-card number or other identification. 

Generally, it is contemplated that callers are coupled into the system only during 

the bidding on specific items of merchandise. Accordingly, some prequal(ftcation 

- 9 -



Reexam. No. 90/012,404 

may be desirable to facilitate the rapid accumulation of a bidding group with the 

introduction of a unit of merchandise. 

'739 patent at 14:39-58 (emphasis added). 

23. The specification further describes the type of "prequalification" or 

"preregistration" process disclosed, this time in the "game show" format embodiment, with 

reference to the same "preregistration" operations of the auction format: 

As explained above, clearances may be perfected through the look-up table 99 

(FIG. 4) in association with the qualification unit 93 or approvals through a 

consumable key step may be extended to incorporate functions of the processing 

unit 92 in association with the memory 98. For example, if qualification simply 

involves a check-off operation, the look-up table 99 will normally be employed. 

However, in the case of preregistration for a participant, as in the case of the 

auction sale, the memory 98 is involved with the qualification unit 93 through the 

processing unit 92 to establish a data cell C I-en for each qualified, participant. 

Thus, each potential participant to be qualified interfaces with the processing unit 

92 during a preliminary interval of operation to provide data in one of the cells 

C1-CN to facilitate qualification for participation during a real-time game show. 

'739 patent at 16:58-17:6 (emphasis added). 

24. The specification further confirms these teachings that the preregistration process, 

prior to participating in the live format, involves "an exchange" between the caller and the 

automated system: 

Specifically, prior to participating in an actual game show, interested participants 

interface the system as depicted in FIG. 1, and in the course of an exchange as 

described above, the qualification unit 93 and the designation unit 96 cooperate 

with the processing unit 92 to accomplish preliminary data on potential 

participants in cells of the memory 96. 

'739 patent at 16:43-50 (emphasis added). 

- 10 -



Reexam. No. 90/012,404 

25. These passages necessarily disclose to the POSITA that pre qualification involves 

callers' "exchanges" with the system as callers "interface the system" to provide authorization 

data in response to system prompts (cues). This prequalification takes place "prior to 

participating" in the actual format: during any prior call. During this prequalification process, 

each caller calls the system in a first call and interfaces with the processing unit 92 "to establish a 

data cell." The POSIT A would understand that the authorization data could include a "charge 

card number or other identification," for example, as these may be used to qualify callers who 

have not prequalified. To obtain the authorization data from the caller during this first call, the 

system must prompt (cue) the caller to input that data, as the system "interfaces" with the caller. 

26. Thus, these passages necessarily teach the POSIT A that a cue or cues are 

provided to the caller in a first call, in the preregistration process. 

27. The specification also necessarily discloses to the POSITA that these same 

preregistration cue or cues are avoided in a subsequent call, based on the qualified caller's 

telephone number. 

28. In the game show format, during a subsequent call at the time of the game show 

itself, the preregistered caller calls the system to participate in the format. In this game show 

format, the caller may be qualified based on testing ANI, or the caller-entered telephone number 

which was entered ifthe caller's ANI was not available: 

Assume responsive operation of the communication facility C to couple the caller 

through the automatic call distributor ACI to the interface 20. Upon establishing 

a connection, the interface 20 receives the caller's telephone number through ANI 

equipment and a data cell in the memory 98 (FIG. 4) is assigned to the 

caller. ... As a further check during the qualification stage, the use-rate calculator 

100 may function to determine whether or not an excessive number of calls have 

originated from the designated number. 

'739 patent at 18:7-38. 
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29. The following passage includes the last sentence of the "preregistration" operation 

in the game show embodiment, and the first sentence of the qualification operation: 

30. Thus, each potential participant to be qualified interfaces with the processing unit 

92 during a preliminary interval of operation to provide data in one of the cells C I-CN to 

facilitate qualification for participation during a real-time game show. 

At the time of the show, callers are qualified simply by reference to their assigned 

memory cell data for a verification. Thereafter, the callers exchange information 

to supplement their data as with respect to the play which follows. 

'739 patent at 17:1-11 (emphasis added). 

31. The emphasized passage necessarily discloses to the POSIT A that in a subsequent 

call, the preregistered caller is qualified simply by their identification, such as ANI or the caller

entered telephone number. The system uses the caller's identification data to avoid prompting 

the qualified caller with the prompts provided during the preregistration process as explained 

above. As set forth above, preregistration necessarily involves cues to the callers, in an 

"exchange," where the system prompts them to input authorization data. Then, at the time of the 

game show, "callers are qualified simply by reference to their assigned memory cell data for a 

verification." In other words, the identification data is used to avoid providing the cues that were 

provided in the preregistration process. These passages disclose the cue suppression recited in 

the "utilizing" limitation of '134 patent claims 1, 4, and 5. 

32. Cue Selectivity Embodiment. In a second embodiment process disclosing the 

cue suppression limitations, certain questions are provided to callers in the same "game shmv" 

operation described above. The game show format involves questions propounded to cailers, 

who then attempt to answer the questions correctly. A qualifled caller who was provided certain 

game questions in a first call ,villnot be provided the same questions in a second call to the same 

format. Thus, in addition to the "prequalification" cue suppression explained above, the game 
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show format itself also involves cue suppression, as previously-provided cues are avoided based 

on the identification data of qualified callers. 

33. As with other Katz embodiments, the caller dials a specific number to reach the 

"game" format, with DNIS signals understood by the POSIT A to be used to identify this specific 

caller number, as explained above: 

In accordance with the disclosed operating format, after watching the broadcast of 

a television show (possibly a serial episode) the participant actuates the push 

buttons 14 at one of the remote terminals T 1-Tn to accomplish an interface 

communication with the select operating format. For example, the caller may 

actuate the buttons 14 for the station number "277-7777" which identifies the 

game format of current description. 

'739 patent at 17:67-18:6. 

34. When the call is made, the caller's telephone number is also provided to identify 

the caller to the system: 

Assume responsive operation of the communication facility C to couple the caller 

through the automatic call distributor AC1 to the interface 20. Upon establishing 

a connection, the interface 20 receives the caller's telephone number through ANI 

equipment and a data cell in the memory 98 (FIG. 4) is assigned to the caller. 

Specifically, for example, associative coupling is provided for the caller through 

the switch 21 (FIG. 1) to the processor PRI containing the memory 98 (FIG. 4) 

and a cell C2 assigned to the caller. A block format 200 is illustrated in FIG. 7 

indicating the data that is developed in the cell C2. At the outset, the caller's 

telephone number is stored in a section 201 followed by uses/month in section 

202. 

'739 patent at 18:7-20. 
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35. As explained above, the specification teaches that caller-entered telephone 

numbers are to be used when a caller's ANI is not available. 

36. The caller's telephone number is then tested to determine how many calls have 

been made from the calling number: 

As a further check during the qualification stage, the use-rate calculator 100 may 

function to determine whether or not an excessive number of calls have originated 

from the designated number. Thus, consideration involves calls or value with 

reference to a predetermined period of time. Again, a shared calculator may be 

used or addressing may obtain selectivity on the basis of calling numbers. 

'739 patent at 18:35-42 (emphasis added). 

37. Importantly, the foregoing passage teaches that multiple calls may be made from 

the same calling terminal to the game format, as measured by the use of the calling number. The 

caller is thus qualified to participate based on the calling number. The passage also teaches 

addressing to "obtain selectivity on the basis of calling numbers," which is explained further 

below in showing how the questions given to a caller in a given call are determined based on 

previously-provided questions. 

38. The specification then describes the operation of the game, including the manner 

in which questions are provided to each caller: 

At this juncture, operating elements within the processmg unit 92 will be 

considered in relation to an explanation of the manner in which select questions 

are provided to a caller and his answers received and recorded for subsequent 

processing to determine winners. 

'739 patent at 19:6-10 (emphasis added). 
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39. The specification then reiterates the importance of selecting specific questions, 

further illustrating the importance of the "selectivity" enabled by checking calling telephone 

numbers: 
To accommodate the exemplary operating format, a dramatic program might be 

recorded preparatory to the television broadcast. A substantial number of 

questions would then be formulated based on the dramatic program. For example, 

'How many people were present when the will was read?' 

It is contemplated that the dramatic program would be broadcast to different 

geographical segments of the country during different time intervals. To 

accommodate the different time intervals, it is proposed to utilize different 

questions for each geographic segment. That is, the basic format can remain the 

same, only the questions change by time zone to avoid study and collaboration on 

questions as a result of time shifts. A question propounded to a Chicago caller 

should not be repeated to a Los Angeles caller. 

'739 patent at 19:17-33 (emphasis added). 

40. This passage teaches that different callers in different time zones (Chicago or Los 

Angeles) will receive different questions. However, in addition, a single caller that has not done 

an "excessive number of calls" from the caller's calling number, as explained above, would 

inherently be given different questions as well. This exhibits the "selectivity on the basis of 

calling numbers" that the specification teaches as cited above. The POSIT A would understand 

that inherently, because each caller may call and play the game multiple times, the "different 

questions" provided to the caller necessarily avoid giving each qualified caller the same 

questions that were previously provided to that caller, based on the caller's telephone number. 

The same caller would not be able to call the game format system multiple times and receive the 

same questions. The system recognizes the caller based on the caller's identification data (ANI 

or caller-entered), and thereby uses that identification information to avoid providing questions 

(cues) that were previously provided to that caller. 
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41. The Office Action acknowledges this embodiment but states that this embodiment 

does not disclose "avoidance of prompting callers within that geographic area with a previously 

provided question or even avoidance of providing a different question." (Office Action at 16.) 

In my opinion, this position does not appreciate the fact that this embodiment does disclose 

avoiding prompting each caller with the same question multiple times, as understood by a 

POSITA. This is the "selectivity" based on each caller's identification data that the specification 

describes, as set forth above. Questions are selected for the caller based on the caller's 

identification data, so that questions are not repeated for the same caller. To provide the same 

question to the same caller would defeat the purpose of not providing the same question to a 

different caller in an earlier time zone. The POSITA would understand that the earlier caller 

would simply coordinate with the later caller by giving the later caller the question ahead of 

time, effectively giving the later caller the same question. 

42. In addition, the foregoing passages disclose the limitation of "providing at least 

one other cue." In each embodiment, after the cue or cues are suppressed, the qualified caller 

proceeds with the particular format. For example, in the game show embodiment, after callers 

are qualified "simply by reference to their assigned memory cell" and the prequalification cues 

are suppressed, the caller proceeds in the game show format involving questions (cues) to the 

caller: 

At the time ofthe show, callers are qualified simply by reference to their assigned 

memory cell data for a verification. Thereafter, the caller's [sic] exchange 

information to supplement their data as with respect to the play which follows. 

Specifically for example, a caller might select a studio audience participant with 

whom the caller is to be allied. The interface operation may be essentially as 

described above wherein a voice generator in the interface 20 (FIG. 1) provides 

signals which activate the remote telephone unit to speak the instruction: "If you 

wish to play with Player No.1, please push button No.1; if you wish to play with 
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Player No.2, please push button No.2 ... and so on". The caller may also be 

instructed to indicate the extent of a wager. For example, "Push the number 

button indicating the points you wish to risk" .... ' 

'739 patent at 17:7-22. 

43. For the foregoing reasons, it is my opinion that the invention recited' l34 patent 

claims 1,4, and 5, including each limitation therein, is disclosed and supported in the '739 patent 

specification. 

I declare that all statements made herein of my knowledge are true and that all statements 

made on information and belief are believed to be true; and further that these statements were 

made with knowledge that willful false statements and the like so made are punishable by fine or 

imprisonment, or both under 18 U.S.c. Section 1001, and that such willful false statements may 

jeopardize the validity of the patent. 

Executed in Short Hills, New Jersey on Aprill, 20l3. 
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Dr. Brody has over 30 years of experience as a consultant and industry practitioner in networking, 
telecommunications, computer systems and multimedia technologies including digital video and audio 
standards such as IvlPEG. He combines his product problem solving and analyiical skills honed as a 
physicist, with the engineering skills learned at Bell Laboratories and business management skills 
developed at commercial enterprises and as an industry analyst. His responsibilities have included 
telephony and netvvork engineering, business and product management, intellectual property 
management, expert \vitness testimony, and product definition and development. Dr. Brody has worked 
throughout North America, Europe and Asia, successfully managing cultural differences with respect to 
business practices, management styles and relationship building. 

" Broadband Communications 
to Business and Operations Support Systems 
" Call Center Technologies and Operations 
" Digital Switching 

,. Wireless Technologies 
" N etw orking 
.. Network Management 
" Telephony 

" Location Based Services 
" Networking 

.. Video, Audio and Nlultimedia Technologies 
,. Virtualization and Thin Client Technologies 

Year 
1978 
1973 

College or University 
Stony Brook University 
City College of New York 

Updated: February 5,2013 - A 

Degree 
Ph.D., Physics 
BoA., Physics 
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from: 
To: 
Organization: 
Title: 

Summary: 

1990 
Present 
A. T. Brody & Associates, Inc. 
Principal Consultant 

A.T. Brody & Associates, Tnc. (ATB) is a high tech consulting firm specializing in 
teleconmmnications, networking and multimedia issues, business and engineering 
management, and market analyses. Founded in 1990, the company provides its clients 
with a wide variety of services so they may keep pace 'Vvith the breakneck changes in 
their industries. Within its areas of expeliise, .A ... rB offers the following services: 

" Strategic planning 
" Product planning 
" Market and competitive analyses 
" Intellectual propeliy evaluation and licensing 
to Proposal and bid response generation 
" Business process and workflow engineering 
" Product requirements and specifications 
" Sales and marketing support 
" Litigation services including expert witness testimony 

A partial list of projects and clients includes: 

Strategic Planning and Business Management 

to Led interview study of Director Level and above management in the Billing and 
Customer Care areas to detennine key buying factors differentiating vendors. 
Questionnaires and interviews included wireline, wireless and cable MSO service 
providers. 

" Assisted major telecommunications manufacturer in establishing competencies, 
methods and procedures for both Product Management and Marketing 
Management functions. Work "vas done in conjwlction with Sequent Learning 
Systems (~:~:::~~~_: __ ~:_:'.':q~_~~~:.l~t:):_:'.':_~~_]_:_]:_"_j_-_:2_(J.:_:~:_S~::J, and was based on combining client's 
current industry specific needs with best of class methodologies. 

" Developed strategic business plan for an lP-communications start-up_ Served as 

A. T. Brody & Associates, Inc. 
21 Great Oak Dri ve 

Short Hills, New Jersey 07078 
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interim CMO identifying and specifying initial product offerings, marketing the 
company's Intellectual Property, and managing business development efforts with 
both service provider and softvvare/hardware vendor partners. 

to Led team that critiqued strategic business plan for wireless Operations Support 
System software provider. Re-evaluated addressable markets, identified gaps, 
proposed merger and acquisition candidates, and provided an independent review 
of the tInal merger candidate. Return engagement one year later critiqued plan 
implementations, reorganized engineering teams and recommended risk reduction 
strategies. 

" Led effort to develop an Internet!IP strategy for a major product line at a dominant 
circuit-switched 'Telecom equipment vendor. Strategy included both short and 
long-term product recommendations, addressable market forecasts and customer 
segment profiling. 

" Prepared business plans and technical requirements for several international 
telecommunications transmission equipment manufacturers entering the U.S. 
market. Products included ATM switches, DSLAMs and SONET!DWDM muxes. 
Work covered all major elements including technology evaluation, market and 
competitive analyses, product definitions, R&D plans, marketing plans, sales 
plans, service/suppOli plans, P&L forecasts and risk analyses. Product 
requirements were validated in the marketplace through one-on-one customer 
interviews and focus groups. 

" For a major worldwide software vendor, worked with its consulting practice to 
establish a vertical telecommunications practice. Based on client's major core 
competencies, identified basic 0pp01iunities within the telecommunications 
segment, and defined initial customer care product offerings, methodologies and 
procedures. Helped detennine delivery strategy (i.e., whether to make (develop), 
buy (purchase supplier) or resell (from paJiners) the required product elements), 

" Provided both commercial and technical due diligence analysis of CLEC target for 
a major investment banking tIrm considering $250JVIM+ investment. Analysis 
included reviews of CUtTent P&L and forecast models, business strategies, service 
offerings, technology evaluation, network architecture and operations 
implementations. 

" Evaluated funding proposals for the U.S. Department of Commerce National 
Telecommunications and Infornlation Administration (NTV\) as part of the 
Broadband Technology Opportunities Program (BTOP). 

v; 973.376.7624 
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Intellectual Property Management 

" Helped create an Intellectual PropeJiy Licensing Pool comprised of several 
consumer electronics giants, major telecommunications cOll10rations and leading 
research universities. Technologies being licensed are used in goods and services 
in excess ofSlOOB revenue annually. 

" Conducted a review of patents for a Fortune 50 company, to determine commercial 
value and potential licensors outside client's typical flelds·-of·use. Recommended 
marketing strategy that resulted in 15 times expected revenue from other tldds-of
use licensing. 

to Pmiicipated as board member for a major academic institution, along with other 
technical experts and patent attorneys that reviewed intellectual property resulting 
from research for commercial value and "patentability". Research areas included: 
telecom, multimedia such as ]vIPEG video and audio, electrical engineering, 
computer science, materials science and chemistry. 

" Developed and implemented commercialization strategy for major Asian research 
institute with essential intellectual property for audio and video standards including 
MPEG. Considerations included identifying applications, developing market 
revenue models, identifying potential licensees and proposing licensing strategies 
including paid-up licenses and patent pooling. 

" Analyzed several FOliune 500 company patent portfolios for essential patents and 
other commercially valuable patents with respect to MPEG video standards for 
multimedia broadcasting. Rank ordered patents by commercial potential, 
essentiality and visibility in the practice of the standard. 

" Led Systems Integration and Testing technical due diligence team for analyzing 
risks associated with a multi-billion dollar loan to a large teleconmmnications 
service provider for an intemational cons01iium ofbanI;:s. Risks were analyzed 
with respect to impact on cost, schedule and performance. Total System 
integration & Test and Business Readiness due diligence required the integration 
of data from complex project schedules, engineering plans, vendor capabilities and 
technology choices. 

" Lead systems engineer and one oftwo system architects for re-engineering of a 

v; 973.376.7624 
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service assurance Operations Support System. System used both in·band 
monitoring and network element data to determine Quality of Service. Work 
required structured analysis of undocumented current system capabilities melded 
,'lith ne,v features. Process included requirements and scenario generation, event~ 
response analysis, functional partitioning, hardware selection, mntime software 
and development tool selection, perfonnance/sizing analyses, and 
architecture/ design reviews. 

" Lead service assurance systems engineer for requirements and design of a major 
Operations SUpp01t System designed to coordinate alarm, event, traffic, 
performance and billing data (CDRs) hom transmission, switching and SS7 
network elements. By correlating events from multiple and independent sources, 
system improves fault isolation and management, service assurance and revenue 
assurance operations. 

" Based on client's business drivers, enabling technologies and market needs, 
defIned business strategy and core functionality of a generic dispatch management 
system incorporated into its Customer Care!W ork Management product offering. 
Resultant RFP responses generated $lOOMM+ potential; several awards were 
confirmed. 

" Developed detailed specifications for an intelligent work delivery system for a 
major lXC. The goal was to deliver the right job to the right person at the right 
time within a central office (CO) environment taking into account work load, 
priorities, network equipment type, job type, skill sets, skill ratings, craft 
availability, etc. Constrained by current procedures so that processes had to 
migrate over time. Complexity covered reducing over 700 CO procedures and 
interfacing with 12+-legacy systems, ,vhile evolving to a TMN-compliant 
implementation. System also had to interface to "personnel" systems to 
automatically obtain or update technician schedules, skills, overtime pay and other 
technician data. 

Market Management and Analvsis 

" Developed market model forecasting company-by-company sales by application of 
GaN based products such as high-brightness LEDs and laser diodes. 

" Developed market model for telecommunications applications software and 
professional services segmented by customer type, region and product type. 
Econometric model included fonvard-looking growth projections and was used by 
the client to value its business for sale and to direct business and product strategies. 

v: 973.376.7624 
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" Developed market model for Voice··over··Packet revenues segmented by service 
provider type and geographic region. 

to Conducted interview survey on key buying factors for major supplier Billing 
Support Systems and Operations Support Systems, Conducted interviews vvith 
director level and above at customers and potential customers, Analyzed the 
interviews to generate recommendations for product and solution roadmaps, and to 
identify key messages for marketing communications. 

Expert Witness 

" Experienced expert vv1tness for intellectual property and contract matters. Trial and 
hearing testifying experience. Prepared opinions or supported preparation of 
opinions on patent infringement, written description, val1dity, damages and willful 
infringement. Have been deposed over 100 hours. Prepared responses to questions 
forildarkman hearings and helped prepare attorneys for ,}!arkman presentations. 
Wrote declarations in support of and in opposition to motions for summary 
judgment. Selected patents and claims for assertion. Familiar with litigation 
support tools such as iManage, Virtual Partner, Summation, RingTail, 
Concordance and SmartPatent. 

" Verizon CA v. Katz (engaged on behalf of Katz) ... No. Ol-CV-09871 (C.D. Cal.) 
o Type of Matter - Patent Infringement 
o Law Firm- Fish & Neave, New York, NY 
o January 2003 - July 2004 - Served as an expelt witness involving 

telecommunications call center technology. Completed expert witness 
repOlis on asserted claim validity. Provided declarations in support of 
client's summary judgment motions and response. Deposed twice 

o Disposition - Settled 

" Katz v, Cellco Partnership d/b/a Verizon \Vireless (engaged on behalf of Katz) ... 
No. 01·CV·5627 (E.D, Pa.) 

Updated: Februmy 5,2013 - A 

o Type of Matter ... Patent Infringement 
o Law Finn··· Fish & Neave, Ne'Vv York, N1 
o December 2002 - Served as an expert witness involving 

telecommunications calJ center technolo§,'J. During discovery, 
identified infringing services. 
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o Disposition-- Settled 

" In re UAL CorTJ. (engaged on behalf of Katz) --- No. 02-B-48191 (Bankr. N.D. Ill.) 
o Type of MaHer - Bankruptcy 
o Law Firm - Fish & Neave, New)' ork, NY 
o May 2004 - July 2005 - Served as an expert witness involving 

teleconmmnications call center technology. Identifying infringing 
services and infringed claims. 

o Disposition --- Unknovvn 

" Katz v. PT-l (engaged on behalf of Katz) 
o Type of Matter - Patent Infringement 
o Law Firm --- fish & Neave, New York, NY 
o JVlay 2004 --- July 2005 .. Served as an expeli witness involving 

telecommunications call center technology. Identifying infringing 
services and infringed claims. 

o Disposition - Settled 

" Sunrise Telecom v. Acterna (engaged on behalf of Acterna) --- No. 05-·CY.·00174 
(E.D. Tex.) 

o Type of Matter --- Patent Infringement 
o Law Fiml - ReedSmith, New York, NY 
o May 2005 - August 2005 - Serving as an expeJi witness on case 

involving digital subscriber line (DSL) test equipment. Developed 
client's position with respect to non· infringement and invalidity. 
Helped develop claim constructions. Provided declaration in support 
of client's non-infringement and invalidity briefs for injunctive relief 
hearing. 

o Disposition - Settled 

" Inline Connection Corp. v. Verizon (engaged on behalf of Inline) --- No. 05 ·CV· 
00205 (E.D. Va.) 

o Type of ~,raHer - Patent Infringement 
o Law Firm - HellerEhmlan, New York, NY 
o May 2005 - Oct. 2005 - Served as a consulting witness involving 

digital subscriber line (DSL) network equipment. 
o Disposition-- Work completed 

to Katz v. Citibank, et aL (engaged on behalf of Katz) -No. 05-CV-00142 (E.D. 
Tex,) 

Updated: Februmy 5,2013 - A 

o Type of Matter - Patent Infringement 
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o Law Firm --- Cooley Godward Kronish, Reston, VA 
o June 2005 --- May 2008 ~ Serving as an expert witness involving 

telecommunications call center technology. 
o Disposition --- Settled 

a 800 _AI)f~IYr~ Inc. \,T. IYiurex Securities~ Ltd.') et al. (engaged OJ1 behalf of 800 
ADEPT) --- No" 02-CV-1354 (M.D. Fla ... Orlando) 

o Type of JVlatter --- Patent Infringement, suit and counter·-suit 
o Law Finn --- Allen, Dyer, Doppelt, Milbrath & Gilchrist, P.A., Orlando, 

FL and Maher, Guiley and Maher, P.A., Orlando, FL 
o Oct. 2005 - Oct. 2006 - Served as expert witl1ess involving call routing 

teclmolo§,'Y designed to deliver a call to the most appropriate service 
provider location based on distance between the caller and service 
provider location or other defined criteria. Prepared expert witness 
and rebuttal reports with respect to the invalidity ofMurex's asserted 
patents, the validity of 800 ADEPT's asserted claims and charges of 
inequitable conduct against the 800 ADEPT patents' inventor. \Vrote 
declarations in support of 800 ADEPT's motion for Slill1mary 
judgment and in opposition to Murex's motion for summary judgment 
Helped prepare demonstrative exhibits for tTial. Testified at 
deposition. TestifIed at trial both as a direct and rebuttal expert 
witness. 

o Disposition - Jury verdict and final judgment in favor of 800 ADEPT. 
All Murex asserted claims found invalid, and all claims of two key 
patents found to be invalid including one patent that had passed 
reexam. No inequitable conduct was found" All 800 ADEPT asserted 
claims found to be valid. Murex also fOlmd to infringe all 800 ADEPT 
asserted claims. 

" Katz v. AEP, et a1. (engaged on behalf of Katz)-- No. OT-ML-01816·-B \C.D. Cal.) 
and No. OT-JVIL--1816--C (C.D. Cal.) 

Updated: Februmy 5,2013 - A 

o Type of Matter --- Patent Infringement 
o Law Finn - Cooley GOlhvard Kronish, Reston, VA 
o January 2006 - Present - Serving as an expert witness involving 

telecommunications calJ center technology. Prepared repOli and 
declarations in opposition to Defendants' invalidity arguments with 
resPect to invalidity of the claims asserted by Katz. Prepared rep01i 
and declaration in opposition to Defendants' arguments of materiality 
of references pU11Jorted to be undisclosed by Katz. Deposed for 30 
hours on the above repOIis. 

o Disposition - Ongoing 
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" Katz v. ATG Annuity Insurance Co., et a1. (engaged on behalf ofKatz)-- No. 07-
ML~01816-B (C.D. Cal.) and No. 07-ML~01816-C (C.D. Cal.) 

o Type of Matter --- Patent Infringement 
o Law Firm - HellerEhrman LLP, Menlo Park, VA and Covington & 

Burling LLP, San Francisco, CA 
o November 2006 --- Present .. Serving as an expeli witness involving 

telecommunications call center technology. Prepared report and 
declarations in opposition to Defendants' invalidity arguments vvith 
respect to invalidity of the claims asserted by Katz. Prepared report 
and declaration in opposition to Defendants' arguments of materiality 
of references purpolied to be undisclosed by Katz. Deposed for 15 
hours on the above repOlis, 

o Disposition --- Ongoing 

" Sunrise Telecom, Inc. v. VeEx, Inc. (engaged on behalf of VeE x, Tnc.) - No. 1~07-
CV-07S643 (CaL Super. Ct. - Santa Clara County) 

o Type of Matter - Theft of Trade Secrets 
o Law Firm --- ReedSmith, San Francisco, CA 
o February 2007-- September 2007 - Served as an expert witness on case 

involving portable Telecom test equipment Identified materials in the 
public domain available to client that would let them design, develop, 
market and sell their products without theft of trade secrets. Prepared 
declaration in suppOli of opposition to a preliminary injunction against 
the client. 

o Disposition --- Settled 

" SOO ADEPT, Inc. v. AT&T Wireless, et al. (engaged on behalf of SOO ADEPT)-
No. 07-CY-00023 (E.D. Tex) 

o Type of J\!fatter --- Patent Infringement 
o Law Firm --- Maher, Gulley and Maher, P.A., Orlando, FL 
o April 2007 --- August 2008 ~ Served as expert vvitness on case involving 

call routing technolo§,'J designed to deliver a call to the most 
appropriate service provider location based on distance between the 
caller and service provider location or other defined criteria such as 
user-defIned geographic area, Deposed on claim constmction issues. 
Have prepared declaration in support of Markman Reply Brief 

o Disposition --- Dismissed by Plaintiff 

" SOO ADEPT, Inc. v. Enterprise Rent-a-Car, et al. (engaged on behalf of 800 
ADEPT) - No. 07-CV-00057 (E.D. Tex.) 

Updated: Februmy 5,2013 - A 
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o Type of J\!fatter --- Patent Infringement 
o Law Finn --- Maher, Guiley and Maher, P.A., Orlando, FL 
o April 2007 --- August 2008 - Served as expert "vitness on case involving 

call routing technology designed to deliver a call to the most 
appropriate service provider location based on distance between the 
caller and service provider location or other defined criteria such as 
user-defIned geographic area. Deposed in claim constmction issues. 
Prepared declaration in support ofA1arkman Reply Brief. 

o Disposition --- Dismissed by Plaintiff 

to Katz v. General Electric Capital Corp., et al (engaged on behalf of Katz) - No. 07-
CV-02336 (C.D. CaL) 

o Type of Matter --- Patent Infringement 
o Law Fiml - Hennigan, Bennett & Donnan LLP, Los Angeles, CA 
o March 2008 - Present - Serving as an expeli witness on case involving 

telecommunications call center technology. Testified at deposition. 
o Disposition - Ongoing 

" Grape Technology vs. Jingle Net'Vvorks, Inc. (engaged on behalf of Jingle)-- No. 
08-CV-00408 (D. Del.) 

o Type of Matter - Patent Tnfringement 
o Law Finn - Ropes & Gray, New York, NY 
o August 2008 -- Serving as a consulting witness on case involving 

directory assistance automation. 
o Disposition --- Work completed 

" Makor Issues and Rights, Ltd. v. TeHabs, Tnc. (engaged on behalf of Makor Issues 
and Rights, Ltd.) - No. 02-CV-04356 (N.D. 111.) 

o Type of Matter --- Securities Class Action 
o Law Finn --- Milberg LLP 
o May 2009-- August 2010 - Serving as an expert 'Vv1tness on case 

involving defendants' alleged misrepresentations to the public. 
Testified at deposition. 

o Disposition - Work completed 

" Neutral Tandem, Inc. v. Peerless Network, LLC (engaged on behalf Neutral 
Tandem, Inc.) --- No. 08-CV-03402 (N.D. Ill.) 

Updated: Februmy 5,2013 - A 

o Type of Matter - Patent Tnfringement 
o Law Firm - J enller & Block LLP 
o June 2009 --- December 2011 -- Served as an expeli witness on case 

involving specialized networks for call routing of transit trafi:1c 
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bet\veen carriers, Also assisted in response to inter partes 
reexamination. Testified at Markman hearing, preliminary injunction 
hearing and deposition. 

a Disposition --- Decision in favor of the Defendant 

" Sybase 365, LLC v. TeleCommunication Systems, Inc. (engaged on behalf of 
TeleCommunications Systems, lnc,)-- No. 2:09--CV-·00493 (E.D, Va.) 

a Type of Matter --- Patent Infringement 
a Law Fiml - Goodwin Proctor LLP 
a March 2010 - Served as an expert witness on case involving short 

messaging service (SMS) and E911 routing fIx mobile phones. 
a Disposition - Settled 

" Lochner Technologies, LLC v. Dell, Inc., et al (engaged on behalf of Lochner 
Technologies, LLC) - No. 2:09-CV-00177 (E.D. Tx - Marshall) 

o Type of Matter - Patent Infringement 
a Law Firm - Russ, August & Kabat 
o June 201 0 --- January 2011- Served as an expert witness on case 

involving remote computing and video display (e,g., desktop 
vitiualization) using "vireless communications. 

o Disposition - Ongoing 

" AT&T lnc. v. TiVo Inc. (engaged on behalf ofTiVo, lnc.) -- Case No, 4:10-CV -
01059 (N.D. Cal.). 

a Type of Matter --- Patent Infringement 
o Law Fiml - Trell & Manella LLP 
a September 2010 - January 2012 - Serving as an expert witness on case 

involving television program recording technology. 
a Disposition-- Settled 

" Motorola Mobility, Inc, v. Apple Inc. (engaged on behalf of Motorola Mobility, 
Tnc.) -Investigation No. 337-TA-745 (frC, Washington, DC.). 

o Type of Matter - Patent Infringement* 
a Law Firm - Ropes & Gray 
o JVlarch 2011-- April 2011 --- Serving as expeli witness on case 

involving the use of GPS circuitry in determining the location of a 
mobile E911 caller. 

o Disposition - Work comp 1eted 

" Fujitsu Limited v. Belkin International, Tnc., et al. (engaged on behalf of Belkin 

Updated: Februmy 5,2013 - A 
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International, Inc., et aL)-- Case No. lO·-CY.·03972 (N.D. Cal. --- San Jose) 
o Type of Matter ._- Patent Infringement 
o Law Firms --- Reed Smith LLP, O'Melveny & Meyers LLP, Law 

offIces of S. J. Christine Yang, Winston-Strawn 
o ~,rarch 2011 - December 2012 - Serving as expert witness on case 

involving the use 00/0 cards inselied in externally accessible slots to 
provide both wired and wireless cOlU1111mication between devices. 

o Disposition-- JUly verdict in favor of the Defendants on all claims 

to Fenner Investments, Ltd. v. Cellco Partnership d/b/a Verizon Wireless, et al. 
(engaged on behalf of Fenner Investments, Inc.) - Case No.6: 11-CV-00348-LED 
(ED. Tx - Tyler) 

o Type of ~!fatter -_. Patent Infringement 
o Law Firm ._- Loewinsohn, Flegle Deary, LLP 
o October 2011-- Present --- Serving as expert witness on case involving 

the systems and methods for accessing wireless networks and biUing 
users. 

o Disposition - Ongoing 

" Bear Creek Technologies, Inc. v. Aptela, Inc., et al. (engaged on behalf of Aptela, 
Tnc.) --- Case No.6 :11-CV-00460-RGD-TEM (E.D VA --- Norfolk) 

o Type of Matter - Patent Infringement 
o Law Firm - Bingham McCutcheon LLP 
o December 2011 --- Present-- Serving as expert witness on case 

involving the use of standard telecommunications equipment with 
Internet -based communications. 

o Disposition - W orIc comp leted 

" Adobe Systems, Tnc. v. \Vowza Media Systems, Tnc. (engaged on behalf of Wovvza 
Media Systems, Inc.)-- Case No. 411-·cy.-02243-CW. (N.D. CaL -_. San Jose) 

o Type of Matter ._- Patent Infringement 
o Law Firm -_. Kirkland & Ellis LLP 
o March 2012 - Present - Serving as expeli \vitness on case involving 

communications protocols for multimedia communications. 
o Disposition - Ongoing 

" Intellectual Ventures I LLC, et a1. v . AT&T Mobility LLC, et al. (engaged on 
behalf of "Sprint") -_. CA No. 12-cv-193-LPS. (D. --- Del.) 

o Type of Matter - Patent Infringement 
o Law Firm-McGuire Woods L.L.P. 
o October 2012 - Present - Serving as expeJi witness on case involving 

Updated: Februmy 5,2013 - A 
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From: 
To: 
Organization: 
Title: 
Summary: 

From: 
To: 
Organizatio n: 
Title: 
Summary: 

directory assistance and other call intercept services. 
o Disposition ... Ongoing 

a C:onlcast If) T-Toldings L"L.C:: v. Sprint Comnlul11cations (~onlpany [.I.P. et at 
(engaged on thebehalfof"Sprint")-Case No. 1 :12-CV-00205-RGA. (D.-Del.) 
Sprint Communications Company L.P. v. Comcast Cable Communications, LLC et 
aL (engaged on behalf of "Sprinf') ... Case No.1 :12··CV-·01013··RGA. (D .... Del.) 
Comcast IP Holdings LLC et a1. v. Sprint Communications Company L.P. et a1. 
(engaged on the behalf of "Sprint") ... Case No.2: 12-CV-00859-JD. (E.D .... Pa.) 
Cox Communications, Inc. et al v, Sprint Communications Company L.P. et al. 
(engaged on the behalf of "Sprint") - Case No.1 :12-CV-00487-SLR. (E.D. - Pa.) 

2011 
Present 

o Type of Matter - Patent Infringement 
o Law Firm ···Shook Hardy & Bacon L.L.P. 
o October 2012 ... Present·· Serving as expert witneSS on case involving 

video-orHlemand and allocation of network resources. 
o Disposition - Ongoing 

Sequent Learning Networks 
EVP·· Product IVlanagement Maturity Model 
Responsible for the deVelopment and maintenance of the Product Management Maturity 
Model including all diagnostic and advisory services. 'The model is used to benchmark 
companies' maturity with respect to their Product ~vranagement practices including 
overall governance, pOlifolio and product life cycle management, and supporting 
infrastructure. 

1988 
1990 
ADK Pressure Equipment Corp. 
Director, New Products 
P&L responsibility for new product planning, development and sales, focusing on 
products for both existing and new customer bases. Managed multi-SMM budget and 
deVelopment team of 20 people including various contractor and sub-contractor 
organizations. Directed development and release of 4 new products resulting in several 
large contracts and entrance into new markets. 
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To: 
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Title: 
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Summary: 
1984~1985 

1981-1984 

From: 
To: 
Organization: 
Title: 

1985 
1988 
Tedmicom Systems, Inc. 
Vice President, Marketing and Sales 
Technicom was a subsidiary of TIE/communications, providing network monitoring, 
cable pressurization and loop test products. Managed Marketing and Sales staff of 14 
with a budget ofS1MIV1+ (excluding commissions) based throughout the countly, 
successfully addressing regional and cultural differences. Both direct sales force and 
manutacturer's representatives were used. Had P&L and customer service 
responsibility for sales revenues of $1 OJ'vn'll to $2m'lH'll annually. Activities covered 
both domestic and international customer bases, Planned and introduced to the market 
five new products, culminating in sales of products to five of the eight maj or LT. S. 
telephone companies, and a successful joint venture with a major Japanese fIrm. 

1981 
1985 
AT&T Bell Laboratories 
Technical Manager; Member of Technical Staff 
As Technical Manager, Dr. Brody managed group of 6 Members ofTedmical Staff 
(MTS) generating product-marketing strategies, application architectures and planning 
tools for digital transmission and switching systems. Group output had direct impact 
on $300MM+ of product sales and 100+MTS development activities annually. 

As Member of Technical Staft~ Dr. Brody was lead engineer in R&D area where he 
was responsible for network Operations, Administration, Maintenance and 
Provisioning products and procedures for leased line service assurance. Championed 
and engineered new OSSs designed to streamline customer operations and increase 
revenues with respect to network management, testing and surveillance products. 

1978 
1981 
Syracuse University 
Research Associate, High Energy Physics Group 

A. T. Brody & Associates, Inc. 
21 Great Oak Dri ve 

Short Hills, New Jersey 07078 
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9 
UNITED STATES DISTRICT COURT 

CENTRAL DISTRICT Of' CALH'ORNIA 
10 

11 

12 

13 

In Re: 

Katz Interactive Call Processing Patent 
Litigation 

14 This document relates to: 

15 ALL "B" TRACK ACTIONS 
16 (except CV 07-02254 RGK (FFMx)) 

17 Case Nos. CV 07-2096 RGK (FFMx), CV 07-
2099 RGK (FFMx), CV 07-2101 RGK (FFMx), 

18 CV 07-2134 RGK (FFMx), CV 07-2192 RGK 
(FFMx), CV 07-2196 RGK (FEMx), CV-07-

19 2213 RGK (FFMx), CV 07-2220 RGK (FFI'vIx), 
CV 07-2250 RGK (FFI\/Ix), CV 07-2257 RGK 

20 (FFMx), CV 07-2299 RGK (FFMx), CV 07-
21 2322 RGK (FFMx), CV 07-2325 RGK (FFMx), 

CV 07-2336 RGK (FFMx), CV 07-2339 RGK 
22 (FFMx), CV 07-2340 RGK (FFI'vIx), CV 07-

2360 RGK CFFMx)' CV 07-3002 RGK fFFMx) ______________________________________________ .:_.: __________________________________________________ ~ _______________ L __ _ 

23 

Case No. 07-ML-01816B-RGK (FFMx) 

ORDER GRANTING IN PART AND 
DENYING IN PART DEFENDANTS' 
JOINT SUMMARY JUDGMENT OF 
INVALIDITY UNDER SECTION 102 
AND 103 

24 L INTRODtJCTION 

25 
In approximateiy fifty different lawsuits, plaintiff Ronald A. Katz Technology Licensing, 

26 
LP, ("RAKTL") has alleged that various defendants infringe ciairns frorn its family of related 

27 

28 
interactive call processing patents. The Judicial Panel on Multidistrict Litigation consolidated 
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1 these cases fix pretrial proceedings and transf(~ned the consolidated case to this Court (07-MD1.-

1816). This Court has grouped the different cases based on the date they were transferred and 

3 
allowed the defendants in the Group B cases to file joint summary judgment motions. Pursuant 

4 
to that order, the defendants filed the current motion for summary judgment arguing that a 

5 

6 
number of daims at issue are invalid as anticipated and/or obvious under 35 V.S.C §§ 102 and 

7 103. 

x c 

9 n. .JUD]C]AL STANDARD 

10 Summary judgment should be granted when no "reasonable jury could return a verdict 

11 
for the nonmoving party." Anderson v. Libert}' Lobby, inc., 477 US 242, 248 (1986); Fed. R. 

12 

13 
Civ. P. 56( c). Summary judgment is only appropriate if there are no genuine issues of material 

14 
fact and the movant is entitled to judgment as a matter onaw. SRI Int'l v. J'latsushita Elec. 

15 Corp" 775 F.2d 1107, 1116 (Fed.Cif.1985) (en bane). When ruling on amotion for smnmary 

16 judgment all of the nonmovant's evidence is to be credited, and al I justiflable inferences are to 

17 he drawn in the nonmovant's favor. 

18 
A patent is presumed valid, and the defendants have the burden of proving invalidity by 

19 
dear and convincing evidence. See 35 U.S.C § 282; Iron Grip Barbell Co. v. US'A ,)ports. Inc., 

20 

21 
392 F.3d 1317,1320 (Fed. eif. 2(04). Anderson, 477 U.S. at 255. The defendants' motion is 

brought pursuant to hoth 351.J.S.C § 102 (anticipation) and 35 U.S.C. § 103 (obviousness). 

23 

24 A. Anticipation 

25 "Anticipation requires a shmving that each element of the claim at issue, properly 

26 
constmed, is found in a single prior art reference." Zenith Electronics Cmp. v. PDf Comm. 

27 
Systems, Inc. 522 F.3d 1348, 1363 (Fed, Cir. 2008). If an element is not expressly disclosed in a 

28 
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10 

11 
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13 

14 

15 

16 
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20 
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23 

24 

25 

26 

27 

28 

prior art reference, the reference still anticipates a subsequent claim if a person of ordinary skill 

in the art J would recognize that the missing element is necessarily present ill the reference. 

PharmaStem Therapeutics, Inc. v. ViaCell, inc., 491 F.3d 1342, 1371-1372 (Fed. Cir. 

2007)( citations omitted). 

Although anticipation under 35 U.S.C § 102 is a question of fact, it may be decided on 

summary judgment ifthe record reveals 110 genuine dispute of material fact. Golden Bridge 

Technology, inc. v. Nokia, Inc., 527 F.3d 1318, 1321 (Fed. eir. 2008). 

B. ObVIousness 

If the claimed invention is not disclosed in a single prior art reference, a patent may still 

be invalid obvious under § 103. In Graham v. John Deere, 383 U.S. 1 (1966), the Supreme Court 

set forth the test for obviousness: 

Under § 103, the scope and content of the prior art are to be detennined; 
differences between the prior art and the claims at issue are to be ascertained; and 
the level of ordinary skill in the pertinent art resolved. Against this hackground 
the obviousness or nonobviousness of the subject matter is determined. Such 
secondary considerations as commercial success, long felt but unsolved needs, 
failure of others, etc., might be utilized to give light to the circumstances 
sunounding the origin of the subject matter sought to be patented. 

Id., at 17-18. 

This test is a question of law based on underlying factual inquiries. See, e.g., Daiichi 

Sankyo Co. v. Apotex, Inc., 501 F.3d 1254, 1256 (Fed. Cir. 2007). 

1 The parties have essentially the same view oftbe level of ordinary skill in the art of the patents. In 8h01i, they 
both suggest ihat such a person would have a RS, in Electrical Engineering or other technical field and several years 
of experience or tbe equivalent. (Brody Dec1. at ,r 8, Prieve Decl. at ,r 17.) For the purposes of this decision, the 
Court adopts these conclusions. 
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HI. PLAINTIFF'S PATENTS 

Plaintiff's interactive call processing patents generally describe technology that enables 

telephone callers to exchange information with computer systems through a telephone network. 

There are six patents involved in the current motion. They are: 1) U.S. Patent No. 5,561,707 

("the '707 patent") entitled "Telephonic-Interface Statistical Analysis System;" 2) U.S. Patent 

No. 5,684,863 {"the '863 patent") entitled "Telephonic-Interface Statistical Analysis System;" 3) 

u.s. Patent No. 5,974,120 Cthe '120 patent") entitled "Telephone Interface Call Processing 

System \Vith Call Selectivity;" 4) U.S. Patent No. 6,335,965 Cthe '965 patent") entitled "Voice-

Data Telephonic Interface Control Systern;" 5) U.S. Patent No. 6,434,223 ("the '223 patent") 

entitled "Telephone Interface Call Processing System With Call Selectivity; and 6) U.S. Patent 

No. 6,678,360 ("the '360 patenf') entitled "Telephonic-Interface Statistical Analysis System." 

The table below identifies which reference or combination of references the defendants' 

motion argues invalidates each ofthe disputed dairns. This opinion does not address the claims 

found in bold because this Court' earlier TIlling on defendants' joint summary motion under § 

112 already found these claims invalid for either lack of written description or indefiniteness. 

Patent Alleged I)riority Section Prior Art References 
Claim Date 1021103 

, 120:57 October 23, 1989 § 103 Student Registration & Moosemiller 

'120:57 October 23, 1989 § 103 Student Registration & Calabrese 

'120:67 October 23, 1989 § 103 Student Registration & Calabrese 

'120:67 October 23, 1989 § 103 Student Registration & Szlam 

'863:96 May 16,1988 § 103 \Vendkos & Moosemiller 

'863:98 May 16,1988 § 103 Wendkos & Moosemiller 

'965:31 February 21, 1989 § 103 Szlarn & Yoshiza\va 

'965:61 February 24, 1987 § 103 Szlarn & Yoshiza\va 

'965:66 February 24, 1987 § 103 Szlam & Y oshizawa 

'965:53 February 24, 1987 § 103 Barger & Y oshizawa 

-4-
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25 
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'965:53 February 24, 1987 § 103 Sziam & Y oshizawa 

'965:35 February 24, 1987 § 103 Szlam & Y oshizawa 

'965:43 February 24, 1987 § 103 Szlam & Y oshizawa 

'360: 14 May 16,1988 § 103 Yoshizawa & VCT 1987 

'360:18 May 16,1988 § 103 Y oshizawa & VCT 1987 

'360:36 May 16,1988 § 103 Y oshiza'vva & VCT 1987 

'223:5 October 23, 1989 § 103 Friedes & Reese 

'707:69 July 10, 1985 § 102; § lV1cFiggins; McFiggins & Duwel 
103 

'707:85 July 10, 1985 " :; 102; § McFiggins; McFiggins & DU'vvel 
103 

'707:92 July 10, 1985 § 102; § McFiggins; McFiggins & Duwel 
103 

For the pUlTloses of this decision, the Court has adopted the organization of defendants' 

Tnotion. 

IV. CI.AIM BY CLA]M ANALYSIS 

A. Claims 57 and 67 of the "120 patent 

Claim 57 recites a process for receiving DNIS signals and using identification signals 

entered by callers to avoid providing previously provided cues to callers. Specifically, claim 57 

(including independent claim 56) recites: 

56. A process for interfacing, through a telephone-communication facility, (1) 
caners "\vho are at a multitude of remote terminals for voice-digital 
communication with (2) a system fix prompting the callers with caller cues, said 
process comprising the steps of: 

establishing telephone communications between the callers and the systern, the 
system having a receiving unit for receiving digital signals including dialed
number identification signals provided automatically from the telephone
communication facility; 

utilizing the dialed-number identification signals to identify one ii"om a plurality 
of numbers dialed by the callers; 

-5-
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also receiving at the receiving unit identification signals relating to the caners; 

testing said identification signals relating to the callers to determine whether to 
qualify the callers for access to at least a portion of operations of the system; 

utilizing. for qual(/ied callers. the identification signals relating to the callers, to 
avoid prompting certain callers ~with a certain previously provided cue or cues; 
and 

providing to the qualified callers at least one other caller cue. 

57. A process according to claim 56, wherein the identification signals relating to 
the callers comprise a number entered by each of the callers to deternline if that 
caller is eligible to participate. 
(emphasis added) 

1. Claim 57 in View of Student Registration and MoosemiHer 

Defendants argue that claim 57 of the' 120 patent is ohvious in view the combination of 

the "Automated Student Registration Using Touch-Tone Telephone/Voice Response, An 

Application Note" of Peri phonics COI1Joration dated Apri129, 1986 ("Student Registration") and 

AT&T's CONVERSANTTM I Voice Systern" by John P. Mooserniller dated March/April1986 

in Speech Technology t'Moosemiller") references. The undisputed priority dates of the Student 

Registration and Moosemiller are April 29, 1986 (Booth Decl. ~r~14-8) and March/April 1986. 

Plaintiff does not dispute that these references qualify as prior art to claim 570 

Student Registration discloses a call processing system using a voice response unit 

(VRU) to interact with callers to assist students in navigating through class registration and 

related applications. i\ student may be required to pre-register and obtain a PIN prior to dialing 

into the system. Alternatively, the student's birth date may be used as the PIN. After a caller has 

gained access to the system, he or she may then select and register for courses or be added to a 

lvaitlist. If the caller encounters difficulty during the call, the call can be transferred to an 

operator. The caller can elect to have the call transferred to an operator, or the system may 

initiate the transfer. 

-6-
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1 Mooserniller discloses the Conversant I system, which is a platform for support of a wide 

range of applications using voice response technology. The system allows applications to use 

3 
the public telephone network for database access. Using this system, customers can use rotary or 

4 
touch-tone phones as terminals to access a host computer and eliminate the need for remote 

5 

6 
computer terminals. The Conversant I systern utilizes a voice response unit that is connected to 

7 incoming trunk channels to provide customers with voice prompts. In response to these prompts, 

x c a user of the Conversant I application can log in to the system with touch tone signals. In 

9 addition, the Conversant I system can utilize Dialed Number Identification Service, or DNIS, to 

10 classify incoming calls for different applications. Each type of caller is then greeted ,;vith 

11 
appropriate transaction prompts. 

12 

13 
In response to the Student Registration and Moosemiller combination, plaintiff makes 

14 
three arguments. First, the plaintiff argues that neither of these references discloses "cues" 

15 'vvithin the meaning of clairn 57. Second, plaintiff argues that Student Registration does not 

16 avoid "prompting certain callers with a certain previously provided cue or cues." Third, plaintiff 

17 argues that it is improper to combine elements from the Student Registration and MoosemiHer 

18 
references. The plaintiff does not argue that any other limitations from claim 57 are not satisfied 

19 
by this combination. 

20 

21 
a. Combining Student Registration and MoosemiUer 

Student Registration does not disclose using DNIS, however, Moosemiller disclose this 

23 feature. Since defendants' obviousness defense requires both Student Registration and 

24 Moosemiller, we first examine whether it is appropriate to combine elernents from these 

25 references. 

26 
Recently, the Supreme Court addressed the issue of combining prior art references. In 

27 
KSR Int'l Co. v. Teleflex Inc., 127 S.O. 1727 (2007), the Court rejected a rigid application of the 

28 

-7-
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1 "teaching, suggestion, or motivation" test (TSM test), under \vhich a patent claim is only proved 

obvious if "some motivation or suggestion to comhine the prior art teachings" can be found in 

3 
the prior art, the nature of the problem, or the knowledge of a person having ordinary skill in the 

4 
art. Although the TSlVl test captures a "helpful insight," the Supreme Court held that it was enor 

5 

6 
to apply the test as a rigid rule that li1'nits the ohviousness inquiry. Id at 1741. Rather, "any 

7 need or prohlem known in the field of endeavor at the time of invention and addressed by the 

x c patent can provide a reason for combining the elements in the manner claimed." ld. at 1742. 

9 Still, it is "important to identify a reason that would have prompted a person of ordinary legal 

to skin in the art to combine the e1ernents as the new invention does." Id. at 1742. 

11 
Here, Moosemiller explicitly suggests that applications for the Conversant I should 

12 

13 
include "college registration." (Moosemiller at p. 88.) It also suggests that the "DNIS feature is 

14 
useful for ... multiple user applications."!d. Student Registration is both a college registration 

15 and rnultiple user application. Therefore, there is an express suggestion in Moosemiller to 

16 combine it with applications like Student Registration. Moosemiller also states that using DNIS 

17 "allmvs advance classification of incoming calls for different applications which are greeted hy 

18 
appropriate transaction prompts."!d. Student Registration notes that it can he easily expanded 

19 
for many other applications [e.g. ad1'nission status, financial aid status .. ]." Together these two 

20 

21 
passages also expressly suggest using DNIS to classify incoming calls in an expanded college 

registration system. 

23 In response, plaintiff argues that it was not ohvious to combine elements from Student 

24 Registration and Moosemiller because Student Registration contemplated local cans and calls 

25 lvithin the college telephone system. Plaintiffs expert, Dr. Brody, states that "[fJor this type of 

26 
call, contracting with the telephone company for DNIS delivery \vould have been expensive and 

27 
unnecessmy." (Brody Decl. at ~ 81.) In detelTnining whether two references should be 

28 

-8-
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combined, the Federal Circuit has fix:used the inquiry on technical issues. "That a given 

combination would not be made by businessmen lor economic reasons does not mean that 

persons skilled in the art ""ould not make the combination because of some technological 

incompatibility. Only the latter fact would be relevant." In Re Farrenkopf; 713 F .2d 714, 718 

(Fed. Cir. 1983). Thus, Dr. Brody's concem about potential expense does not overcorne the 

express suggestions to combine found in the references themselves. 

h. Cues 

Next, the Court turns to the individual limitations. The plaintiff argues that two 

limitations are missing from the Student RegistrationJMoosemilier combination: 1) cues, and 2) 

cue suppression. To satisfy the "cue" limitation, the defendants identified several different 

messages that Student Registration would play. These messages would inform a caller whether 

the caller could register or, if not, why the caller could not register. (Dialogue #12, # 13 at # 15, 

Student Registration at p. A-I,) This Court previously construed "cue" to mean "a question or 

prompt which is given to caller." (February 21,2008 Claim Construction Order at p. 57.) 

Plaintiff argues that the messages defendants identified are only "infomlational messages," not 

cues, because they do not invite responses. (Brody Decl. at ~~ 76-77.) Assuming the identified 

rnessages are not literaily "cues," the defendants cured that problem by also identifying Dialogue 

#23 which asks the caller to "Enter a W to place your name on the waiting list." (Student 

Registration at p. i\-2.) This message is clearly a "question or prompt" under both parties 

interpretation of that term.2 Therefore, Student Registration discloses cues and no reasonably 

juror could find othenvise. 

c. Cue SUPluession 

2 Plaintiff argues that a cue requires a response "wlihin the system," Defendanis argue thai a cue merely asks that a 
caller take any kind of action (e.g. seek assistance). Since the Court does not need to construe "cue" fUlther to 
resolve tbe issues presented, it does not do so, 

-9-
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1 Student Registration discloses providing a different infonnation rnessage based on 

whether the student is registered. (Dialog #10, Student Registration at p. A-1.) In response to 

3 
defendnats' argument, plaintiff says that these features do not avoid providing previous cues. 

4 
First, plaintiff argues the identified passages merely show that different cues are provided 

5 

6 
depending on registration status, w'hich is not the same as avoiding previously provided cues. 

7 Second, the plaintiff argues that defendants have failed to show that Student Registration "does 

x c not identify any mechanism by which Student Registration tracks "\vhich messages (or cues) have 

9 previously been given." (Brody. Decl. at ~ 78.) 

10 The defendants reply to the first argument by pointing to Dialogue #23 and #27. (Student 

11 
Registration at p. A-2.) Dialog #23 prompts a user to place itself on the waiting list. Dialog #27 

12 

13 
indicates that the user is already on the waiting list. Thus, a caller that places itself on the 

14 
waiting list in response to Dialog #23 will not encounter that cue again. Instead, the system will 

15 play Dialog #27. In response to the second argument, defendants correctly point out that the 

16 limitation at issue does not require tracking of cues. The limitation merely requires avoiding 

17 providing the caller with certain previously provided cues. Therefore, there can be no reasonable 

18 
dispute; the waiting list dialogs disclose cue suppression as required by claim 57. 

19 
d. Ruling 

20 

21 
Based on the forgoing, this Court finds that there is no triable issue of fact for the jury. A 

person of ordinary skill in the art would combine elements from Student Registration and 

23 lVloosemiller given the multiple express suggestions to combine. Together, these references 

24 disclose ali the limitations of claim 57 including: using DNIS, cues and cue suppression. As a 

25 

26 

27 

28 
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result, this Court grants, in part, defendants' motion for summary judgment Specifically, this 

Court finds that claim 57 of the' 120 patent is invalid as obvious.3 

In making this decision, the Court notes that the plaintiff has argued that secondmy 

factors show all the claims in dispute are non-obvious. Specifically, plaintiff says that the 

success of its patent licensing program sbO'vvs both "long felt need" and "commercial 

acquiescence." Plaintiff has shown that its patent licensing program has been unquestionably 

successful. By itself, this evidence does not tend to show that a particular claim is non-obvious. 

"Evidence of commercial success, or other second my considerations, is only significant if there 

is a nexus between the claimed invention and the cornmercial success." Ormco Corp. v. Align 

Tech.. Inc., 463 F.3d 1299, 1311-1312 (Fed. Cir. 2006). Here, plaintiff's evidence only 

demonstrates that the claims in dispute ""ere some of the many claims that were identified in the 

license negotiations and eventually licensed. (Pi. Opp. at 47.) Although this evidence shows 

sorne link exists between the licensing program's success and the claims in dispute, the Court 

does not find a strong nexus. Moreover, neither plaintiff's successful licensing program nor any 

other evidence it presented showed a long felt need for the claimed technology. 

In sum, plaintiff's evidence of secondary factors of non-obviousness is of modest 

strength. This evidence cannot overcome the strength of the t,<\10 prior art references that: 1) 

indisputahly disclose all the limitations; and 2) explicitly suggest that the references should be 

combined. See, Leapfrog Enterprises v. Fisher-Price, Inc., 485 F.3d 1157, 1162 (Fed. eiL 

2007) (affirming the trial court's judgment of invalidity despite Sll bstantial evidence of 

secondary factors of non-obviousness). 

2. Claim 57 in View~ of Student Registration & Calabrese 

3 Tbis Court did receive defendants' Notice of Supplemental Autbority informing the C:OUlt ofihe status of the 
current Reexamination proceedings. This Court notes thai its conclusion is consistent with the recent July 11,2008 
Office Action rejecting claim 57 in view of Student Registrai ion and Moosem iller. 

-11-
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1 Defendants also argue that claim 57 is obvious in viev\! ofthe cornbination of Student 

Registration and "Advanced Function VRU Applications" by Thomas E. Calabrese dated 

3 
September 1989 (,'Calabrese"). Calabrese discloses a call processing system using a composite 

4 
VRU to interact with caners to assist customers in navigating through several insurance and 

5 

6 
related applications. Calabrese describes the desire to use automatic screen transfer, dialed 

7 number identification service (DNIS), automatic number identification (AN I), and other call 

x c processing technologies with voice response unit (VRlT) applications. An incoming call can be 

9 connected to a VRU executing multiple applications (Annuities Inquiry, Health Claim Status, 

Flexible Benefits Enrolhnent, Pension Account Status) or to an operator. VRU applications are 

11 
selected based on the telephone number dialed by the caller to access the system using DNIS. 

12 

13 
ANI is used to capture a caller's telephone number. The telephone number can be cross-

14 
referenced with a customer information database to determine the caller's identity and related 

15 information. This allows the system to avoid prompting the caller for account infixmation. If 

16 the calling number is not on file, the caller may be transferred to an operator for alternative 

17 processmg. 

18 
In response to this combination, plaintiff raises three arguments. First, plaintiff argues 

19 
that Student Registration does not disclose cues and cues suppression. Second, plaintitT argues 

20 

21 
that Calabrese does not qualify as prior art to claim 57. Third, the plaintiff also argues it is 

improper to combine elements from Student Registration and Calabrese. 

23 As discussed above, this COUli finds that Student Registration discloses both cues and cue 

24 suppression. Moving to plaintiff's second argument, this Court must detennine if Calabrese is 

25 prior art to claim 57. Calabrese is dated September, 1989. Plaintiff argues that Calabrese cannot 

26 
be considered prior art because the defendants have not laid a proper foundation for the 

27 
document or shown that it was actuany published on the date listed in the document. Moreover, 

28 
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although plaintiff stated that claim 57 of the' 120 patent had a priority date of October 23, 1989 

(P1.'s Second Supplemental Resp. to First Set of Common interrogs., dated March 31,20(8), 

plaintiff now argues that the proper effective filing date of claim 57 is May 16, 1988, the filing 

date of US Patent No. 4,845,739 ("the '739 patent"). If this is the correct date, Calabrese does 

not qualify as prior art 

At this point, the defendants have not laid a proper foundation fix Calabrese. Although 

the documents itself strongly suggests that it is authentic and was published in September 1989, 

plaintiff has presented a factual issue. Ifthis were the only issue that prevented the Court from 

ruling on claim 57 and the Student Registration/Calabrese combination, the Court would allmv 

defendants to cure this deficiency.4 However, as discussed belmv, the Court finds other factual 

issues for the jury to resolve. 

For claim 57 to be entitled to the priority date of the '739 patent, plaintiff must show that 

the '739 patent specification contains a written description of cue suppression.s Since there is no 

evidence that the United States Patent and Trademark Office has made any determination with 

regard to the priority date of claim 57, the plaintiff has the burden to come ionvard with evidence 

to show that it is entitled to the earlier May 16, 1988 date. PovverOasis v. Inc. T'1\1obile USA, 

Inc., 522 F.3d 1299,1305-1306 (Fed. CiL 2(08). Whether there is a sufficient written 

description is a question of fact. Falkner v. Inglis, 448 F.3d 1357, 1363 (Fed. CiL 20(6). 

Plaintiff argues that the descriptions of preregistration and prequalification in the '739 

patent describe cue suppression. (Brody at ~~ 201-212.) In both these embodiments, the 

specification shows that cailers can lise the system to enter data prior to qualification, 

" The Comt assumes that defendanls will be able to lay the proper foundation. Ifthe defendanls make an appropriate 
otTer of proof and plaintiff does not have a good fai th basis for challenging the reference, the parties should stipulate 
10 the aUlhenlicity and pUblication date of Calabrese prior to any trial. 

j Defendants' brief do not explain why they believe that claim 57 cannot claim priority from the '739 patent, but 
simply cite to declarations attached to their Joint § 112 Motion for Summary Judgment. Therefore, the Court 
assumes that defendants are once again arguing that the specification fails to contain a 'vvritten description of cue 
suppreSSlOn. 
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, .. persons wishing to paJiicipate in the auction sale would rnake preliminary 
arrangements involving utilization of the system to establish authorization data for 
qualified bidders in cells CI-Cn of the memory 98 (FIG. 4)." '739 patent at 
14 :46-49 . (describing auction embodiment). 

... it may be desirable to preliminary qualify and designate callers as explained 
above. Specifically, prior to participating in an actual game show, interested 
participants interface the system as depicted in FIG. 1, and in the course of an 
exchange as described above, the qualification unit 93 and the designation unit 96 
cooperate with the processing unit 92 to accomplish preliminary data on potential 
participants in cells of the memory 96." 

'739 patent at 16:43-50 (describing garne ernbodirnent). 

Plaintiff's expert states that a person of ordinary skill in the art vv'clUld understand that 

cues are provided to the callers to obtain this information. (Brody at'i 208.) He also says that 

these same cues are not provided in a subsequent call to actually participate in the auction or 

game. In sum, Dr. Brody states that a person of ordinary skill in the art would understand the 

specification to necessarily teach: 1) supplying cues for preregistration/prequalification in a first 

call, and 2) quali(ying callers and suppressing cues in a second later call. Based on plaintiffs 

expert declaration, this Court finds that a reasonable jury could believe that the '739 patent 

contains a description of cue suppression and that claim 57 is entitled to the May 16, 1988 

priority date. 

Accordingly, this Comi finds that there are factual issues for a jury to decide regarding 

the priority date of claim 57. This Court denies, in part, defendants' motion for summary 

judgment as related to claim 57 and the Student Registration/Calabrese combination. Finally, 

since this Court has already found claim 57 invalid in view ofthe Student 

Registration/Moosemiller combination, and found a factual issue with respect to the Student 

Registration/Calabrese combination, this Court does not need to detennine \vhether it is proper to 

combine elements from Student Registration and Calabrese. 

3. Claim 67 in View~ of Student Registration & Calabrese 
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Clairn 67 of the '120 patent is sirnilar to claim 57. Clairn 67 relates to a rnetbod for 

interfacing callers ,vith a call processing system that uses caller identification signals to avoid 

prompting callers with previously provided cues. Specifically, claim 67 recites: 

67. A process for interfacing, through a telephone-communication facility, (1) 
callers who are at a multitude of remote terminals for voice-digital 
cornrnunication \vith (2) a system for prompting the callers with caller cues, said 
process comprising the steps of: 

receiving identification signals at a receiving unit of the system, the identification 
signals indicating telephone numbers of the multitude of remote terminals, the 
identification signals being autornatically provided by the telepbone
communication facility; 

testing, to detennine whether to qualify the callers for voice-digital 
communication with the system, the identification signals that indicate the 
telephone numbers; 

utilizing, for qualified callers, the identification signals that indicate the telephone 
nurnbers to avoid prompting certain callers 'vvith a certain previollsly provided cue 
or cues; and 

providing to the qualified callers at least one other caller Clle. 

Again, relying on the Student Registration/Calabrese combination, defendants argue that 

claim 67 is also obvious. In response plaintiff raises three arguments. First, plaintiff again 

argues that Student Registration does not disclose cues and cue suppression. Second, plaintiff 

argues that Calabrese is not prior art to claim 67, Third, plaintiff argues that it is irnproper to 

combine elements from Student Registration and Calabrese. 

Plaintiff raised these arguments in the preceding section with respect to claim 57. For the 

reasons discussed above, this Comi finds that there are at least factual issues with respect to the 

priority date of claim 67. Therefore, this Court denies, in part, defendants' rnotion for summary 

judgment with respect to claim 67 and the Student Registration/Calabrese combination. 

-15-
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1 4. Claim 67 in View of Student Registration & SzIam 

Defendants also argue that claim 67 is obvious in view of the com hination of Student 

3 
Registration and U.S. Patent No. 4,797,911 entitled "Customer Account Online Servicing 

4 
System," issued on January 10, 1989 ("Szlam"). Szlam discloses a system for both outbound 

5 

6 
and inbound cailing to service a custorner's account. The system answers incoming calls, 

7 obtains the calling party's telephone number (ANI), retrieves from the mainframe the current 

x c customer account information corresponding to the calling party's telephone number, routes the 

9 call to the next available operator, and provides, at the operator's terminal, the current customer 

10 account infonnation retrieved fi·orn the mainfi·ame. 

11 
In response to the Student Registration/Szlam combination, plaintiff makes two 

12 

13 
arguments. First, plaintiff again argues that Student Registration does not disclose cues and cue 

14 
suppression. As discussed above, this Court rejects that argument and finds that Student 

15 Registration discloses both these limitations. Second, plaintiff argues that it is irnproper to 

16 combine elements from these two references. Since all the limitations of claim 67 are found in 

17 the Student Registration/Szlam combination, the issue of whether it is appropriate to combine 

18 
these references is dispositive. 

19 
Defendants make two arguments in favor of combining Student Registration and Szlam. 

20 

21 
First, they argue that "Szlam expressly suggests combining the system ,vith other call processing 

applications because of the advantage it has in relieving the operator from obtaining preliminary 

23 customer account information and providing for direct updating of customer account information 

24 online (i.e. over a telephone)." (Prieve DecL at '1121.j Second, defendants argue that the 

25 combination of Szlam and Student Registration would have yielded the "predictable result" of a 

26 
student registration application that would relieve students of entering account intormation by 

27 
automatically identifying a caller's number using ANI. (Prieve DecL at ~ 121.) 

28 
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In response, plaintiff argues that Student Registration and Szlarn relate to t\VO "disparate 

applications designed for very different situations"-- automated handing of student calls for 

course selection and call center technology for businesses, especially those with large customer 

accounts. As a result, the plaintiff concludes that there would be no motivation to combine these 

references. Moreover, plaintitTs expert argues that using ANI to identify the calling system 

"makes no sense in the context of students calling to register for college" because student 

telephone numbers change all the time and they often share telephones. 

This Court rejects defendants' first argument and does not find an express suggestion to 

combine. Although Szlarn discusses the advantage of autornatically using the caller's telephone 

number and obtaining preliminary account information for the operator, it does not suggest using 

this technique in any application other than the present invention.6 However, this Court does 

agree with defendants' second point, and finds that combining Szlam's caller number 

identification technique ';\lith Student Registration yields a predictable result. Although the 

Supreme Court acknowledged that "a patent composed of several elements is not proved obvious 

merely by demonstrating that each of its elements was, independently, known in the prior art" 

(KSR Int'!., 127 s.n. at 1741), it also stated that "[t]he combination of familiar elements 

according to known rnethods is likely to be obvious when it yields no more than predictable 

results." Id. at 1739. A person of ordinary skill in the art would understand that adding the 

ability to detect the caller's telephone number to Student Registration, would allow the system to 

automatically determine preliminary account information. (Prieve DecL at ~ 122.) Although 

plaintiff argues that there is no motivation to combine these references, its expert never suggests 

that the results are in anyway unpredictable. (Brody DecL at ~1'193-95Y 

6 Detendants cited to Szlam at 2:28-34 to show an express suggestion to combine. 

7 Brody confuses the issue by stating that he vvould not predict that combining the tvvo references would result in the 
claim. (Brody Decl. at ~ 93.) However, KSR asks a different question. If the specific featllIes from different 
references that correspond to a claim were combined. \vould the results be predictable? Here, the answer is yes. 
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1 Thus, according to K5'R, defendants' showing of predictability demonstrates that the 

claimed combination is "likely" to be obvious. See, /v/uniauction, Inc. v. 17lOtnSOn Corp., 2008 

3 
\VL 2717689 *5 (Fed. Cir. 2(08) (reversing jmy determination and finding claims invalid 

4 
because the improvement was a predictable use of prior art elements according to their 

5 

6 
established functions). This Court must still examine the remaining facts to detennine \vhether 

7 they confirm the "likely" outcome. Here, despite plaintiffs protestations to the contrary, the two 

x c references are very similar. They are both call processing systems that allow a caller to use a 

9 telephone to conduct transactions. Both systems include voice response units that prompt the 

iO callers by playing predefined messages over the telephone. In both systems, the caller responds 

11 
hy inputting information using a telephone. Both systems use that inf;:mnation to process 

12 

13 
transactions. The details of the prompts, requested information and transactions only differ 

14 
because of the application. Szlam relates to placing orders and checking on order status over the 

15 telephone. Student Registration relates to allowing students to register over the telephone. The 

16 references themselves also confirm their similarity. Szlam states that its invention relates to 

17 "customer account servicing systems and particularly provides a method and apparatus for 

18 
placing outgoing, routing incoming calls, and online servicing of customer accounts." (Szlam at 

19 
1 :5-10,) Student Registration also concerns processing incoming and online (i,e. telephone) 

20 

21 
servicing of customer accounts. 

With references that share these basic features, there can be no doubt that a person of 

23 ordinary skill in the art would understand to use features from one reference and combine them 

24 'vvith the otheL In this case, that kature is using a caller's telephone number to obtain basis 

25 account information and thereby avoid asking for that information from the caller again (i.e. cue 

26 
suppression). Thus, this Comi finds that evidence shows that a combination of features from 

27 
Student Registration and Szlam does render claim 67 obvious. 

28 
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1 Plaintiff's rernaining response is unpersuasive. Plaintiff points out that students 

frequently move and share telephones. Just because a combination may not enjoy success in the 

3 
market does not show that it is not obvious from a technical perspective. See, in re Farrenkonl 

4 
713 F 2d at 718. Plaintiff has presented no substantial reason to believe that a person of ordinary 

5 

6 
skill will be dissuaded frorn using AN I vvitb Student Registration. 

7 Accordingly, this Court grants, in part, defendants' motion for summary judgment. 

x c Specifically, this Court finds that claim 67 is obvious in view of a combination of Student 

9 Registration and Szlam.8 Again, this Court notes the existence of secondary factors, but finds 

10 that they cannot overcome two prior art references that: 1) indisputably discloses all the 

11 
limitations; 2) are in similar fields; and 3) whose comhination yields a predictable result. This is 

12 

13 
especially true here, where plaintiff has failed to provide a reasonable explanation why a person 

14 
of ordinary skill would not be motivated to combine Szlam's use of ANI (i.e. identification 

15 signals) 'vvith Student Registration, 

16 

17 B. IJ.S.Patent No. 5,684,863 ('"the '863 patenf~) 

18 
Defendants also move for summary judgment on claims 96 and 98 of the' 863 patent 

19 
arguing that these clairns are obvious. This Court's decision on defendants' Joint Motion fix 

20 

21 
Summary Judgment under § 112 fClUnd that these claims were invalid as indefinite under 35 

l.J.S.C § 112, ~T 2. As a result, this Court does not reach the issue of obviousness raised in this 

23 motion. 

24 

25 c. U.S. ])::atent No. 6~335,965 ("'the '965 patene~) 

26 

27 S This Court notes that this conclusion is also consistent with the recent July 11, 2008 Office Action (from the 
Reexamination Proceedings) rejecling claim 67 in view of Student Registration and Szlam. 

28 
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Defendants argue that claims 31,35,43,53,61 and 66 of the '965 patent are all invalid as 

obvious, A lthough the parties agree that the priority date of claim 31 is February 21, 1989, the 

parties disagree over the correct priority date for the remaining claims. Plaintiff argues that 

claims 35, 43,53,61 and 66 are entitled to the earlier February 24, 1987 filing date of 

Application No. 07/018,244. Defendants contend that the disputed claims are not entitled to that 

date because an intermediate application, now the U.S. Patent No. 4,845,739 ("the '739 paten!"), 

omitted support for the disputed claims. "In order for [a patent] to be entitled under 35 USC. § 

120 to the filing date of an earlier application in the chain of applications of which they are part, 

it rnust be shown that as to the inventions clairned there has been continuing disclosure through 

the chain of applications, without hiatus." Lemelson v. TRW~ Inc., 760 F.2d 1254, 1266-67 (Fed. 

Cif. 1985). If the intemlediate '739 patent does not contain a written description that would 

suppOli the disputed claims, like claim 31, claims 35, 43, 53, 61 and 66 would only be entitled to 

the February 21,1989 priority date. 

As discussed ahove, determining whether there is a sufficient written description is a 

question of fact, (Falkner, 448 F.3d at 1363) and the plaintiff has the burden to come forward 

with evidence to show that it is entitled to the earlier priority date. PoyverOasis, 522 F.3d at 

1305-1306. 

Defendants identify specific limitations related to visually displaying data that are 

supposedly omitted from the '739 patent specification. Specifically, claims 35, 43 and 53 

reqmre: 

displaying at said attended tenninal at least a portion of the other data associated 
with the caller ident(ftcation data (emphasis added). 

Claim 43 also recites: 

A method according to claim 34, wherein the data displayed includes caller 
telephone number data ... wherein the data displayed includes caller telephone 
number data (emphasis added). 
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Claim 54 also recites: 

A method according to claim 34, wherein said other data displayed includes 
caller name data (emphasis added). 

Claims 61 and 66 require: 

transferring a call frorn said individual caller to an attended terminal and 
displaying at least a portion of data stored in said file at said terminal under 
control of said responsive signals indicative of said custorner ident~/ication 

number wherein said attended temlinal has a capability for data to be entered to 
facilitate completion of the call from said individual caller (emphasis added). 

To show that the '739 patent specification suppOlis these claims, plaintiff makes three 

argmnents. First, the plaintiff relies on a sentence from the dramatic content fonnat portion of 

the specification. That sentence describes televising the "status of the analysis" that is being 

displayed by a terminal. The entire sentence recites: "In any of the various formats, the status of 

the analysis can be televised by selecting a camera focused on the interface terminal IT." '739 

patent at 20:40-44. By focusing on the introductory clause "[i]n any ofthe various formats," the 

plaintiff argues that this sentence ("the Bootstrapping Sentence") shows that the status of the 

analysis of any format described in the specification is displayed at the operator terminal. 

(Brody Dec!. at ~ 105.) Plaintiff goes on to point to the description of the mail order fonnat and 

its use of customer number data (td. at 11 :26-3) as well as various other formats, (Brody Decl. 

at ~11 06.) Plaintiff argues that together these passages show that the results of customer number 

data analysis are visually displayed. 

However, to properly interpret the Bootstrapping Sentence, it is helpful to view it in 

context. The dramatic program format describes a format where television viewers can call in 

and answer questions. '739 patent at 19: 17-20:44. Winners are randomly selected from the 

callers who successfully answer the questions. ld. at 20:25-33. The specification describes t\vo 

ways to calculate the results: 1) assessing whether caners' answers were correct and randomly 
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selecting the winners after the data is accmnulated, (id.); or 2) immediately assessing whether the 

callers correctly answered the questions and informing them of that result, but later randomly 

selecting the winners. Id. at 20:34-41. The Bootstrapping Sentence that plaintiffrehes upon 

follmvs both options and appears within the same paragraph as the second option. This factor 

suggests that the sentence is on ly describing the dramatic content fixmat. 

If that were the only factor, the Court might consider the issue a factual one for the jury. 

However, the content of the Bootstrapping Sentence conclusively disposes of the issue. First, the 

sentence discusses displaying information on television by focusing a camera. This description 

rnakes sense in the context of calling in ansvvers to a television show (i.e. the dramatic content 

format), but does not make sense in the context of customers placing orders over the telephone 

(e.g., the mail order format). Second, the Bootstrapping Sentence describes displaying the 

"status of the analysis" (e.g., ,vho won) not the details of the analysis as plaintiff suggests. 

Although the Bootstrapping Sentence begins with the phrase "[i]n any of the various formats," 

the context shows that it is only referring to the two dramatic content format options, not any 

format described in the specification.9 The Bootstrapping Sentence is stating that regardless of 

which of these two formats/options is used, the status of the analysis can be televised. 

Accordingly, this Court concludes that no reasonable jury would find that that the BootstTapping 

Sentence refers to other formats or that it somehmv shows that the '739 patent specification 

visually displays data from these other formats. 

In a second attempt to show that the '739 patent contains a written description of visually 

displaying customer number data, plaintiff points to the command terminal CT. Plaintiff argues 

that a person of ordinary skill in the art would understand that the command terminal CT is 

9 Tbis usage is not cotlsisient witb the definition provided in ihe February 21,2008 Court's Claim Consiruction 
Order. However, plaintiff has llsed the tenn to convey various inconsistent meanings in the specification and 
prosecution bistory. 
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involved in data-gathering and processing and that the data "may expressly" include caller data. 

(Brody Decl. at 1i 108.) Hmvever, "[i]t is 'not a question of whether one skilled in the art might 

be able to construct the patentee's device from the teachings of the disclosure .... Rather, it is a 

question 'Ivhether the application necessmily discloses that particular device. '" Hyatt v. Boone, 

146 F.3d 1348,1353 (Fed. Cir. 1(98) (quoting Jepson v. Coleman, 314 F.2d 533, 536 (CCPA 

19(3). By using the tenn "may expressly," plaintiffs expert declaration concedes that the 

specification does not necessarily disclose displaying customer data. Therefore, this Court 

r~j ects this argument. 

Finally, plaintiff argues that this Court's earlier decision in the ~Verizon case indicates that 

there is a written description for visually displaying a customer number. Verizon Cal.. Inc. v. 

Ronald A Katz Technology Licensing L.P., 326 F.Supp.2d 1060, 1098-1099 (CD. Cal. 2003). 

However, that decision merely states that the CRT display clearly corresponds to visually 

displaying. The question of whether there was wTitten support for visually displaying a custorner 

number was not addressed. 

Even dra"\ving inferences in favor ofplaintift~ this Court concludes that the '739 patent 

does not provide a written description of the disputed claims. Thus, this Court finds that there is 

no factual issue 'vvith respect to the priority dates of claims 35, 43, 53, 61 and 66 of the '965. The 

date is Fehmary 21, 1989. Given that date, there is also no dispute that the references that 

defendants identify qualify as prior art to the disputed claims ofthe '965 patent. Next, we 

determine whether those references render the claims obvious. 

L Claim 31 in view of Szlam and Yoshizawa 

Claim 31 recites a method that controls communications hetween callers and a 

communication facility. Claim 31 recites: 

31. A method for controlling voice or data or both types of communications for 
use with a communication facility including remote terminals for individual 
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caners, wherein said rernote tenninals include a digital input device for providing 
digital responsive signals, said method comprising the steps of: 

receiving caller number ident(fication signals indicative of at least a portion of a 
caller's numberfrom s'aid communicationfactlity; 

cuing select ones of said remote terminals to prompt selective actuation by an 
individual caller of said digital input device to provide responsive signals: 

s'elective(v identi./j;fng said responsive signals from said select ones of said remote 
terminals as digital data signals or digital control signals, wherein certain of said 
responsive signals can serve as digital data signals, digital control signals, or both, 
said responsive signals including signals indicative of a customer ident(fication 
number for the individual caller that may be utilized to access a file for said 
individual caller; testing at least a portion of said cllstomer identification number 
for approval: 

recording said caller number identification signals from said communication 
faci lity as additional data for said individual caller; 

transferring a call from said individual caller to an attended terminal and 
displaying at least a portion of data stored in said file to an operator at said 
attended tenninal under control of said responsive signals indicative of said 
customer identification number and displaying at least a portion of the customer 
identification number wherein the operator at said attended terminal is capable of 
entering data to facilitate completion of the call from said individual caller; and 

generating computer acknoyvledgement numbers to ident(fji the transaction for the 
system and individual callers' and providing said computer acknowledgement 
numbers to the individual callers (emphasis added). 

The steps that are in dispute are italicized. Defendants argue that Szlam (described 

earlier) discloses each of claim 31's limitations except providing acknowledgment numbers to 

individual callers. They say that this limitation is found in "Voice Response System fix 

Telephone Betting" by Y oshizmva dated June 1977 in Hitachi Reviev,,' ("Y oshizawa"). Thus, 

defendants conclude that claim 31 is obvious in vie"v of a combination of Szlam and Yoshiza"va. 

y oshiza\va discloses a telephone betting system using voice response. The system is 

designed to enable horse race fans to purchase parirnutuel tickets by using a push-button 

telephone. A subscriber calls the telephone betting center and inputs his account number, 

password number and the desired tickets. The voice response unit transmits these inputs to the 
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1 central processing unit through data cornrnunication lines. The system provides the customer 

with an acknowledgment number which Yoshizawa calls a registration number. (Yoshizawa at 

3 
'117 ) p. L- ,. 

4 
In response to defendants' argument, plaintiff raises three arguments. First, plaintiff 

5 

6 
argues that there is no motivation to combine Szlam and Yoshizavva. Second, plaintiff argues 

7 that neither reference discloses "caller number identification signals [AN I signals ].from said 

x c communication facility." Third, plaintiff argues that Szlam and Yoshiza\.va teach away from a 

9 system where ANI is used and the caller inputs account infonnation. 

a. Comhining Szlam and Yoshizawa 

11 
Defendants argue that a person of ordinary skill in the art would be motivated to combine 

12 

13 
Szlam and Y oshizawa because Y oshizawa contains an express suggestion to combine. 

14 
Specifically, Yoshizawa states that "the voice response unit can be applied to other fields using 

15 its special feature of outputting computer processing results in human voice." (Yoshizawa at p. 

16 220.) Yoshizawa goes on to list eleven possible applications including "order entry." In 

17 addition to relying on an express suggestion, defendants argue that Szlam and Y oshizawa are 

18 
substantially similar references and that it would have been obvious to use advantageous features 

19 
from each system together. Finally, defendants argue that a Szlam/Yoshizawa combination 

20 

21 
would yield predictable results, pertlJrming the same functions in combination that they did 

alone. 

23 In response, plaintiff makes numerous attempts to show that there is no motivation to 

24 combine Szlam and Y oshizawa. First, plaintiff points out that Szlam and Yoshizawa are very 

25 different systems and suggest that no one would be motivated to combine those references. 

26 
Plaintiff overstates the differences between Szlam and Y oshizawa. Even if that were not the 

27 

28 
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1 case, Yoshizawa explicitly states that its technology can be used with "order entry" applications 

like Szlam. This express suggestion clearly overcomes any differences that plaintiff identifies. 

3 
Second, plaintiff argues that Yoshizawa teaches away from using an operator (a 

4 
requirement of claim 31) because it describes a system that sells paramutuel tickets 

5 

6 
"autornaticaily by means of a voice response unit." However, plaintiff improperly equates this 

7 term ,vith the absence of operators. There is no basis fix that concluding that automatic voice 

x c response units teach away from using operators. Indeed, Szlam's voice response units pertorm 

9 some functions automatically while operators perform others. 

10 Third, plaintiff argues that Yoshizawa's suggestion to combine is lirnited to its voice 

11 
response units. Although the literal wording ofYoshizav,la could be interpreted that narrowly, 

12 

13 
"[a] person of ordinary skill is also a person of ordinary creativity, not an automaton." KSR 1m'l, 

14 
127 S.Ct. at 1742. Clearly, such a person would understand Yoshizawa's suggestion to extend to 

15 voice response unit technology and not just the voice response unit itself. There is simply no 

16 rational reason why Yoshizawa's suggestion does not extend to providing acknmvledgment 

17 numbers when its voice response unit provides that number. 

18 
FOUlih, plaintiff argues that there would have been no motivation to combine the 

19 
acknowledgernent (Of, as plaintiff refers to them, "registration") numbers from Y oshizawa 'vvith 

20 

21 
the operator services of Szlam, in part, hecause of the time pressures involved in Yoshizawa' s 

betting system. Plaintiff's expert also identifies other problems associated "\vith combining the 

23 specific implementations ofYoshizawa's betting system with Szlam's order entry system. These 

24 arguments are not helpful because they focus on the wrong issue. The question is not whether 

25 the specific implementations described in Szlam and Yoshizawa can be seamlessly integrated. 

26 
When dealing with different applications like betting and order ent1y, problems would 

27 
undoubtedly result from combining those implementations. Such facts do not tend to show that 

28 
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1 the rekrences should not be combined for the purposes of detennining vvhether a disputed clairn 

is obvious. 

3 
The correct question is whether a person of ordinary skill in the art would be motivated to 

4 
combine the specific elements from the references that would result in the claimed invention. 

5 

6 
Implernentation details that are not related to the claimed elernents are not relevant For 

7 example, a reference that teaches an improved turbine in a car engine may still apply to an 

x c airplane engine even though the body of the car would be unsuitable for Hying. Similarly, the 

9 "time pressure" that plaintiff identifies in Yoshizawa is a characteristic oHhe betting system 

iO described. That characteristic does not impact the analysis here because no element in claim 3 J 

11 
relates to betting. Thus, a person of ordinary skil I in the art would not be dissuaded from 

12 

13 
combining a feature from Yoshizawa (namely, the use of acknowledgment numbers) and Szlam 

14 
to form the combination of elements found in claim 31. Plaintiff also identities other problems 

15 associated with combining the specific implernentations disclosed in the prior art but fails to link 

16 the prohlems to elements found in claim 31. In sum, Yoshizawa provides an express suggestion 

17 to combine Yoshizawa's technology with order entry applications like Szlam, and any problems 

18 
associated 'Ivith combining specific implementations do not teach away from the claimed 

19 
combination, 

20 

21 
h. Receiving Caller Numbers Identification Signals 

Plaintiff also contends neither Szlam nor Yoshizawa disclose "receiving caller numbers 

23 identification signals ... from said communication facility" and "recording said caller number 

24 identification numher signals" as required by claim 31, In response, defendants point out that 

25 claim 45 of Szlam discloses a control means that "receives said calling party telephone number 

26 
from said ANI decoder means for said one of said trunks, [and] provides said calling paliy 

27 
telephone number to said data terminal of an available said operator temlinal and to said 

28 
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1 infonnation storage system." This clearly discloses the limitations that plaintiff argues are 

missing from the Szlam/Yoshizawa combination. 

3 
C. ANI amI Customer Keyed in Customer Number Together 

4 
Together the "receiving" and "selectively identifying" steps in claim 31 require a system 

5 

6 
1) in which there is ANI, and 2) the caller digitally keys in a customer number which is used to 

7 access a file. Szlam discloses both these elements as alternatives--- obtaining account 

x c infornlation by ANI or allowing the caller to input the information. (Szlam at 12:29-42; 13: 1-

9 25.) Plaintiff argues that by describing these features in the alternative, Szlam teaches away 

iO from using these elements together. 

11 
In response, defendants argue that claim 54 of Szlam demonstrates that callers input their 

12 

13 
account information when ANI is received. (Preive 2nd Decl. at,r 136.) However, defendants' 

14 
expert fails to mention that ANI is not received in claim 54 and the caller is prompted to provide 

15 the caning party telephone number. Therefore, clairn 54 does not show Szlam discloses ANI and 

16 caller keying in customer information in the same system 

17 Nonetheless, Szlam clearly discloses both receiving ANI signals and allowing callers to 

18 
input their account numbers, albeit in separate embodiments" Simply because these techniques 

19 
appear in different embodiments does not mean that Szlam teaches a'vvay from using them 

20 

21 
together in the same system and this Court rejects plaintiff's argument. Rather, Szlam 

demonstrates that both techniques are useful for obtaining infornlation over the telephone. 

23 \Vhether a person of ordinary skill in the art would use both techniques in one system simply 

24 depends on the nature of the problem. 

25 fl. Finding 

26 
Accordingly, this Court grants in part, defendants' motion for summary judgment. 

27 
Specifically, this Court finds that claim 31 is obvious in view of a combination of Szlam and 

28 
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Y oshiza'vva. Again, this Court notes the existence of secondary factors, but finds that they cannot 

overcome two prior art references that 1) indisputably discloses all the limitations; and 2) contain 

an express suggestion to combine. 

2. Claim 35 in view of Szlam and Yoshizawa 

Claim 35 is dependent on independent claim 34. Together claims 34 and 35 recite: 

34. A method for controlling voice-data communications with a system operating 
a format for use ,vith a communication facility including remote temlinals for use 
by certain individual callers, wherein said remote terminals include a digital input 
device for providing digital responsive signals, said method comprising the steps 
of: 

interfacing said certain individual callers with an interface unit of said system 
operating the format; 

prompting said individual callers via a voice generator to provide responsive 
signals representative of identitlcation data via said digital input device of said 
remote terminals; 

receiving from said individual callers responsive signals representative of caller 
identification data; 

comparing said caller identification data received against a file on said individual 
caners to determine if said caller identification data received is already of record; 

utilizing said caller identification data received to access the file to locate other 
data associated with said caller identification data; 

transferring at least certain of said individual callers to an attended terminal; 

displaying at said attended terminal at least a portion ofthe other data associated 
,;vith the caller identification data; and 

providing computer generated acknoyvledgement numbers to said individual 
callers to 
fdentifj' transactions to the individual callers and the :,ystern. 

35. A method according to claim 34, wherein said caller identification data 
provided hy said individual caller includes customer number data. 
(emphasis added) 

-29-



1 

3 

4 

5 

6 

7 

x c 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

23 

24 

25 

26 

27 

28 

Document 2547 Filed 08104/2008 Page 30 of 47 

Defendants argue that Szlarn discloses an the lirnitations except providing an 

acknowledgment number. Again, they say that this limitation is found in Yoshizawa. Thus, 

defendants conclude that claim 35 is also obvious in view Szlam and Yoshizawa. 

In response, the plaintiff advances the same arguments against combining these 

references that it did ,;vith respect to claim 310 This Court has already rejected that analysis. As 

a result, this Court grants in part, defendants' motion for summary judgment. Speciflcally, this 

Court finds that claim 35 is obvious in view of a combination of Szlam and Yoshizawa. 

3. Claim 43 in view of Szlam and Y oshizawa 

Like claim 35, claim 43 is dependent on independent claim 34. Claim 43 recites: 

43. A method according to claim 34, wherein the data displayed includes caller 
telephone number data. 

Defendants argue that claim 43 of the '965 patent is also obvious in view Szlam and 

Yoshizmva. In response, the plaintiff advances the same arguments against combining these 

references that it did with respect to claim 31. This Court has already rejected that analysis. As 

a result, this Court grants in part, defendants' motion for sumrnary judgment. Specifically, this 

Court finds that claim 43 is obvious in view of a combination of Szlam and Yoshizawa. 

4. Claim 53 

Claim 53 is dependent on claim 51 which is dependent on independent claim 34. The 

text of claim 34 is fi:Hmd in subsection (2). Clairns 51 and 53 recite: 

51. A method according to claim 34, wherein said other data displayed includes 
caller name data. 

53. A method according to claim 51 wherein additional data relating to the call is 
order data. 

a. In view of Szlam and Yoshizawa 

Defendants argue that claim 53 of the '965 patent is also obvious in view Szlam and 

Yoshizawa. In response, the plaintiff advances the same arguments against combining these 

-30-



Document 2547 Filed 08104/2008 Page 31 of 47 

1 references that it did with respect to clairn 31. This Court has already rejected that analysis. As 

a result, this Court grants in part, defendants' motion for summary judgment. Specifically, this 

3 
Court finds that claim 53 is obvious in view of a combination of Szlam and Yoshizawa. 

4 
h. In view of Barger and Yoshizawa 

5 

6 
Defendants also argue that claim 53 of the '965 patent is obvious in vie'vv U.S. Patent No. 

7 4,071,698 entitled "Telephone System for Audio Demonstration and Marketing of Goods and 

x c Services"issued on January 31, 1978 ("Barger") and Y oshizawa. Barger discloses a system for 

9 marketing merchandise or services capable of being demonstrated by telephone. For example, a 

lO customer might 'vvant to hear a portion of a recording before purchasing the same. The Barger 

11 
system enables the customer to request that a demonstration of the desired recording be played 

l2 

13 
over the telephone. Afterwards, ifthe customer decides to purchase the recording, the customer 

l4 
can do so during the same telephone call. 

15 In one embodiment, the customer is autornaticaily connected to an operator, who elicits 

l6 the customer's name, address, and account numher, along ,vith any desired demonstrations. If 

17 the customer desires a demonstration, the operator enters a demonstration call number into the 

l8 
data processing system, and causes the demonstration to be played. Once the demonstration has 

19 
been played, the data processor returns the custorner to an operator. The operator's display 

20 

21 
shows the data associated with the call, including historical data and credit verification data. The 

operator can enter an order desired by the customer into the data processor. The order entry, 

23 which includes the customer's name, address and account data or credit card data, is made 

24 through the operator's terminal to the data processor, which in tum, causes the order to he 

25 transferred to a magnetic storage means for processing. Before the order is accepted, the 

26 
operator may request credit verification through the data processor or other device using the 

27 
customer's credit card or account number. 

28 
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In another embodiment of the systern, the customer and data processor interact directly, 

with the customer entering all required information through his touch-tone telephone, and the 

data processor communicating with the customer through prerecorded messages. To enter this 

mode of communication, the cllstomer can either request that the operator connect him directly 

to the data processor, or can call a distinct telephone number that connects the caller to the data 

processor. 

Plaintiff does not dispute that the combination of Barger and Yoshizawa discloses all 

claim 53 's limitations. lO Instead, plaintiff argues that there is no motivation to combine these 

references. Both parties repeat essentially the same arguments they advanced for and against 

combining the Szlam and Yoshizawa. 

Defendants rely on the fact that Y oshizawa expressly suggests using its voice response 

unit technology in other applications including order entry (Y oshizawa at p. 220) and that Barger 

is such an application. Moreover, defendants argue that the cornbination of features yields 

predictable results. 

In response, plaintiff makes numerous attempts to show that there is no motivation to 

combine Barger and Yoshizawa. First, plaintiff argues that Barger and Y oshizawa are very 

different applications. Specifically, plaintiff focuses on the different time pressure involved in a 

hetting system and a system that allows callers listen and purchase music. Second, plaintiff 

again points out that Yoshizawa does not use operators while Barger does not. Third, plaintiff 

again argues that the express suggestion found in Y oshiza\va is limited to the voice response unit 

itself. FOUlih, plaintiff argues that there is no reason to use the acknO'vvledgrnent nurnbers fi·orn 

[0 Although the title of Section HLc:.4 of plaintiffs opposition appears to argue that acknowledgment numbers are 
not disclosed, the body of that section shows that plaintiff is simply arguing that Yoshizawa, which discloses 
acknowledgment numbers, should not be combined wiih Barger, 
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1 Y oshiza'vva because Barger does not disclose cancelling orders and even if it allowed for 

cancelling that could be done through operators. 

3 
Again, in view of Y oshiza\.va' s express suggestion to combine, this Court rejects each of 

4 
plaintiff s arguments. First, plaintiff overstates the differences in the applications. Even if that 

5 

6 
were not the case, the express suggestion to cornbine Yoshizawa's technology with order entry 

7 applications would clearly motivate a person of ordinary skill in the art to combine an order entry 

x c system like Barger with Y oshizawa. Second, as discussed earlier, the absence of operators in 

9 Y oshizawa does not imply that operators should not be used with automated voice response 

10 units. Third, this Court has previously fi:.Hmd that Yoshizawa's suggestion is not lirnited to just 

11 
its voice response units, but extends to its voice response unit technology generally. Fourth, 

12 

13 
plaintiff once again improperly focuses on problems with combining the specific 

14 
implementations disclosed in the references. Since cancelling orders is not a problem linked to 

15 claim 53, this argurnent does not teach a\.vay from the Barger/)" oshizavva cornbination. 

16 In sum, Yoshizawa provides an express suggestion to combine Yoshizawa's voice 

17 response unit technology \.vith order entry applications like Barger. The problems that plaintiff 

18 
identify fail to overcome that suggestion. Again, the existence of modest secondary factors of 

19 
non-obviousness cannot overcome the strength of the Barger/Yoshiza\.va combination. Thus, this 

20 

21 
Court grants, in part, defendants' motion for summary judgment and finds that claim 53 is 

obvious in view of the combination of Barger and Yoshiza\.va. 

23 5. Claim 61 in view of Szlam and Yoshizawa 

24 Claim 61 of the '965 patent relates to a method for controlling communications between 

25 remote terminals and a communication facility. Many ofthe steps recited in claim 61 correspond 

26 
to steps also found in claim 35. Claim 61 also contains "processing" and "confirming" steps that 

27 
were not addressed earlier. Specifically, claim 61 recites: 

28 
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61. A method for controlling voice-data communications for use with a 
communication facility including remote terminals for individual callers, wherein 
said remote terminals include a digital input device for providing digital 
responsive signals, said method comprising the steps of: 

cuing select ones of said remote terminals via a voice generator to prompt 
selective actuation by callers of said digital input device to provide responsive 
signals; 

recelvmg said responsive signals including signals indicative of a customer 
identification number for an individual caller that may be utilized to access a file 
for said individual caller or receiving said responsive signals including signals 
indicative of other data; 

testing at least a portion of said customer identification number for approval; 

processing the other data for the individual caller utilizing multiple comparative 
operations; 

cOi?ftrming with said individual caller, via the voice generator, certain of said 
data stored in said filefiH said individual caller; and 

transfening a call from said individual caller to an attended terminal and 
displaying at least a portion of data stored in said file at said attended terminal 
under control of said responsive signals indicative of said customer identification 
number wherein said attended terminal has a capability for data to be entered to 
facilitate completion of the call from said individual caller (emphasis added). 

Defendants argue claim 61 is also ohvious in view of a combination of Szlam and 

Yoshizawa. In response, the plaintiff does not identi(y any limitations from claim 61 that Szlam 

and Y oshizawa fail to disclose, Instead, plaintiff argues that there is no motivation to combine 

those specific elements in Y oshizawa that correspond to the "processing" and "confirrning" steps 

,vith Szlam's order entry system. 

In Yoshizawa, betting data for a particular race is entered using a specific sequence of 

numbers. (Yoshizawa at p, 217.) For example, when prompted to enter a bet, Yoshiza\va 

requires the caller to enter a nine digit number that contains four fields representing the race 

number, the type of bet (e.g. win, place etc.), horse number and number oftickets. To process 

the data, Y oshizawa must utilize multiple comparative operations thereby satisfYing claim 61' s 

-34-



Document 2547 Filed 08104/2008 Page 35 of 47 

1 "comparing" step. Plaintiff argues that there is no rnotivation to use the sequence of numbers in 

a customer service system like Szlam because such a system would he "battling."j j 

3 
Y oshizawa also discloses that bets are confirmed by providing a registration number to 

4 
the caner. (Y oshizawa at p. 217.) According to defendants, this limitation satisfies claim 61' s 

5 

6 
"confirming" step. Plaintiff argues that there is no motivation to comhine this feature ';\lith 

7 Szlam because of the special context of Yoshizawa that includes time constraints, seasoned 

x c bettors and a coding system to enter bets. Thus, Yoshizawa was "designed to carefully read back 

9 the stored information about the bet identified by the number keyed in, before the bettor cancels 

10 it. (Brody DecL at '1120.) Since Szlarn has operators, plaintiff argues the Yoshizawa's playback 

11 
system was not needed. 

12 

13 
Once again, plaintiff incorrectly focuses on the difficulties of combining the specific 

14 
implementations disclosed in the references. Plaintiff focuses on the problems and needs of a 

15 betting system. Ho\vever, plaintiff fails to link these problems 'vvith cornbining the steps of: 1) 

16 "processing" data using "multiple comparative steps;" or 2) or "confirming" that data is stored 

17 for a caner, with other limitations found in claim 61. Thus, even if the plaintiff has accurately 

18 
described these technical difficulties, they are not relevant to the present issue. Moreover, the 

19 
specific problerns plaintiff identified rnake little sense. There is no rational basis for concluding 

20 

21 
that entering codes is incompatible with an order entry system. Indeed, Yoshizawa is simply a 

specialized order entry system. Similarly, there is no rational basis for suggesting that providing 

23 transaction confirmations is incompatible with systems that have operators like Szlam. 

24 Accordingly, this Court grants in part, dekndants' motion fix summary judgrnent. 

25 Specifically, this Court finds that claim 61 is ohvious in view of a combination of Szlam and 

26 
Y oshizawa. In making this decision, the Court again notes that the plaintiff has argued that 

27 

28 11 Plaintiff refers to this sequence as the "coded betting information." 
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secondary factors sho\v ali its claims were non-obvious. Again, the existence of modest 

secondary factors of non-obviousness cannot overcome the strength ofthe Szlam/Yoshizawa 

combination that 1) discloses all the limitations; and 2) includes an express suggestion to 

combine the references. 

6. Claim 66 in view of S:llam and Yoshizawa 

Claim 66 is dependent on independent claim 61. Claim 66 recites: 

66. A method according to claim 61 wherein at least part ofthe data stored in the 
file is caller address data. 

Defendants argue that claim 66 is obvious in view of a comhination of Szlam and 

y oshizawa. Szlam discloses the additional limitation found in claim 66 -- requiring that caller 

address data is stored. Plaintiff's relies on the same validity arguments 'Ivith respect to claim 66 

as it did for claim 61. This Court has already rejected that analysis. As a result, this Court 

grants, in part, defendants' motion for summary judgment. Specifically, this Court finds that 

claim 66 is obvious in view of a combination of Szlam and Yoshizawa. 

D. V.S. Patent No. 6,678,360 ("the "360 patent") 

Defendants also move for summary judgment on claims 14, 18 and 36 of the' 360 patent 

arguing that these claims are obvious. This Court's decision on defendants' Joint Motion for 

Smnrnary Judgrnent Under § 112 found that these claims were invalid under 35 U.S.c. § 112'; 1 

for failing to provide a written description. As a result this Court does not reach the issue of 

ohviousness raised in this motion. 

26 E. U.S. Patent No. 6A34,223 ("the '223 patent~') 

27 

28 

-36-



1 

3 

4 

5 

6 

7 

x c 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

23 

24 

25 

26 

27 

28 

Document 2547 Filed 08104/2008 Page 37 of 47 

Clairn 5 relates to call processing systern. Sorne ofthe key features include a means for 

receiving calls from different calling modes (e.g. toll free, caller charge or area code mode). The 

system can cue callers and receive signals from the callers. Specifically, Claim 5 recites: 

5. A telephone call processing system for receiving calls through a telephone 
communication facility from a multitude of tenninals for processing in a select 
interface format w'herein callers are cued by synthesized voice signals supplied to 
said multitude of terminals and respond with digital signals, as by actuating push 
buttons at said multitude of terminals, said telephone call processing system 
compnsmg: 

means for selectively receiving calls ii"om said rnultitude of terminals to establish 
telephone communication with a select subset of callers, said means for 
selectively receiving calls comprising means for receiving calls in a plurality of 
can modes including a toll free calling rnode and a caller cbarge calling Tnode or 
an area code mode; 

means for providing identification signals entered by said caners of said select 
subset; 

means for individuany cueing said callers of said select subset to prompt digital 
signals, wherein at least certain of the cues and their responsive digital signals are 
a part of common processing operations for the plurality of call modes to isolate a 
sub-subset of said callers; and 

means for storing identification signals for said callers of said sub-subset. 

Defendants argue that claim 5 of the '223 patent is obvious in view of ' 'ISDN 

Opportunities ior Large Business - 800 Service Customers" by i\. Friedes published in June, 

1986 in IEEE - International Conference on Communications '86 ("Friedes") and U.S. Patent 

No. 4,969,183 entitled "Telephone Lotto Number System and Service" issued on Novernber 6, 

1990 and flied on August 28, 1989 ("Reese"). Plaintiff does not dispute that Friedes is prior art, 

but argues that Reese does not qualify as prior art because Mr. Katz conceived of the invention 

found in claim 5 prior to March, 1989 and actually reduced it to practice by rvlarch, 1989, several 

rnonths prior to Reese's August 28, 1989 filing date. 

In order to establish an actual reduction to practice, plaintiff must establish three things: 

(1) construction of an embodiment that meet all the limitations of claim 5; (2) that the invention 
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would yvork for its intended purpose, and (3) the existence of sufficient evidence to corroborate 

inventor testimony regarding these events. See, Medichem, S.A. v. Ro/abo, SL, 437 F.3d 1157, 

1 169 (Fed. CiL 2006). Plaintiff offers 1) the declaration ofthe inventor, Ronald Katz, 2) a 

lVlarch 17, 1989 letter proposing that radio station KABC in Los Angeles hold a "Singapore 

Fling" contest on March 27, 1989, and 3) an undated slide shmv that supposedly showed how the 

campaign actually operated. 12 The letter describes the Singapore Fling promotion as a telephone 

based contest that allowed callers to dial a 900 number (toll based). Alternatively, listeners 

could send a stamped self·addressed envelope to the contest sponsors, who would then mail the 

listener a free 800 number and PIN that could be used for a single fh;.~e entry. Me Katz's 

declaration provides a claim chart showing how the system implementing the Singapore Fling 

contest satisfied claim 5 of the '223 patent. 

Defendants argue that plaintiff's evidence fails to corroborate the March, 1989 date as a 

matter of layv because it does not disclose every lirnitation found in ciairn 5. Specifically, 

defendants argue that plaintiffs evidence fails to show that the structural components of claim 

5's means plus function limitations were present. Although the documentary evidence does not 

show any structure, MI. Katz's declaration discusses various structures, including audio response 

units that Me Katz recalls were used to operate the Singapore Fling campaign. "Sufficiency of 

corroboration is determined hy using a "rule of reason" analysis, under which all pertinent 

evidence is examined when determining the credibility of an inventor's testimony." /vledichem, 

437 F3d at 1170 citing to Price v. Symsek, 988 F.2d 1187, 1195 (Fed. CiI. 1993). "\Vhether or 

not colToboration exists is a question offacL" lvfedichem, 437 [,3d at 1171. In view of 

plaintiffs documentary evidence, this Court cannot find insufficient cOlToboration as a matter of 

[2 Plaintiff also offered a number of other documents in atiempt to further corroborate the March, i 989 reduction 10 
practice. (Katz Dec!., Exhibits 3-7.) Hovvever, those docmnents are dated substantially later and do not provide any 
rel iable corroborationo 
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layv. Therefore, this Court denies, in part, defendants' Tnotion for summary judgrnent \vith 

respect to the validity of claim 5 of the '223 patent because, at a minimum, the jury needs to 

determine the priority date. This Court does not reach the issue of whether claim 5 would be 

invalid if Reese were prior art. 

F. U.S. Patent No. 5,561,707 ("the "707 patent") 

Claim 69 of the '707 patent relates to method of controlling a telephone communication 

system by llsing products that carry participation numbers. The participation numbers specify 

limits on use to entitle individual callers to access operations of the communications system. 

Specifically, claim 69 recites: 

69. i\ process for controlling operations of an interface with a telephone 
communication system, said process including the steps of: 

providing products canying participation numbers jpec~t3'ing limits on use to 
entitle individual callers to access said operations t?f the imeJj'ace with said 
telephone communication s}'stem; 

coupling remote tenninals to said interface fix providing voice signals to said 
individual callers and generating said voice signals for actuating said remote 
tenninals as to provide vocal operating instructions to specific ones of said 
individual callers; 

receiving digital identification data frorn said individual caners responsive to said 
voice signals including said participation numbers for said individual callers and 
answer data provided from said remote tenninals under control of said individual 
callers; 

qualifying said individual callers by testing to determine £fsaid individual callers 
are entitled to access said operations of the intel.iace based on said limits on use 
spec{fied by said participation numbers few said individual callers and 
accordingly providing approval signals for qualified individual callers; 

accessing a memory ,vith said participation numhers for said individual callers 
and storing data relating to calls from said individual caners; and 

processing at least certain of said answer data responsive to said approval signals 
(emphasis added). 
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1 Defendants argue that claim 69 of the '707 patent is anticipated by U's, Patent No, 

3,792,446 entitled "Remote Postage J'vleter Resetting Method," issued on February 12, 1974 

3 
("McFiggins") and/or obvious in view of the combination of McFiggins and U.S. Patent No. 

4 
4,447,890 entitled "Remote Postage Iv1eter Systems Having Variable User Authorization Code" 

5 

6 
issued on May 8, 1984 ("Duwe!"). The plaintiff does not dispute that these references qualify as 

7 prior art. 

x c L Claim 69 in view of McHggins 

9 Defendants argue that claim 69 is invalid because it is anticipated by McFiggins. 

McFiggins discloses a rnethod for recharging a remote postage meter. A caller who w'ishes to 

11 
recharge his postage meter calls a data center by telephone. The data center utilizes a computer 

l2 

13 
and a voice response unit to provide instructions to the caller. In response to these instructions, 

l4 
the caller inputs numeric information such as an account number and a meter number. After 

15 validating the caller's inf()tmation, the data center computer asks the caller to provide additional 

l6 information from the meter to perform various other checks. If all the checks pass, the system 

17 provides the caller with a combination. The caller can recharge his postage meter by entering the 

l8 
combination into the postage meter. Each postage meter contains a fixed number of reset 

19 
combinations, for example, 500. Once the reset combinations in the postage meter have been 

20 

21 
exhausted (e.g., after 500 calls), the caller must seek human assistance to secure more 

combinations for his meter. 

23 a. "'products carrying participation numbers" 

24 Plaintiff argues that McFiggins fails to disclose several lirnitations. First, plaintiff argues 

25 that McFiggins does not disclose "products carrying participation numbers" because there is no 

26 
indication in McFiggin 's that the meter number is actually found on the postage meter. 

27 
Plaintiff's expeli suggests that it may be in the packaging or the documentation. (Brody Decl. at 

28 
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,r 169.) Defendants respond by attaching a Pitney Bose postage meter manual that supposedly 

corresponds to the McFiggins patent. The manual shows that the meter number is engraved on 

the meter. Thus, the defendants conclude that "the postage meter of McFiggins would 

necessmily 'carry' its meter number." (Prieve 2d. Decl. at ~ 168.) The defendants are relying on 

the McFiggins patent, not the Pitney Bose product manual as prior mi. At most, defendants' 

evidence shows that the meter number was carried on the meter in the commercial embodiment, 

not that it was necessary. 

b. ··specifying limits on use to entitle individual caners to access said 
ollerations of the interface~~ 

Plaintiff also argues that McFiggins fails to disclose numbers "specifYing limits on use to 

entitle indi vid ual callers to access said operations of the interface" and "qualifying said 

individual callers ... based on said limits 0 , •• " Plaintiff does not dispute the fact that McFiggins 

uses meter numbers to limit a caller's ability to obtain comhinations to recharge the meter. 

Instead, plaintiff points out that the recharging limit was an "unintended artifact of limited 

rnemory and computing pO'vver in the rneter, not an intent to lirnit access to the telephonic 

system." (P1. Opp. at 40.) Plaintiff goes on to argue that McFiggins actually taught away lImn 

using limits as technology improved. Even iftrue, plaintiff's arguments do not change the fact 

that McFiggins discloses the disputed limitation. Specifically, McFiggins discloses a 

participation nurnber (the meter number) that specifies a limit (500) on a caller's ability to access 

an operation (obtaining recharging combinations) from a data center. 

c. ·'individual caUers'~ 

Plaintiff also focuses on the tenTI, "individual callers," in claim 69. Plaintiff argues that 

McFiggins does not disclose limitations that relate to individual callers because McFiggins 

protects the integrity of the "postage meter itself: [it] has nothing to do with limiting the use of 

the telephonic system by an individual caller." (PI. Op1'. at 41.) This argument is incorrect 
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because in McFiggins, an individual caller, not a postage meter, calls the data center. As a result, 

the system tests the meter number to determine whether or not to provide the individual caller 

with a combination to recharge the caller's meter. 

d. ··processing at least certain of said answer data responsive to said 
apllfoval signals~' 

Finally, plaintiff argues that McFiggins does not disclose "processing at least certain of 

said answer data responsive to said approval signals." Defendants argue that the "processing" 

step is satisfied vvhen the caller enters ascending and descending register values from the postage 

meter (highlighted in the 3Jd column in Figure 2 below). The data center compares these values 

to totals stored in memory as part of a check (McFiggins at 6:32-36.) However, plaintiff notes 

that claim 69 requires that processing step most occur in response to the approval signals and 

that defendants have identified the combination provided to the caller to recbarge the postage 

meter as the required approval signals. (Prieve Dec!. at ~1917 (highlighted in furthest right 

column in Figure 2 below).) As shmvn in Figure 2, the data center provides the combination 

(approval signals) after it processes the ascending and descending register values entered by the 

caller (processing step). The steps defendants have identified occur in the vv'[ong order because 

the comparison step must occur after (i.e. in response) to the approval signals. Therefore, 

defendants have failed to show that McFiggins discloses the last step of claim 69. 
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x c 
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10 

11 

12 

13 

14 e. Ruling 

15 
To show anticipation, every limitation must either be expressly or inherently described in 

16 
a single ref(~rence. Verdegaal Bros. 814 F o2d at 631. Since M cFiggins does not disc lose 

17 

18 
"products carrying participation numhers" and "processing at least certain of said answer data 

19 responsive to said approval signals," this Court denies defendants' motion summary judgment, in 

20 part, and does not find that McFiggins anticipates claim 69. 

21 2. Claim 69 in view of McFiggins and Duwel 

Defendants also argue that claim 69 is obvious in view of a combination of}.t!cFiggins 

23 
and Duwel. Like McFiggins, Duwel discloses a method for a user of a postage meter to call a 

24 

25 
remote data center and receive a code for recharging the postage meter. When a user seeks to 

26 recharge the postage meter, the user enters a reset arnount into the rneteL The postage meter 

27 generates a unique authorization code based upon both the number of times the meter has been 

28 reset and the amount of postage requested (the reset amount). The user uses the authorization 
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code to access the data center over the teiephone. The data center generates a combination and 

provides it to the user. The user then inputs that combination into the postage meter to recharge 

it. 

Since defendants rely on the combination of McFiggins and Duwe1, rather than Duwel 

alone, this Court only needs to detennine if the lirnitations missing fi·om McFiggins are found in 

Duwel and whether there is a motivation to combine the two references. 

a. ··products carrying participation numbers" 

Plaintiff argues that Dmvel does not disclose "products carrying participation numbers." 

The postage rneter in Duwel generates a unique authorization code every time the user seeks to 

recharge it. The user uses that code to access the remote data center. Defendants argue that this 

authorization code corresponds to the claimed "participation number." (Prieve Dec!. ~i 892.) 

Plaintiff points out that the authorization codes do not exist until the user inputs information 

requesting the code. Moreover, the code is not a fixed numbeL Rather, the value of the code 

depends, in part, on the reset amount that the user requests. Therefore, plaintiff argues that the 

postage meter does not "carry" the code within the meaning of claim 69. A reasonable jury may 

conclude that products that generate a series of unique codes do not satisfy a limitation that 

requires products that carry participation numbers. Therefore, this Court cannot rule that Duwel 

discloses "products carrying participation numbers."n As a result this Court does not find that 

either McFiggins or Duwel discloses products carrying participation numbers. That does not 

mean that this Court finds this limitation non-obvious. Indeed, this feature may be obvious even 

though the identified prior art does not disclose this limitation. HO'vvever, the current motion 

only argues that this limitation is present as a matter of law in the two references. This Court 

rejects that position. 

l:! Moreover, the Court has not yet construed the tenTI "cany" and the current briefs do noi request a construction, lei 
alone otfer a construction thai would allmv ihe Court to dispose of this issue on summary judgment. 
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b. "processing at least certain of said answer data responsive to said 
approval signals~' 

Defendants do not argue that Dmvel discloses "processing at least certain of said answer 

data responsive to said approval signals.,,14 Since this Court has previously found that 

defendants have failed to show that :t\.t!cFiggins discloses this step, the defendants have also failed 

to show that the combination of McFiggins and Duwel disclose this step. 

c. Ruling 

Since defendants have failed to sbmv that either McFiggins or Om·vel disclose "products 

carrying participation numbers" and "processing at least certain of said answer data responsive to 

said approval signals," this Court does not need to reach the question of whether there is 

motivation to combine these hvo references. The Court denies defendants' motion summary 

judgrnent, in part, and does not find that claim 69 is obvious in vie\v ofthe cornbination of 

McFiggins or Ouwel. 

3. Claims 85 an 92 of the '707 I)atent 

Claims 85 and 92 oftbe '707 patent are both dependent on claim 69. Oef(~ndants argue 

that these claims are also invalid in view ofMcFiggins alone, or the McFiggins/Dmvel 

combination. Since this Court has found that defendants have failed to shmv that the 

lV1cFiggins/Duwel combination discloses all the limitations of claim 69, this Comi also denies 

defendants' motion for surnmary judgment with respect to claims 85 and 92. 

v. SUMMARY 

In summary, this Court makes the following rulings: 

A. Claim 57 and 67 of the '120 patent 

14 In revievving defendants' expert declaration, defendants only discuss how McFiggins supposedly discloses the last 
siep of claim 69. (Prieve Dec], n 935·938.) 
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1 1. This Court grants, in part, defendants' motion for surnmary judgment with respect 

to claim 57 and the Student Registration/Moosemiller combination. Specifically, 

3 
this Court finds claim 57 of the '120 patent is invalid as obvious in view of the 

4 
combination of Student Registration and Moosemiller. 

5 

6 
This Court denies, in part, defendants' motion for sumrnary judgment as related to 

7 claim 57 and the Student Registration/Calabrese combination hecause there are 

x c factual issues related to the priority date. 

9 3. This Court denies, in pmi, defendants' motion for summary judgment as related to 

10 claim 67 and the Student Registration/Calabrese combination because there are 

11 
factual issues related to the priority date. 

12 

13 
4. This Court grants, in part, defendants' motion for summary judgment with respect 

14 
to claim 67 and the Student Registration/Szlam combination. Specifically, this 

15 Court finds claim 67 oHhe '120 patent is invalid as obvious in view of the 

16 combination of Student Registration/Szlam. 

17 B. Claims 96 and 98 of the "863 patent 

18 
This Court denies, in part, defendants' motion for summary judgment as related to claims 

19 
96 and 98 oHhe '863 patent because the request is moot in view ofthis Court's previous ruling 

20 

21 
invalidating these claims under 35 U .S.C. § 112. 

')') C. Claim.s 31, 35, 43, 53, 61 and 66 of the "965 patent 
kk· 

23 1-4. This Court grants, in part, defendants' motion for summary judgment with respect 

24 to claims 31, 35, 43 and 53, and the Szlam/Yoshiza'vva combination. Specifically, 

25 this Court finds claims 31,35,43 and 53 of the '965 patent are invalid as ohvious 

26 
in view of the combination of Szlam and Yoshizawa. This Court also finds claim 

27 
53 is obvious in view of the combination of Barger and Yoshizawa. 

28 
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1 5-6. This Court grants, in part, defendants' motion for surnmary judgment and finds 

that claims 61 and 66 are obvious in view of a combination of Szlam and 

3 
Yoshizawa. 

4 
D. Claims 14, 18 and 36 of the '360 patent 

5 

6 
This Court denies, in part, defendants' motion for summary judgment as related to claims 

7 14, 18 and 36 ofthe '360 patent hecause the request is moot in view of this Court's previous 

x c ruling invalidating these claims under 35 1T.S.C. § 112. 

9 E Claim 5 of the ~223 ]>atent 

iO 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

23 

24 

25 

26 

27 

28 

This Court denies, in part, defendants' motion for surnmary judgment as related to clairn 

5 and the Friedes/Reese combination because there are factual issues related to the priority date. 

If. Claims 69, 85 and 92 of the '707 I>atent 

This Court denies, in part, defendants' motion for summary judgment as related to claims 

69,85 an 92 of the '707 patent and McFiggins alone and the McFiggins/Duwel combination 

because defendants have failed to prove that various limitations are disclosed hy these 

references. 

IT IS SO ORDERED. 

DATED: August 04, 2008 
Honorable R. Gary Klausner 
United Stated District Judge 
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I. INTRODUCTION 

In approximately f1fty different lawsuits, plaintiff Ronald A. Katz Technology Licensing, 

L.P. ("Katz") has alleged that various defendants infringe claims from its family of related 

interactive call processing patents. The Judicial Panel on Multidistrict Litigation consolidated 

these cases for pretTial proceedings and transferred the consolidated case to this Court (07-MDL-

1816). This Court grouped the different cases based roughly on the date they were transferred. 

The current case was the last case from this multi-district litigation and "vas managed separately. 

In managing this case, this Court ordered Katz to eventually limit the number of claims it 

was asserting against each defendant group to sixteen. The only remaining defendant group in 

this case is comprised of defendants GEICO Corporation, Government Employees Insurance 

Company, GEICO General Insurance Company, GEICO Indemnity Company, and GEICO 

Casualty Company (collectively "GEICO") . 

The sixteen claims Katz asserts against GEICO are: clairns 60 and 61 of U.S. Patent No. 

5,974,120 entitled "Telephone Interface Call Processing System With Call Selectivity" ("the 

'120 patent"), claims 1,4 and 5 of U.S. Patent No. 6,349,134 entitled "Telephonic-Interface 

Statistical Analysis System" ("the' 134 patent"), claims 1 and 2 oflLS. Patent No. 5,251,252 

entitled "Telephone Interface Cali Processing Systern With Call Selectivity" ("the '252 patent"), 

claims 32, 39, 43 and 116 of U.S. Patent No. 5,684,863 entitled "Telephonic-Interface Statistical 

Analysis System" ("the '863 patent"), claims 68 and 76 ofES. Patent No. 5,917,893 entitled 

"rvlultip1e Format Telephonic Interface Control System" ("the '893 patent"), claim 38 of U.S. 

Patent No. 6,335,965 entitled "Voice-Data Telephonic Interface Control Systern" ("the '965 

patent"), and claims 15 and 16 of US Patent No, 5,128,984 entitled "Telephone Interface Cal I 

Processing System \Vith Call Selectivity" ("the '984 paten!"). Both GEICO and Katz have 

moved for summary judgment 
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1 GEIOYs motion fix summary judgrnent covers three sets of issues. First, GEICO asks 

the court to find ali the asserted claims invalid as anticipated and/or obvious under 35 U.S.C. 

3 
§ 102/103. Second, GErCO asks the court to find claims 1 and 2 ofthe '252 patent, claims j 5 and 

4 
16 of the '984 patent, claim 116 oHhe '863 patent, and claims 68 and 76 oHhe '893 patent 

5 

6 
invalid as indefinite under 35 V.S.c. § 112. Third, GErCO Tnoves for sumrnary judgment of non-

7 infringement with respect to all the asserted claims. 

x c Katz moves for summary judgment on infringement and partial sunmlary judgment on 

9 GEICO's affirmative defenses of marking, equitable estoppel, inequitable conduct and best mode 

10 invalidity. 

11 
H. JlJDICIAL STANDARD 

12 

13 
Sunmlary judgment should be granted "if the pleadings, the discovery and 

14 
disclosure materials on file, and any affidavits show that there is no genuine issue as to any 

15 material fact and that the movant is entitled to judgrnent as a matter oflaw." Fed. R. Civ. P. 

16 56(c); see Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 247-248 (1986); see also Karlin Tech., 

17 Inc. v. Surgical Dynamics, Inc., j 77 F.3d 968,970 (Fed. Cif. j 999). A dispute about a material 

18 
fact is "genuine" only if "the evidence is such that a reasonable jury could return a verdict for the 

19 
nonmoving pmiy." Id. A party opposing a properly supported motion for smnrnary judgment 

20 

21 
'''may not rest upon the mere allegations or denials of his pleading, but ... must set forth 

specific facts showing that there is a genuine issue for trial. '" Id. (quoting First National Bank of 

23 Arizona v. Cities Service Co., 391 U.S. 253 (1968)). "If the evidence [opposing summary 

24 judgment] is merely colorable, or is not significantly probative, surmnary judgment may be 

25 granted." Id. at 249-250 (citations omitted). 

26 
Even where the movant does not seek judgment as to the whole action, "the 

27 

28 

2 
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court should, to the extent practicable, determine what material facts are not genuinely at issue." 

Fed. R. eiv. P. 56(d)(1). "It should then issue an order specifying what facts ------ including items 

of damages or other relief------ are not genuinely at issue." Id. Thus, ')udgment may he rendered 

on1iahility alone .... " Fed. K eiv. P. 56(d)(2). 

HI. GE]CO'S MOT]ONFOR SVMMARY JUDGMENT 

A. Invalidity Uuder 35 V.S.c. § 102 and § 103 

GElCO asks the Court to rule that the asserted claims are either invalid as anticipated or 

obvious in view of the tollowing items of prior art. 

Patent:Claim Prior Art 
'120:60 Student Registration & Moosemiller 

'252: 1 and 2 
'863:32,39 and 43 
'863:116 
'893:68 and 76 
'965:38 

'984:15 and 16 

Barger 
veT '87, Friedes and Student Registration 
Riskin & lVloosemiller 
VCT '87 & Lotito 
Szlam & Yoshizawa; and/or 
Barger & Yoshizawa 
DeBruyn 

1. l,egal Standard - Anticipation 

"Anticipation requires a showing that each element of the claim at issue, properly 

construed, is found in a single prior art reference." Zenith Electronics Corp" v. PDI Camm. 

S'ysterns, Inc. 522 F.3d 1348, 1363 (Fed. CiL 2008). Ifan element is not expressly disclosed in a 

prior art reference, the reference still anticipates a subsequent claim if a person of ordinary skill 

in the art1 would recognize that the missing element is necessarily present in the reference. 

I The parties bave essentially tbe same view of the level of ordinary skill in tbe art oftbe patents. In short, they both 
suggest ihat such a person would have a RS. in Electrical Engineering or other technical field and somewhere 
betvveen three to seven years of experience or the equivalent (Brody 10211 03 Decl. at ~1 18, Prieve Decl. at '[~1 61-
62.). For the purposes of this decision, the Court adopts these conclusions. 
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PharmaStem Therapeutics, Inc, v. T/iaCelt, Inc., 491 F.3d 1342,1371-1372 (Fed. CiL 2007) 

(citations omitted). 

Although anticipation under 35 USc. § 102 is a question of fact, it may be decided on 

summary judgment ifthe record reveals no genuine dispute of material fact Golden Bridge 

Technology, Inc. v, Nokia, Inc., 527 F.3d 1318,1321 (Fed. Cif. 2008). 

2. l,egal Standard - Obviousness 

A patent is presumed valid, and the defendants have the burden of proving invalidity by 

clear and convincing evidence. See 35 U.S.c. § 282; Iron Grip Barbell Co. v. USA Sports, Inc., 

392 F,3d 1317, 1320 (Fed. Cir. 2004). If the claimed invention is not disclosed in a single prior 

art reference, a patent may st111 he invalid as obvious under § 103. In Graham v. John Deere, 383 

U.S. 1 (1966), the Supreme Court set forth the test for obviousness: 

Under § 103, the scope and content of the prior art are to be determined; 
differences between the prior art and the claims at issue are to be ascertained; and 
the level of ordinary skill in the pertinent art resolved. Against this background 
the obviousness or nonobviousness of the subject matter is determined. Such 
secondary considerations as commercial success, long felt but unsolved needs, 
failure of others, etc., Tnight be utilized to give light to the circmnstances 
surrounding the origin ofthe subject matter sought to be patented. Id., at 17-18. 

This test is a question oflaw based on underlying factual inquiries. 

See, e,g., Daiichi Sankyo Co. v. Apotex, Inc .. 501 F.3d 1254,1256 (Fed. eif. 2007). 

3. Claim 60 of the' 120 Patent in View of Student Registration and MoosemHler 

This Court previously ruled on the Group B defendants' invalidity summary judgment in 

its August 4, 2008 Order Granting in Part and Denying in Part Defendants' Joint Summary 

Judgment ofInvalidity Under Sections 102 and 103 ("Group B §§ 1021103 Decision"), The 

Group B § § 102/1 03 Order found that claim 57 of the' 120 patent was invalid as ohvious in view 

ofthe combination of "Automated Student Registration Using Touch-Tone Telephone/Voice 

Response, An Application Note" of Peri phonics Corporation, dated April 29, 1986 ("Student 

4 
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Registration"), and "AT&T's CONVERSANTTM I Voice System" by John Po Moosemiller, 

dated MarchlApril1986, in Speech Technology f"},iloosemiller'} Subsequently, the Court found 

that claims 56, 62 and 63 of the' 120 patent were also invalid as obvious in light of Student 

Registration and rvloosemiller. (January 29,2010 Order Granting in Pmi and Denying in Part 

Defendants' Joint Summary Judgrnent of Invalidity Under Sections 102 and 103 ("Group C 

§§ 102/103 Decision")). 

The current motion for summary judgment argues that claim 60 of the' 120 patent is also 

invalid in view of the same combination. GEreO argues that Student Registration discloses the 

additional lirnitations found in this clairn. Therefore, GEICO asks the Court to find that claim 60 

is obvious.? 

Claim 60 (together with independent claim 56) recites the following: 

56. A process for interfacing, through a telephone-communication facility, (1) 
callers who are at a multitude of remote terminals for voice-digital 
cornrnunication \vith (2) a system for prompting the callers with caller cues, said 
process comprising the steps of: 

establishing telephone communications between the callers and the system, the 
system having a receiving unit for receiving digital signals including dialed
number identification signals provided automatically frorn the telephone
communication facility; 

utilizing the dialed-number identification signals to identifY one from a plurality 
of numbers dialed by the callers; 

also receiving at the receiving unit identification signals relating to the caners; 

testing said identification signals relating to the callers to determine whether to 
qualify the callers for access to at least a portion of operations of the system; 

utilizing, for qualified callers, the identification signals relating to the callers, to 
avoid prompting certain callers with a celiain previously provided cue or cues; 
and 

providing to the qualified callers at least one other caller cue. 

2 Based on GEICO's Reply Brief: the Court understands that GEICO is NOT arguing that Katz is collaterally 
estopped fTOm asserting claim 60. 

5 
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60. A process according to clairn 56, 'vvherein during the testing step, the process 
fmiher tests the identification signals against a record of previous use. 

a. The Prior Art 

Student Registration discloses a call processing system using a voice response unit 

(VRU) to interact with callers to assist students in navigating through class registration and 

related applications. A student may be required to pre-register and obtain a PIN prior to dialing 

into the system. Alternatively, the student's birth date may be used as the PIN. After a caller has 

gained access to the system, he or she may then select and register for courses or be added to a 

lvaitlist. If the caller encounters difficulty during the call, the call can be transferred to an 

operator. The caller can elect to have the call transferred to an operator, or the system may 

initiate the transfer. 

Mooserniller discloses the Conversant I system, which is a platform for support of a wide 

range of applications using voice response technology. The system allows applications to use the 

public telephone network for database access. Using this system, customers can use rotary or 

touch-tone phones as terminals to access a host computer and eliminate the need for remote 

computer terminals. The Conversant I system utilizes a voice response unit that is connected to 

incoming trunk channels to provide customers with voice prompts. In response to these prompts, 

a user of the Conversant I application can log in to the system with touch-tone signals. In 

addition, the Conversant I system can utilize Dialed Number Identification Service, or DNIS, to 

classify incoming calls for different applications. Each type of caller is then greeted with 

appropriate transaction prompts. 

h. Katz's Arguments 

In response, Katz raises three arguments to show why claim 60 is not obvious. First, Katz 

contends that Student Registration is not prior art. Althougb Katz did not raise this argument in 

the Group B cases, it did so in the Group C cases. This Court concluded: 

6 
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. . , the dekndants have satisfied the "public accessibility" requirernent. 
Accordingly, this Court finds there is no factual dispute "vith respect to the 
priority date. Student Registration qualifies as prior art to ... the' 120 patent. 

(Order Granting in Part and Denying in Part Defendants' Joint Summary Judgment ofInvalidity 

Under Sections 102 and 103 ("Group C §§ 102/103 Decision") at p. 8.) This Court sees no reason 

to change that ruling here. 

Second, Katz argues that there is no rnotivation to cornbine Student Registration and 

Moosemiller. This Court rejected this argument in hoth the Group Band C §§ 102/103 Decisions. 

Again, Katz provides no reason to depart from those decisions nmv. 

Third, Katz argues Student Registration does not disclose cue suppression. Again, this 

Court previously rejected that position in its prior summary judgment rulings. In fact, the Federal 

Circuit has affirmed this specific ruling in the Group B appeal. The Federal Circuit said that 

"Student Registration clearly discloses the 'cue suppression' decision. In re Katz interactive Call 

Processing Litigation, 2011 vVL 607381 at *13 (Fed. CiL 2011). 

In smn, Katz's argurnents have all been previously rejected. Accordingly, this Court 

GRANTS GEICO's motion for summary judgment as it relates to the validity of claim 60. This 

Comi finds that claim 60 is invalid as obvious in1ight of a combination of Student Registration 

and Moosemiller. 

4. Claim 61 of the' 120 Patent in View of Student Registration and Calabrese 

GErCO argues that claim 61 ofthe '120 patent is also invalid as obvious in view of 

Student Registration and "Advanced Function VRU Applications" by Thomas E. Calabrese 

dated Septemher 1989 ("Calahrese"), ClaiTn 61 also depends frorn invalidated claim 56. Clairn 

61 recites the following: 

61. A process according to claim 56, wherein the identification signals relating to 
the caners are calling number identification signals automatically provided by the 
telephone-communication facility. 

7 
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1 a. The Prior Art 

Calabrese discloses a call processing system using a composite VRU to interact with 

3 
callers to assist customers in navigating through several insurance and related applications. 

4 
Calabrese describes the desire to use automatic screen transfer, dialed number identification 

5 

6 
service (DNIS), automatic nmnber identification (ANI), and other call processing technologies 

7 ,vith voice response unit (VRU) applications. An incoming call can be connected to a VRU 

x c executing multiple applications (Annuities inquiry, Health Claim Status, Flexible Benefits 

9 Enrollment, Pension Account Status) or to an operatoL VRU applications are selected based on 

10 the telephone number dialed by the caller to access the system using DNIS. ANI is used to 

11 
capture a caller's telephone number. The telephone number can be cross-referenced with a 

12 

13 
customer information database to determine the caller's identity and related infornmtion. This 

14 
allows the system to avoid prompting the caller for account information. If the calling number is 

15 not on file, the caller rnay be transferred to an operator for alternative processing. 

16 h. Priority 

17 In response to this combination, Katz raises three arguments. First, Katz argues that 

18 
Calabrese does not qualify as prior art to claim 57. Second, Katz argues it is improper to 

19 
combine elements frorn Student Registration and Calabrese. Third, Katz argues that Student 

20 

21 
Registration does not disclose cue suppression. 

Katz relies on an earlier ruling from the Group B cases to raise a factual issue with 

23 respect to priority. This Court has previously found that there were factual issues ,vith respect to 

24 both the priority date of claim 57 of the' 120 patent and the date of the Calabrese reference. 

25 (Group B §§ 102/103 Decision at pp. 12-14). With respect to the priority date of the' 120 patent, 

26 
this Court found "that a reasonable jury could believe that the '739 patent [ancestor of the' 120 

27 
patent] contains a description of cue suppression and that claim 57 [of the ' 120 patent] is entitled 

28 

8 
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to the May 16, 1988 priority date." Id. at 14, Ho\vever, since that time the United States Patent 

Office has been reexamining the' 120 patent. It disagreed with our conclusion and said that: 

The concept of "utilizing, tor qualified callers, the identification signals that 
indicate the telephone numbers to avoid prompting certain callers with a certain 
previously provided cue or cues" first appeared in the patent US 5,128,984 'Ivhich 
matured to a patent from Cn> application 07/425,779, filed 23 October 1989. 
Therefore, 23 October 1989 is the earliest priority date afforded claims 56, 62, 
67, and 73 afthe '120 patent. 

(March 20,2009 Office Action in Reexam attached as Ex. B at p. 11 (emphasis added).) 

Thus, the Patent Office has rejected Katz's claim of an earlier May 16, 1989 priority date. 

Although this evidence suggests that ajury \vould find that Katz is entitled only to an October 

23, 1989 priority date, there still remains a triable issue of fact GElCO has suhmitted only an 

office action, which shows only what one examiner believes at one point in time. There is 

nothing in the record that shows any final decision from the Patent Office. 

Accordingly, this Court once again finds that there are factual issues for a jury to decide 

regarding the priority date of claim 61. This Court DENIES defendants' motion for summary 

judgment as related to claim 61 and the Student Registration/Calabrese combination. Given this 

ruling, this Court does not need to detennine whether it is proper to comhine elernents from 

Student Registration and Calabrese? 

5. Claims 1, 4 and 5 of the' 134 Patent in View~ of Riskin and MoosemiHer 

GEICO argues that claims 1, 4 and 5 of the' 134 patent are also invalid as obvious in 

view of U.S. Patent No. 4,757,267 entitled "Telephone System for Connecting a Customer to a 

Supplier of Goods" ("Riskin") combined with IVloosemiller. Claims L 4 and 5 recite the 

tollowing: 

1. A controlled data system for use with a telephone communication facility 
including remote terminals for individual callers, wherein said remote tenninals 

3 Tbis Court has already found that Student Registration does disclose cue suppression for the reasons meniioned in 
connection with claim 60 ofthe '120 patent However, thai finding does not affect the TIlling with respect to claim 
61. 

9 



C:c1SE; ;2::;l··~rT~iu()·~i ,)"1 t)·~f~('~< ~·F:F~tv~ [)c~cun'lE;nt l4·t)~l F:i!E.~(j l)t}/.2~J,/·~1·1 F)e~~lE; -1:~ ()f ~4:3 F)~3~lE; ~[) 

~N~::2~? (3Clt"l '1 

1 

3 

4 

5 

6 

7 

x c 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

23 

24 

25 

26 

27 

28 

comprise a telephonic capability including voice comrnunication structure, and 
digital input structure in the form of an array of alphanumeric buttons for 
providing data, and wherein said telephone communication facility includes the 
capability to automatically provide called number identification data signals 
(DNIS), said controlled data system comprising: 

a plurality of interface units including voice generator capability coupled to said 
telephone communication facility and placed at spaced apart remote geographic 
locations for receiving calls from said individual callers at said remote tenninals 
and for receiving said called number identification data signals (DNIS) 
automatically provided by the telepbone comrnunication facility; 

a central processor coupled to said plurality of interface units including voice 
generator capability by communication lines of said telephone communication 
facility, and coupled through a coupled interface unit for: 1) controlling cues to 
said individual callers in accordance 'vvith anyone of various operating fonnats, 2) 
accomplishing a selected one of said various operating formats identified by said 
called number identification data signals (DNIS), which relate to a telephone 
number dialed by said individual callers, 3) receiving at least certain identification 
data relating to said individual callers and testing the at least certain identification 
data to control access to at least certain operations of said selected format and 
utilizing the certain ident(fication data to avoid prompting certain callers with a 
certain previous(v provided cue or cues and providing at leas't one other cue, and 
4) also receiving other data provided by said individual callers in response to said 
one or more cues, at least certain other data provided by said individual caller via 
the digital input structure; and 

a storage structure associated with said central processor or s'aid coupled 
intelface unit or both for storing data relating to said individual callers including 
at least certain of said other data, said central processor utilizing at least certain 
of said identification data to address stored data on said individual callers and 
updating at least certain stored data in said storage structure based on said 
ident(fication data and at least certain of said other data. 

4. A controlled data system according to claim 1, wherein a live operator at a live 
operator station can enter data for said individual callers. 

5. A controlled data system according to claim 1, wherein at least certain of said 
stored data is utilized for suhsequent processing. (emphasis added). 

ft. The Prior Art4 

Riskin described an interactive telephone system that automatically connected a caller 

with a nearby dealer based on certain criteria including the calling and called numbers, which 

were received from the telephone network. The Riskin system associated the dialed number 

4 Mooserniller is described above in connection with claim 60 of the' i 20 patent. 

10 
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1 received frorn the telephone net\vork 'vvith an advertisement and a set of cali processing 

instructions. Particular dealers were then selected to receive the call, in part by cross-referencing 

3 
the calling and called telephone numbers with a database file listing each dealer by their product 

4 
or service, as well as the location of each dealer using a longitude and latitude reference. The 

5 

6 
Riskin system also determined whether the dealer was open before connecting the call. The 

7 Riskin system created call record journals that stored call statistics and billing information. 

x c b. Katz~s Arguments 

9 In response, Katz raises three arguments. First, Katz argues that there is no motivation to 

lO 
combine Riskin and Moosemiller, Second, Katz says that the combination does not satisty the 

11 
specific type of cue suppression required by claims 1, 4 and 5 of the" 134 patent. Finally, Katz 

12 

13 
argues that Riskin and Moosemiller fail to disclose the "central processor" and "storage 

14 
structure" limitations. At the same time, Katz filed a motion to strike portions of GEl CO's 

15 surnmary judgment papers arguing that (TElCO was raising new arguments after the dose of 

16 discovery. Among the many requests, Katz asked the Court to strike a portion of Dr. Prieve's 

17 supporting declaration that related to "storage structure" limitation. 

18 
On June 10,2010, this Court granted in part Katz's motion ("Order Striking Portions of 

19 
GEICO's Expert Declarations"). Among the portions stricken were ~']700 and 702 of the Prieve 

20 

21 
Declaration. Those paragraphs attempted to show v,lhy Riskin discloses the "storage structure 

associated with said central processor ... " limitation required by claims 1,4 and 5. Without 

23 these passages, GElCO has no evidence suggesting that the limitation is disclosed. Accordingly, 

24 this Court DENIES defendants' motion for smnrnary judgment as related to the validity of ciairns 

25 1,4 and 5 of the '134 patent in view of the Riskin/Moosemiller combination. Given this ruling, 

26 
this Court does not need to detemline whether it is proper to combine elements from Riskin and 

27 
Moosemiller or 'Ivhether the specific cue suppression limitation was disclosed. 

28 

11 
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6. Claims 15 and 16 of the '984 Patent in View of DeBruyn 

GEICO argues that claims 15 and 16 of the '984 patent are anticipated by Canadian 

Patent No. 1,162,336 entitled "System for Entering and Processing Gambling Stakes" issued on 

February 14, 1984, and filed on January 8, 1981, with a priority date of January 10, 1980 

("De 8ruyn"). 

DeBruyn discloses a Lotto game system that allows callers to enter their stakes over the 

telephone. Claims 15 and 16 of the '984 patent have several means plus function limitations 

governed by 35 U.S.C § 112 ~ 6. A means plus function limitation is interpreted to encompass: 

1) the recited function, and 2) the structures disclosed in the specification that correspond to that 

function and their equivalents. Applied ivIed. Res. Corp. v. Us. Surgical Cmp., 448 F.3d 1324, 

1332 (Fed. CiL 2006). 

The expert report of GEl CO's expert, Bart Prieve, failed to explain how the DeBruyn 

reference disclosed the structures required by several means plus function lirnitations found in 

claims 15 and 16. Moreover, the Order Striking Portions of GEl CO's Expert Declarations struck 

those parts of the Prieve Declaration that attempted to belatedly cure these omissions. 

Specifically, the order struck all or part of~~ 205,210,213,216-217 and 227-229 of the Prieve 

Declaration. Without these passages, GEICO has no evidence suggesting that several means plus 

function limitations are disclosed by DeBruyn. Accordingly, this Court DEN I ES defendants' 

motion for summary judgment as related to the validity of claims 15 and 16 ofthe '984 patent in 

view of DeBruyn. 

7. Claims 1 and 2 ofthe '252 Patent in View of Barger 

GEleo also argues that claims 1 and 2 ofthe '252 patent are anticipated by U.S. Patent 

No. 4,071,698 entitled "Telephone System for Audio Demonstration and Marketing of Goods 

and Services" issued on Janumy 31, 1978, and filed on January 10, 1977 ("Barger")' 

12 
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Barger discloses a system for marketing merchandise or services capable of being 

demonstrated by telephone. Claims 1 and 2 of the '252 also have a number of means plus 

function limitations governed by 35 U.S.c. § 112 ~[ 6. Again, Prieve' s expert report failed to 

explain how the Barger reference disclosed the structures required by several means plus 

function limitations fi:Hmd in claims 1 and 2 and the Order Striking Portions ofGEICO's Expert 

Declarations prevented Prieve from curing these omissions. Specifically, the order struck all or 

part of'1'1237-238, 242, 244, 247-248 and 25 I ofthe Prieve Declaration. Without these 

passages, GEICO has no evidence suggesting that several means plus limitations are disclosed by 

Barger. Accordingly, tbis Court DENIES defendants' motion for surnmary judgment as relates to 

the validity of claims 1 and 2 of the '252 patent in view of Barger. 

8. Claims 32, 39 and 43 ofthe '863 Patent in View ofVCT '87~ Friedl's and Student 
Registration 

GEICO argues that claims 32, 39 and 43 of the "863 patent are obvious in view of the 

document entitled "The Voice - VCT Quarterly Newsletter --- Winter 1987" published in 

December 1987 ("VCT '87") combined \vith the document entitled "ISDN Opportunities for 

Large Business --- 800 Service Customers" by A. Friedes published in June, 1986 in IEEE---

International Conference on Communications '86 (,'Friedes") and Student Registration. Claims 

32,39 and 43 all depend from independent claim 27. 

Claims 32, 39 and 43 ofthe '863 also have a number ofrneans plus function limitations 

governed by 35 U.S.c. § 112 '16. Again, Prieve's expert report failed to explain how the 

combination ofVCT '87, Friedes and Student Registration disclosed the structures required by 

several means plus function limitations found in claims 32, 39 and 43 and the Order Striking 

Portions of GEl CO's Expert Declarations prevented Prieve from curing these omissions. 

Specificaily, the order stmck ali or part of1r1i 268, 282-283, 286-287, 292-293, 300-301 and 306 

of the Prieve Declaration. Without these passages, GEICO has no evidence suggesting that 

13 
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1 several means plus function limitations are disclosed by VCT '87, Friedes and Student 

Registration. Accordingly, this Court DENIES defendants' motion for summary judgment as 

3 
related to the validity of claims 32, 39 and 43 of the "863 patent in view ofVCT '87, Friedes and 

4 
Student Registration. 

5 

6 
9. Claim 116 of the '863 Patent in View of MoosemiHer and Riskin 

7 GElCO argues that claim 116 of the' 863 patent is obvious in view of Moosemiller in 

x c combination with Riskin. Claim 116 of the '863 also has a number of means plus function 

9 limitations governed by 35 USc. § 112'; 6. Again, Prieve's expert report failed to explain how 

iO the cornbination of Moosemiller and Riskin disclosed the structures required by several rneans 

11 
plus function limitations found in claim 116 and the Order Striking Portions ofeiFICO's Expert 

12 

13 
Declarations prevented Prieve from curing these omissions. Specificaliy, the order struck all or 

14 
pmi of';~ 357-358,365 and 370-3710fthe Prieve Declaration. 'Without these passages, GErCO 

15 has no evidence suggesting that several means plus function limitations are disclosed by 

16 Moosemiiler and Riskin. Accordingly, this Court DENIES defendants' motion for summary 

17 judgment as related to the validity of claim 116 of the '863 patent in view of Moosemiller and 

18 
Riskin. 

19 
10. Claims 68 and 76 of the '893 Patent in View of VCT "87 and I,otito 

20 

21 
Defendants argue that independent claim 68 of the '893 patent and its dependent claim 76 

are obvious in vie"v ofVCT '87 in combination "vith iT.S. Patent No. 4,625,081 entitled 

23 "Automated Telephone Voice Service System," issued November 25, 1986, and filed on 

24 Novernber 30, 1982 ("Lotito"). VCT '87 discloses a cllstomer service application in which a 

25 caller can call into the system, identify himself using the touch-tone keys, and be transferred to a 

26 
customer service representative along with a "data screen" containing the data already entered by 

27 
the caller. (VCT 1987, p. 1.) Lotito relates to an automated voice service system. The system 

28 
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1 provides automatic recording and editing of voice messages as \vell as fonvarding of recorded 

voice messages to other accounts and telephone numhers without operator assistance. Callers can 

3 
also he connected with operators for assistance in executing systems commands. 

4 
Claims 68 and 76 ofthe '893 also have a number of means plus function limitations 

5 

6 
governed hy 35 U.S.C § 112,r 6. Again, Prieve's expert report failed to explain hmv the 

7 combination ofVCT '87 and Lotito disclosed the structures required by several means plus 

x c function limitations found in claims 68 and 76 and the Order Striking Portions of GEICO's 

9 Expert Declarations prevented Prieve from curing these omissions. Specifically, the order struck 

10 all or part of~'1400-401, 410,424,431 and 437 of the Prieve Declaration. Without these 

11 
passages, GmeO has no evidence suggesting that several means plus function limitations are 

12 

13 
disclosed by VCT '87 and Lotito. Accordingly, this Court DENIES defendants' motion for 

14 
summary judgment as related to the validity of claims 68 and 76 oHhe '893 patent in view of 

15 veT '87 and Lotito, 

16 1]. Claim 38 of the '965 Patent 

17 Defendants argue that independent claim 38 of the "965 patent is obvious in view oHhe 

18 
combination ofU,S. Patent No. 4,797,911 entitled, "Customer Account Online Servicing 

19 
System" ("Szlam") and "Voice Response System for Telephone Betting" hy Yoshizawa in 

20 

21 
Hitachi Reviev,,' ("Yoshizawa"). This Court has already found that claim 38 of the '965 patent is 

invalid in view oHhis very combination in the Group e cases. (See Group e §§102iI03 

23 Decision). More recently, the Federal Circuit agreed with at least part oHhis Court's ruling when 

24 it said that there \vas a motivation to combine Szlarn and Yoshiza\va with respect to various other 

25 claims from the '965 patent. In re Katz, 2011 WL 607381 at * 12. This Court sees no reason to 

26 
depart from its earlier decision. 

27 

28 

15 
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5 

6 

7 

x c 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

23 

24 

25 

26 

27 

28 

Accordingly, this Court GRANTS GEICO's motion for summary judgment as it relates 

to the validity of claim 38 of the '965 patent. This Court flnds that claim 38 is invalid as ohvious 

in light of a combination of Szlam and Y oshizawa. 

B. Invalidity - lndefiniteness 

1. Legal Standard - Indefiniteness 

GElCO argues that several claims are invalid as indefinite under 35 U.S.c. § 112 '11, 

which states: 

The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact 
terms as to enahle any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and use the same .. " 

(emphasis added). 

The written description requirement helps to ensure that the patent applicant actually 

invented the claimed suhject matter, See ~Vas-Cath Inc. v.lvfahurkar. 935 F.2d 1555, 1561 (Fed. 

Cif. 1991) ("Adequate description of the invention guards against the inventor's overreaching by 

insisting that he recount his invention in such detail that his future claims can be determined to 

he encompassed within his original creation.") 

Whether a patent complies with the written description requirement is a question offact 

Pandrol USA, LP v. Airboss Ry. Products, Inc., 424 F.3d 1161, 1164 (Fed. Cir. 2005). Here, 

defendants have moved for summary judgment arguing that numerous claims are invalid because 

they fail to comply with the written description requirernent. Summary judgment is appropriate 

only if no "reasonable jury could return a verdict for the nonmoving party." Anderson v. Liberty 

Lobby, inc., 477 U.S. 242, 248 (1986); Fed. R. Civ. P. 56(c). This Court must "view [] the 

evidence and any disputed factual issues in the light most favorable" to the plaintiff. Enzo 

Biochenl Inc. v. Gen-Probe, Inc., 323 F.3d 956,962 (Fed. CiL 2002) (citation ornitted). 

16 
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x c 

9 

10 

11 

12 
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14 

15 
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18 
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2. Claims 1 and 2 of the '252 Patent and Claims 15 and 16 of the '984 Patent 

GEICO asks the Court to mle that claims 1 and 2 of the '252 patent and claims 15 and 16 

of the "984 patent are indefinite under 35 U.S.c. § 112. Claims land 2 of the '252 patent and 

claims 15 and 16 of the '984 patent all require a "cue means for receiving said caller cues to 

provide voice signals through said cornmunication means to prompt responses from said 

currentiyactive [callers/of said callers] in the fi:mn of digital data signals." 

GElCO argues that these claims are inddinite because the specifications fail to disclose 

an algorithm, as required by FrillS Gaming Inc. v. Int'! Game Tech., 184 F3d 1339, 1349 (Fed. 

Cir. 1999). 

a. 35 V.S.c. § 112 ~T 2 

An indefiniteness defense is based on 35 l.J.S.c. § 112 ~[ 2, which states: 

The specification shall conclude with one or more claims pmiiclliarly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

The statute is satisfied if a person skilled in the art would reasonably understand the 

claim when read in the context of the specification. /vJarley Mouldings Ltd. v. }vlikron Industries' 

Inc., 417 F.3d 1356, 1359 (Fed. CiL 2005). A claim is presumed valid. Therefore, it is only 

indefinite if it is "insolubly arnbiguolls, and no naITowing constmction can be adopted," 

Microprocessor Enhancement Corp. v. Tex. Instruments. Inc., 520 F.3d 1367, 1374 (Fed. Cif. 

2008)(citations omitted). The issue of indefiniteness is a matter of law for the court to decide. 

Personalized Afedia Commc 'ns, ILC v. Int'! Trade Comm 'n, 161 F.3d 696, 705 (Fed" CiL 1998). 

h. 35U.S.C. § 112 ~ 6 

The parties agree that the "means fix receiving said caller cues to provide voice signals .. 

." limitation is a means plus function limitation governed by 35 U.S.C. § 112, ~[6. A means plus 

function limitation is interpreted to encompass: 1) the recited function, and 2) the structures 

17 
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1 disclosed in the specification that correspond to that function and their equivalents. Applied M"ed. 

Res. Corp. v. u.s. Surgical Corp., 448 F.3d 1324, 1332 (Fed. CiL 2(06). When a means plus 

3 
function limitation discloses a computer or microprocessor programmed to carry out an 

4 
algorithm as the corresponding structure, "the disclosed structure is not the general purpose 

5 

6 
computer, but rather the special purpose computer programmed to perform the disclosed 

7 algorithm." /;VMS Gaming Inc. v. Int'f Game Tech., 184 F.3d 1339,1349 (Fed. Cif. 1999). 

x c Disclosing only a general purpose computer as the structure for performing a claimed function 

9 amounts to pure functional claiming and does not satisfy 35 U.S.c. § 112 ~ 6, thereby rendering 

10 the claim indefinite under 35 U.S,C. § 112,r 2, Aristocrat Tech.'). Austf. PTY Ltd, v, Int 'l Game 

11 
Tech, 521 F.3d 1328, 1333 (Fed. Cir. 20(8); see Net /vfoneyIN, Inc. v. VeriSign, Inc. 545 F.3d 

12 

13 
1359, 1367 (Fed. Cir. 2(08) Ca means-pIus-function claim element for which the only disclosed 

14 
structure is a general pUI1Jose computer is invalid if the specification fails to disclose an 

15 algorithrn for perfixming the clairned function.") 

16 c. [ndividuaUy Cueing Means 

17 The recited function of the limitation at issue is "receiving said caller cues to provide 

18 
voice signals through said communication means to prompt responses from said currently active 

19 
callers in the fOITn of digital data signals." With respect to GEICO's indefiniteness argurnent, 

20 

21 
there are two primary disputes. First, although both parties agree that the interface processor 26 

performs the recited function, GEICO characterizes the structure as a general purpose processor 

23 while Katz says that it is a special purpose processor. Second, the parties disagree on 'Ivhether the 

24 '223 patent specification discloses algorithms to perfonn the recited function. 

25 In an earlier related case, this Court held that the interface processor 26 is a general 

26 
purpose processor for the purposes of the related '703 patent. (August 13,2009, Order Ruling On 

27 
AOL's Motion for Summary Judgment at p. 9,) Katz disagrees and repeats many of the same 

28 

18 
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1 argmnents it raised against AOL Specifically, Katz's expeli, Dr. Brody, characterizes the 

interface processor as a "special purpose device dedicated to providing an interface between the 

3 
system and the telephone facility." (Rebuttal Brody § 112 Dec!. at'i 66.) Katz also points to new 

4 
testimony from GEICO's expeli regarding the components of general pUf]:Jose computer and 

5 

6 
argues that this testimony confinns that interface processor 26 does not have the characteristics 

7 of a general purpose processor. Ud. at 71, quoting Forys D Track Dep. at pp. 77-78.) 

x c j\pparently, Katz is arguing that the interface processor cannot be a general purpose processor 

9 because it has a voice generator. !d. However, the Federal Circuit has never indicated that there 

10 is one set of characteristics that define a general purpose computer and this Court declines to do 

11 
so now. 

12 

13 
Despite the additional detail found in Dr. Brody's declaration, this Court is not persuaded 

14 
to change its earlier ruling. For the reasons discussed in the AOL decision, the Court finds that 

15 interface processor 26 is a general purpose processor. (August 13, 2009, Order Ruling On AOL's 

16 Motion for Summary Judgment at p. 9.) However, by itself that does not mean that the rule in 

17 PVA1S Gaming applies. 

18 
In its decision on the Group B appeal, the Federal Circuit clarified when an algorithm is 

19 
required for a means plus function limitation (whose corresponding structure is a general purpose 

20 

21 
processor). In re Katz Interactive Call Processing Patent Litigation, 2011 WI, 607381 (Fed. eir. 

2011). The Court said that algorithms are not required when the recited function does not require 

23 a special purpose computer. Thus, for simple functions like "processing," "receiving," and 

24 "storing," the specification did not need to disclose an algorithm. Id. at *7. Ho\vever, 'vvhen the 

25 recited function vv'o1.dd need to be implemented by programming a general purpose computer to 

26 
convert it into a special purpose computer, an algorithm is necessary. Id. Thus, the Federal 

27 
Circuit found a claim was indefinite because the specification did not disclose an algorithm that 

28 

19 
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1 performed the conditionally coupling an incorning cal! function. fd. at *6. fJere, the recited 

function is "receiving said caller cues to provide voice signals through said communication 

3 
means to prompt responses from said currently active callers in the iorm of digital data signals." 

4 
This is different from the recited function at issue in the AOL summary judgment motion. In that 

5 

6 
decision, the recited function related to cueing callers. Here, the recited function is simply 

7 receiving a form of data, namely cues. Since the Federal Circuit has found that the rule in WMS 

x c Gaming does not apply to the function of receiving, this Court DENIES GEICO's summary 

9 judgment motion as it relates to the issue of indefiniteness and claims 1 and 2 of the' 252 patent 

10 and claims 15 and 16 ofthe '984 patent. 

11 
3. Claim 116 of the '863 Patent 

12 

13 
GECO also asks the Court to rule that claim 116 of the '863 patent is invalid as 

14 
indefinite. Claim 116 of the' 863 patent requires an "analysis structure for receiving and 

15 processing said caller data signals under control of said record testing stTllcture." GEICO argues 

16 that the rule in TV/viS Gaming applies because the specification only discloses a general purpose 

17 computer as the corresponding structure. Since the '863 patent specification does not include any 

18 
algorithms to perform the recited function, GEICO concludes that claim 116 is indefinite. 

19 
In the Group B cases, this Court previously found that claims 96, 98 and 99 ofthe '863 

20 

21 
patent were invalid as indefinite for failing to include an algorithm. However, the Federal Circuit 

reversed this decision. As discussed above, the Court found that algorithms \.vere not necessary 

23 for simple functions like "processing," "receiving," and "storing." Since a general pUl1)ose 

24 computer could perf()t"Dl those functions without any prograrmning, the Federal Circuit 

25 concluded that no algorithm was necessary. In re Katz, WL 607381 at *7. Claim 116 of the '863 

26 
patent falls \.vith1n that same category. The recited functions are simply receiving and processing 

27 
caller data. Since these functions do not need to be implemented by programming a general 

28 

20 
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purpose computer to convert it into a special purpose cornputer, an algorithm is unnecessary. 

Accordingly, this Court DENIES (JEICO's summary judgment motion as it relates to the issue of 

indefiniteness and claim 116 of the '863 patent 

4. Claims 68 and 76 of the '893 I)atent 

GEICO also asks this Court to rule that clairn 68 ofthe '893 patent and its dependent 

claim 76 are invalid as indefinite. Specifically, GEICO argues that the claims are indeflnite under 

IPXL Holding5', L.L.C. v. Amazon.com, inc., 430 F.3d 1377, 1383-84 (Fed. eif. 2005), because 

they claim both an apparatus and method of use. 

Clairn 68 covers a systern 'vvith an "interface means for providing automated voice 

messages ... to certain of said individual callers, wherein said certain of said individual callers 

digitally enter data through said digital input means." Notably, claims 1,2, and 83 of the "893 

patent contain almost identical limitations. Relying on IPXL, this Court previously found that 

these related claims were indefinite. (June 19,2008 § 112 Decision at pp. 54-55.) More recently, 

the Federal Circuit affirmed this ruling saying that "Katz's claims ... fall squarely within the 

rationale of iPXL and are indefinite." In re Katz, WL 607381 at *9. Claims 68 and 76 contain the 

same problematic language as the invalidated claims. Therefore, this COUli GRANTS OEICO's 

summary judgrnent as it relates to clairns 68 and 76 ofthe '893 patent and finds that they are 

invalid as indefinite. 5 

C. Non-]nfringement 

Relying on three different arguments, OEICO moves for summary judgrnent of non-

infringement with respect to all the asserted claims. First, (JElCO argues that its Lienholder 

5 GEICO also invoked the rule in WArS Gaming and argued that ihe claims are indefinite because the "means for 
processing" limi tation is not supported by an algorithm. In view of this Court's finding of indefini teness, this 
argument is moot 

21 
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1 system does not infringe any claims from the '863, '893 and '124 patents because AT&T and not 

GEICO is responsible for several accused features. Second, GEleo argues that its current 

3 
system does not infringe claims 60 and 61 of the' 120 patent because they do not suppress cues 

4 
as required by the claims. Finally, GEICO argues that its Legacy System did not infringe claims 

5 

6 
1, 4 and 5 of the' 134 patent because it does not satisfy the cue suppression limitation. 

7 L l,egal Standard - Non-]nfringernent 

x c Under the Patent Act, 35 USC. § 271, liability for patent infringement may be imposed 

9 on any person "\vho without permission ofthe patentee, "makes, uses, offers to sell, or sells any 

10 patented invention [ ] within the United States or imports into the United States any patented 

11 
invention during the term of the patent therefi)re." The rights granted to the patentee are defined 

12 
by the patent's claims. Marlernan v. f1/'estvievv Instruments, Inc., 517 U.S. 370, 373, (1996). 

13 

14 
In determining whether an allegedly infringing device falls within the scope of the 

15 claims, a two-step process is used: first, the court must determine as a matter of law the meaning 

16 of the particular claim or claims at issue; and second, it must consider whether the accused 

17 product infringes one or more ofthe properly construed claims. Jd. at 384; Allen Eng 'g Corp. v. 

18 Bartel! Indus., Inc., 299 F.3d 1336, 1344 (Fed. CiL 2002). The second inquiry is a question of 

19 
fact, although summary judgment of infringement or non-infringement may nonetheless be 

20 
appropriate when no genuine dispute of material fact exists. Irdeto .Access, Inc. v. Echostar 

21 

Satellite COl])., 383 F.3d 1295, 1299 (Fed. CiL 2004) (quoting Bai v. L & L Wings, inc., 160 

23 F.3d 1350, 1353 (Fed. CiL 1998»). 

24 The patentee bears the burden of proving infringement by a preponderance of the 

25 evidence. Laitram Corp. v. Rexnord, Inc., 939 F.2d 1533, 1535 (Fed. Cif. 1991). This burden can 

26 
he met by showing that the patent is infringed either literally or under the doctrine of equivalents. 

27 
See Linear Tech. Corp. v. Impala Linear Corp., 379 F.3d 131 L 1318 (Fed. eiL 2004). To 

28 

22 
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suppOli a finding of literal infi'ingernent, the patentee must establish that "every lirnitation recited 

in the claim appears in the accused product, i.e., the properiy construed claim reads on the 

accused product exactly." Jeneric/I)entron, Inc. v. Dillon Co., 205 F.3d 1377, 1382 (Fed. Cif. 

2000) (citing Amhil Enters. Ltd. v. Wavva, Inc., 81 F.3d 1554, 1562 (Fed. CiL 1996)). 

2. The GEICO Lienholder System. 

Katz has accused GEICO's Legacy systern ('vvhich includes the lienholder fonnat) of 

infringing various claims trmH the '863, '893 and' 134 patents. There is no dispute that a third 

party, AT&T, provides significant parts of all the accused services. To be liable for direct 

infringement a defendant mllst practice each and every element of the claimed invention. See 

BJifC Resources, Inc. v. Paymentech, L.P., 498 F.3d 1373, 1380 (Fed. Cir. 2007). However, a 

party cannot avoid infringement "simply by contracting out steps of a patented process to another 

entity." ld. at 1381. The test the Federal Circuit has put forth is whether the party "directs or 

controls" the third party. Id.; see Aluniauction, Inc v. Thomson Corp. 532 F.3d 1318, 1329 (Fed. 

Cir. 2008), ("where the actions of multiple parties combine to perfonn every step of a claimed 

method, the claim is directly infringed only if one party exercises 'control or direction' over the 

entire process such that every step is attributable to the controlling pmiy, i.e., the 

'rnasterrnind. "'( citation omitted)).6 

GEICO argues that the evidence shows that GElCO did not control or direct AT&T. In 

support of that position, GEICO offers a document entitled AT&T VoiceTone GElCO DIRECT 

dated September 21,2004 (referred to as 118477 and attached to the Gursahaney Declaration.) 

This document outlines an AT&T proposal to manage at least some of GEl CO's automated 

telephone processing system. In addition, David Foy testifled that some ofthe systems used to 

" This Court is aware that the lavv' of divided infringement remains unsettled. The entire Federal Circuit wiH take up 
the divided infringement issue in both Akamai Technologies, Inc. v. Limelight Net11l0rks, Inc, and Jl1cKesson 
Technologies Inc. v. Epic ,)}Jstems Corp. The en bane orders issued on April 20, 2011 and May 26, 2011, 
respectively. 

23 
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1 provide GEICO's lienholder services resided at AT&T facilities. Relying on this evidence, 

GEICO's expert witness, Mr. Gursahaney, explained that the operation of services described in 

3 
the AT&T proposal and residing at AT&T "fall within the acts and systems" accused of 

4 
infringing Katz's patents. (Gursahaney Declaration at ~ 44.) GEICO then concludes that there is 

5 

6 
no infringernent because it cannot be responsible for AT&T. 

7 In response, Katz argues that there is evidence that GEICO exercises direction and 

x c control over AT&T. Specifically, Katz points to evidence that GEICO defined the scripts played 

9 to callers through the Lienholder fomlat. (See Cindy Partridge Dep. at pp. 35-36,49-50 attached 

10 
as Ex. 1) In addition, Katz points out that GEICO operated other parts ofthe entire Legacy 

11 
System and that the AT&T IVR's were coupled to the GEICO-housed and maintained databases. 

12 

13 
The claims at issue describe both systems and how those systems handle calls. Here, Katz 

14 
has provided substantial evidence that GEICO exercised control over how the systems (owned in 

15 part by AT&T) handled calls. However, neither party has presented evidence showing the degree 

16 of control and direction Gmco exercised over those components that were operated and owned 

17 by AT&T. GEIeO relies on AT&T's proposal, but that document does not shmv the contractual 

18 
relationship that the parties presumably entered. It is quite possible that GEICO did not have 

19 
direction or control with respect to those components. However, based on the cunent record, the 

20 

21 
Court cannot make that finding. Accordingly, this Court DENIES GEICO's motion for summary 

judgment on the issue of lack of direction or controL 

23 3. The Current System and the "120 Patent 

24 Katz accuses the Cunent System of infringing claims 60 and 61 of the' 120 patent. 

25 (JEICO argues that it does not infringe these claims because the Current System does not 

26 
perfoml a step related to suppressing cues. Claims 60 and 61 both depend on independent claim 

27 

28 
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1 56.7 Claim 56 relates to a process for interfacing callers at remote tenninals ,;vith a system fix 

prompting the caliers. It includes the step of "uti lizing, for qualified callers, the identification 

3 
signals relating to the callers, to avoid prompting certain callers "\vith a certain previously 

4 
provided cue or cues." 

5 

6 
Although the parties' characterization of the Current System differs, they do not actually 

7 disagree over the details of its operation. The Current System gives callers making a payment an 

x c option to pay by credit card. If a caller selects this option and has not previously used the system 

9 to pay by credit card, the caller receives the following cue: "Please sayar enter in your Credit 

10 Card Number." On the other hand, if the caller has previously used the system to pay by credit 

11 
card, on subsequent calls the caller receives the following cue: "Now, it looks like [you've] made 

12 

13 
a payment with us over the phone [beinre and] we have that information still on file. The last 

14 
time we used your xxxxxxxx account which ended in xxxx. Do you want to use that account 

15 again?" 

16 lfthe caller does not use the same account the call flow proceeds to § 6.2.0 

17 "GetEnrollmentInfoCC," and the cue "Please sayar enter in your Credit Card Number" is 

18 
played. However, if the repeat caller decides to use the same account again, the call flmv 

19 
proceeds to § 6.6.0 "PayrnentByCreditCard2" and the cue "Novv, let rne take care ofthat 

20 

21 
payment" is played. 

Based on the foregoing, Katz argues that for repeat callers the cue, "Please say or enter in 

23 your Credit Card Number," is avoided based on identification signals that indicate that the caller 

24 had previously paid by credit card. In contrast, GEICO argues that the caller's decision on 

25 v,/hether to use the same credit card account determines which cue is played next, not any stored 

26 
"identification signals." 

27 

28 7 The language oftbese claims is recited in Sections UI(A)(3) and IIJ(A)(4). 

25 
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1 In this instance, Katz has the better side of the argument. Katz correctly points out that 

the system initially suppresses the "Please say or enter in yom Credit Card Number" cue hased 

3 
on identification signals related to the caller. Although this cue may eventually be played in 

4 
response to later queries, there is nothing in the claim language that prevents the same cue from 

5 

6 
arising later. Accordingly, this Court DENIES GEICO's summary judgrnent as it relates to 

7 v,/hether the Current System infringes claims 60 and 61 of the '120 patent. 

x c 4. The GEICO Legacy System and the '134 Patent 

9 Katz accuses the GEICO Legacy System of infringing claims 1, 4 and 5 ofthe ' 134 

lO 
patent GmCO argues that it does not infringe these claims because the GmCO Legacy System 

11 
does not "utiliz[e] the certain identification data to avoid prompting certain callers with a certain 

l2 

13 
previously provided cue or cues .... " as required by independent claim 1. However, GEICO only 

14 
raised this argument after the close of discovery and the Order Striking Portions of GEICO' s 

15 Expert Declarations stmck those portions ofGEICO's expert declaration that relate to this 

16 argument. Specifically, the order struck all or part of~['r 85-87 and 437 of the Gursahaney 

17 Declaration. Without these passages, GEICO cannot meet its burden of proof on summary 

18 
judgment. Accordingly, this Court DENIES GEICO's summary judgment as it relates to whether 

19 
the GEICO Legacy System infringes claims 1, 4 and 5 ofthe '134 patent. 

20 
IV. KATZ'S CROSS MOTION ];'OR SUMMARY ,HJDGMENT 

21 

Katz moves tor summary judgment that GEICO infringed claims 60 and 61 of the "120 

23 patent, and asks this comi for paliial summary judgment in its favor against GEICO's affirmative 

24 defenses of marking, equitahle estoppel, inequitable conduct and best mode invalidity. 

25 

26 

27 

28 

26 
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1 A. Infringement 

3 

4 

5 

6 

7 

x c 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

23 

24 

25 

26 

27 

28 

Katz seeks summary judgment of infringement with respect to claims 60 and 61 of the 

"120 patent. As discussed above both claims 60 and 61 depend on independent claim 56.8 The 

briefs focus on three non-infringement arguments GEICO raised. First, GEICO says that its 

systerns do not perfixm the step of "receiving at the receiving unit identification signals relating 

to the callers.,,9 Second, GElCO argues that the Current System does not suppress cues as 

required by the claims. This Court has already rejected this argument in SectionlH(C)(3). Third, 

GEICO argues that the accused GEICO system does not test ANI signals to determine whether to 

qualify callers. Katz disagrees and argues that all three defenses fail as a matter oflaw. 

L Receiving ]dentiHcation Signals 

Both claims 60 and 61 require the step of "'receiving at the receiving unit identification 

signals relating to the callers." Katz has identified the Rockwell Spectrum PBXlACD as the 

accused receiving unit. Katz goes on to offer testimony from its expert that the Rockwell 

Spectrum PBXJACD receives both ANI and DNIS. (Kelly Decl. at '1'; 32, 42.) In response, 

GElCO says that there is no evidence that the Rockwell Spectrum PBX/ACT) receives ANI and 

DNIS information. (GEICO Opp'n. to Summ.l at p. 3). 

This Court agrees with Katz. GElCO relies on a passage from its expert report that does 

not support its conclusion. Mr. Gursahaney's report merely says that the GElCO IVR systems 

receive ANI and DNIS from the en server, not the Rockwell PBXJACD. (Gursahaney Report at 

~ 233 attached Ex 1. to Faltin Decl.) But the issue is whether the Rockwell PBX; ACD receives 

any identification signals related to the callers, not \vhere the signals originated. Indeed, another 

part ofMr. Gursahaney's report admits that "The [eM system to which Dr. Kelly refers is a cn 

g The language ofthese claims is recited in Sections 1II.(A)(3) and lII(A) ( 4). 

9 Initially, GETCO appeared 10 interpret tbe claims to require tbat tbe receiving unit perform all the steps oft11e 
claims. However, GmCO has not maintained that position in the current briefing. Accordingly, this Court does not 
address that issue. 

27 
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1 Server that provides AN!, DN!S, and routing information to the individual Rockwell ACD." 

(Gursahaney Report, supra at ~r 111 (emphasis added).) 

3 
Accordingly, this Court finds no triable issue of fact on this issue; the Rock\vell Spectrum 

4 
PBXlACD perfonns the step of "receiving at the receiving unit identification signals relating to 

5 

6 
the caners." 

7 2. AN] Based Qualitkation 

x c Both claims 60 and 61 require the step of "testing said identification signals relating to 

9 the callers to determine whether to qualify the caners for access to at least a portion of operations 

10 of the system." GEICO argues that the GEICO Current System does not perform this step. 

11 
In the Current System, the lVR testsANl (i.e. the calling numher) to determine whether 

12 

13 
policy information is available for that customer. If it cannot identify the callers using ANI, it 

14 
asks the callers to supply their policy number. GEICO says that this shows that the Current 

15 Systern is rnerely testing ANI to detennine whether Policy Information is available, not to 

16 qualify access. In contrast, Katz explains that a caller is "unable to access the portion ofthe call 

17 flow that permit direct payment enrollment absent the system's use of ANI or caller-entered 

18 
identification data." (Katz Reply at p. 5.) 

19 
GEIOYs argurnent suggests that there is no infhngernent so long as the caller can enter 

20 

21 
its own identification information to access a portion of the system (i.e. direct payment 

enrollment). l.inder this vie"v, the A.NI test is not used to qualifY a caller to a portion of the 

23 system; it just provides a short-cut for receiving the caner's information. In contrast, Katz's 

24 argument assumes there is infringement ifthe system uses ANI to ohtain the caller's infonnation 

25 
Of' if the caller entered its own identification data. Hmvever, Katz has failed to adequately 

26 
explain how these facts satisfy the testing step. Accordingly, Katz has failed to satisfY its burden 

27 

28 

28 
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of proof on sumrnary judgment and this Court DENIES Katz's summary judgment motion of 

infringement as it relates to claims 60 and 61 of the' 120 patent. 

B. Marking Defense Under 35 V.S.c. § 287(a) 

In its answer, GEICO argued that Katz failed to comply 'Ivith 35 V.S.c. § 287(a) and is 

therefore barred from recovering any pre-suit damages. Section 287(a) states: 

Patentees, and persons making, offering for sale, or selling within the United 
States any patented article for or under them or importing any patented article into 
the United States, may give notice to the public that the same is patented, either 
by fixing thereon the word "patent" or the abbreviation "pat.", together with the 
number of the patent, or when from the character of the article, this cannot be 
done, by fixing to it, or to the package wherein one or more of them is contained, 
a label containing a like notice. In the event of a failure to so mark, no darnages 
shall be recovered by the patentee in any action for infringement, except on proof 
that the infringer was notified of the infringement and continued to infringe 
thereafter, in which event damages may be recovered only for infringement 
occurring after such notice. Filing of an action for infringement shall constitute 
such notice. 

Thus, § 287(a) can prevent the recovery of past damages when a patentee has failed to mark its 

products or provide actual notice of its patent. Importantly, the marking statute applies to 

"Patentees, and persons making, offering for sale, or selling within the United States any 

patented article tor or under them or importing any patented miicle into the United States," If a 

patentee does not fall within this category, the failure to mark or provide actual notice wi 11 not 

har past damages. 

Katz's motion for summary judgment asks this Court to find that § 287(a) does not apply 

as matter ofla'vv. Katz relies on t'<'/o arguments in support of its request. First, Katz says that § 

287(a) does not apply because Katz and its licensees do not make or sell patented articles. 

Second, Katz argues that § 287(a) does not apply because it asserted patents that contain only 

method claims, or patents for which Katz has only asserted method claims. 

In response, GEICO points out that Katz has the burden to prove compliance with the 

marking statute. Specifically, GEleO argues that under DR L))'S'., Inc. v. Eastman Kodak Co., 

29 
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2009 \VL 2632685 (S.D, Cal. Aug. 24,2009), Katz has to prove that absence of patented articles. 

In a previous mling in the Fifth Third Bank case, this Court rejected that position relying on 

different authority. (May 14,2010 Summary Judgment Decision at pp. 26-27). Although we 

recognize that Katz has the burden to prove compliance ,vith § 287, we held that the defendants 

had the burden to prove that there were patented articles to mark. This is consistent with this 

district's precedent. See Unova Inc. v. He1vlett-Packard, No. CV 02-3772 (ER), 2006 WL 

5434534, at >I< 1 (C.D. Cal. Feb. 16, 2006); see als'o Laitram COtp. v. Helvlett-Packard Co., Inc., 

806 F. Supp. 1294, 1297 (E.D. La. 1992) (denying a motion for partial summary judgment 

limiting a patentee's damages for failure to rnark because the accused infringer did not "prove 

first that the [inventions] ,vere a "patented article'within the meaning of the law.") Although 

GEICO has pointed out that there is a split in authority, we chose to follow our own precedent. 

Under this standard, GEICO has failed to offer an evidence of "patented miide" that Katz should 

have marked. By itself, this conclusion warrants a finding of summary judgment in favor of 

Katz. 

However, Katz raises a second alternative argument that also justifies summary judgment 

on the marking issue. Katz argues that § 287 does not apply because it is only asserting method 

clairns. In response, GEiCO relies on Am. j\1ed. S:vs., Inc. v. Afed. Eng 'g Corp" 6 F.3d 1523 (Fed. 

Cir. 1993) and argues that marking is required when the patent contains both apparatus and 

method claims. However, the Federal Circuit has rejected this very analysis. 

In this case and Hanson rv. Alpine Valley Ski Area, Inc., 718 F.2d 1075,1083 
(Fed. Cif. 1983)], the patentee only asserted method claims despite the fact that 
the patent contained both method and apparatus claims. In American jifedicaf, in 
contrast, "both apparatus and method claims of the '765 patent v/elT asserted." 
American Medical. 6 F.3d at 1523. Because Rexam asserted only the method 
claims oHhe '839 patent, the rnarking requirement of 35 U,S,C. § 287(a) does not 
apply. 

30 



1 See Crown Packaging Tech., Inc. v. Rexam Beverage Can Co., 559 F.3d 1308, 1316 (Fed. Cif. 

20(9). Since Katz has only asserted method claims, Crcnvn Packaging and Hanson controL 

3 
Therefore, this Court GKANTS Katz's summary judgment motion and finds that Katz is not 

4 
barred from recovering past damages by § 287(a), 

5 

6 
c. Equitable Estoppel 

7 GEleo pleaded the affirmative defense of equitable estoppel. Katz's summary judgment 

x c motion asked the Court to find that this defense did not apply as a matter of law. In response, 

9 GEICO said that it "no longer believes that sufficient record evidence supports that affirmative 

10 defense under current lavv, and hereby withdra\vs it." (OE1CO's Opp'n to Surnm, 1. at 1".1) 

11 
Accordingly, this Court GRANTS Katz's summary judgment motion and finds that the doctrine 

12 

13 
of equitable estoppel does not apply. 

14 
D. Inequitable Conduct 

15 GEICO has also pleaded the affirmative defense of inequitable conduct. Specifically, 

16 OEICO has asserted that Katz committed inequitable conduct hy failing to disclose five specific 

17 items during the prosecution of its patents. (Katz Summ. J. Mot. at p. 22,) "Inequitable conduct is 

18 
an equitable defense to patent infringement that, if proved, bars enforcement of a patent." 

19 
Therasense Inc. v. Becton, Dickinson & Co., 2011 WL 2028255 *4 (Fed. Cir. May 25, 2011)(en 

20 

21 
bane). In a case involving nondisclosure of information, "the accused infringer must prove by 

clear and convincing evidence that the applicant knew ofthe reference, knew that it \vas 

23 material, and made a deliberate decision to withhold it." Id. at *9, 

24 The standard forrnateriality is set forth in 37 C. F.R. § 1.56 ("Rule 56"), which was 

25 amended in 1992. Under both the current and earlier Rule 56, information is not material if it is 

26 
cumulative of infomlation already of record before the examiner. See, e.g., Technology Licensing 

27 
Corp. v. Videotek, Inc., 545 F.3d 1316, 1337 (Fed. ei1'. 2008) ("Even under the 'reasonable 

28 
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examiner' test, however, it has long been established that a reference is not rnaterial if it is 

cumulative to other references already before the examiner"); Honeywell lnt'l Inc. v. Universal 

Avionics Sys. Corp., 488 F.3d, 982, 1000 (Fed. CiL 2007) (applying "reasonable examiner 

standard in determining that information cumulative of other information already before the 

Patent Ofllce is not material); Scripps Clinic & Research Found. v. Genentech, Inc., 927 F.2d 

1565, 1582 (Fed.Cir.1991) ("A reference that is simply cumulative to other references does not 

meet the threshold of materiality that is predicate to a holding of inequitable conduct." (citation 

omitted). 

Katz argues that GEICO cannot shmv materiality because GEICO has failed to show that 

the five non-disclosed references are not cumulative of the many references Katz did disclose to 

the Patent Office. i\ similar issue arose when Katz moved for summary judgment in the Group C 

cases. In that decision, the Court granted Katz's motion for summary judgment of no inequitable 

conduct because the defendants "failed to show that they rnade any effort \vhatsoever to sho,;v 

that the undisclosed references were not cumulative of the disclosed references"------a requirement 

for establishing the materiality of any undisclosed prior art. (August 14, 2009 Order Granting 

Plaintiff's Motion for Partial Summmy Judgment of No Inequitable Conduct at p. 8-9) (hereafter, 

the "Group C Inequitable Conduct Decision") The decision explained one possible 'vvay to show 

that an undisclosed reference was not cumulative of the thousands of cited references. 

Under the current rules, defendants are entitled to take discovery and request a 
plaintiffto identify which cited references are cumulative and explain the basis 
for such contentions. If the defendants had done so here, they could have had 
rebutted any allegations that the undisclosed references were cumulative, and 
satisfied their burden of proof with respect to materiality. 

(Group C Inequitable Conduct Decision at p. 8.) 

GElCO asserts that it has followed this procedure. GEICO did ask Katz for its 

contentions on cumulativeness and Katz answered in its Supplemental Response to Common 
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Interrogatory No.4 (attached as Ex. 7 to Kaminski Decl.) 

GEleO argues that it has rehutted Katz's contentions and presented considerable 

evidence of non-cumulativeness. Specifically, GEICO points to its discovery responses and Dr. 

Prieve's Expeli Report However, GEIeO's discovery responses are not admissible evidence and 

they do not create a triahle issue of fact. Moreover, a review of Dr. Prieve's report shovvs that he 

says only: 

I have reviewed RAKTL's November 24, 2009 Supplemental Response to 
Common Interrogatory No.4. I note that only a handful of features of the 
withheld references are discussed in this Supplemental Response. I note that 
RAKTL does not rebut GEICO's contentions, set forth above, that the prior art of 
record does not render cmnulative the vvithheld references with respect to the 
prima facia case of invalidity of various specific claims set forth in my previous 
expert reports and further established herein in Appendix G. 

(Prieve Report at,; 2522, attached as Ex.36 to Faltin Decl.) 

This passage merely concludes that Katz is wrong on the issue of cumulativeness, but it 

does not provide the basis for that conclusion. Prieve never explains what limitations found in 

the five undisclosed references are not found in the cited references discllssed by Katz, Such 

unsupported conclusory statements are insufficient to defeat a motion for summary judgment 

Accordingly, this Court GRANTS Katz's summary judgment motion, and finds that there is 

insufficient evidence to present the issue of inequitable conduct to the jury. 

Eo Best Mode Defense 

The best mode requirement is found in § 112, ,r 1 and requires that the patentee disclose 

the best way (or mode) practicing the claimed invention. The purpose of the best mode 

requirement is to prevent an inventor fhml obtaining patent protection while concealing the 

preferred embodiment of the claimed invention. 

GEICO relies on seven different arguments to argue that all of the asserted claims are 
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1 invalid for failure to cornply with § 112' s best mode req uirernent. First, GEl CO argues that 

claims 68 and 76 ofthe '893 patent are invalid hecause the specifications failed to disclose 

3 
receiving calls. Second, GEICO argues that claims 32, 39, 43 and 116 of the '893 patent, claims 

4 
68 and 76 ofthe '863 patent and claims 1,4 and 5 of the '134 patent are invalid because the 

5 

6 
specifications failed to disclose using DNIS to select the format fix a call, Third, GEIeO argues 

7 that ali the asserted claims are invalid hecause the specifications failed to disclose the ability to 

x c process a large number of calls. Fourth, GEICO argues that claim 38 ofthe '965 patent, claims 

9 32, 39 and 43 ofthe '863 patent and claims 68 and 76 ofthe '893 patent are invalid because the 

iO specifications failed to disclose transferring calls from an IVR to an operator. Fifth, GEICO 

11 
argues that claim 61 of the' 120 patent is invalid because the specification fai led to disclose 

12 

13 
qualifying a caller based on ANI. Sixth, GEICO argues that claim 38 of the '965 patent is invalid 

14 
because the specification failed to disclose generating an acknowledgement number. Finally, 

15 Katz argues that claims 60 and 61 of the' 120 patent, clairns 1, 4 and 5 ofthe '134 patent and 

16 claims 1 and 2 of the '252 patent are invalid because the specifications failed to disclose the 

17 ability to suppress cues. 

18 
There is a two-part test to show a patent is invalid for failure to comply with the best 

19 
THode requirement. The defendant must present clear and convincing evidence that: (1) the 

20 

21 
inventor suhjectively contemplated a best mode of carrying out the invention, and (2) the patent 

objectively fails to disclose that best mode of carrying out the claimed invention in the 

23 specification. E.g., Young Dental J\1fg. Co. )'. Q3 Special Prods., Inc., 112 F.3d 1137, 1144 (Fed. 

24 Cir. 1(97). The first prong is \vholiy subjective and focuses on the inventor's state of mind, 

25 Northern Telecom Ltd. v. Sanuung Flees. Co., 215 F.3d 128L 1286 (Fed. Cil'. 20(0). 

26 
Katz's sunmlary judgment argues that GEICO's best mode defenses fail for two reasons. 

27 
First, Katz says that there is no evidence that lVlr. Katz, the sole inventor, subjectively believed 

28 
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1 the cornrnercial systems GErCO identifies \vere the best mode of carrying out the ciairned 

invention. Second, Katz argues that there is no evidence that the specifications needed to disclose 

3 
additional details to allow a person of ordinary skill in the art to carry out the best modes that 

4 
GEICO has identified. 

5 

6 
This Court first addresses the issue ofthe inventor's knowledge. Not SU11:lrisingly, Mr. 

7 Katz testified that he tried to include the best way of implementing his inventions in the patent 

x c applications. In response, GEICO merely points out thatMr. Katz knew that certain commercial 

9 implementations embodied some ofthe limitations found in the asserted claims. GEICO's 

10 evidence consists of inventor testimony, discovery responses and a declaration. None of this 

11 
evidence suggests the undisclosed implementations were the best mode, or that M1'. Katz thought 

12 

13 
those implementations were better than what he disclosed in the patent specifications. 

14 
Accordingly, this Court finds that GEICO has failed to present substantial evidence to show that 

15 Katz believed that these commercial implementations represented the best mode for carrying out 

16 the claimed inventions. 

17 This Court also finds that GEICO failed to present substantial evidence on the second 

18 
element of its best mode defense. GEICO must present evidencing showing that the 

19 
specifications did not enable a person of ordinary skill in the art to practice the best mode or that 

20 

21 
the inventor has somehow concealed his preferred mode. Northern Telecom, 215 F.3d at 1286. 

Since GEICO does not suggest that Mr. Katz concealed his preferred mode, this Court merely 

23 assesses whether the specifications at issue were adequate. Here, GEICO has no evidence 

24 suggesting that the disclosures ,;vere inadequate to a person having ordinary skill in the art. For 

25 example, with respect to the failure to disclose receiving calls in multiple modes, GEICO's 

26 
expert, Dr. Forys, simply says, "[ a] person of ordinary skill of the art attempting to practice these 

27 
claims would have benefited from the more complete disclosure that Mr. Katz could have 

28 
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provided based on his supposedly successful cmnrnercial irnplementations of this concept" 

(Fory's Expert Report at '1428 attached as Ex. 48 to Faltin Dec!.) Although a more detailed 

specification may be more helpful, this testimony does not show that the specification was so 

inadequate that it failed to disclose the best mode. Dr. Fory's testimony on the other claims is 

equally unhelpful. (See Forys at,; 435 (rnerely noting feature 'vvas "non-trivial"), ,[441 

(discussing an unclaimed feature as "non-trivial"), ~1'1447, 450, 454, 457 (saying nothing about 

what a person having ordinary skill in the art would understand).) Based on the foregoing this 

Comi finds no evidence that the specifications needed to disclose additional details to allow a 

person of ordinary skill in the art to carry out the best 1nodes that GEICO has identified, 

Accordingly, this Court GRANTS Katz's motion for summary judgment as it relates to GEleO's 

best mode defenses. 

V. SUMMARY 

A. GEICO's Motion for Summary Judgment 

1. Invalidity ljnder 35 tJ.S.C. § 102 and § 103 

a. Claim 60 ofthe '120 Patent 

This Court GRANTS GElO),s 1notion fix summary judgrnent as it relates to the validity 

of claim 60. This Court finds that claim 60 of the '120 patent is invalid as obvious in light of a 

combination of Student Registration and Moosemiller. 

b. Claim 61 ofthe '120 Patent 

This Court finds that there are factual issues related to the priority date of claim 61. 

Accordingly, this Court DEN 1 ES defendants' motion for summary judgment as related to claim 

61 and the Student Registration/Calabrese combination. 

c. Claims Impacted By Striking Portions of Prieve Declaration 

36 



C:c1SE; ;2::;l··~rT~iu()·~i ,)"1 t)·~f~('~< ~·F:F~tv~ [)c~cun'lE;nt l4·t)~l F:i!E.~(j l)t}/.2~J,/·~1·1 F)e~~lE; ·4C) ()f ~4:3 F)~3~lE; ~[) 

~N~::2~?8Cl'l"8 

1 This Court's Order Striking Portions ofGEIOYs Expert Declarations struck new 

arguments from the Prieve declaration related to the invalidity argument of claims 1,4 and 5 of 

3 
the' 134 patent, claims 15 and 16 ofthe '984 patent, claims I and 2 of the '252 patent, claims 32, 

4 
39,43 and 116 of the '863 patent and claims 68 and 76 ofthe '893 patent. \Vithout Prieve's 

5 

6 
declaration, GEICO has no evidence suggesting that the prior art discloses various limitations 

7 from these claims. Accordingly, this Court DENIES defendants' motion for summary judgment 

x c as relates to the validity of the above mentioned claims. 

9 d. Claim 38 of the -965 Patent 

10 This Comi GRANTS GEICO's motion for summary judgment as it relates to the validity 

11 of claim 38. This Court finds that claim 38 of the '965 patent is invalid as obvious in light of a 

12 
combination of Szlam and Yoshizawa. 

13 

14 
2. ]nvalidity - [ndefiniteness 

15 
a. [ndividuaUy Cue Means 

16 
Since the recited function of the means plus function limitations at issue in claims 1 and 2 

17 ofthe '252 patent and clairns 15 and 16 of the '984 patent is simply receiving a form of data, this 

18 Court find that the means plus function limitations at issue do not require algorithms. 

19 i\ccordingly, this Court DENIES GEICO's summary judgment motion as it relates to the issue of 

20 
indefiniteness, claims 1 and 2 ofthe '252 patent and claims 15 and 16 of the '984 patent. 

21 
h. Analysis Structure 

Since the recited function of the means plus function limitation at issue in claim 116 of 
23 

24 
the '863 patent is simply receiving and processing caller data, this Court finds that the means 

25 plus function limitations at issue do not require algorithms. Accordingly, this Court DENIES 

26 GEICO's summary judgment motion as it relates to the issue of indefiniteness and claim 116 of 

27 the '863 patent. 

28 c. Mixed System/lVlethod Claims 
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Because claims 68 and 76 ofthe '893 patent contain limitations directed at both an 

apparatus and method of use, this Court GRANTS GEICO' s summary judgment as it relates to 

ciairns 68 and 76 oUhe '893 patent and finds that they are invalid as indefinite. 

3. Non-Infringement 

a. The GEICO Lienholder System. 

This Court finds that there are factual issues related to whether GEICO directed or 

controlled AT&T. Accordingly, this COUli DENIES GEICO' s motion for summary judgment of 

non-infringement as it relates to the GmCO Lienholder System and the '863, '893 and' 134 

patents. 

h. The Current System. and the '120 Patent 

This Court finds that the Current System performs the step of suppressing cues. 

Accordingly, this COUli DENIES GEICO's summary judgment as it relates to whether the 

Current System infringes claims 60 and 61 ofthe '120 patent. 

c. The GEICO Legacy System and the '134 Patent 

This Court's Order Striking Portions ofGEICO's Expert Declarations struck evidence 

raised after expert discovery. This evidence asselied that GEICO's Legacy System did not 

perform the step of "uti liz [ e] the certain identification data to avoid prompting certain callers 

with a certain previously provided cue or cues ... " as required by claims 1, 4 and 5 of the' 134 

patent. Without these passages, GElCO ,vas unable to meet its burden of proof on summary 

judgment. Accordingly, this Court DENIES GEICO's summary judgment as it relates to whether 

the GEICO Legacy System infringes claims 1, 4 and 5 of the' 134 patent. 

B. Katz~s Cross-Motion for Summary Judgment 

1. Infringement 

38 
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This Court finds that Katz has failed to satisfy its burden of proof and demonstrate how 

the accused systems satisfy the testing step of claims 60 and 61 of the' 120 patent. Accordingly , 

this Court DENIES Katz's summary judgment motion of infringement as it relates to claims 60 

and 61 of the '120 patent. 

2. Marking Defense Under 35 U.S.c. § 287(a) 

Since GEICO has failed to identify a patented article that Katz should have marked and 

because Katz has only asserted method claims, this Court finds that 35 U.S.C. § 287(a) does not 

apply. Accordingly, this Comi GRANTS Katz's summary judgment motion and finds that Katz 

is not barred frorn recovering past damages by § 287(a). 

3. Equitable Estoppel 

Since GEICO did not contest this portion of Katz's motion, this Court GRANTS Katz's 

summary judgment motion and finds that the doctrine of equitable estoppel does not apply. 

4. Inequitable Conduct 

This Court finds that GEICO has failed to present substantial evidence that the five 

undisclosed references are not cumulative of already cited prior art. Accordingly, this Court 

GRANTS Katz's summary judgment motion, and finds that there is insufficient evidence to 

present the issue of inequitable conduct to the jury. 

5. nest Mode Defense 

This Court finds that GEICO has failed to present substantial evidence that Mr. Katz, the 

sole inventor, subjectively believed the commercial systems GEICO identifies were the best 

mode of carrying out the claimed invention. (TElCO has also failed to present substantial 

evidence that the specifications needed to disclose additional details to allow a person of 

ordinalY skill in the art to cany out the best modes that GErCO has identified. Accordingly, this 
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Court GRANTS Katz's motion for summary judgment as it relates to Gmco's best rnode 

defense. 

IT IS SO ORDERED. 

DA.TED: September 29,2011 
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[57] ABSTRACT 

A system D interfaces with a mUltiplicity of individual 
terminals Tl-Tn of a telephone network facility C, at 

, the terminals callers are prompted by voice-generated 
instructions to provide digital data that is identified for 
positive association with a caller and is stored for pro· 
cessing. The caller's identification data is confirmed 
using various techniques and callers may be ranked and 
accounted for on the basis of entitleinent, sequence or 
demographics. Callers are assigned random designa· 
tions that are stored along with statistical and identifica· 
tion data. A break-off control circuit may terminate the 
computer interface aborting to a terminal for direct 
communication with an operator. Real-time operation 
processing is an alternative to stored data. The accumu
lation of stored data (statistical, calling order sequence, 
etc.) is variously processed and correlated as with de
veloped or established data to isolate a select group or 
subset of callers who can be readily identified and reli
ably confirmed. Different program formats variously 
control the processing of statistical data as for auction 
sales, contents, lotteries, polls, commercials and so on. 
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TELEPHONIC-INTERFACE STATISTICAL 
ANALYSIS SYSTEM 

2 
information acquisition phase may be concurrent or 
consecutive with respect to the processing phase. When 
appropriate, abort capability allows a caller to remain 
"off hook" and go to analog (vocal) communication. 

This is a continuation-in-part of application Ser. No. 
018,244 filed Feb. 24,.1987, and entitled "Statistical 
Analysis System For Use With Public Communication 
Facility" which was a continuation-in-part of applica
tion Ser. No. 753,299 filed July 10, 1985 and entitled 
"Statistical Analysis For Use With Public Communica
tion Facility" now abandoned. . 

5 The caller then interfaces directly with an operator. 
The system of the present invention may qualify an 

entitled set of callers, then receive answer data in the 
course of the call and develop identification or designa
tion data, sequence data and statistical data. The system 

BACKGROUND AND SUMMARY OF THE 
INVENTION 

10 may then provide data cells for storing individual data 
while assigning confirmable identifications to the enti
tled set. From the set, a subset is defined. That is, in 
accordance with various formats, acquired data is pro-

Various forms of publicly accessible communication 15 
systems for providing access to a central station have 
been proposed, some involving telecommunications. 
However, sometimes a need for ancillary functions arise 
in that regard, e.g. it may be desirable to positively 
identify a large group of persons, as a demographically 20 
controlled group, or a specifically entitled group, then 
statistically analy:ze data from the group so as to accu
rately identify certain persons in the group and select a 
subset of at least one person. Specifically, it may be 
desirable to obtain medical data from an entitled group 25 
of people, to correlate such data, perhaps introduce 
external data, then identify a select subset of the group. 
In that regard, a need exists for an improved, effective, 
economical, and expedient system of telecommunica
tion incorporating means for performing qualification, 30 
identification, analysis and selection of individual per
sons. 

It has been proposed to int:erface persons at telephone 
calling stations directly with a computer. facility. In 
accordance with such arrangements, recorded voice 35 
messages prompt callers to provide data by actuating 
the alphanumeric buttons that are conventionally em
ployed for dialing from one telephone station to an
other. In one prior arrangement, a caller may actuate 
dialing buttons to selectively attain a communication 40 
channel or to address specific information in a com
puter. In another arrangement, dialing buttons may be 
actuated to specify a billing designation as for requested 
services. Generally, such systems are believed to have 
been somewhat limlted in scope, often involving diffi- 45 
culties that are frustrating or confusing to a caller. Nev
ertheless, such techniques have been widely used to 
enhance and broaden communication.· 

In general, the present invention comprises a tele
phonic-interface system and related process for selec- 50 
tively utilizing both analog (voice) and digital tele
phonic communication in a variety of different interface 
formats or programs, as to select or qualify a set of 
callers, enable positive identification of at least certain 
of the callers in the set, acquire data from callers in the 55 
set, statistically analyze acquired data, as in combination 
and in association with external data (time indepen
dent), and accordingly to isolate a subset of the callers 
with verifiable identification. That is, the external data 
(separate from caller-provided data) may be introduced 60 
at any of a variety of different times in relation to the 
caller data. 

For example, a voice origination apparatus may 
prompt individual callers who (after qualification) pro
vide select digital data to develop a record for further 65 
processing either immediately, upon the evolution of a 
defined set of callers or upon the establishment of select 
external data. Thus, following a qualification phase, the 

cessed in statistical relationship, or in relation to applied 
external data to accomplish such functional operating 
formats as an auction sale, a contest, a lottery, a poll, a 
merchandising operation, a game, and so on. 

A variety of memory . techniques are used to selec
tively activate the voice origination apparatus. Accord
ingly, statistical analysis and selection can be effectively 
and economically accomplished with respect to a sub
stantial set of callers who are accommodated individual 
communication through a telephone system. 

BRIEF DESCRIPTION OF THE DRAWINGS 

In the drawings, which constitute a part of this speci
fication, exemplary embodiments exhibiting various 
objectives and features hereof are set forth, specifically: 

FIG. 1 is a block diagram of a system constructed in 
accordance with the present invention; 

FIG. 2 is a fragmentary diagrammatic representation 
of a storage cell format as may be developed in the 
system of FIG. 1; 

FIG. 3 is a flow diagram of one operating format of 
the system of FIG. 1; 

FIG. 4 is a block diagram of a form of processor or 
function unit as may be employed in the system of FIG. 
1; 

FIG. 5 is a fragmentary diagrammatic representation 
of a storage cell format as may be developed in the 
system of FIG. 1 with the processor of FIG. 4; 

FIG. 6 is a block diagram of elements in an operating 
function unit of FIG. 4; 

FIG. 7 is a diagrammatic representation of a storage 
cell format as may be developed in the system of FIG. 
4; and 

FIG. 8 is a block diagram of elements in an operating 
function unit of FIG. 4: 

FIG. 9 is a block diagram of the connections between 
the CPU and remote stations. 

DESCRIPTION OF THE ILLUSTRATIVE 
EMBODIMENTS 

As required, detailed illustrative embodiments of the 
present invention are disclosed herein. However, physi
cal communication systems, data formats, and operating 
structures in accordance with the present invention may 
be embodied in a wide variety of forms, some of which 
may be quite different from those of the disclosed em
bodiments. Consequently, the specific structural and 
functional details disclosed herein are merely represen
tative; yet in that regard, they are deemed to afford the 
best embodiments for purposes of disclosure and to 
provide a basis for the claims herein which define the 
scope of the present invention. 

Referring initially to FIG. 1, a series of remote tele
phone-instrument terminals Tl through Tn are repre-
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sen ted (left). The terminals are generally similar, and 
accordingly, only the terminal TI is illustrated in detail. 

In the disclosed embodiment, the remote terminals 
TI through Tn represent the multitude of conventional 
telephone terminals that are coupled to a communica
tion facility C which may take the form of a comprehen
sive public telephone system for interconnecting any 
associated terminals Tl-Tn. In accordance with the 
present system, the terminals Tl-Tn operate through 
the communication facility C to be coupled with a cen- 10 
tral station D, an embodiment of which is illustrated in 
some detail. 

Generally in accordance with the present develop
ment, individual callers use the individual telephone 
stations Tl through Tn to interface the station D 15 
through the communication facility C. Callers may be 
screened or qualified. Also in accordance herewith, the 
data of individual callers may be collected, correlated 
and tested in the station D for processing in accordance 
with various programs and external data. As a conse- 20 
quence, various objectives are accomplished. For exam
ple, a select subset of the callers may be isolated and 
specifically identified, or related data may be processed, 
or transactions may be actuated. The possibilities for 
application of the system are substantial and varied as 25 
will be apparent from the exemplary structure and func
tions as described in detail below. 

In one operating process format, the public might be 
polled with regard to locating the specific purchasers of 
a defective or dangerous product. Alternatively, the 30 
public might be polled with the objective of locating 
persons susceptible to a specific ailment or disease. Pub-
lic auctions of unprecedented participation are possible. 
Legal lotteries are enabled that are interesting, effective 
and very economical on an individual participant basis. 35 
The system also might be employed in various game 
formats or to automate a promotion or mail-order oper
ation, even to the extent of including inventory control 
as detailed below. 

In each functional operating format, the callers may 40 
be variously qualified on the basis of entitlement and 
may be identified for subsequent verification. The cal
lers then may be prompted, either through the interface 
or externally, to provide appropriate data. 

Considering the system of FIG. 1 in somewhat 45 
greater detail, it is to be understood that the communi
cation facility C has multiplexing capability for individ
ually coupling the terminals TI-Tn to the central sta
tion D on request. In the illustrative embodiment of the 
system, the communication facility C comprises a pub- SO 
lic telephone network and the individual terminals 
TI-Tn take the various forms of existing traditional or 
conventional telephone instruments. 

The exemplary telephone terminal T1 is represented 
in some detail to include a hand piece 10 (microphone 55 
and earphone) and a panel 12 provided with a rectangu-
lar array of push buttons 14 in the conventional configu
ration. Of course, the hand piece 10 accommodates 
analog signals while the panel 12 is a digital apparatus. 
Generally in accordance herewith, the hand piece 10 60 
serves to manifest analog signals vocally to the caller. 

In accordance with conventional telephone practice, 
alphabetic and numeric designations are provided on 
the buttons 14. For example, several of the buttons 14 
carry three letters along with a decimal digit. Specifi- 65 
cally, the button designated with the numeral "2" also 
carries the letters "A", "B" and "C". In that manner, 
the buttons 14 encompass the numerals "0-9", two sym-

4 
bois, and the alphabet except for the letters "Q" and 
HZ". Consequently, the buttons 14 accommodate the 
entry of decimal data, and to some extent alphabetic 
data. 

The buttons 14 designated with symbols H*" and H#", 
along with the numeral HO", can be used by predeter
mined assignment to represent the letters HQ" and "Z" 
or any of a variety of other data or command compo
nents. Generally, in accordance herewith, the buttons 
14 are employed to formulate digital data at the central 
station D in various formats determined by the instant 
specific use and operating format of the system. 

Considering the central station D in somewhat 
greater detail, the communication facility C is coupled 
to interface a series of processing systems PI through 
Pn (FIG. 1, left). Specifically, the communication facil
ity C is connected to the processing systems PI-Pn 
through an associated series of automatic call distribu
tors ACI through ACn. Each of the automatic call 
distributors ACI-ACn accommodates one hundred 
lines from the communication facility C and accord
ingly, may accommodate and queue up to 100 calls. 

Each of the automatic call distributors ACI-ACn 
may take various forms as well know in the prior art, 
functioning to queue incoming calls for connection to a 
lesser number of lines. In the disclosed embodiment, 
from each of the call distributors ACI-ACn, fifty lines 
are connected respectively to the individual data pro
cessing systems PI-Pn through an interface 20 and a 
switch 21. Thus, in the disclosed embodiment, each of 
the automatic call distributors ACI-ACn can accom
modate one hundred lines, fifty of which may be active 
in association with one of the processing systems P. 

The processing systems PI-Pn are similar, therefore, 
only the processing system PI is shown in any detail. 
Collectively, the processing systems PI-Pn are inter
connected with a command computer terminal CT, at 
least one interface terminal IT, at least one printer PR 
and an audio unit AD. The command terminal CT is 
separately coupled to the audio unit AD. 

As represented, the processing systems PI through 
Pn each contain a number of individual function units or 
processors PRl through PRn. Although various other 
configurations and arrangements may be employed, the 
explanation is facilitated by including a plurality of 
individual function units as treated in detail below. 

Considering the processing system PI, fifty lines from 
the automatic call distributor ACI are connected to the 
interface 20, an exemplary form of which may be a 
commercially available Centrum 9000 unit. The inter
face 20 incorporates modems, tone decoders, switching 
mechanisms, DNIS and ANI capability (call data analy
zer 20a) along with voice interface capability. Note that 
the interface may actually perform analysis on data. 
However, to preserve the disclosed embodiment man
ageable, major analysis is explained with reference to 
processors. 

Gen~rally, DNIS capability is a function of the com
munication facility C (composite telephone system) to 
provide called terminal digital data indicating the called 
number. ANI capability is a similar function whereby 
the digital data indicates the calling number with calling 
terminal digital signals. Both capabilities are available 
for use with equipment as the interface 20 and to pro
vide control through the call data analyzer 20a. 

Accommodating up to fifty independent calls on 
separate communication paths to the central station D, 
the interface 20 is capable of providing analog (voice) 
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signals to pro~pt each caller. Also accommodated are 
digital signals including the DNIS and ANI signals. The 
system contemplates the possibility of utilizing sequen
ces of lines in rotary as well as blocking sequences of 
lines, the numbers for which command a particular 5 
program or operation format of a function unit as dis
closed in detail below. 

The interface 20 provides the connection of the fifty 
lines to a switch 21 which is in tum coupled to fifty 
function units, or processors PR1-PRn. As indicated 10 
above, multiple function units, or processors, are de
scribed in the disclosed embodiment to facilitate the 
explanation. Of course, non-parallel techniques and 
multiplexed operations might well be employed as alter
natives. For a similar reason, as disclosed herein, each of 15 
the processors PR1-PRn includes memory cells for 
each of the callers' individual data. Development and 
compilation of data in such cells according to various 
operating formats is described below. In the disclosed 
embodiment, the processors PR1-PRn are connected 20 
collectively to the command computer terminal CT 
(incorporating a CRT display), the interface terminal 
IT, and the printer PR. Note that the CRT display 
serves to visually display data regarding select subsets 
as explained in detail below. 25 

Exemplary detailed structures for the processors 
PR1-PRn are described below; however, in general, 
the units may comprise a microcomputer, for example, 
programmed as suggested above and as disclosed in 
detail below to accomplish specific operating formats. 30 
As an integral part of such formats, a caller may be 
qualified as belonging to an entitled set of persons or to 
accommodate specific demographic objectives. Also, 
callers may be designated both with respect to their 
significance and their identification. For example, cal- 35 
lers may have different significance in a format, depend
ing on the time or sequence of their call. Also, the desig
nation of a caller may be exceedingly important in rela
tion to the caller eventually being iS9lated as part of a 
subset, the members of whom must be accurately veri- . 40 
fied. As described below, the designations may involve 
multiple elements which may include: random number 
assignments, encryption techniques, utilization of call
ing numbers, identification data, sequence of call and so 
on to facilitate reliable verification. Note that the com- 45 
munication facility C has a customer billing structure B 
that is interfaced by the system. 

On the qualification and designation of callers, the 
system enters a data accumulation phase during which 
digital data (formatted at one of the telephone terminals 50 
T1-Tn) is processed by one of the processors 
PR1-PRn. In general, the processing evolves.a subset 
(at least one caller) the members of which may be veri
fied and confirmed. 

Either during the data accumulation phase, or after 55 
the processing phase to isolate a subset, a distinct opera
tion may involve actuating the interface terminal T1 for 
direct local communication between the caller and an 
operator at the terminal T1. Another distinct operation 
may involve actuation of the printer PR to provide 60 
documents in relation to the operating format, as for 
providing award certificates as for verifying members 
of an isolated subset. Also, charge slips may be gener
ated containing at least part of the data of a particular 
transaction. 65 

An appreciation of the philosophical operation of a 
system in accordance with the present invention may 
now be enhanced by considering an exemplary opera-

tion of the illustrative embodiment of FIG. 1 to isolate 
a subset of people who are susceptible to a particular 
disease or infirmity. The exemplary operation might 
involve a geographical area, as a large city or popula
tion center, in which a particular health problem is 
somewhat acute. For example, a major population cen
ter might be polled where coronary artery disease is a 
significant problem. Accordingly, persons most suscep
tible to such disease could be identified for corrective 
recommendations. 

People of the population center could be informed of 
the availability of a service for statistical health analysis. 
Accordingly,persons interested in their individual sta
tistical situation would be motivated to utilize the ser
vice. Specifically, individual callers would use the re
mote terminals T1-Tn to contact the central station D 
through the communication facility C and thereby pro
vide personal information that would enable a statistical 
analysis in relation to existing data soas to isolate and 
inform (either real time or batch basis) those persons 
statistically most likely to be in need of corrective mea
sures. In such applications, it may be important that the 
caller's identity be subject to reliable verification. Other 
applications or programs also may present a critical 
need for positively verifiable identification to the extent 
that credit card numbers and/or personal identification 
numbers may be employed. 

An exemplary operation of the system, with regard to 
a specific caller, will now be treated referring some
what concurrently to FIGS. I, 2 and 3. As indicated 
above, FIG. 2 indicates a data storage format for a 
memory cell in an exemplary processor PR and now 
will be considered with regard to an operating format in 
which data is composed for a caller. Pursuing the above 
example, assume the existence of a caller at the remote 
terminal T1 (telephone number (213) 627-2222) who 
wishes to pursue health-related information on the basis 
of statistical analysis. The caller lifts the hand piece 10 
and in accordance with conventional techniques actu
ates the push buttons 14 to call. for a select operating 
format, e.g. telephone number (213) 627-3333 and 
thereby establish communication through the facility C 
with a designated function unit in the central station D. 
Receiving the call signal, the automatic call distributor 
AC1 associates the called number «213) 627-3333, ren
dered available using standard telephone DNIS tech
niques) through the interface 20 and the switch 21 to 
attain connection with the specific processor, e.g. the 
processor PRI formatting the health-related program. 
Accordingly, the processor PR1 cooperates with the 
interface 20 to cue the interface 20 to operate as a voice 
generator. 

The sequence of operations is represented to be initi
ated in FIG. 3 by the "enter" block 40 which is accord
ingly followed by a "cue voice generator" command 
block 42. If the ANI equipment is not employed, the 
voice generator in the interface 20 formulates speech, a 
representative form of which might be: "Thank you for 
participating in the coronary artery disease statistical 
analysis. Please give us your telephone number by actu
ating the call buttons on your telephone instrument." 

Acting on the instructions, the caller would push the 
buttons 14 in sequence to indicate his telephone number, 
e.g. "(213) 627-2222". Alternatively, the interface 20 
can accept the calling number «213) 627-2222) accord
ing to its provision by standard ANI equipment of the 
communication facility C. 
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The resulting data signals are communicated from the 
interface unit 20 (FIG. 1) to the processor PR1 for 
testing the telephone number as valid or entitled. Essen
tially, the format of a proper number prompts produc
tion of a valid or "good" signal. The test is indicated by 5 
the block 44 (FIG. 3). If the response is not valid or 
entitled, for example contains an inappropriate number 
of digits or has been used to a point of excess, the opera
tion of block 46 is initiated again cuing the voice genera
tor 30 (FIG. 1). The voice generator accordingly in- 10 
structs the caller, e.g.: "You have not entered a proper 
telephone number. Please reenter your telephone num
ber by pressing the appropriate call buttons." The caller 
is then allotted a predetermined period of time to make 
a proper entry with the consequence that the system 15 
moves to a test operation as indicated by the block 48 
(FIG. 3). Specifically, block 48 poses the query: "Is the 
second try good?" 

If the caller is again unsuccessful, the system purges 
the record as indicated by the block 50 and the call is 20 
terminated as indicated by the block 52. In an alterna
tive mode, the processor PRI may abort the interface 
and couple the interface terminal IT for direct personal 
communication with the caller. The interchange would 
then proceed, person-to-person. 25 

8 
2, the next section 58 in the cell C1 receives an accumu
lation of health data, including the caller's age, weight, 
... , pulse rate, and so on. Representative digital num
bers are illustrated in FIG. 2. 

During the course of the telephonic communication, 
the processor PR1 formulates identification data for the 
caller specifically including: the chronological se
quence of the call, the assigned designation of the call, 
and a set of acknowledgment digits for the call. Such 
data identification is registered in the caller's assigned 
cell C1 in accordance with the format of FIG. 2 being 
stored in sections 62, 64 and 66. Note that the data may 
be stored in a coded interrelationship. For example, the 
acknowledgment digits may be related to the call re
cord sequence. In the illustrative example, the chrono
logical order number of the caller is 4951. The acknowl
edge digits may be derived from the sequence number. 
For example, as illustrated, a coded relationship may be 
established by adding "two" to each of the individual 
record sequence digits. Considering the example nu
merically: 

Adding without propagated carries: 

4951 
2222 

6173 

Note that the confirmation data as acknowledgement 
digits can be extremely important, as to communicate 
with an isolated member of a subset. For example, iden
tification could be published or circulated, as by a tele
vision broadcast, then respondents checked by use of 
confirmation data that may be confidential. 

If the caller responds with a proper telephone num
ber, the operation proceeds. Specifically, the system 
sequences to record the response of the proper tele
phone number as indicated by the block 45. That is, the 
caller's telephone number is recorded in an assigned 30 
specific memory cell identified with the caller. The 
format of the cell C1 is indicated in FIG. 2. The first 
portion, section 53, contains a form of identification 
data, i.e., the caller's telephone number, i.e. "(213) 
627-2222". 

Note that as explained above, if the second attempt to 
formulate a proper number is successful, as manifest by 
the block 48 (FIG. 3), the response is recorded at that 
stage. In either case, exiting from the block 54 (FIG. 3) 
invokes the next operation of again queuing the voice 40 
generator as indicated by the block 56. 

Continuing with the above example, the call chrono-
35 logical sequence registered for the caller is 4951 as rep

resented in the section 62 while the acknowledge digits 
are 6173 as registered in the section 66. Additionally, 
the processor PRI develops an assigned designation 

As an alternative format, if a selective-group polling 
operation is performed, or callers are otherwise to be 
cleared for entitlement as mentioned above, a caller 
may be qualified by providing a "one-time" key num- 45 
ber. The processor PR1 may incorporate a look-up 
table for proper key numbers which numbers may be 
coded using any of a wide variety of techniques. As a 
simple illustrative example, the key may comprise a 
precise number of digits that always total a particular 50 
numerical value. 

The system proceeds after the caller is qualified. Spe
cifically, the cue to the voice generator of the interface 
20 (FIG. 1) as represented by the block 56 produces a 
request for further information from the caller with 55 
further identification data and answer data. For exam
ple, the voice generator might request information by 
stating: "Please use the telephone buttons to indicate 
initials of your name." 

The detailed operation is not represented in FIG. 3 as 60 
it is similar to the operation illustrated by the blocks 42 
through 54. However, again, a proper response is regis
tered in the storage cell C1 as illustrated in FIG. 2 by 
the number "53" also registered in the first section 53 of 
the cell. 65 

The cycle of obtaining digital information from the 
caller next is repeated with respect to answer data, i.e. 
specific health data. For example, as illustrated in FIG. 

number, e.g. designation "4951684", which is registered 
in the section 64, the acknowledge code or digits, e.g. 
6173, being registered in the section 66. These values 
are formulated in accordance with conventional num
ber techniques during the data acquisition phase. With 
the exemplary numerals formulated, the operation pro
ceeds. 

The processor PRI (FIG. 1) cues the internal mem-
ory. That operation is indicated by the block 68 (FIG. 
3). Thus, the processor PR1 fetches the call record 
sequence number, assigns a designation (if not previ
ously assigned), and encodes the sequence number as 
the acknowledgment digits (if not previously accom
plished). These operations are indicated by the block 70 
(FIG. 3). 

Next, the processor PRI (FIG. 1) cues the voice 
generator in the interface 20, as indicated by the block 
72 (FIG. 3) to provide information to the caller. Specifi
cally, for example, the voice generator in the interface 
20 (FIG. 1) might signal: "This transaction has been 
designated by the number 4951684, and is further identi
fied by the acknowledgment digits 6173. Please make a 
record of these numbers as they will be repeated. Spe
cifically, the designation number is 4951684. The ac
knowledgment digits are 6173. Please acknowledge this 
transaction by pressing your telephone buttons to indi
cate the acknowledge digits 6173." In various applica-
tions as those involving security, the order and ac
knowledgment of callers may be very important. There-
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fore, data for confirmation associated with the order is 
important. 

pair of communication lines 90 and 91 are indicated in 
FIG. 4 (top left). The line 90 provides signals from a 
processing unit 92 while the line 91 provides signals to 
the processing unit 92 along with other components as 

The system next proceeds to the test mode as indi
cated by the block 76 (FIG. 3). If the caller provides the 
correct acknowledgment digits, the data is confirmed in 
the record as indicated by the block 80 and is registered 
in the cell Cl (FIG. 2). Additionally, the voice genera-

5 represented in FIG. 4. The separate lines 90 and 92 
facilitate explanation. 

The processing unit 92 may take the form of a mini
computer programmed to accommodate the functions 
of various applications, as disclosed in detail below. As 

tor is sequenced as indicated by the block 82 (FIG. 3) to 
indicate the close of the communication and that the 
transaction is terminated as represented by the exit 
block 84. 

10 indicated above, the system may utilize a plurality of 
independent" function units or processing units, e.g., 
processing unit 92, operating in a . somewhat parallel 
configuration, or alternatively, a limited number of 

In the event that a caller cannot confirm his acknowl
edgment digits, as indicated by the block 76, a repeat 
operation is performed as indicated respectively by the 
blocks 86 and 88. Specifically, the voice generator is 15 
queued for a second instructional message. In the event 
that the second attempt also fails, the data is purged and 
the call discounted as indicated by block 90 and an exit 
block 92. If the second try is successful (test block 88), 
as indicated by the block 80, the record is perfected as 20 
indicated above. 

As a result of the likelihood of a large number of calls, 
as described above, data cells in the processors 
PRI-PRn (FIG. 1) are developed with specific infor
mation indicative of a statistical sampling of the popu- 25 
lace of concern. The data of that statistical sampling 
may be self-generating of specific conclusions with 
respect to a subset of individuals, and/or supplemental 
data to clearly manifest a significant subset. For exam
ple; the data may indicate a significant departure from 30 
an assumed normal characteristic. Such data, accumu
lated from the polling may be considered by logic com
parisons in the computer 22 to select the subset of per
sons who should be isolated. 

In addition to the self-generating conclusions avail- 35 
able from the received data, the system may involve the 
introduction of external data. In the physical fitness 
example, such external data might take the form of 
national statistical data. In any event, the processing 
operation usually involves comparison testing which 40 
compares caller data from individual memory cells of 
the processors PI-Pn (FIG. 1) with test data that is 
supplied through the command terminal CT. 

In the above example, members of the public in gen
eral were invited to use the service. A number of alter- 45 
natives exist which might well impact on the statistical 
analysis. For example, a list may be preserved by a 
use-rate calculator to implement a consumable key op
eration. That is, a user is qualified to a specific limited 
number of uses during a defined interval. 50 

As another example, callers might be restricted to the 
purchasers of a specific product as a medical apparatus 
for measuring blood pressures, heart rates, or so on. In 
such situations, it will be apparent that the statistical 
data will be somewhat distorted from an average or 55 
normal sampling. Clearly, the processors PI-Pn can be 
programmed to take into account such considerations. 
In that regard, the processors might also verify identifi
cation data proffered by a caller. Such data might take 
the form of a credit card number or a personal identifi- 60 
cation number. Methods for verification of such num
bers using computer techniques are discussed below. 

As indicated above and detailed below, the system 
can be programmed or formatted for use in a variety of 
applications. Preliminary to considering exemplary 65 
forms of such applications, reference will now be made 
to FIG. 4 showing an exemplary structural form for the 
processors PRI-PRn. From the switch 21 (FIG. 1) a 

processors may be driven sequentially to accommodate 
the functional operations as described. 

The input line 91 (upper left) is connected specifically 
to a qualification unit 93, a sequencer 94 and a designa
tion unit 96, as well as the processing unit 92 as indi
cated above. The qualification unit qualifies access from 
a remote terminal T1-Tn to the processing unit 92 as 
described in detail below. In accordance with various 
applications or operating formats, the qualification unit 
93, the sequencer 94 and the designation unit 96 operate 
preliminarily with respect to individual callers. Gener
ally, these units qualify or test callers for entitlement; 
develop a sequence-of-calls record and provide forms 
of designations for callers that may be authenticated. As 
described in detail below, the units function in sequence 
to accomplish such operations and accordingly are each 
individually connected to the processing unit 92 and a 
buffer storage 97. Essentially, the buffer storage 97 is 
illustrated separately from the processing unit 92 along 
with the unit 93, sequencer 94, unit 96, and so on, again 
in order to facilitate the· explanation. Similarly illus
trated. are a memory 98 (with cells CI-Cn), a look-up 
table 103 and a clock 105. 

Considering the processor of FIG. 4 in further detail, 
·the qualification unit 93 (upper left) is connected to a 
look-up table 99 and a use-rate calculator 100. The des
ignation unit 96 (top center) is connected to a random 
number generator 101 and an encryptor 102. 

In view of the above structural description of the 
system, consideration will now be given to certain spe
cific applications in relation to the operation of the 
system. In that regard, the operation of the system will 
next be considered to automate a mail-order facility. 

Assume that a caller at a terminal T1 (FIG. 1) dials a 
specific number to identify a mail order interface with 
the system of FIG. 1. For example, assume the tele
phone number "(213) 627-4444" for such an interface. 
Accordingly the caller dials the number at the remote 
terminal Tl. As a result, the communication facility C 
couples the terminal Tl through the automatic call 
distributor AC1, the interface 20 and the switch 21 to a 
select processor PRI identified and programmed for a 
mail-order operating format. Note that the communica-
tion facility C provides the dialed number ("(213) 
627-4444") to the processing system PI through well 
known telephonic equipment DNIS. Accordingly, a 
program is selected to execute the mail order interface. 

As a preliminary action, a voice responder in the 
interface 20 might be cued by the processing unit to 
identify the mail-order house and indicate that the order 
will be taken by computer. Either before or after qualifi
cation, the caller might be advised that if he prefers to 
communicate directly with a person, or needs such 
contact at any point in the communication, he may 
accomplish it simply by pushing the asterisk button (*) 
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at the tenninal T1. Such action forms an abort signal 
that is detected by the processing unit 92 to transfer the 
communication to the interface terminal IT (FIG. 1). 
Alternatively, the customer may be asked (by voice 
cue) to provide detailed information as name, address, 
etc. which is recorded for later processing. 

After the preliminary information is supplied to a 
caller, the qualification phase is initiated. For example, 
the interface 20 might actuate the terminal T1 to an
nounce: "Please indicate the type of credit card you will 10 
use for your purchase by pushing the button number 
'one' for Mastercharge, 'two' for ... " 

The caller's response, indicating a specific credit 
card, will be stored in a data cell; however, the data is 
developed initially in the buffer 97. The format and data 15 
for the present example (in the buffer 97) will be ex
plained with reference to a storage block fonnat 104 as 
illustrated in FIG. 5. The first data block 130 accord
ingly registers a digit to indicate the card that will be 
used to support the caller's purchase. 20 

Somewhat as described above in relation to the initial 
operating fonnat (health poll), the voice generator in 
the interface 20 prompts the caller through a series of 
exchanges that load the storage block format register 
104 with a merchandise order. Thus, as purchase items 
are confinned, the register 104 is loaded as exemplified 
by the blocks 140 and 142. The interchange continues 
until the customer indicates he does not wish to order 
any additional items. The system then operates the des
ignation unit 96 (FIG. 4) during the interval t3 to de
velop and announce the acknowledgement digits as 
stored in the block 144 (FIG. 5). The acknowledgement 
digits serve to identify the order both for the caller and 
the mail-order house. Accordingly, tracing is facili
tated. The data (FIG .. 5) is then transferred from the 
buffer 97 (FIG. 4) to a select memory cell CI-Cn. 

During the next interval t4, the processing unit 92 
(FIG. 4) isolates data of the cells C1-Cn to facilitate the 
mail-order process. In that regard, the processor 92 may 
incorporate structure and processing techniques as dis
closed in the parent case. 

Of the wide variety of other operating formats and 
applications in accordance herewith, further examples 

Using voice prompt, the interface 20 next instructs 
the caner to use the telephone buttons to indicate his 
credit card number and the expiration date of the card. 
That data is stored in the register 104, specifically in the 
blocks 132 and 134 as illustrated in FIG. 5. 

Next, the caller is asked for his customer number, as 

25 will now be described with reference to the systems of 
FIGS. 1 and 4. However, from a consideration of the 
operating formats treated below, it will be apparent that 
certain structural elements have reoccurring signifi
cance in the combination. Specifically, such elements 

it may appear on his catalog. That number is stored in a 
block 136 of the block format register 104. Note that the 
caller may not be identified in the fIles of the mail-order 
house and in that event, the operation may be shifted to 30 
a manual operation to be continued through the inter
face terminal IT (FIG. 1) as explained above. For a 
television-initiated mail-order transaction, other numer
ical codes might be employed as to key into broadcast 
schedules. For example, a code might be used to indi- 35 
cate program times and thereby enable evaluation of the 
productivity of such program times. Such operation 
may be performed during the designation phase as de
scribed below. 

To continue with the explanation of the automated 40 
format, assume that the customer has a fIle customer 
number and that it is stored in the block format register 
104 along with his credit card number and expiration 
date. From that location, the data is checked by the 
qualification unit 93 (FIG. 4) for propriety as part of the 45 
test or qualification phase of operation. The check or 
test is in two stages and both are performed during an 
interval designated tl, the qualification unit 93 operat
ing under control of the processing unit 92. 

First, the data is verified as representing valid and 50 
proper data formats for the customer's number, the 
credit card number and expiration date. The second 
operation involves consulting a so-called negative list to 
assure that the identified card and customer's number ~ 
have not been cancelled, as for example in the case of 55 
credit cards that have been lost or stolen. Detailed 
structure for such tests is described in the parent case 
from which this case continues and may be incorpo
rated in the qualification unit 93. 

With the successful <;ompletion and verification of 60 
the preliminary data in the block format register 104, 
the qualification phase of operation is concluded and 
the system next interfaces with the caller to acquire and 
process data for a specific order of merchandise. Note 
that in the mail-order operating fonnat, the sequence of 65 
the call is not normally significant. However, the se
quencer 94 may log the time during a period t2 if 
deemed worthwhile. 

include the structures: (1) utilizing the called number to 
select a specific operating format, (2) for screening or 
selecting callers who will be accepted based on various 
criteria, (3) for designating callers in a manner to enable 
subsequent positive identification and (4) various pro-
cessing aspects of the data manipUlations including the 
provision of at least a portion of certain ID data pro
vided directly from the telephone apparatus. With re
spect to the data processing, distinctive elemental fea
tures include the utilization of external data not avail-
able during the interval of gathering data, the utilization 
of an interrelationship between the composite data col
lected during a data acquisition period, and the opera
tion of utilizing time or sequence of callers to accom-
plish a subset. . 

As the next illustrative operating format, an instant 
lottery system will be described. Accordingly, assume 
the existence of a legalized state lottery accommodated 
by the telephone system utilizing a pay-to-dial number 
("(213) 976-xxxx") and restricted to a limited number of 
uses for defined intervals of time. For example, a person 
might be entitled to play the lottery a limited number of 
times or to the extent of a limited dollar value during a 
predetermined interval. 

From the terminal T1 (FIG. 1) the caller would actu
ate the push buttons 14 to establish contact with the 
processing system PI coupling would be through the 
communication facility C, the automatic call distributor 
AC1, the interface 20 and the switch 21 as described in 
detail above. The initial operation then involves qualifi-
cation of the caller to participate in the instant winner 
lottery. Again, ANI or caller interface techniques may 
be employed. If the caller is involved, the interface 20 is 
actuated by the qualification unit 93 during the operat
ing interval tl to instruct the caller: "Please key in your 
telephone calling number". As indicated above, an al
ternative involves the system simply registering the 
calling number on the basis of its provision by ANI 
equipment. 
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In any event, after the caller's telephone number is 
registered, the instruction is given: "Participation in 
instant winner lottery is for persons over twenty-one 
years of age. Accordingly, please key in the year of 
your birth". A driver's license or credit card number 
may be similarly registered to confirm age. Alterna
tively, the combination of telephone number and date of 
birth could be used. In any event, the caller's data is 
registered and the qualification unit 93 then functions to 
test the data as provided. Specifically, the caller's tele- 10 
phone number is checked in a look-up table 99 to deter
mine whether or not it is a proper and currently valid 
number for use in the lottery. Concurrently, the number 
is checked by the use-rate calculator to determine the 
number of times it has been used in excess of a predeter- 15 
mined number of calls or dollar value to participate in 
the lottery during a current interval of monitoring. 

If .the data indicates a qualified caller, the system 
proceeds to the next phase of designating the transac
tion. Note that the sequence is not significant in this 20 
operating format with the consequence that the interval 
t2 and the operation of the sequencer 94 may be by
passed. Rather, the designation unit 96· operates during 
the intervalt3 to provide the caller with a designation 
for the current transaction and if applicable, updates the 25 
file as to current use or dollar value remaining for the 
caller's use. As explained above, the random generator 
101 with or without the encryptor ·102 may be em
ployed to create an identification number which may 
include an encrypted form of the caller's telephone 30 
number. Accordingly, data for the transaction is estab
lished in the buffer 97 then set in a cell of the memory 
98 (FIG. 4). Specifically, the completed data cell format 

metered by a counter 178. Accordingly, upon the attain
ment of a predetermined count, the gate 174 is again 
qualified to enter another number in the register 164. 
Accordingly, an increasing set of numbers are held in· 
the register 164 for comparison with each caller's num
ber. Of course, the more numbers in the register 164, the 
higher probability of a caller winning and that relation
ship depends upon the duration or number of calls since 
the last winner. 

Either a win or a loss as indicated within the process
ing unit 92 (FIG. 4) prompts the interface 20 to respond 
appropriately to the caller announcing his results. If 
there is a win, the designation may be reinforced and 
additional identification may be taken as explained 
above. Of course, if the prize simply involves a credit on 
the caller's telephone bill or his credit account, identifi
cation and designation become less critical consider
ations. 

In the event of substantial awards to be claimed, the 
processing system PI (FIG. 1) may actuate the printer 
PR to produce a positive identification of the winner, 
which document may be redeemed only by the caller 
providing the assigned designation along with confir
mation·· of his identification data. 

Generally in relation to awards, the processing unit 
92 may also utilize a random number format for deter
mining the significance of awards. That is, a random 
number may be actuated to provide numerals from one 
through twenty, for example, the magnitude of the· 
number generated for a caller indicating. the signifi
cance of his award. Normally such information would 
be provided to the caller and registered in his memory 
cell. 

might be as follows: Telephone No.-Birth Year-De- With respect to memory cells generally, it is to be 
signation-Random No. 3S noted that actuated memory cells may be cleared for 

The system next functions to generate the random callers who are not winners. Accordingly, a limited 
number <as indicated above which will then be tested number of memory cells store the subset of winners for 
against a series of other numbers to determine whether subsequent confirmation processing and so on. 
or not the caller is a winner. In that regard, elements in As another operating process format in accordance 
the processing unit 92 which accomplish the operation 40 with the present invention, consider an auction sale. As 
are illustrated in FIG. 6 which will now be considered disclosed herein, the auction format is associated with 
in detail. television as, for example, in the form of a cable channel 

A random number generator 160 functions on com- for dedicated use during an interval of an auction sale. 
mand to provide a three-digit number. With the con- Preliminarily, in accordance with the disclosed exem-
summation of a call, the random number generator 160 45plary format, persons wishing to participate in the auc-
is actuated to provide the caller's random number in a tion sale would make preliminary arrangements involv-
selected caller cell 162. From that location, the caller's ing utilization of the system to. establish authorization 
random number is compared with numbers from a regis- data for qualified bidders in cells CI-Cn of the memory 
ter 164 by a comparator 166. The numbers in the regis- 98 (FIG. 4). In an alternative format, the bidders could 
ter 164 were previously passed through a gate 174 from 50 simply be qualified immediately before bidding, as on 
the generator 160. In the event of coincidence, the com- the basis of a charge-card number or other identifica-
parator provides an output "yes" signal to a line 168. tion. 
Conversely, the failure. of coincidence prompts the Generally, it is contemplated that callers are coupled 
comparator 166 to provide a "no" output to a line 170. into the system only during the bidding on specific 
Essentially, a "yes" indicates a win while a "no" indi- SS items of merchandise. Accordingly, some prequalifica-
cates the caller has lost. tion may be desirable to facilitate the rapid accumula-

The elements of FIG. 6 provide a random operating tion of a bidding group with the introduction of a unit of 
format to determine winners ona somewhat statistical merchandise. 
basis; however, the system increases the probability In accordance with the disclosed format, an auction-
with the passage of time when no win occurs. In that 60 eer conducts the sale in a somewhat traditional manner, 
regard, at the outset of an operating cycle, the random recognizing that he is interfacing a relatively large audi-
number generator 160 provides a random number that is ence through the system of the present invention. and 
passed through the gate 174 to the register 164. In the with a television connection. Specifically, the auction-
exemplary format, a three-digit number would be pro- eer is cued as to audience reaction by a monitor incor-
vided. At that stage, the caller's random number, from 65 porated in the command computer terminal CT (FIG. 
the cell 162, would be compared with the single number 1). Essentially, the auctioneer is given an abstract or 
in the register 164 by the comparator 166. However, summary of the relative bidding as the auction pro-
with the passage of time, calls are tallied or time is gresses. In one format, the caller sees the auction on a 



15 
4,845,739 

16 
television receiver. That is, the monitor may be covered proceeds until a small group of remaining callers are 
by a television camera to inform the audience and par- addressed. Note that the display of the command term i-
ticularly interested bidders. Consider the detailed steps nal CT (FIG. 1) may also inform the auctioneer of fresh 
of the operation. bidders. 

As the auctioneer announces the next item for sale, it 5 As the selection process proceeds, signals from the 
is televised to potentially interested bidders. In addition clock CL (FIG. 1) are introduced to indicate the se-
to being informed of the merchandise, potential bidders quence of bidders. For example, assume the bidding has 
might also be reminded of the telephone number for proceeded to a stage where only three bidders remain 
participating in the auction. Accordingly, any inter- active. The auctioneer is informed by the command 
ested person at a remote terminal TI-Tn may dial the 10 terminal CT of the order in which the callers made their 
auction number and obtain access to the processing bids. The sequence is also of record in the cells of the 
systems PI-Pn. The caller would have a television set memory 78 (FIG. 4) to indicate the sequence in the 
available, tuned for example to a cable channel. event that the final bid involves more than one caller. 

Any preliminary qualification as indicated above will Of course, the first caller to respond with a bid would 
then be performed along with any appropriate designa- 15 have priority in the purchase. 
tion. With regard to the designation, unless callers are Normally at the conclusion of the bidding on a partic-
identified as part of the qualification step, the designa- ular item, the contents of the cells in the memory 98 
tion unit 96 (FIG. 4) assigns a limited-digit number to would be purged with only the final bidders being held 
individual callers for use by the auctioneer interfacing in general memory within the processing unit 92. Of 
the command computer and terminal CT. Further des- 20 -course, it is important to maintain a record of back-up 
ignation and sequencing as disclosed herein also consti- bidders in the event the sale is not consummated with 
tute part of the process. To the extent that qualification respect to the first of the highest bidders. That is, a 
and designation operations may be performed, the oper- subset of the highest bidders is preserved for each item 
ations are performed as described above with reference of merchandise in the event that the highest bidder fails 
to FIG. 4 by the qualification unit 93 and the designa- 25 to qualify or the sale otherwise cannot be consummated. 
tion unit 96. Of course, any of the safeguards and limita- Of course, a distinct advantage of the system is the 
tions as described herein may be employed as deemed ability to accommodate a 'vast auction participation 
appropriate for an auction format. group for items of substantial value and as a conse-

After the preliminaries, the auctioneer initiates the quence the distillation of a subset of callers is exceed-
bidding with respect to a particular item that is ob- 30 ingly valuable information. 
served by the callers on a television receiver as through To consider another operating format in association 
a cable channel. Note that the audio may be variously with the television media, a system will now' be de-
coordinated through the telephone communication fa- scribed whereby television viewers participate on a 
cility C and the audio channel of the caller's television. real-time basis in a game show for prizes. The ability to 
In a simple format, after an introductory phase, commu- 35 involve television viewers in a program has the poten-
nication to callers with respect to the bidding is pro- tial of expanding program interest along with the ex-
vided through the television link. Alternatively, the panded participation. 
audio unit AD (FIG. 1) may be employed: Game shows in accordance herewith may take any of 

Essentially, the auctioneer initiates the bidding by a wide v:ariety oHorms as several well known programs 
stating an initial value for the opening bid. Callers are 40 in which studio contestants compete for prizes. In utiliz-
invited to bid by actuating the push buttons 14 (FIG. 1). ing the system of the present invention to involve re-
For example, the auctioneer may invite an initial bid of mote participants, it may be desirable to preliminarily 
one hundred dollars asking callers to so bid by entering qualify and designate callers as explained above. Specif-
an asterisk (*) by punching the button so designated. In ically, prior to participating in an actual game show, 
accordance with one operting format, cells in the mem- 45 interested participants interface the system as depicted 
ory 98 (FIG. 4) are actuated to register the bidding in FIG. 1, and in the course of an exchange as described 
number in identified relationship with several calls. above, the qualification unit 93 and the designation unit 
Note that although a record may be desirable, it is not 96 cooperate with the processing unit 92 to accomplish 
usually necessary to record all bids, particularly at ini- preliminary data on potential participants in cells of the 
tial bidding figures. In any event, the individual process- 50 memory 96. 
ing units, e.g. unit 92 in individual processors PR1PRn Various games will involve different screening pro-
are interconnected (FIG. 1) and operate to select the cesses and clearances. For example, a child's television 
final and key bids. game format may require parental clearance and in that 

After attaining the initial bid, the auctioneer may regard written communication may be required for 
invite further bidding by seeking a bid of two hundred 55 approvals. Such approval may require the assignment of 
dollars or any bid. Such a bid might be accomplished a personal identification number to the child player as 
either by punching the asterisk button to attain th solic- qualifying identification data. 
ited bid, or by using number buttons to enter a different As explained above, clearances may be perfected 
bid, e.g. two hundred fifty by buttons "2", "5" and "0". through the look-up table 99 (FIG. 4) in association 
Again, cells of the memory 98 are actuated to record 60 with the qualification unit 93 or approvals through a 
select bids (sequence) at the higher value. consumable key step may be extended to incorporate 

The status of the bidding is presented to the auction- functions of the processing unit 92 in association with 
eer by the monitor of the command computer terminal the memory·98. For example, if qualification simply 
CT (FIG. 1). Specifically, the auctioneer is provided an involves a check-off operation, the look-up table 99 will 
indication of the number of bidders at each level. If a 65- normally be employed. However, in the case of prere-
sizeable number of callers bid at a specific value, the gistration for a participant, as in the case of the auction 
auctioneer may wish to advance the price significantly sale, the memory 98 is involved with the qualification 
for the next round of bidding. Thus, the auctioneer unit 93 through the processing unit 92 to establish a data 
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cell C1-Cn for each qualified participant. Thus, each bly a serial episode) the participant actuates the push 
potential participant to be qualified interfaces with the buttons 14 at one of the remote terminals T1-Tn to 
processing unit 92 during a preliminary interval of oper- accomplish an interface communication with the select 
ation to provide data in one of the cells C1-CN to facili- operatirig format. For example, the caller may actuate 
tate qualification for participation during a real"time 5 the buttons 14 for the station number "277-7777" which 
game show. . . identifies. the game format of current description. 

At the time of the show, callers are qualified simply Assume responsive operation of the communication 
by reference to their assigned memory cell data for a facility C to couple the caller through the automatic call 
verification. Thereafter, the caller's exchange informa- distributor AC1 to the interface 20. Upon establishing a 
tion to supplement their data as with respect to the play m connection, the interface 20 receives the caller's tele-
which follows. Specifically for example, a caller might phone number through ANI equipment and a data cell 
select a studio audience participant with whom the in the memory 98 (FIG. 4) is assigned to the caller. 
caller is to be allied. The interface operation may be Specifically, for example, associative coupling is pro-
essentially as described above wherein a voice genera- vided for the caller through the switch 21 (FIG. 1) to 
tor in the interface 20 (FIG. 1) provides signals which 15 the processor PRlcontaining the memory 98 (FIG. 4) 
activate the remote telephone unit to speak the instruc- and a cell C2 assigned to the caller. A block format 200 
tion: "If you wish to play with Player No. I, please push is illustrated in FIG. 7 indicating the data that is devel-
button No.1; if you wish to play with Player No.2, oped in the cell C2. At the outset, the caller's telephone 
please push button No.2 .... and so on". The caller number is stored in a section 201 followed by uses/-
may also be instructed to indicate the extent of a wager. 20 month in section 202. 
For example, "Push the number button indicating the Next, the caller is greeted and requested to give the 
points you wish to risk". key number entitling him to participate in the game 

The participant data is stored in an assigned .cell of show. The instruction constitutes an initial action to 
the memory 98 (FIG. 4) for the caller and as the game take place in an interval of qualification during the time. 
proceeds, the processing unit 92 tallies the caller's 25 tl. The caller actuates the buttons 14 providing digital 
score. Scores are interrelated between individual pro- representations to the qualification unit 93 (FIG. 4) and 
cessing units to actuate the terminal CT. Thus, individ- the look-up table 99 is consulted. Note that the table 99 
ual accounting occurs for each of the calling partici- may be a large, shared unit that tabulates each of the key 
pants on an on-line basis dependent upon the success of numbers and accounts for their use. If the caller has 
the studio players and their association with the callers. 30 identified a proper key number, the process proceeds 
On-going accounting data may be provided at intervals and the key number is accounted, i.e. incremented or 
or real time by the recorded voice to each contestant. decremented to the limit of use if any. Alternatively, a 

According to the described format, after an interval repeat information· operation may be requested as de-
of play, the processing units, as the unit 92 (FIG. 4), scribed in detail above. 
operate to isolate a subset of caller-players who have 3S As a further check during the qualification stage, the 
amassed the highest scores. Of course, various arrange- use-rate calculator 100 may function to determine 
ments may be provided for awarding prizes to the select whether or not an excessive number of calls have origi-
subset of winnirig callers, nated from the designated number. Thus, consideration 

The above format involves a real-time game show involves calls or value with reference to a predeter-
with an on-line operating format. A somewhat similar 40 mined period oftime. Again, a shared calculator may be 
format involves nonreal-time operation and in that used or addressing may obtain selectivity on the basis of 
sense, callers may interface with the system of the pres- calling numbers. If a large number ·of calls have origi-
ent invention before and after the show; however, not nated from a single telephone terminal, a fraudulent 
primarily during the show. Such a show might involve situation may be suggested. Assuming no such indica-
a quiz for callers based on their ability to perceive and 45 tion occurs, the number of uses is registered in a section 
remember occurrences within the show. Preregistration 200 (FIG. 7) and the operation proceeds from the inter-
may be employed, however, is not essential .. Rather; val t1 to interval t2. 
callers may calfafter the broadcast of a program. In that During the interval t2, the sequencer 94 registers the 
event, sequence or time clocking may be very important precise time of the call in the buffer storage 97, specifi-
to limit or control individual interfaces to a specific time 50 cally in a section 204 as illustrated in FIG. 7. With the 
or geographic "window".· That is, as suggested above, entry of such data, the system passes from the operating 
allocation-routing equipment and techniques may be interval t2 to t3. 
employed in various of the formats to window callers. The caller is next asked to identify himself in some 
With the system, callers are screened or qualified at the specific manner. For example, the caller may simply be 
time of a call, identified in a particular calling sequence, 55 asked to provide the year of his birth. Alternatively, 
designated for identification and quiz answers are given somewhat comprehensive information may be taken as 
for subsequent processing. Alternatively, players could in the form of drivers' license numbers, social security 
participate by providing their credit card for billing or numbers and so on. Of course, such data may be em-
be billed through the "pay-to-dial" network. Consider ployed for subsequent identification of the caller and, 
an exemplary format. 60 accordingly, is registered in the buffer storage 97 (FIG. 

A key to participation in the game show may involve' 4). Specifically, identification information. is registered 
the purchase of a particular product. For example, a in section 206 of the block 200 as shown in FIG. 7. 
person desiring to participate may purchase a product In addition to receiving identification information 
which carries a concealed key number. The number from a caller, the system assigns a designation to the 
serves as a caller's key to participation in the game 65 caller. Specifically, the random number generator 101 
show. (FIG. 4) provides a number which may be encrypted 

In accordance with the disclosed operating format, along with other identification data as the caller's per-
after watching the broadcast of a television show (possi- sonal identification to provide a numerical designation 
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button on your telephone for the number of persons 
present in the room when the will was read". 

The voice generator signals are supplied from the 
memory MSI (within the processing unit 92, FIG. 4) to 

that is registered in the storage 97. Specifically, the 
designation is stored in a section 208 as illustrated in 
FIG. 7. With the designation operation complete, the 
interval t3 terminates initiating the data accumulation 
phase which occurs during an operating interval t4. 

At this juncture, operating elements within the pro
cessing unit 92 will be considered in relation to an expla
nation of the manner in which select questions are pro
vided to a caller and his answers received and recorded 
for subsequent processing to determine winners. 

5 the interface 20 (FIG. 1) which generates audio signals 
to actuate the caller's hand piece 10. Accordingly, the 
caller is instructed to answer three questions, the re
sponses being recorded in a section 210 of the data 
block 200 (FIG. 7). Note that the clock lOS (FIG. 4) 

10 may be utilized to limit the response period allowed 
each caller. Preliminarily, reference will be made to FIG. 8 show

ing elements involved in the operating format which are 
contained in the processing unit 92 (FIG. 4) in associa
tion with the memory 98. To avoid confusion, the ele
ments identified in FIG. 8 are designated by fresh nu- 15 
merals. 

To accommodate the exemplary operating format, a 
dramatic program might be recorded preparatory to the 
television broadcast. A substantial number of questions 0 
would then be formulated based on the dramatic pro- 2 
gram. For example, "How many people were present 
when the will was read?" 

It is contemplated that the dramatic program would 
be broadcast to different geographical segments of the 25 
country during different time intervals. To accommo
date the different time intervals, it is proposed to utilize 
different questions for each geographic segment. That 
is, the basic format can remain the same, only the ques
tions change by time zone to avoid study and collabora- 30 
tion on questions as a result of time shifts. A question 
propounded to a Chicago caller should not be repeated 
to a Los Angeles caller. In any event, callers might be 
given three questions randomly drawn from a pool 
serving one geographic segment and three questions 35 
drawn from a different pool serving another geographic 
segment. 

The signals for prompting a voice generator are regis
tered in memory sections MSI through MSn. Each of 
the memory sections MSI-MSn is served by an address 40 
input AIl-AIn respectively. Similarly, the address in
puts AIl-AIn are instructed by random number genera
tors NGI-NGn, in turn actuated by decoders 
DEIDEn: Consider the operating sequence of the mem-
ory MSI as an example. 45 

The decoder DEI is responsive to telephone calling 
numbers (provided by ANI equipment) indicative of a 
particular geographic area. Note, for example, that area 
code numbers afford an effective geographic classifica
tion of callers which is very useful in many formats or 50 
processes of statistical analysis in accordance herewith. 
Note that geographic (or other) classification in accor
dance herewith is also accomplished by the called num
bers provided. Each of several television stations would 
solicit calls for different numbers as a result, either by 55 
DNIS or call channeling. Select processors would be 
reached through the interface units, e.g. interface 20 
FIG. 1. In operation, the decoder DEI determines a call 
is from a specific geographic area and accordingly pro
vides a signal to actuate the random number generator 60 
NGI. As a consequence, the random number generator 
NGI provides a series of three random numbers in the 
form of addresses for the memory MSI. That is, the 
addresses may simply comprise three alphanumeric bits 
supplied to the address input All to prompt the provi- 65 
sion of three sets of voice generator signals for announc
ing the three questions in sequence. For example, the 
first question might be as suggested above: "Push the 

As indicated above, to accommodate broadcast of the 
program in a different time slot for a different geo
graphic area, the decoder DEn (FIG. 8) actuates the 
random number generator NGn to address the memory 
MSn to provide three different questions as a result of a 
random selection. Accordingly, within a time or times 
(perhaps limited and offset) after the conclusion of the 
program, a substantial number of callers are accounted 
for in cells of the memory 98 and similar units of the 
composite system. The cells indicate sequences of call-
ing and also may contain billing data where appropriate. 
That is, pay-to-dial operations avoid the need for bill
ing, yet it may still be made of record. 

Subsequent to the data accumulation phase of opera
tion, the processing unit 92 (and its equivalents) is actu
ated during an off-line processing interval to isolate the 
subset of callers correctly responding to the questions. 
In accordance with one format, the subset of successful 
callers may be reduced to a subsubset as by a random 
computer "draw" to define a group of significant win-
ners. That is, a random number generator may be em
ployed as explained above. 

As an alternative to subsequent processing, the sys
tem may inform callers of their success during the 
course of the interface telephone call. That is, callers 
might simply be informed by cuing the voice generator: 
"Your answers are correct and in accordance with the 
program game, you will now be entered in the sweep
stakes draw for the prize ... " Thus, the format defines 
a subset then further selects a sub-subset of winners. In 
any of the various formats, the status of the analysis can 
be televised by selecting a camera focused on the inter
face terminal IT. 

Still another operating format for the system takes the 
form of polling operations to determine opinion or facts. 
An illustrative form of the format is disclosed below 
again in association with a television broadcast. 

Generally, the illustrative polling format is contem
plated in association with a television broadcast ad
dressing a matter of current interest as, for example, a 
political issue or election. A master of ceremonies pro
pounds questions to a viewing audience, many of whom 
are on-line through an interface of a system of the pres-
ent invention. The master of ceremonies or commenta
tor instructs the callers who are regulated and con-
trolled by the system of the present invention to provide 
digital data which the system processes to inform the 
commentator as with regard to subsets of callers. For 
example, the commentator may be statistically informed 
as to the numbers of callers holding specific views. 
Consider a specific exemplary operating format. 

Assume the existence of a system in accordance with 
the present invention installed for use in association 
with a television broadcasting facility. Of course, vari
ous previous arrangements could be involved; however, 
according to one arrangement a commentator simply 
invites members of the viewing audience to call a spe-
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cific number and express their views with respect to a pounded. In any event, subsequent to the data-gathering 
specific issue. Callers located at terminals T1-Tn (FIG. phase, the bulk data is supplied to the command com-
1) activate the terminals to accomplish an interface with puter terminal CT incorporating computing facility to 
one of the processing systems P1-Pn as explained isolate subsets for communication by the broadcast. 
above. Note that the processor (or the interface 20 may Accordingly, an effective on-line poll can be conducted 
involve operation of the qualification unit 93 (FIG. 4) to with statistical sampling control and prompt display of 
prevent callers from loading the poll. That is, to prevent responses. _ 
multiple calls from a single terminal that would distort As explained above, the arrangement of the function 
a poll, the qualification unit 93 registers calls in associa- unit (or. units) may be variously embodied in a single 
tion with the use-rate calculator 100. Interfacing a spe- 10 processor or many processors, depending on various 
cific processor, callers are screened by the qualification considerations as time sharing, multiplexing, paralleling 
unit 93 (FIG. 4). In such a poll, it may be important to and so on. The 'systems as described above embody the 
control the sampling group on a statistical basis. For components bulked together in one location. However, 
example, it may be desirable to limit callers from each of components of the system could be spaced apart geo-
several geographic areas. Accordingly, .by the use of 15 graphically, using dedicated lines or polling techniques. 
ANI equipment, the caller's telephone number is pro- An illustrative embodiment is shown in FIG. 9. 
vided to the qualification unit 93 during the preliminary Call distributors CD1-CDn are at different geo-
interval n, and a determination is performed with re- graphic . locations along with associated interface units 
gard to the number of involved callers from the geo- .1A1-IAn and IB1-IBn. Each of the interface units, as 
graphic area using the rook-up table 99. On attaining a 20 unit IAI is coupled to a central processor 251 as indi-
full quota from a specific area, a subsequent caller may cated by lines 252, 254, 256 and 258. Each of the lines 
be informed that the lines are full. Alternatively, the may take the form of a dedicated telephone line or a 
caller may be requested to provide his telephone num- polling telephonic coupling. 
ber for screening in the event ANI equipment is not In the operation of the system of FIG. 9, the call 
available. 25 distributors CD are coupled to a telephonic communi-

The caller may be requested to provide additional cation system and accordingly allow the interface units 
information so as to poll a balanced group. For example, I to provide interface communication between the cen-
a caller might be asked questions concerning age, politi- tral processing unit 251 and a multitude of remote termi-
cal registration and so on by prompting the interface nals TI-Tn as illustrated in FIG. 1. With data accumu-
unit 20 to pose audio questions and testing the digital 30 lated in the cells, it may be variously down loaded as to 
results through the qualification unit 93 as with refer- a central processing station. Thus, the distributed-com-
ence to the look-up table 99. ponent system is capable of executing the various for-

As indicated above, in the event that the broadcast mats as explained above with reference to the illustra-
television' program is one of a series, it may be desirable tive structure. 
to limit the extent of participation over a period of 35 In view of the above explanation of exemplary sys-
several programs. Accordingly, the use-rate calculator terns, it will be appreciated that other embodiments of 
100 (FIG. 4) may be employed in association with the the present invention may be employed in many appli-
qualification unit 93. That is, if a calling number has cations to accumulate statistical data, process such data, 
participated in a prior poll, it may be denied access for and define subsets of callers of concern. While certain 
a subsequent poll or its data not counted. Such opera- 40 exemplary operations have been stated herein, and cer-
tion would involve the use-rate calculator 100 in associ- tain detailed structures have been disclosed, the appro-
ation with the qualification unit 93 performing logic priate scope hereof is deemed to be in accordance with 
tests to actuate the voice generator of the interface 20 the claims as set forth below. 
for providing an appropriate interchange with a caller. What is claimed is: 

With the screening or qualification of a select group 45 1. A statistical analysis system for use with a commu-
of callers, the sequencer 94 (FIG. 4) mayor may not be nication facility including remote terminal apparatus for 
involved to identify the order of callers. Also, the desig- individual callers, wherein said remote terminal appara-
nation unit 96 mayor may not be involved in view of tus may comprise a conventional telephone instrument 
the fact that for many polls there is little interest in including voice communication means, and digital input 
subsequently identifying callers. 50 means in the form of an array of alphabetic numeric 

In the poll-format operation of the system, it is impor- buttons for providing identification and statistical data, 
tant to provide a capability of defining select intervals said control system comprising: 
during which callers may provide .data. In one arrange- interface means coupled to said communication facil-
ment, with the consummation of a communication inter- ity to interface said terminal apparatus for voice 
face between a caller and a processor unit, the audio of 55 and digital communication and including means to 
the television broadcast is keyed from the audio unit provide signal values from data developed by said 
AD through the switch 21 (FIG. 1) for communication terminal apparatus said interface means further 
to the caller. including a consumable key test means to qualify 

With a multiplicity of callers in interface relationship callers with respect to limited use; 
with the processors PRI-PRn as function units, a pol- 60 voice generator means coupled through said interface 
ling question is stated, for example: "If you favor -ex- means for actuating said terminal apparatus as to 
panded trade with . . . at the tone press button one; if provide vocal operating instructions to an individ-
you do not, press button two". ual caller; and 

To control the interval of polling, the command com- means connected to said interface means for process-
. puter terminal CT (FIG. 1) is actuated to enable the 65 ing said statistical data as to isolate a subset of said 
callers timely access to the processors. individual callers. 

At the expiration of a polling interval, the interfaces 2. A statistical analysis system for use with a cominu-
may be terminated or additional questions may be pro- nication facility including terminal apparatus for indi-
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vidual callers, wherein said terminal apparatus may 
comprise a conventional telephone instrument includ
ing voice communication means and digital input means 
in the form of an array of alphabetic numeric buttons for 
providing identification and statistical data, said control 
system comprising: 

interface means coupled to said communication facil-
ity to interface said terminal apparatus for voice 
and digital communication and including means to 
provide signals representative of identification and 10 
statistical data developed by said terminal appara-
tus· 

voic; generator means coupled through said interface 
means for actuating said terminal apparatus as to 
provide vocal operating instructions to an individ- 15 
ual caller; 

record means connected to said interface means for 
initiating a file and storing data relating to specific 
of said callers; 

provide signals representative of identification and 
statistical data developed by said terminal appara
tus; 

voice generator means coupled through said interface 
. means for actuating said terminal apparatus as to 
provide vocal operating instructions to an individ
ual caller; 

record means connected to said interface means for 
initiating a file and storing identification data and 
statistical data for specific callers including data 
developed by said terminal apparatus; 

means coupled to said interface means and said re
cord means for assigning individual designations to 
callers and storing said designations in said record 
means; and 

means for recalling data stored in said record means 
in response to said individual designations. 

6. A statistical analysis system for use with a commu
nication facility including terminal apparatus for indi
vidual callers, wherein said terminal apparatus may 
comprise a conventional telephone instrument includ-
ing voice communication means, and digital input 
means in the form of an array of alphabetic numeric 
buttons for providing identification and statistical data, 

means coupled to said interface means and said re- 20 
cord means for assigning individual designations to 
callers and storing said designations in said record 
means, said designations including representations 
indicative of the calling order sequence of said 
individual callers; and 25 said control system comprising: 

means connected to said record means for processing 
statistical data as to identify a subset of said individ
ual callers. 

3. A statistical analysis system for use with a commu
nication facility including terminal apparatus for indi- 30 
vidual callers, wherein said terminal apparatus may 
comprise a conventional telephone instrument includ
ing voice communication means, and digital input 
means in the form of an array of alphabetic numeric 
buttons for providing identification and statistical data, 35 
said control system comprising: 

interface means coupled to said communication facil-
ity to interface said terminal apparatus for voice 
and digital communication and including means to 
provide signals representative of identification and 40 
statistical data developed by said terminal appara
tus; 

voice generator means coupled through said interface 
means for actuating said terminal apparatus as to 
provide vocal operating instructions to an individ- 45 
ual caller; and 

manual terminal means for use by a person to commu
nicate directly with at least one of said individual 
callers, said manual terminal means being coupled 
to said interface means and responsive to predeter- 50 
mined conditions to couple said manual terminal 
means to a caller terminal. 

4. A system according to claim 3 further including 
means connected to said interface means for processing 
said statistical data as to isolate a subset of said individ- 55 
ual callers and thereby actuate said manual terminal 
means. 

5. A statistical analysis system for use with a commu
nication facility including terminal apparatus for indi
vidual callers, wherein said terminal apparatus may 60 
comprise a conventional telephone instrument includ
ing voice communication means, and digital input 
means in the form of an array of alphabetic numeric 
buttons for providing identification and statistical data, 
said control system comprising: 65 

interface means coupled to said communication facil
ity to interface said terminal apparatus for voice 
and digital communication and including means to 

interface means coupled to said communication facil
ity to interface said terminal apparatus for voice 
and digital communication and including mean~ to 
provide signals representative of identification and 
statistical data developed by said terminal appara
tus; 

voice generator means coupled through said interface 
means for actuating said terminal apparatus as to 
provide vocal operating instructions to an individ
ual caller; 

record means connected to said interface means for 
initiating a file and storing identification data and 
statistical data for specific callers including data 
developed by said terminal apparatus; 

means coupled to said interface means and said re
cord means for assigning individual designations to 
callers and storing said designations in said record 
means, said designations including representations 
of the telephone number of the terminal apparatus 
used by a caller; and 

means connected to said record !!leans for processing 
statistical data as to identify a subset of said individ
ual callers. 

7. A statistical analysis system for use with a commu
nication facility including terminal apparatus for indi
vidual callers, wherein said terminal apparatus may 
comprise a conventional telephone instrument includ
ing voice communication means, and digital input 
means in the form of an array of alphabetic numeric 
buttons for providing identification and statistical data, 
said control system comprising: 

interface means coupled to said communication facil-
ity to interface said terminal apparatus for voice 
and digital communication and including means to 
provide signals representative of identification and 
statistical data developed by said terminal appara-
tus; 

voice generator means coupled through said interface 
means for actuating said terminal apparatus as to 
provide vocal operating instructions to an individ
ual caller; 

record means connected to said interface means for 
initiating a file and storing identification data and 
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statistical data for specific callers· inclilding data 
developed by said terminal apparatus; and 

means coupled to said interface means and said re
cord means for assigning individual designations to 
callers and storing said designations in said record 5 
means, said designations including an encrypted 
representation of said data developed by said termi
nal apparatus. 

8. A statistical analysis system for use with a commu
nication facility including remote terminal apparatus for \0 
individual callers, wherein said remote terminal appara
tus may comprise a conventional telephone instrument 
including voice communication means and digital input 
means in the form of an array of alphabetic numeric 
buttons for providing identification and statistical data 15 
and wherein said facility may provide calling terminal 
digital signals to a called station representative of a 
remote calling terminal, said control system comprising: 

interface structure coupled to s~id communication 20 
facility to· interface said temunal apparatus for 
·voice and digital communication and including 
means to provide signal values from signals repre
sentative of data developed by said terminal appa-
ratus; 25 

voice generator means coupled through said interface 
means for actuating said terminal apparatus as to 
provide vocal operating instructions to an individ
ual caller; 

analysis means connected for processing data from a 30 
plurality of callers in combination to isolate a select 
subset of said callers by interrelated processing; 
and 

call data analyzer structure for modifying said data 
from a plurality· of callers under control of said 35 
terminal digital signals. 

9. A control system according to claim 8 further 
including record means connected to said interface 
means for initiating a file and storing said terminal digi-
tal signals as identification at least in part for a caller. 40 

10. A control system according to claim 8 further 
including switch means whereby passage of said data 
from a plurality of callers to said analysis means is con
trolled by said terminal digital signals .. 

11. A statistical analysis system for use with a com- 45 
munication facility including remote terminal apparatus 
for individual callers, wherein said remote terminal 
apparatus may comprise a conventional telephone in
strument including voice communication means and 
digital input means in the form of an. array of alphabetic 50 
numeric buttons for providing identification and statisti
cal data and wherein said facility may provide called 
terminal digital signals to a ca:lled station representative 
of the called station,said control system comprising: 

interface means coupled to said communication fadl- 55 
ity to interface said· terniinal apparatus for voice 
and digital communication and including means to 
provide signal values from signals representative of 
data developed by said terminal apparatus; 

voice generator means coupled through said interface 60 
means for actuating said terminal apparatus as to 
provide vocal operating instructions to. an individ
ual caller; 

analysis means connected to said record means for 
processing said statistical data from a plurality of 65 
callers in combination and in· accordance with a 
plurality of distinct formats to isolate a select subset 
of said callers by interrelated processing; and 

means for actuating one of said distinct formats in 
accordance with said called terminal digital signals. 

12. A statistical analysis system for use with a com
munieation facility including remote terminal apparatus 
for individual callers, wherein said remote terminal 
apparatus may comprise a conventional telephone in
strument including voice communication means and 
digital input means in the form of an array of alphabetic 
numeric buttons for providing identification and statisti
cal data, said control system comprising: 

coupling structure including a plurality of interface 
units each capable of accommodating a plurality of 
communication paths coupled to said communica
tion facility to interface said terminal apparatus for 
voice and digital communication and including 
means to provide signal values from signals repre
sentative of data developed by said terminal appa
ratus; 

voice generator means in said interface means cou
pled for actuating said terminal apparatus as to 
provide vocal operating instructions to an individ
ual caller; 

record means connected to said. interface means for 
initiating a me and storing identification data and 
statistical digital data for specific callers including 
data developed by said terminal apparatus; and 

analysis means connected to said record means for 
processing said statistical data from a plurality of 
callers in combination to isolate a select subset of 
said callers by interrelated processing. 

13. A system according to claim 12 further including 
means for queuing said remote stations to said coupling 
means whereas to sequence interface communications. 

14. A statistical analysis system for use with a com
munication facility including remote terminal apparatus 
for individual callers, wherein said remote terminal 
apparatus may. comprise a conventional telephone in
strument including voice communication means and 
digital input means in the form of an array of alphabetic 
numeric buttons for providing identification and statisti
cal data, said control system comprising: 

interface structure coupled to said communication 
facility to interface said terminal apparatus for 
voice and digital communication and including 
means to provide signal values from signals repre
sentative of data developed by said terminal appa
ratus; 

voice generator means coupled through said interface 
means for actuating said terminal apparatus as to 
provide vocal operating instructions to an individ-· 
ual caller; 

analysis means connected for processing data from a 
plurality of ca:llers in combination to isolate a select 
subset of said callers by interrelated processing; 
and 

qualification means for qualifying access from said 
remote terminal apparatus to said analysis means. 

15. A system according to claim 14 wherein said 
qualification means comprises means for limiting access 
from a remote terminal to said analysis means on the 
basis of accesses per interval of time. 

16. A system according to claim 14 wherein said 
qualification means comprises means for limiting access 
from a remote terminal to said analysis means under 
control of said signals representative of data developed 
by said terminal apparatus. . 

17. A system according to claim 16 wherein said 
qualification means includes a look-up table. 
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18. A system according to claim 16 wherein said 
qualification means includes a use-rate calculator. 

19. A statistical analysis system for use with a com
munication facility including remote terminal apparatus 
for individual callers, wherein said remote terminal 5 
apparatus may comprise a conventional telephone in
strument including voice communication means and 
digital input means in the form of an array of alphabetic 
numeric buttons for providing identification and statisti-
cal data, said control system comprising: 10 

interface structure coupled to said communication 
facility to interface said terminal apparatus for 
voice and digital communication and including 
means to provide signal values from signals repre
sentative of data developed by said terminal appa- 15 
ratus; 

voice generator means coupled through said interface 
means for actuating said terminal apparatus as to 
provide vocal operating instructions to an individ-
ual caller; and 20 

analysis means connected for processing data from a 
plurality of callers in combination to isolate a select 
subset of said callers by interrelated processing 
including a display structure for visually displaying 25 
data regarding said select subset. 

20. A system according to claim 19 further including 
a printer. 

21. A statistical analysis system for use with a com
munication facility including remote terminal apparatus 30 
for individual callers, wherein said remote terminal 
apparatus may comprise a conventional telephone in
strument including voice communication means and 
digital input means in the form of an array of alphabetic 
numeric buttons for providing identification and statisti- 35 
cal data, said control system comprising: 

interface structure coupled to said communication 
facility to interface said terminal apparatus for 
voice and digital communication and including 
means to provide signal values from signals repre- 40 
sentative of data developed by said terminal appa
ratus; 

voice generator means coupled through said interface 
means for actuating said terminal apparatus as to 
provide vocal operating instructions to an individ- 45 
ual caller; 

a sequencer for developing sequence data signals as 
identification data; 

record means connected to said interface means for 
initiating a file and storing identification data and 50 
statistical digital data for specific callers including 
data developed by said terminal apparatus; and 

analysis means connected to said record means for 
processing said statistical data from a plurality of 
callers in combination to isolate a select subset of 55 
said callers by interrelated processing. 

22. A statistical analysis system for use with a com
munication facility including remote terminal apparatus 
for individual callers, wherein said remote terminal 
apparatus may comprise a conventional telephone in- 60 
strument including voice communication means and 
digital input means in the form of an array of alphabetic 
numeric buttons for providing identification and statisti
cal data, said control system comprising: 

interface structure coupled to said communication 65 
facility to interface said terminal apparatus for 
voice and digital communication and including 
means to provide signal values from signals repre-

sentative of data developed by said terminal appa
ratus; 

voice generator means coupled through said interface 
means for actuating said terminal apparatus as to 
provide vocal operating instructions to an individ
ual caller; 

a qualification unit for developing qualification data 
signals as identification data; 

record means connected to said interface means for 
initiating a file and storing identification data and 
statistical digital data for specific callers including 
data developed by said terminal apparatus; and 

analysis means connected to said record means for 
processing said statistical data from a plurality of 
callers in combination to isolate a select subset of 
said callers by interrelated processing. 

23. A statistical analysis system for use with a com
munication facility including remote terminal apparatus 
for individual callers, wherein said remote terminal 
apparatus may comprise a conventional telephone in
strument including voice communication means and 
digital input means in the form of an array of alphabetic 
numeric buttons for providing identification and statisti
cal data, said control system comprising: 

interface structure coupled to said communication 
facility to interface said terminal apparatus for 
voice and digital communication and including 
means to provide signal values from signals repre
sentative of data developed by said terminal appa
ratus; 

voice generator means coupled through said interface 
means for actuating said terminal apparatus as to 
provide vocal operating instructions to an individ
ual caller; 

a designation unit for developing designation data 
signals as identification data consisting of at least 
two data elements; 

record means connected to said interface means for 
initiating a file and storing identification data and 
statistical digital data for specific callers including 
data developed by said terminal apparatus; and 

analysis means connected to said record means for 
processing said statistical data from a plurality of 
callers in combination to isolate a select subset of 
said callers by interrelated processing. 

24. A statistical analysis system for use with a com
munication facility inclUding remote terminal apparatus 
for individual callers, wherein said remote terminal 
apparatus may comprise a conventional telephone in
strument including voice communication means and 
digital input means in the form of an array of alphabetic 
numeric buttons for providing identification and statisti
cal data, said control system comprising: 

interface structure coupled to said communication 
facility to interface said terminal apparatus for 
voice and digital communication and including 
means to provide signal values from signals repre
sentative of data developed by said terminal appa
ratus; 

voice generator means coupled through said interface 
means for actuating said terminal apparatus as to 
provide vocal operating instructions to an individ
ual caller; 

a sequencer for developing sequence data signals as 
identification data; 

a qualification unit for developing qualification data 
signals as identification data; 
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a designation unit for developing designation data 
signals as identification data; 

record means connected to said interface means for 
initiating a file and storing identification data and 
statistical digital data for specific callers including 
data developed by said terminal apparatus; and 

analysis means connected to said record means for 
processing said statistical data from a plurality of 
callers in combination to isolate a select subset of 
said callers by interrelated processing. 10 

25. A statistical analysis system for use with a com
munication facility including remote terminal apparatus 
for individual callers, wherein said remote terminal 
apparatus may comprise a conventional telephone in
strument including voice communication means and 15 
digital input means in the form of an array of alphabetic 
numeric buttons for providing identification and statisti
cal data, said control system comprising: 

interface structure coupled to said communication 
facility to interface said terminal apparatus for 20 
voice and digital communication and including 
means to provide signal values from signals repre
sentative of data developed by said terminal appa
ratus; 

voice generator means coupled through said interface 25 
means for actuating said terminal apparatus as to 
provide vocal operating instructions to an individ
ual caller; 

record means connected to said interface means for 
initiating a me and storing identification· data and 30 
statistical digital data for specific callers including 
data developed by said terminal apparatus; 

analysis means connected to said record means for 
processing said statistical data from a plurality of 
callers in combination to isolate a select subset of 35 
said callers by interrelated processing; and 

a qualification unit for controlling access of callers to 
said analysis means in accordance with the content 
of said record means. 

26. A statistical analysis system for use with a com- 40 
munication facility including remote terminal apparatus 
for individual callers, wherein said remote terminal 
apparatus may comprise a conventional telephone in
strument including voice communication means and 
digital input means in the form of an array of alphabetic 45 
numeric buttons for providing identification and statisti
cal data, said control system comprising: 

interface structure coupled to said communication 
facility to interface said terminal apparatus for 
voice and digital communication and including 50 
means to provide signal values from signals repre
sentative of data developed by said terminal appa
ratus; 

voice generator means coupled through said interface 
means for actuating said terminal apparatus as to 55 
provide vocal operating instructions to an individ
ual caller; 

a designation unit for developing designation data 
signals as identification data and including an en-
cryptor; and 60 

analysis means connected to said record means for 
processing said statistical data from a plurality of 
callers in combination to isolate a select subset of 
said callers by interrelated processing. 

27. A statistical analysis system for use with a com- 65 
munication facility including remote terminal apparatus 
for individual callers, wherein said remote terminal 
apparatus may comprise a conventional telephone in-

strument including voice communication means and 
digital input means in the form of an array of alphabetic 
numeric buttons for providing identification and statisti
cal data, said control system comprising: 

interface structure coupled to said communication 
facility to interface said terminal apparatus for 
voice and digital communication and including 
means to provide signal values from signals repre
sentative of data developed by said terminal appa
ratus; 

voice generator means coupled through said interface 
means for actuating said terminal apparatus as to 
provide vocal operating instructions to an individ
ual caller; and 

analysis means connected for processing data from a 
plurality of callers in combination to isolate a select 
subset of said callers by interrelated processing 
including a random number generator for selecting 
said subset. 

28. A process for statistical analysis of data for use 
with a communication facility including remote termi
nal apparatus for individual callers, wherein said remote 
terminal apparatus may comprise a conventional tele
phone instrument including voice communication 
means and digital input means in the form of an array of 
alphabetic numeric buttons for providing identification 
and statistical data, said process including the steps of: 

interfacing said communication facility. to provide 
voice signals and receive digital identification and 
answer signals representative respectively of iden
tification data and answer data developed by said 
terminal apparatus under control of said caller; 

generating voice signals and supplying said voice 
signals to actuate said terminal apparatus, as to 
provide vocal operating instructions toa caller; 

providing sequence· signals representative of se
quence data indicating the time sequence of a call 
with reference to the calls from other callers; 

qualifying callers based on said digital identification 
signals; 

designating callers based on said digital identification 
signals; 

iriitiating mes and storing data from qualified callers 
including, (1) answer data for specific callers as 
indicated by said answer signals, (2) sequence data 
as indicated by said sequence signals and (3) identi
fication data as indicated by said identification 
signals; 

providirig external data signals representative of ex
ternal data distinct from said answer data provided 
from said callers; and 

comparing said answer data from. said callers and 
analyzing said answer data with said external data 
in combination to isolate a select subset of said 
callers. 

29. A statistical analysis control system for use with a 
communication facility including remote terminals for 
individual callers, wherein said remote terminals may 
comprise a conventional telephone instrument includ
ing voice communication means, and digital input 
means in the form of an array of alphabetic numeric 
buttons for providing identification and statistical data, 
said control system comprising: 

function unit means for processing data supplied by 
individual callers at said terminals in accordance 
with various formats, at least one select of said 
formats including means for initiating files and 
storing, (1) answer data from said callers for said 
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select format, (2) sequence data indicating the se
quence of callers for said select format and (3) 
identification data identifying said callers for said 
select format; 

interface means for interfacing said communication 
facility to said function unit means for voice and 
digital communication, including means to provide 
signals representative of digital data developed by 
said terminals to said function unit means and voice 
generator means for actuating said terminals to 10 
provide vocal communication to individual callers; 
and 

call distribution means for coupling a specific caller at 
a terminal through said interface means to said 
function unit means for communication and pro- 15 
cessing of data in accordance with a specific one of 
said formats. 

30. A system according to claim 29 wherein said 
distribution means includes a multiplicity of inputs for 
receiving a plurality of calls to be selectively coupled to 20 
said function unit means through said interface means in 
accordance with digital signals provided from said com
munication facility. 

31. A system according to claim 29 wherein said 
distribution means is responsive to signals generated by 25 
said communication system. 

32. A system according to claim 29 wherein said 
distribution means is responsive to signals generated by 
a caller at a terminal in a digital form. 

33. A system according to claim 29 wherein at least 30 
one other of said formats includes means for generating 
acknowledgement data for said individual callers and 
means for storing said acknowledgement data with said 
identification data in said function unit means. 

34. A system according to claim 29 wherein at least 35 
one other of said formats includes means for limiting 
access from a terminal to said function unit based on 
signals received through said call distribution means. 

35. A system according to claim 34 wherein said 
means for limiting access comprise means for limiting 40 
access on the basis of accesses per interval of time. 

36. A system according to claim 29 wherein at least 
one other of said formats includes means for analyzing 
data from a-plurality of callers in combination to isolate 
a select subset of said callers by interrelated processing 45 
of said answer data. 

50 

55 

60 

65 

37. A system according to claim 29 wherein said 
function unit means includes a loop-up table. 

38. A statistical analysis control system for use with a 
communication facility including remote terminals for 
individual callers, wherein said remote terminals may 
comprise a conventional telephone instrument includ
ing voice communication means, and digital input 
means in the form of an array of alphabetic numeric 
buttons for providing identification and statistical data. 
said control system comprising: 

function unit means for processing data supplied by 
individual callers at said terminals in accordance 
with various formats, at least one select of said 
formats including means for analyzing data from a 
plurality of callers in combination to isolate a select 
subset of said callers; 

interface means for interfacing said communication 
facility to said function unit means for voice and 
digital communication, including means to provide 
signals representative of digital data developed by 
said terminals to said function unit means and voice 
generator means for actuating said terminals to 
provide vocal communication to individual callers; 

call distribution means for coupling a specific caller at 
a terminal through said interface means to said 
function unit means for communication and pro
cessing of data in accordance with a specific one of 
said formats further wherein said distribution 
means includes a multiplicity of inputs for receiv
ing a plurality of calls to be selectively coupled to 
said function unit means through said interface 
means in accordance with digital signals provided 
from said communication facility. 

39. A system according to claim 38 wherein said 
function unit means includes means for initiating files 
and storing, (1) answer data from said callers for said 
select format, (2) sequence data indicating the sequence 
of callers for said select format and (3) identification 
data identifying said callers for said select format. 

40. A system according to claim 38 wherein said call 
distribution means is responsive to signals generated by 
said communication system. 

41. A system according to claim 38 wherein said call 
distribution means is responsive to signals generated by 
a caller at a terminals in a digital form. 

* * * * * 
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I. Status of Patent and Claims 

A. Status of Patent 

The' 134 patent expired on December 20,2005, because of a terminal disclaimer 

submitted disclaiming any patent term beyond the expiration date of U.S. Patent 4,845,739. 

B. Summary of the Status of the Claims 
Claims 1, 4, and 5 of the' 134 patent are subject to reexamination in the present 

proceedings. The NFR sets forth one ground of rejection as listed on page 3 of the NFR. 

II. The Rejections Under 35 U.S.C. §§ 102, 103, and 112 Are Unsupported and Should 
be Withdrawn 

A. The NFR Improperly Reexamines Compliance with 35 U.S.C. § 112. 

The rejection of' 134 patent claims 1, 4, and 5 is improper because it necessarily relies 

upon a finding that the claims do not comply with the written description requirement of 35 

U.S.c. § 112. The NFR's rejection finds that the' 134 patent specification as originally filed 

does not disclose a certain limitation of claims 1,4, and 5, and therefore that these claims are not 

entitled to the earlier priority date of the continuation parent patent (U.S. Patent No. 4,845,739) 

containing the same specification. The rejection should be withdrawn because the Office does 

not have the authority to examine compliance with 35 U.S.c. § 112 for original claims in ex 

parte reexamination proceedings, and the rejection exceeds the Office's authority in this regard. 

The Patent Owner submitted a Petition for the Office to vacate the present reexamination 

proceeding for these reasons. The Office denied that Petition, as shown in the public file of the 

present case. The Patent Owner nevertheless respectfully submits that the rejection exceeds the 

Office's statutory authority as explain herein. 

The' 134 patent shares the same written description as filed on May 16, 1988 in its parent 

application that issued as the '739 patent, which is one of the two alleged "prior art" references 

the NFR relies upon. The' 134 patent is a divisional application of application serial number 

07/335,923 filed April 10, 1989, which was a continuation of application serial number 

071194,258 filed May 16, 1988, now the '739 patent. The' 134 patent shares the same written 

description as its parent '923 application and '739 patent. Thus, to the extent that' 134 patent 
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claims 1,4, and 5 comply with the written description requirement of 35 U.S.c. § 112-that is, 

to the extent the' 134 patent specification contains a written description of the claimed 

inventions, then those claims are also entitled to the priority date of its parent '739 patent and the 

'739 patent is not prior art to the' 134 patent claims. 

It follows that only by determining that the '134 patent specification does not contain a 

written description of the invention of claims 1,4, and 5 under 35 U.S.c. § 112 can the NFR find 

that these claims are not entitled to the May 16, 1988 priority date of the '739 patent. The NFR 

makes precisely this determination when it finds that the "utilizing" limitation of claims 1, 4, and 

5 was not disclosed in the written description shared by the '739 patent and the' 134 patent, as 

filed with the original patent application issuing as the '134 patent. (NFR at 3,14-16.) 

By making this determination regarding the original claims' compliance (or lack thereof) 

with Section 112, the NFR exceeds the Office's authority. The Office has no authority to 

examine original claims in an ex parte reexamination proceeding on the basis of compliance with 

the written description requirement of 35 U.S.c. § 112. The Office is permitted to conduct ex 

parte reexamination of original claims only on the basis of patents and printed publications, not § 

112 compliance. See 35 U.S.c. §§ 301-305. Only if the claims are changed during the 

reexamination may the Office consider the issue of § 112 compliance. The Office's authority is 

clear: 

§ 1.552 Scope of reexamination in ex parte reexamination proceedings. 

(a) Claims in an ex parte reexamination proceeding will be examined on the basis of 

patents or printed publications and, with respect to subject matter added or deleted in the 

reexamination proceeding, on the basis of the requirements of 3 5 Us. C. 112. 

(b) Claims in an ex parte reexamination proceeding will not be permitted to enlarge the 

scope of the claims of the patent. 

(c) Issues other than those indicated in paragraphs (a) and (b) of this section will not be 

resolved in a reexamination proceeding. If such issues are raised by the patent owner or 

third party requester during a reexamination proceeding, the existence of such issues will 

be noted by the examiner in the next Office action, in which case the patent owner may 

consider the advisability of filing a reissue application to have such issues considered and 

resolved. 
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37 CFR § 1.552(a)-(c) (emphasis added). The MPEP likewise instructs: "Where new claims are 

presented or where any part of the disclosure is amended, the claims of the reexamination 

proceeding, are to be examined for compliance with 35 U.S.c. 112. Consideration of 35 Us.c. 

112 issues should, however, be limited to the amendatory (e.g., new language) matter." MPEP § 

2258 (emphasis added). 

Here, the '134 patent is expired and no claims have been added or amended in 

reexamination, nor could they be. The Office is not permitted to consider Section 112 issues 

with respect to original claims 1,4, and 5. 

The Patent Owner acknowledges that the Federal Circuit's decision in In re NTP, 654 

F.3d 1268,1275-76 (Fed. Cir. 2011) holds that the Office may examine the parent application 

priority of patent claims in ex parte reexamination, as noted in the Office's decision denying 

Patent Owner's petition in the present case. However, In re NTP also notes that challenges to 

original claims based on "satisfaction of the written description and enablement requirements of 

§ 112 may not be raised in reexamination proceedings." Id. at 1276. In re NTP further states: 

"While a continuation application is required to have an identical written description to that of its 

parent, this can only be determined by examining the parent application." Id. at 1278. In other 

words, the inquiry for priority support in a continuation parent application should be limited to a 

determination of whether the written description has changed between the parent application and 

the continuation application. Here, there is no contention that the parent '739 patent written 

description is substantially different from the' 134 patent written description. 

The Patent Owner respectfully submits that to the extent In re NTP is understood to 

permit the present rejection, the ruling of that case is not in accordance with the Patent Statute, 

which provides no authority for the Office to reexamine original claims in ex parte 

reexamination for written description compliance. 35 U.S.C. §§ 301-305. The Patent Owner 

reserves the right to present this issue for judicial review at an appropriate stage. 

B. Claims 1, 4, and 5 Are Entitled To the '739 Patent Priority Date. 
The rejection of' 134 patent claims 1, 4, and 5 depends on the finding that the "utilizing" 

limitation recited in these claims is not supported by the written description of the '134 patent, 

which is the same written description as the parent '739 patent. The NFR acknowledges that the 

other limitations of' 134 patent claims 1, 4, and 5 are disclosed by the '739 patent. (NFR at 16 
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("Thus, Katz '739 discloses all of the limitations of the claimed invention" except for the 

"utilizing" limitation).) The rejection is unsupported and should be withdrawn because the' 134 

patent claims, including the "utilizing" limitation, are disclosed in the '739/' 134 patent written 

description. 

The "utilizing" limitation recites: "utilizing the certain identification data to avoid 

prompting certain callers with a certain previously provided cue or cues and providing at least 

one other cue." 

The '739 patent discloses this limitation in at least two different embodiments. A copy of 

the '739 patent is submitted herewith for reference as Exhibit A. 

1. The '739 patent discloses the "utilizing" limitation in a 
"preregistration" or "prequalification" process. 

In a first embodiment disclosing the "utilizing" limitation (cue suppression), callers call 

the system in a first call to "preregister" or "prequalify" for an auction format or a game show 

format. In this first call, the callers are cued to provide both identification information and 

"authorization information" (such as charge card number) to register them with the system. 

Then, at the time of the auction or game show, the caller may call the system again and enter 

their identification data. The system uses the identification data to recognize that the caller is 

preregistered (meaning that the caller received certain cues to register during the initial 

registration process), qualifies the caller for participation, and suppresses the cue or cues that 

would otherwise prompt the caller to provide "authorization information" as were provided to 

the caller in the first call. The system then provides additional cues to the caller in the auction 

format or game format. (See Brody Decl. ~~ 21-31.) 

The following passages teach the "pre qualification" or "preregistration" process, by 

which callers input authorization data and thereby register for an auction format: 

As another operating process format in accordance with the present 
invention, consider an auction sale. As disclosed herein, the 
auction format is associated with television as, for example, in the 
form of a cable channel for dedicated use during an interval of an 
auction sale. 

Preliminarily, in accordance with the disclosed exemplary format, 
persons wishing to participate in the auction sale would make 
preliminary arrangements involving utilization of the system to 
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establish authorization data for qualified bidders in cells C1-Cn of 
the memory 98 (FIG. 4). In an alternative format, the bidders 
could simply be qualified immediately before bidding, as on the 
basis of a charge-card number or other identification. 

Generally, it is contemplated that callers are coupled into the 
system only during the bidding on specific items of merchandise. 
Accordingly, some prequalification may be desirable to facilitate 
the rapid accumulation of a bidding group with the introduction of 
a unit of merchandise. 

'739 patent, col. 14:39-58 (emphasis added). 

The specification further describes the type of "prequalification" or "preregistration" 

process disclosed, this time in the "game show" format embodiment, with reference to the same 

"preregistration" operations of the auction format: 

As explained above, clearances may be perfected through the look
up table 99 (FIG. 4) in association with the qualification unit 93 or 
approvals through a consumable key step may be extended to 
incorporate functions of the processing unit 92 in association with 
the memory 98. For example, if qualification simply involves a 
check-off operation, the look-up table 99 will normally be 
employed. However, in the case of preregistration for a 
participant, as in the case of the auction sale, the memory 98 is 
involved with the qualification unit 93 through the processing unit 
92 to establish a data cell C1-Cn for each qualified, participant. 
Thus, each potential participant to be qualified interfaces with the 
processing unit 92 during a preliminary interval of operation to 
provide data in one of the cells C l-CN to facilitate qualification for 
participation during a real-time game show. 

'739 patent, col. 16:58-17:6 (emphasis added). 

The specification further confirms these teachings that the preregistration process, prior 

to participating in the live format, involves "an exchange" between the caller and the automated 

system: 

Specifically, prior to participating in an actual game show, 
interested participants interface the system as depicted in FIG. 1, 
and in the course of an exchange as described above, the 
qualification unit 93 and the designation unit 96 cooperate with the 
processing unit 92 to accomplish preliminary data on potential 
participants in cells of the memory 96. 
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'739 patent, col. 16:43-50 (emphasis added). 

These passages disclose that prequalification involves callers' "exchanges" with the 

system as callers "interface the system" to provide authorization data in response to system 

prompts (cues). This prequalification takes place "prior to participating" in the actual format

that is, during any prior call. During this prequalification process, each caller calls the system in 

a first call and interfaces with the processing unit 92 "to establish a data cell." The authorization 

data could include a "charge card number or other identification," for example, as these may be 

used to qualify callers who have not prequalified. To obtain the authorization data from the 

caller during this first call, the system must prompt (cue) the caller to input that data, as the 

system "interfaces" with the caller. (See Brody Decl. ~~ 21-31.) 

The specification then discloses that these same preregistration cue or cues are avoided in 

a subsequent call, based on the qualified caller's telephone number. (Id.) In the game show 

format, during a subsequent call at the time of the game show itself, the preregistered caller calls 

the system to participate in the format. In this game show format, the caller may be qualified 

based on testing ANI, or the caller-entered telephone number which was entered if the caller's 

ANI was not available: 

Assume responsive operation of the communication facility C to 
couple the caller through the automatic call distributor AC 1 to the 
interface 20. Upon establishing a connection, the interface 20 
receives the caller's telephone number through ANI equipment and 
a data cell in the memory 98 (FIG. 4) is assigned to the caller. ... As 
a further check during the qualification stage, the use-rate 
calculator 100 may function to determine whether or not an 
excessive number of calls have originated from the designated 
number. 

'739 patent, col. 18:7-38. 

The following passage includes the last sentence of the "preregistration" operation in the 

game show embodiment, and the first sentence of the qualification operation: 

Thus, each potential participant to be qualified interfaces with the 
processing unit 92 during a preliminary interval of operation to 
provide data in one of the cells C l-CN to facilitate qualification 
for participation during a real-time game show. 
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At the time of the show, callers are qualified simply by reference to 
their assigned memory cell data for a verification. Thereafter, the 
callers exchange information to supplement their data as with 
respect to the play which follows. 

'739 patent, col. 17:1-11 (emphasis added). 

The emphasized passage discloses that in a subsequent call, the preregistered caller is 

qualified simply by their identification (ANI or caller-entered telephone number). The system 

uses the caller's identification data to avoid prompting the qualified caller with the prompts 

provided during the preregistration process as explained above. In other words, the identification 

data is used to avoid providing the cues that were provided in the preregistration process. These 

passages disclose the cue suppression recited in the "utilizing" limitation. (Brody Decl. ~~ 21-

31.) 

The NFR acknowledges this "prequalification" embodiment in the '739 patent, and 

further acknowledges that the '739 patent disclosure provides "clearly qualification or 

prequalification steps including credit card information being placed in memory, making 

preliminary arrangements to establish authorization, etc." and "clearly involves questions or cues 

being provided to attain certain caller's identification information." (NFR at 14.) The '739 

patent thus indisputably discloses a cue or cues that are provided to callers in the pre

qualification operation; where the caller uses the automated interface system to provide credit 

card information into the system's memory, the caller is prompted to provide that information to 

the system. 

However, in reliance on the arguments presented by the third party requester, the NFR 

asserts that the '739 patent "does not disclose what questions or cues have been eliminated, 

added, or even replaced" and thus asserts the patent is "silent with regard to the specificity of 

questions and the avoidance of providing certain questions that were previously provided." 

(NFR at 14-15.) The Patent Owner respectfully submits that the claim limitations are disclosed 

by the '739 patent. The claims require only: utilizing the certain identification data to avoid 

prompting certain callers with a certain previously provided cue or cues and providing at least 

one other cue. The '739 patent discloses this limitation. As discussed above, the '739 patent 

indisputably discloses that during the pre-qualification operation, the system prompts (cues) the 

caller during an "exchange" between the system and caller to enter various caller identification 
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information, which is stored in memory. Then, "[a]t the time of the show, callers are qualified 

simply by reference to their assigned memory cell data for a verification" - that is, the pre

registered caller is not prompted for the "exchange" to establish a memory cell. The prompts 

(cues) involved in that prequalification exchange are not provided, and instead the caller is 

qualified "simply by reference to" the caller's existing memory cell based on the caller's 

identification data. Then, "[t]hereafter, the callers exchange information" with the system, that 

is, the system provides at least one other cue or cues. 

The third party requester appears to suggest that because the '739 patent discloses only 

that cues are provided and then later suppressed, but does not specifically quote or describe the 

language used in those cues (for example, "Please enter your credit card number to be stored in 

memory"), the disclosure is insufficient. In fact, the disclosure is more than amply sufficient 

under the law. See Ariad Pharms., Inc. v. Eli Lilly and Co., 598 F. 3d 1336,1351 (Fed. Cir. 

2010) ("the test for sufficiency is whether the disclosure of the application relied upon 

reasonably conveys to those skilled in the art that the inventor had possession of the claimed 

subject matter as of the filing date"). The "claimed subject matter," under the plain language of 

the claims, is that the system first provide a cue or cues and then subsequently avoids providing 

those same cue(s) based on the caller's identification information. The '739 patent specification, 

filed in May 1988, discloses this subject matter as discussed above. The law does not require the 

specification to describe in detail every possible embodiment of the invention or to expressly 

describe limitations (e.g., the specific words used in specific cues) that are not recited or required 

by the claims. 

2. The '739 patent discloses the "utilizing" limitation in avoiding 
repetition of cues in the game show embodiment. 

In a second embodiment process disclosing the "utilizing" limitation, certain questions 

are provided to callers in the same "game show" operation described above. (Brody Decl. ~~ 32-

42.) The game show format involves presenting questions to callers, who then attempt to answer 

the questions correctly. A qualified caller who was provided certain game questions in a first 

call will not be provided the same questions in a second call to the same format. Thus, in 

addition to the "pre qualification" cue suppression explained above, the game show format itself 
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also involves cue suppression, as previously-provided cues are avoided based on the 

identification data of qualified callers. (Id.) 

When the call is made, the caller's telephone number is also provided via ANI to identify 

the caller to the system: 

Assume responsive operation of the communication facility C to 
couple the caller through the automatic call distributor AC 1 to the 
interface 20. Upon establishing a connection, the interface 20 
receives the caller's telephone number through ANI equipment and 
a data cell in the memory 98 (FIG. 4) is assigned to the caller. 
Specifically, for example, associative coupling is provided for the 
caller through the switch 21 (FIG. 1) to the processor PRI 
containing the memory 98 (FIG. 4) and a cell C2 assigned to the 
caller. A block format 200 is illustrated in FIG. 7 indicating the 
data that is developed in the cell C2. At the outset, the caller's 
telephone number is stored in a section 201 followed by 
uses/month in section 202. 

'739 patent, col. 18:7-20. 

The caller's telephone number is then tested to determine how many calls have been 

made from the calling number: 

As a further check during the qualification stage, the use-rate 
calculator 100 may function to determine whether or not an 
excessive number of calls have originated from the designated 
number. Thus, consideration involves calls or value with reference 
to a predetermined period of time. Again, a shared calculator may 
be used or addressing may obtain selectivity on the basis of 
calling numbers. 

'739 patent, col. 18:35-42 (emphasis added). 

Importantly, the foregoing passage teaches that multiple calls may be made from the 

same calling terminal to the game format, as measured by the use of the calling number. The 

caller is thus qualified to participate based on the calling number. The passage also teaches 

addressing to "obtain selectivity on the basis of calling numbers," meaning that the questions 

given to a caller in a given call are determined based on previously-provided questions. 

The specification then describes the operation of the game, including the manner in 

which questions are provided to each caller: 
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At this juncture, operating elements within the processing unit 92 
will be considered in relation to an explanation of the manner in 
which select questions are provided to a caller and his answers 
received and recorded for subsequent processing to determine 
wmners. 

'739 patent, col. 19:6-10 (emphasis added). 

The specification then reiterates the importance of selecting specific questions, further 

illustrating the importance of the "selectivity" enabled by checking calling telephone numbers: 

To accommodate the exemplary operating format, a dramatic 
program might be recorded preparatory to the television broadcast. 
A substantial number of questions would then be formulated based 
on the dramatic program. For example, 'How many people were 
present when the will was read?' 

It is contemplated that the dramatic program would be broadcast to 
different geographical segments of the country during different 
time intervals. To accommodate the different time intervals, it is 
proposed to utilize different questions for each geographic 
segment. That is, the basic format can remain the same, only the 
questions change by time zone to avoid study and collaboration on 
questions as a result of time shifts. A question propounded to a 
Chicago caller should not be repeated to a Los Angeles caller. 

'739 patent, col. 19:17-33 (emphasis added). 

The NFR acknowledges this embodiment as well. (NFR at 15-16.) However, the NFR 

relies on the third party requester's position that this embodiment does not disclose "avoidance 

of prompting callers within that geographic area with a previously provided question or even 

avoidance of providing a different question." (NFR at 16.) The requester did not appreciate the 

fact that this embodiment does indeed disclose avoiding prompting each caller with the same 

question multiple times-this is the "selectivity" based on each caller's identification data that 

the specification describes. A single caller who has not done an "excessive number of calls" 

from the caller's calling number, as explained above, is different questions each time he or she 

calls. This exhibits the "selectivity on the basis of calling numbers" that the specification teaches 

as cited above. Inherently, because each caller may call and play the game multiple times, the 

"different questions" provided to the caller necessarily avoid giving each qualified caller the 

same questions that were previously provided to that caller, based on the caller's telephone 
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number. The same caller would not be able to call the game format system multiple times and 

receive the same questions. The system recognizes the caller based on the caller's identification 

data, and thereby uses that identification information to avoid providing questions (cues) that 

were previously provided to that caller. (See Brody Decl. ~~ 32-42.) 

3. The MDL Court determined there is at least triable specification 
support for the "utilizing" limitation in the May 16, 1988 parent 
application. 

The MDL Court in the pending MDL litigations has determined that there is sufficient 

evidentiary support for the "cue suppression" 1 "utilizing" in the May 16, 1988 patent application 

thatthe issue should be considered by a jury. (See Ex. B (8/4/08 Order) at 13-14; Ex. C (9/29/11 

Order) at 8-9.) 

For the foregoing reasons, the parent '739 patent amply discloses the limitations of' 134 

patent claims 1, 4, and 5, including the "utilizing" limitation. Therefore the' 134 patent claims 

are entitled to the priority date of the '739 patent filing, the '739 patent is not prior art (nor is the 

'984 patent), and the basis for the rejection is mooted. 

III. Conclusion 

For the foregoing reasons, the Patentee respectfully submits that the cited references do 

not disclose or render obvious the invention recited in claims 1, 4, and 5 of the' 134 patent. The 

Patentee respectfully requests that the Examiner withdraw the rejections and confirm the 

patentability of these claims. 

Dated: April 1, 2013 

Respectfully submitted, 

COOLEYLLP 

By: IFrank V. Pietrantoniol 
Frank V. Pietrantonio 
Registration No. 32,289 
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