
Office Action in Ex Parte Reexamination 

Control No. 
90/012,407 

Examiner 
ERIK KIELIN 

Patent Under Reexamination 
5684863 

Art Unit 

3992 

AlA (First Inventor to 
File) Status 
No 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address -

a.[8J Responsive to the communication(s) filed on 4/212013. 

D A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on __ ' 

b. [8J This action is made FINAL. 

c. D A statement under 37 CFR 1.530 has not been received from the patent owner. 

A shortened statutory period for response to this action is set to expire g month(s) from the mailing date of this letter. 
Failure to respond within the period for response will result in termination of the proceeding and issuance of an ex parte reexamination 
certificate in accordance with this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c). 
If the period for response specified above is less than thirty (30) days, a response within the statutory minimum of thirty (30) days 
will be considered timely. 

Part I THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION: 

1. 

2. 

[8J Notice of References Cited by Examiner, PTO-892. 

D Information Disclosure Statement, PTO/SB/08. 

3. 

4. 

D Interview Summary, PTO-474. 

D 
Part II SUMMARY OF ACTION 

1 a. [8J Claims 31.32.39.42.43.49 and 116 are subject to reexamination. 

1 b. [8J Claims 1-30.33-38.40.41.44-48.50-115 and 117-202 are not subject to reexamination. 

2. D Claims __ have been canceled in the present reexamination proceeding. 

3. [8J Claims 49 are patentable and/or confirmed. 

4. [8J Claims 31,32,39.42.43 and 116 are rejected. 

5. D Claims __ are objected to. 

6. D The drawings, filed on __ are acceptable. 

7. D The proposed drawing correction, filed on __ has been (7a) D approved (7b) D disapproved. 

8. D Acknowledgment is made of the priority claim under 35 U.S.C. § 119(a)-(d) or (f). 

a) D All b) D Some* c) D None of the certified copies have 

1 D been received. 

2 D not been received. 

3 D been filed in Application No. __ . 

4 D been filed in reexamination Control No. __ 

5 D been received by the International Bureau in PCT application No. __ ' 

* See the attached detailed Office action for a list of the certified copies not received. 

9. D Since the proceeding appears to be in condition for issuance of an ex parte reexamination certificate except for formal 
matters, prosecution as to the merits is closed in accordance with the practice under Ex parte Quayle, 1935 C. D. 
11,453 O.G. 213. 

10. D Other: __ 

cc: Requester (if third party requester) 
U.S. Patent and Trademark Office 

PTOL·466 (Rev. 08·13) Office Action in Ex Parte Reexamination Part of Paper No. 20130821 



UNITED STAlES P A lENT AND TRADEMARK OFFICE 

APPLICATION NO. 

90/012,407 

58249 7590 

COOLEYLLP 
ATTN: Patent Group 

FILING DATE 

07/2612012 

09/11/2013 

1299 Pennsylvania A venue, NW 
Suite 700 
Washington, DC 20004 

FIRST NAMED INVENTOR 

5,684,863. 

UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 

P.o. Box 1450 
Alexandria, Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

A2DL-006/00US 
305918-2030 

EXAMINER 

KIELIN, ERIK J 

7965 

ART UNIT PAPER NUMBER 

3992 

MAIL DATE DELIVERY MODE 

09/1112013 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

PTOL-90A (Rev. 04/07) 



DO NOT USE IN PALM PRINTER 

(THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS) 

NDQ SPECIAL REEXAM GROUP 

1000 LOUISIANA STREET, FIFTY-THIRD FLOOR 

HOUSTON, TX 77002 

Commissioner for Patents 
United States Patent and Trademark Office 

P.O. Box 1450 
Alexandria, VA 22313-'1450 

W"aAA"I)):.'=ptQ.gov 

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM 

REEXAMINATION CONTROL NO. 90/012,407. 

PATENT NO. 5684863. 

ART UNIT 3992. 

Enclosed is a copy of the latest communication from the United States Patent and Trademark 
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)). 

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a 
reply has passed, no submission on behalf of the ex parte reexamination requester will be 
acknowledged or considered (37 CFR 1.550(g)). 

PTOL-465 (Rev.07-04) 



Application/Control Number: 90/012,407 

Art Unit: 3992 

DETAILED ACTION 

Page 2 

This action is on the claims for which a substantial new question of patentability has 
been requested and determined to exist; that is claims 31, 32, 39, 42, 43, 49, and 
116 of US 5,684,863 to Ronald A. Katz (the '863 patent, hereafter). Those claims 
for which reexamination was not requested are not reexamined. See MPEP 2243. 

This action responds to Patentee's submissions of 4/1/2013. 
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Each of claims 31, 32, 39, 42, 43, and 49 depend directly or indirectly from claim 
27. Claim 27 recites the limitation "called number identification signals (DNIS)"; 
accordingly, claims 31, 32, 39, 42, 43, and 49 include this limitation. Claim 116 
also recites DNIS. The concept of "called number identification signals (DNIS)" first 
appeared first appeared in the continuation-in-part application 07/194,258, filed 18 
May 1988 to which the '863 patent claims priority; therefore, 18 May 1988 is the 
earliest priority afforded claims 27,31,32,39,42,43,49, and 116. 

II. References 

The following seven references are used in combination by Requester to show that 
a substantial new question of patentability exists as to claims 31, 32, 39, 42, 43, 
49, and 116. 

(1) US 4,071,698 to Franklin V. Barger, Jr., et al. issued 31 January 1978 
(Barger, hereafter) 

(2) The Voice Quarterly Newsletter, vol. 1, no. 2, published Winter 1986 
(VeT '86, hereafter) 

(3) The Voice Quarterly Newsletter, vol. 2, no. 3, published Winter 1987 
(VeT '87, hereafter) 

(4) US 4,400,587 to Michael P. Taylor, et ai., issued 23 August 1983 
(Taylor, hereafter) 

(5) "Automated Student Registration Using Touch-Tone Telephone/Voice 
Response, An Application Note", copyright 1986, Periphonics Corp. (Student 
Registration, hereafter) 

(6) Linda Driscoll and Joseph Levinson, "NDC- Where Telemarketing And 
Technology Meet", published November 1985 (NOe, hereafter) 

(7) Jean R. Oliphant, "An ACD and VRU Can Provide Mutual Benefits" in 
Proceedings '87 Voice I/O Systems Applications Conference held on October 
6-8, 1987 (AVIOS), Rockwell Telecommunications, Inc. (Oliphant, hereafter) 

(8) Moosemiller entitled "AT&T's Conversant™ I Voice System" in Speech 
Technology, Mar/Apr 1986, pp. 88-93 (Moosemiller, hereafter) 

As noted above, claims 31,32,39,42,43,49, and 116 have an earliest priority 
date of 18 May 1988. Each of Barger, VeT '86, Taylor, Student Registration, NOe, 
and Moosemiller issued or published more than one year before the priority date for 
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said claims. Accordingly, each of Barger, VCT '86, Taylor, Student Registration, and 
NDC qualifies as prior art under 35 USC 102(b). 

VCT '87 was published Winter 1987, and Oliphant's paper was made available to 
the public in October 1987; therefore, VCT '87 and Oliphant qualify as prior art 
under 35 USC 102(a). 

III. Claim Interpretation 

A. Interpretation of expired claims 

The '863 patent is terminally disclaimed to US patent 4,845,739, (the '739 patent, 
hereafter) as indicated on the cover of the '863 patent. The '739 patent expired on 
16 May 2008. Accordingly, the '863 patent has also expired. 

The BPAI recently considered the manner of interpreting the claims of an expired 
patent in related reexamination proceedings, specifically (90/006,978 merged with 
90/007,074). The decision is particularly important here because the patent under 
reexamination, US 5,684,863, arose from a continuation application of that 
application that matured to the '739 patent and accordingly shares the same 
specification and drawings. In summary, the BPAI Decision indicates, that there is 
no requirement to interpret claims so as to sustain their validity by either reading 
limitations into the claims or by revising or ignoring the explicit language of the 
claims. In particular, the following excerpt from the BPAI Decision is noted: 

Papst-Motoren's holding that "claims should be so construed, if possible, as to 
sustain their validity" is another way of saying that the USPTO does not apply 
the "broadest reasonable interpretation" in construing the claims of an 
expired patent in a reexamination proceed ing. The policy reason is that the 
claims in an expired patent cannot be amended. However, the maxim that 
"claims should be so construed, if possible, as to sustain their validity" is 
sometimes misunderstood and therefore, the Federal Circuit has clarified the 
maxim since Papst-Motoren. In accordance with those cases, it is clear that 
any claim construction must be in accord with the rules of claim construction 
and claims may not be redrafted. See Generation II Orthotics Inc. v. Med. 
Tech. Inc., 263 F.3d 1356, 1365 (Fed. Cir. 2001) ("[C]laims can only be 
construed to preserve their validity where the proposed claim construction is 
'practicable,' is based on sound claim construction principles, and does not 
revise or ignore the explicit language of the claims."); Lucent Technologies, 
Inc. v. Gateway, Inc., 525 F.3d 1200, 1215-16 (Fed. Cir. 2008) ("This court 
has repeatedly held that courts may not redraft claims to cure a drafting error 
made by the patentee, whether to make them operable or to sustain their 
validity. To do so 'would unduly interfere with the function of claims in 
putting competitors on notice of the scope of the claimed invention. 1II 

(Citations and footnote omitted.)). The maxim is limited "to cases in which 
'the court concludes, after applying all the available tools of claim 
construction, that the claim is still ambiguous. 1II Phillips v. AWH Corp., 415 
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F.3d 1303, 1327 (Fed. Cir. 2005) (en banc) (citing Liebel-Flarsheim Co. v. 
Medrad, Inc., 358 F.3d 898, 911 (Fed. Cir. 2004)). Importantly, it is "error ... 
to use the possible invalidity of those claims, if broadly construed, as a basis 
for construing them narrowly." The Saunders Group, Inc. v. ComforTrac, 
Inc., 492 F.3d 1326, 1335 (Fed. Cir. 2007); Tate Access Floors, Inc. v. 
Interface Architectural Resources, Inc., 279 F.3d 1357, 1367 (Fed. Cir. 2002) 
("Fairness and the public notice function of the patent law require courts to 
afford patentees the full breadth of clear claim language, and bind them to it 
as well. Consequently, where such claim language clearly reads on prior art, 
the patent is invalid."); Phillips, 415 F.3d at 1327 ("[W]e have certainly not 
endorsed a regime in which validity analysis is a regular component of claim 
construction."); Rhine v. Casio, Inc., 183 F.3d 1342, 1345 (Fed. Cir. 1999) 
("[I]f the only claim construction that is consistent with the claim's language 
and the written description renders the claim invalid, then the axiom does not 
apply and the claim is simply invalid."). 
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(Ex parte Ronald A. Katz Technology Licensing L.P., Appeal 2008-005127 [B.P.A.1. March 
15, 2010]; Control Nos. 90/006978 and 90/007,074; Decision on Rehearing; expanded 
panel; pp. 6-7; emphasis added) 

B. Interpretation of some claim terms 

The information below highlights certain of the District Courts' claim constructions 
in MCI Telecommunications Corp. v. AT&T Corp., 63 F. Supp. 2d 583 (E.D. Pa. 
1999) (the "AT&T Court") and In Re: Katz Interactive Call Processing Patent 
Litigation, No. 07-ml-01816-B-RGK (FFMx) (CACD February 21, 2008) (the "MDL 
Court"). Review of selected terms' constructions of District Courts by the Federal 
Circuit have been included, where available. 

1. Communication facility 

The '863 patent indicates that a "comprehensive public telephone system" is an 
example of a communication facility, stating, 

In the disclosed embodiment, the remote terminals T1 through Tn represent 
the multitude of conventional telephone terminals that are coupled to a 
communication facility C which may take the form of a comprehensive 
public telephone system for interconnecting any associated terminals T1-
Tn. 

(the '863 patent, col. 3, lines 5-10; emphasis added) 

Similarly, the AT&T Court construed "communication facility" to mean, 

... that part of the telephone network that enables a caller to connect to the 
Katz system. 

(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. v. AT&T 
Corp, 63 F. Supp. 2d 583, 598) 
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The AT&T Court construed the term "interface structure" to mean, 

... the hardware and software required to connect the processors upon which 
the Katz system is running to the communication facility such that 
information from the communication facility and the remote terminals may be 
provided to and received by the Katz system. 
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(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. v. AT&T 
Corp, 63 F. Supp. 2d 583, 601) 

3. Record structure, including memory and control means 

The AT&T Court construed the term "record structure" to mean, 

... computer hardware and software required to receive data signals, update 
files, and store information. 

(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. v. AT&T 
Corp, 63 F. Supp. 2d 583, 604) 

The claim limitations reviewed by the AT&T Court included additional language 
directed to "memory", such as "record structure, including memory and control 
means, connected to receive said caller data signals". The AT&T Court construed 
the term "memory" 

... according to its plain meaning as: computer hardware that stores 
information, such as disks, RAM, or tapes. 

(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. v. AT&T 
Corp, 63 F. Supp. 2d 583, 603) 

The AT&T Court also construed the term "control means" corresponds to a 
processor or microprocessor (ibid). Accordingly, a control means may be any 
processing unit. 

The MDL Court construed the term "record memory including memory and control 
means" to mean, 

... computer hardware and software required to receive data signals, update a 
file, and store information. 

(In Re: Katz Interactive Call Processing Patent Litigation, Ca. No. 07-ml-01816-B-RGK 
(FFMx) (CACD February 21, 2008) at p. 38) 

4. Accessing 

The AT&T Court construed the term "accessing" in the context of "record structure, 
including memory and control means ... for accessing" to mean, 

... gaining or obtaining the ability to enter or make use of files. 
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(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. v. AT&T 
Corp, 63 F. Supp. 2d 583, 604) 

The AT&T Court ... 

further concludes that the term "accessing" in the context of the Katz patents 
does not delineate or restrict the types of functions that may be performed on 
the files once they are accessed, such as updating files, creating new files, or 
deleting files. 

(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. v. AT&T 
Corp, 63 F. Supp. 2d 583, 604) 

The MOL Court construed the term "qualifying ... access" to mean, 

... determining whether a caller may enter or use. 

(In Re: Katz Interactive Call Processing Patent Litigation, Ca. No. 07-ml-01816-B-RGK 
(FFMx) (CACD February 21, 2008) at p. 28) 

5. Qualification structure 

The AT&T Court determined that the function performed by a "qualification 
structure" is 

... controlling access to the Katz system by individual callers. 

(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. v. AT&T 
Corp, 63 F. Supp. 2d 583, 605) 

Accordingly, a "qualification structure" is that hardware and software that perform 
the function of controlling access to the Katz system by individual callers. 

The MOL Court construed the term "qualification structure" to be written in means
plus-function language and that the recited function performed by the "qualification 
structure" is, 

qualifying access by said individual callers to said select format based on at 
least two forms of distinct identification including caller customer number data 
and at least one other distinct identification data element consisting of 
personal identification data provided by a respective one of said individual 
callers. 

(In Re: Katz Interactive Call Processing Patent Litigation, Ca. No. 07-ml-01816-B-RGK 
(FFMx) (CACD February 21, 2008) at p. 32) 

The MOL Court further found that the structure required to perform the recited 
function was, 

... processor 92 and qualification unit 93 [but not look-up table 99 or use rate 
calculator 100]. 
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(In Re: Katz Interactive Call Processing Patent Litigation, Ca. No. 07-ml-01816-B-RGK 
(FFMx) (CACD February 21, 2008) at p. 33) 

6. Personal identification data 

The AT&T Court construed the term "personal identification data" to mean, 

... data that identifies a caller as an individual which is distinct from 
customer number data. 

(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. v. AT&T 
Corp, 63 F. Supp. 2d 583, 606; emphasis added) 

The AT&T Court further noted that "[n]othing in the claim language instructs that 
this second piece of identification cannot be a personal identification number (PIN) 
or an expiration data from a credit card as long as the data identifies the 
individual." (Id.) 

The MDL Court construed the term "personal identification data" to mean, 

... data that is personal or specific to a caller that permanently identifies the 
caller to the world at large and is distinct from caller customer number 
data, a password, and PIN numbers. Examples of personal identification 
data may include a name, address, telephone number or initials. 

(In Re: Katz Interactive Call Processing Patent Litigation, Ca. No. 07-ml-01816-B-RGK 
(FFMx) (CACD February 21, 2008) at p. 11; emphasis added) 

In reaching its decision, the MDL Court cited to the Patentee's statements during 
the reexamination of the '707 patent (Control numbers 90/006,978 & 90/007,074). 
During the reexamination of the '707 patent, Katz distinguished Yoshizawa by 
arguing that a PIN or password number is frequently changed, not personal to the 
caller, and thus not "personal identification data." (Ex. M at 64). This is the same 
argument that the Patentee has made during the concurrently pending 
reexamination. 

The Federal Circuit Court found that the District Court did not err in its construction. 
(See In re Katz Interactive Call Processing Patent Litig., 97 USPQ2d 
1737,1739,1753-1754, Fed. Cir. 2011; emphasis added) 

In its decision on the Request for Rehearing in the related '8095 proceeding, the 
Board accepted the Federal Circuit Court's decision that the term "personal 
identification data" excludes all composed passwords, stating, 

In In re Katz, 639 F.3d at 1324, the Federal Circuit articulated that: 

Katz's disclaimer [in response to the Examiner's rejection of claim 99 of 
the '863 patent during reexamination] distinguished "personal 
identification data" from all composed passwords, not just 
arbitrarily composed passwords. For example, Katz disclaimed the 
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use of passwords that can be composed and changed, including passwords 
that are initially set to telephone numbers or other personal identification 
data. 

Accordingly, we are persuaded by Appellant's arguments that the claim 
limitation "personal identification data" distinguishes over the password 
number of Yoshizawa. 

(Ex parte Ronald A. Katz Technology Licensing L.P., Appeal 2010-003524, Patent Trial 
and Appeal Board, 28 September 2012; p. 7 [Control No. 90/008,095]; emphasis 
added) 

7. Format and plurality of formats 

In reviewing the findings of the District Court, the Federal Circuit stated with regard 
to the term "format", 

The [district] court construed the term "format" as follows: 

Format refers to a call processing flow implemented by at least one 
computer program that sets forth the content and sequence of steps to 
gather information from and convey information to callers through pre
recorded prompts and messages. Selection of, or branching to, a module 
or subroutine within a computer program does not constitute selection of 
a separate format. Selection of (or branching to), a second computer pro
gram by a first computer program, that together implement a call process 
flow application also does not constitute selection of a separate format. 

We agree with Katz that the different call modes disclosed by the 
specification identify different formats. For example, the specification 
describes asking different questions to and gathering different 
information from callers who dial an 800 number, as opposed to those who 
dial a 900 number. 

(In re Katz Interactive Call Processing Patent Litig., 639 F.3d 1303, 1320, Fed. Cir. 
2011; citations omitted; emphasis added) 

In addition, in a related patent to the same inventor as the '863 patent, specifically 
US 5,351,285, it is indicated that "live-operator" and "machine" are two types of 
distinct formats, stating, 

An index apparatus is controlled, as by the signal-represented call data, to 
select initially a live-operator or machine format of the processor so as to 
specify any conditions for the interface, at least one of the formats including 
at least one condition. 

(US 5,351,285, col. 2, lines 27-32; emphasis added) 

Thus, the '285 patent suggests that a "live-operator" format and a "machine" 
format are distinct. 

8. Analysis structure and processing 
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The AT&T court tied together the meanings of "means for processing" and "analysis 
structure" under the construction of "processing". (See AT&T Court's decision at 
pp. 608-611, section entitled, "3. 'Processing' " for the entire explanation of how 
the term "processing" relates to the term "analysis structure".) 

The AT&T Court pOinted out that Katz (plaintiff) construed the term "analysis 
structure" to mean 

... computer hardware and software used to analyze data, such as a processor. 

(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. v. AT&T 
Corp, 63 F. Supp. 2d 583, 608) 

The AT&T Court also pOinted out that Katz (plaintiff) construed the term 
"processing" as having its "ordinary meaning", stating, 

The plaintiffs argue that the term should be given its ordinary meaning, which 
is "performing some operation or sequence of operations on data and/or 
telephone calls." 

(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. v. AT&T 
Corp, 63 F. Supp. 2d 583, 609) 

The AT&T Court similarly construed "processing" to mean, 

... the manipulation of data which performs some operation or sequence of 
operations on data. 

(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. v. AT&T 
Corp, 63 F. Supp. 2d 583, 611) 

Accordingly, within the meaning of the patent, the "analysis structure ... for 
processing ... the data" may be reasonably construed as that computer hardware or 
software used to perform some operation or sequence of operations on data. 

IV. Statute 

The following is a quotation of 35 U.S.C. l03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 
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1. Claims 31, 32, 39, 42, and 43 are rejected under 35 U.S.c. 103Ca) as being 
unpatentable over Barger in view of NDC and Student Registration. 

(As to claims 31, 32, and 39, see Request, pp. 87-107 and Claim Chart CC-A. As to 
claims 42 and 43, see, pp. 129-133 and Claim Chart CC-C, pp. 12-13, noting by 
comparison that Taylor is not used in the rejection of claims 42 and 43.) 

At the outset, it is noted that claims 31, 32, and 39 depend from independent claim 
27. The rejection of claim 27 over Barger in view of VCT '86 and Yoshizawa has 
been affirmed by the PTAB (BPAI at the time). See Ex parte Ronald A. Katz 
Technology Licensing L.P., Appeal 2010-003524, Bd. Pat. Ap. & Int., 20 December 
2010; p. 7 [Control No. 90/008,095]. As affirmed by the Board, Barger teaches the 
bulk of the features of claim 27, while VCT '86 renders DNIS selection of formats 
obvious, and Yoshizawa renders "personal identification data" obvious (id., pp. 7-8, 
25-33). However, upon rehearing of the above decision in which a Federal Circuit 
decision pertaining to "personal identification data" was considered, the Board 
decided that Yoshizawa's PIN does not read on "personal identification data", but 
that Barger teaches "personal identification data" anyway. (See Ex parte Ronald A. 
Katz Technology Licensing L.P., Appeal 2010-003524, Patent Trial and Appeal Board 
(PTAB), 28 September 2012; pp. 6-7 [Control No. 90/008,095].) Thus, ultimately, 
the rejection of claim 27 over Barger in view of VCT '86 has been affirmed by the 
PTAB. (Currently, Patentee has appealed the PTAB's decision to the Court of 
Appeals for the Federal Circuit. No decision has yet been rendered.) 

In its proposed rejection over Barger in view of NDC and Student Registration, 
Requester relies on NDC (versus VCT '86) for DNIS selection of formats and 
Student Registration for "personal identification data" (versus Yoshizawa). In 
addition, in the context of claim 27, Requester pOints out that NDC shows how 
implementation of DNIS in Barger's "operator-attended mode" would be automated 
(Request, pp. 34-35). This is important because Patentee has appealed the Board's 
finding that Barger teaches that the operator-attended mode meets the Federal 
Circuit's construction of the term "format". Patentee has particularly argued that 
Barger's operator-attended mode is not automated sufficiently. Thus, NDC is 
directly pertinent to this argument of Patentee. The details will be presented in the 
body of the rejection below. 

Turning now to the details of the rejection, the features of claim 27 will be 
addressed first. 

Claim 27 reads, 

27. An analysis control system for use with a communication facility including 
remote terminals for individual callers, wherein said remote terminals may 
comprise a conventional telephone instrument including voice communication 
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means, and digital input means in the form of an array of alphabetic numeric 
buttons for providing data, said analysis control system comprising: 

interface structure coupled to said communication facility to interface said 
remote terminals for voice and digital communication, and including means 
to provide caller data signals representative of data relating to said individual 
callers developed by said remote terminals and including means to receive 
called number identification signals (DNIS) automatically provided by said 
communication facility to identify a select one of a plurality of different called 
numbers associated with a select format of a plurality of different formats; 

record structure, including memory and control means, said record structure 
connected to receive said caller data signals from said interface structure for 
accessing a file and storing certain of said data developed by said remote 
terminals relating to certain select ones of said individual callers; 

qualification structure coupled to said record structure for qualifying access 
by said individual callers to said select format based on at least two forms of 
distinct identification including caller customer number data and at least one 
other distinct identification data element consisting of personal identification 
data provided by a respective one of said individual callers; and 

switching structure coupled to said interface structure for switching certain 
select ones of said individual callers at said remote terminals to anyone of a 
plurality of live operators wherein said live operators can enter at least a 
portion of said caller data relating to said select ones of said individual callers 
through interface terminals, which is stored in said record structure. 

Claim 27 begins, 

27. An [lJ analysis control system for use with [2J a communication 
facility including [3J remote terminals for individual callers, wherein said 
[4J remote terminals may comprise a conventional telephone instrument 
including voice communication means, and digital input means in the form of 
an array of alphabetic numeric buttons for providing data, said analysis 
control system comprising: 

With respect to [1], Figs. 1 and 2 of Barger disclose an analysis control system 
within the meaning of the '863 patent. In short, the analysis control system may 
be described as an Interactive Voice Response system or IVR system. (See also 
the Abstract of Barger.) 

With respect to [2], as stated above in the section entitled "Claim Interpretation", 
the '863 patent indicates that a "comprehensive public telephone system" is an 
example of a communication facility, stating, 
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In the disclosed embodiment, the remote terminals T1 through Tn represent 
the multitude of conventional telephone terminals that are coupled to a 
communication facility C which may take the form of a comprehensive 
public telephone system for interconnecting any associated terminals T1-
Tn. 

(the '863 patent, col. 3, lines 5-10; emphasis added) 
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Also as stated above, the AT&T Court construed "communication facility" to mean, 

... that part of the telephone network that enables a caller to connect to the 
Katz system. 

(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. v. AT&T 
Corp, 63 F. Supp. 2d 583, 598) 

Barger discloses a telephonic system and method of marketing and selling 
merchandise and services by telephone that includes a data processor in direct 
communication with caller telephones through a public telephone system or 
network. Barger discloses: 

... Fig. 1 illustrates the basic concept of the invention in which a data 
processor 10 is connected by an automatic answering device 11 to a public 
telephone system 12 via telephone couplers 13. All telephones 14 
connected to the system are assumed to be of the dial or push-button 
signaling type. 

(Barger, col. 3, lines 41-56; emphasis added) 

When a customer calls a telephone number of the telephone record marketing 
store, the transmitting and receiving equipments of the marketing store are 
connected to the telephone system 12 by one of the data couplers 13 
dedicated to the telephone number called. 

(Barger, col. 3, lines 61-65; emphasis added) 

The telephone record marketing store will, in practice, subscribe to a plurality 
of telephone lines in order to receive more than one call at any given time. 

(Barger, col. 4, lines 35-37) 

The data couplers 13 are configured to connect caller telephones with the data 
processor 10 through a plurality of telephone lines of the public telephone system 
12 in order that the processor may receive multiple customer calls. In general, the 
data couplers 13 configure the Barger system for use with a communication facility 
including remote terminals for individual callers, as recited in the preamble of claim 
27. As discussed below, other structures in conjunction with the data couplers 13 
interface caller telephones with the data processor of the Barger system. 

With respect to [3] and [4], given the claim language, "may comprise", that which 
follows is not a required limitation of the claim. Even so, the push-button phones 
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shown at 25 in Fig. 2 of Barger clearly read on the non-required features of the 
remote terminal. Barger discloses receiving information from dial or push-button 
telephones 14, 24, 25 either by callers keying in information using telephone 
keypads or speaking with an operator; therefore, Barger meets the limitation in the 
preamble that recites remote terminals having a telephonic capability including 
voice communication means and digital input means in the form of an array of 
alphabetic numeric buttons for providing data. More specifically, Barger discloses: 

... the calls are transferred by the data processor to customer service 
operators .. .The operator greets the customer and elicits from the customer 
identification such as name, address, and account or credit card number. 

(Barger, col. 3, line 50 and col. 4, lines 61-64) 

Alternatively, having established communications through a data coupling set 
[32] ... the "hello" message may instruct ... the customer key in an 
established account number having a code reserved for push-button 
customers. 

(Barger, col. 9, lines 36-42) 

Thus, Barger disclosed well before the effective filing date of the '863 patent, a 
system and method for use with a communication facility that enables individual 
callers to provide information to the system using remote terminals or dial and 
push button telephones. 

Claim 27 continues, 

[lJ interface structure coupled to said communication facility to interface 
said remote terminals for voice and digital communication, and [2J including 
means to provide caller data signals representative of data relating to said 
individual callers developed by said remote terminals and [3J including 
means to receive called number identification signals (DNIS) 
automatically provided by said communication facility to identify a select one 
of a plurality of different called numbers associated with a select format of a 
plurality of different formats; 

As noted above in the section entitled "Claim Interpretation", the AT&T Court 
construed the term "interface structure" to mean, 

... the hardware and software required to connect the processors upon which 
the Katz system is running to the communication facility such that 
information from the communication facility and the remote terminals may be 
provided to and received by the Katz system. 

(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. v. AT&T 
Corp, 63 F. Supp. 2d 583, 601) 
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With respect to feature [1], as pOinted out in the Request's claim comparison 
table at pages 23-24, Barger discloses that the claimed interface structure has a 
matching feature that includes the telephone couplers 13 and switching system 16 
as shown in Fig. 1 or the switching matrix 35, 36, telephone data couplers 26, and 
data coupling sets 32, 33, SMC 31, automatic answer 27, pushbutton interface 46, 
and touch-tone signal interface 39 in Fig. 2 of Barger. 

With respect to feature [2], as pOinted out in the Request's claim comparison 
table at page 25, caller data signals representative of data relating to said 
individual callers developed by said remote terminals is disclosed in Barger, stating, 

An alternative way of entering this second mode of service is through the 
customer calling a distinct telephone number for a line which the data 
processor recognizes as being from a customer who has a push-button 
telephone and wishes automatic telephone service... In either the 
second or third mode, the data processor responds to codes entered 
through a push-button keyboard without any intervention from a human 
operator. Each code places the data processor into an appropriate routine to 
cause a prerecorded message to be played by the program repeating means 
to the customer at each point in the transaction. The customer responds 
to the messages by keying in appropriate codes. 

(Barger, col. 3, lines 3-22; emphasis added) 

Because all of the information between the IVR system and the caller necessarily 
travels through the interface structure, the interface structure necessarily includes 
the "means for" providing the caller's data signals to the IVR system, given its 
broadest reasonable interpretation under 35 U.S.c. 112, sixth paragraph. 

With respect to feature [3], as noted above, the Federal Circuit distinguishes 
formats on the basis of different call processing flows: 

The [district] court construed the term "format" as follows: 

Format refers to a call processing flow implemented by at least one 
computer program that sets forth the content and sequence of steps to 
gather information from and convey information to callers through pre
recorded prompts and messages. Selection of, or branching to, a module 
or subroutine within a computer program does not constitute selection of 
a separate format. Selection of (or branching to), a second computer pro
gram by a first computer program, that together implement a call process 
flow application also does not constitute selection of a separate format. 

We agree with Katz that the different call modes disclosed by the 
specification identify different formats. For example, the specification 
describes asking different questions to and gathering different 
information from callers who dial an 800 number, as opposed to those who 
dial a 900 number. 

(In re Katz Interactive Call Processing Patent Litig., 639 F.3d 1303, 1320, Fed. Cir. 
2011; citations omitted; emphasis added) 
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First in this regard, Barger discloses first and second call modes, or formats, the 
"operator-attended mode" (i.e. "operator-assisted") and the "push-button 
telephone mode" (i.e. "machine"). Barger shows the operator-attended format in 
Figs. 3a and 3b and the "push-button" format in Fig. 4. As shown therein, the 
"operator-attended mode" and the "push-button telephone mode" have different 
call processing flows as evidenced by the different questions asked of the caller 
depending upon which mode the caller called into. In regard to the first mode 
("operator-attended mode"), Barger states, 

In the first mode, the operator elicits required information from the 
customer, such as name and account number, demonstrations desired, and 
orders for the merchandise or services demonstrated, all of which data are 
entered into a customer record block in the data processing system through 
operator terminal means. 

(Barger, col. 2, lines 33-39; emphasis added) 

With regard to the second mode, Barger states, 

In the case of telephone communications with a customer having a push
button telephone, the operator may instruct the customer to key in his 
request for a demonstration, and in that event, the operator may place 
the customer's call on automatic telephone service which causes the data 
processor to communicate with the customer through prerecorded 
messages played to the customer through the audio repeating means and 
codes entered by the customer through his telephone keyboard. An 
alternative way of entering this second mode of service is through the 
customer calling a distinct telephone number for a line which the data 
processor recognizes as being from a customer who has a push-button 
telephone and wishes automatic telephone service. 

(Barger, col. 2, line 62 to col. 3, line 8; emphasis added) 

As opposed to the first or "operator-attended" mode wherein the operator enters 
the caller's customer number and the code for the caller's selected demonstration, 
in the second mode, the caller enters the his customer number himself by means of 
pre-recorded prompts and messages. (See Figs. 3a and 4.) As such, the call 
processing flow in the second mode is different from that in the first mode, and 
they may reasonably be taken as different formats within the meaning ascribed by 
the Federal Circuit. 

With regard to the third mode or format, Barger states, 

A modified automatic telephone service may be provided in a third mode to 
customers of a licensed retailer of merchandise or services through the 
equivalent of push-button telephones. After a requested demonstration has 
been played, the customer may purchase the merchandise or services 
directly from the licensed retailer. In either the second or third mode, 
the data processor responds to codes entered through a push-button 
keyboard without any intervention from a human operator. Each code places 
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the data processor into an appropriate routine to cause a prerecorded 
message to be played by the program repeating means to the customer at 
each point in the transaction. The customer responds to the messages by 
keying in appropriate codes. 

(Barger, col. 3, lines 8-22; emphasis added) 
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By comparison to the first and second modes or formats wherein the caller places 
and pays for orders directly over the phone, in the third mode, the caller is at a 
licensed retailer and purchases directly from the retailer, thereby eliminating the 
need for collection personal information from the caller such as customer number 
and shipping information such as the caller's address. Accordingly, the third mode 
has a different call processing flow from the first and second modes and is a distinct 
format within the meaning ascribed by the Federal Circuit. 

Barger discloses a plurality of different formats within the meaning ascribed by the 
Federal Circuit. 

Further in regard to Barger's three different calling modes being different formats, 
in the '285 patent, to the same inventor as the '863 patent, it is indicated that 
"live-operator" and "machine" are two types of distinct formats, stating, 

An index apparatus is controlled, as by the signal-represented call data, to 
select initially a live-operator or machine format of the processor so as to 
specify any conditions for the interface, at least one of the formats including 
at least one condition. 

(US 5,351,285, col. 2, lines 27-32; emphasis added) 

Thus, the '285 patent suggests that a "live-operator" format and a "machine" 
format are distinct. Similarly, Barger discloses a first and second modes or formats 
"operator-attended mode" (i.e. "operator-assisted") and "push-button telephone 
mode" (i.e. "machine"). Barger shows the "operator-attended" format in Fig. 3a 
and the "push-button telephone" format in Fig. 4. Thus, Barger discloses a plurality 
of different formats within the meaning of the related patent, US 5,351,285. 

Barger also discloses different applications (formats) in terms of subject matter: 

As a further variation of the system in its use, though not its organization, 
other types of merchandise may be sold by telephone where an audio 
demonstration or description would help the customer make a decision. 
Included are tickets to movies or stage shows, video recordings, books 
or recordings of books on tape, pay television shows, games and 
many other types of general merchandise. The system is also useful in 
providing descriptions of merchandise, services, or other types of 
information, to the blind and otherwise handicapped, as well as to those 
with reading or language difficulties. 

(Barger, col. 6, lines 55-65; emphasis added) 
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To the extent that Patentee may argue that the term "format" (1) requires either 
(1) complete automation or (2) requires the caller to enter data into the system 
himself/herself, then this is contrary to both the '863 patent and claim 27, itself, 
which allows an operator to entirely enter all data for the caller: 

A break-off control circuit may terminate the computer interface aborting to a 
terminal for direct communication with an operator. 

(the '863 patent, Abstract; emphasis added) 

When appropriate, abort capability allows a caller to remain "off hook" and go 
to analog (vocal) communication. The caller then interfaces directly with 
a n operator. 

(id., col. 2, lines 5-8; emphasis added) 

Either during the data accumulation phase, or after the processing phase 
to isolate a subset, a distinct operation may involve actuating the interface 
terminal Tl for direct local communication between the caller and an 
operator at the terminal Tl. 

(id., col. 2, lines 5-8; emphasis added) 

switching structure coupled to said interface structure for switching certain 
select ones of said individual callers at said remote terminals to anyone of a 
plurality of live operators wherein said live operators can enter at least a 
portion of said caller data relating to said select ones of said individual 
callers through interface terminals, which is stored in said record structure 

(id., claim 27; emphasis added) 

Clearly, the '863 patent includes "data accumulation" using a free-form interaction 
between a caller and the operator and therefore is not entirely automated. In fact 
claim 27 allows the operator to "enter at least a portion of said caller data" which 
means that all of the caller data may be entered by a free-form exchange and 
therefore need not be "automated" at all for caller data entry as there is no 
requirement in claim 27 for this. 

Having seen that the '863 patent's formats are not entirely automated, it would be 
wrong to conclude that Barger does not disclose automated formats simply because 
they are not entirely automated. All of Barger's formats are automated at least to 
some extent. Barger's second and third modes are entirely automated (Barger, col. 
3, lines 14-17: "In either the second or third mode, the data processor responds 
to codes entered through a push-button keyboard without any intervention from 
a human operator." Emphasis added.) Even Barger's first mode, in which an 
operator controls the data processor, is at least partially automated. In this regard, 
Barger states, 

These and other objects and advantages of the present invention are 
achieved by data transmitting and receiving means coupling public telephone 
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lines to a data processor and, through switching means, to channels of an 
audio program repeating means and, in one mode, to customer service 
operators under control of the data processor. The coupling means 
includes automatic telephone answering means to initially connect a 
customer with the data processor which causes the audio program 
repeating means to acknowledge the call through the switching 
means with a greeting message from the audio repeating means, and 
to assign the call to one of a plurality of operators, if required, who then 
communicates with the customer through the switching means. Otherwise the 
data processing means continues to communicate with the customer by 
control of the audio repeating means in either a second or a third mode to be 
summarized more fully hereinafter. 

(Barger, col. 2, lines 16-33; emphasis added) 

Thus, even in the first mode wherein the operator primarily controls the data 
processor, each customer's call is initially connected to the data processor for 
greeting and assignment to an operator. Further in this regard, even when the 
caller calls in the first mode, the operator may switch the caller to automated 
mode, i.e. the second mode: 

In the case of telephone communications with a customer having a push
button telephone, the operator may instruct the customer to key in his 
request for a demonstration, and in that event, the operator may place the 
customer's call on automatic telephone service which causes the data 
processor to communicate with the customer through prerecorded messages 
played to the customer through the audio repeating means and codes entered 
by the customer through his telephone keyboard. An alternative way of 
entering this second mode of service is through the customer calling a 
distinct telephone number for a line which the data processor recognizes 
as being from a customer who has a push-button telephone and wishes 
automatic telephone service. A modified automatic telephone service may 
be provided in a third mode to customers of a licensed retailer of 
merchandise or services through the equivalent of push-button telephones. 

(Barger, col. 2, line 62 to col. 3, line 11; emphasis added) 

All of Barger's formats accessed by the three modes are at least partially 
automated and therefore meet at least the portion of the claim construction of 
"format" that may require some automation. 

Based on the foregoing, Barger discloses a plurality of different formats within the 
meaning of the '863 patent and with the related '285 patent. 

Although Patentee has appealed the Board's decision to the Court of Appeals for the 
Federal Circuit, the Board has affirmed, even under rehearing in the earlier '8095 
proceedings, that Barger discloses a plurality of different formats within the 
meaning ascribed by the Courts, including the Federal Circuit, the Board having 
independently arrived at the same conclusion as Examiner has, above, based on 
many of the same observations as made above. (See Ex parte Ronald A. Katz 
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Technology Licensing L.P., Appeal 2010-003524, Patent Trial and Appeal Board 
(PTAB), 28 September 2012; pp. 2-5 [Control No. 90/008,095].) 

Barger does not disclose DNIS, but does disclose the use of distinct telephone 
numbers to access the three different modes of operation (formats) of the IVR 
system. Note that the second mode has a telephone number distinct from the first 
and third modes, as evidenced by the statement: "An alternative way of entering 
this second mode of service is through the customer calling a distinct 
telephone number for a line which the data processor recognizes as being 
from a customer who has a push-button telephone and wishes automatic 
telephone service." (Barger, id.) This statement also suggests that the telephone 
number for the third mode would be distinct because the retailer is not a customer. 

NDC discloses the benefits of using DNIS to identify a select one of a plurality of 
different called numbers associated with a select format of a plurality of different 
formats, even with an attendant operator. NDC discloses the use of DNIS signals to 
automate operator attendant functions: 

In perhaps an oversimplistic description, this new software takes the 
information from the ACD [automatic call distributor] and the data stored 
in the computer, draws an imaginary line around the telephone line and the 
CRT and creates a dedicated workstation. 

Formerly, NDC's direct response agents, when handling an incoming call, 
heard a two-second 'whisper' in the earpieces they wore. This whisper told 
the agent the name of the product or service the caller was phoning in to 
purchase. The agent would then respond by greeting the caller with whatever 
that product or service's title happened to be, for example, "Good morning, 
this is Jane. Thank you for calling the ABC Company." 

In a business where time directly correlates to money, those two seconds 
represent a costly way of doing business. By eliminating them, Dean Smith 
estates that NDC saves $89,500 a year. 

But what happens to the "whisper" telling the agent how to answer? Instead 
of a whisper, the agent sees the name of the product or service on a printed 
line on the bottom of the CRT screen. The term for this is DNI, or Dialed 
Number Identification. The agent has about two seconds to see and 
respond to this printed message (called the 'gate announce') on the CRT. 
Then as the agent greets the caller, the entire format for handling that 
client's business comes up on the CRT screen, while the DNI greeting is 
erased at the bottom. The period of time, several seconds in all, between the 
time of the spoken greeting and the format appearing on the screen is 
occupied by the information being identified in the 990 interface which sends 
that information to the host computer. The host computer selects the 
appropriate data and sends it back to the agent's CRT screen. 

(NOe, pp. 71-72) 

Perhaps oversimplistically, the called number now becomes the product 
name. 
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This software system helps eliminate errors because the first time the agent 
has to type any information on the keyboard is to input the caller's name and 
address. 

Prior to ONI, the agent heard the whisper, and then took an average of 
four seconds to key in the name of the client, which then brought the 
formatted message up on the CRT screen. These four seconds saved on the 
labor side of the system add up to dollars saved for NDC. Again, Dean 
Smith's figures estimate they add up to $75,450 a year in savings. 

(NOe, p. 72; emphasis added) 

As noted in the excerpts above, NOC also teaches that the DNI signals could be 
used to direct callers to different automated formats of the system: 

The period of time, several seconds in all, between the time of the spoken 
greeting and the format appearing on the screen is occupied by the 
information being identified in the 990 Interface which sends that 
information to the host computer. The host computer selects the appropriate 
data and sends it back to the agent's CRT screen. Perhaps over simplistically, 
the called number now becomes the product name. 

(NOe, paragraph bridging pp. 71-72; emphasis added) 

Prior to ON I, the agent heard the whisper, and then took an average of four 
seconds to key in the name of the client, which then brought the formatted 
message up on the CRT screen. 

(NOe, p. 72; emphasis added) 

Thus, NOC teaches the benefit of using DNIS selection of formats to replace the 
"whisper" and the need for the operator to manually enter the client's (i.e. the 
caller's) name. In other words, the DNIS allows automation of at least some of the 
operator's functions, saving time and money. 

The Barger system (of 1977) would appear, prima facie, to benefit economically by 
being modified to include at least enabling DNIS technology for selection of one of 
the particular formats (e.g. the three modes of operation in Barger col. 2, line 16-
col. 3, line 22 or, alternatively, for the different applications indicated at Barger col. 
6, lines 55-62), in order to handle more calls in a shorter amount of time and to 
reduce the number of operators required. 

It would have been obvious for one of ordinary skill in the art, at the time of the 
invention to use NOC's DNIS to identify respective formats or modes in Barger's 
system because (1) Barger already provides distinct telephone numbers for the 
modes, and (2) as above, because the DNIS provides an economic benefit. 

Assuming, arguendo, that Barger does not teach that the third mode has different 
telephone number from those used to access each of the first and second modes 
--a point with which Examiner disagrees-- it would have been obvious in light of 
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effectively use the DNIS function of NOC. 

Claim 27 continues, 
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[lJ record structure, including memory and control means, said [2J record 
structure connected to receive said caller data signals from said interface 
structure [3J for accessing a file and storing certain of said data developed by 
said remote terminals relating to certain select ones of said individual callers; 

As stated above, the AT&T Court construed the term "record structure" and 
"memory", to mean, respectively, 

... computer hardware and software required to receive data signals, update 
files, and store information . 

... computer hardware that stores information, such as disks, RAM, or tapes. 

(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. v. AT&T 
Corp, 63 F. Supp. 2d 583, 603-604) 

The term "control means" was construed as a processor or microprocessor. 

With respect to features of [1] above, in accordance with the meaning the AT&T 
Court ascribed to memory, the Barger system includes RAM 23 (a "memory") 
connected to the CPU 21 (a "control means") via bus 22 as shown in Fig. 2, which 
provides hardware capabilities for storing data received from caller telephones. In 
addition, in view of the AT&T Court's construction of the meaning of the broader 
term "record structure", the Barger system includes the data processor 10 (a 
"control means") and the order processing system 20 (a "control means"), as 
shown in Fig. 1, that provide at least hardware and software capabilities for storing 
data and for updating customer history records. Specifically, Barger 
discloses: 

A system is disclosed for marketing merchandise or services by telephone 
using brief prerecorded audio demonstrations stored in an audio program 
repeater and connected to a customer's telephone line by a switching system 
under control of a data processor in response to a code entered by ... the 
customer through his push-button telephone ... the data processor is in direct 
communication with the customer who uses the telephone push buttons 
to respond to prerecorded messages transmitted from the audio program 
repeater under control of the data processor ... The data processor then 
transfers the order to an order processing system and updates both 
inventory records and the customer's history record. 

(Barger, Abstract; emphasis added) 

Still another object is to maintain a complete record of all transactions, 
including the requests for demonstrations to be played by each customer, in 
order to maintain current inventory records for the purpose of accepting 
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orders and determining trends, and with respect to particular customers, to 
maintain an historical record from which, for example, the customer's 
particular preferences can be determined. 

(Barger, col. 2, lines 5-12) 

... a data processor [10] for the telephone record marketing system is 
comprised of a central processing unit (CPU) 21 and a bus 22 through which 
the CPU communicates with other units, including a random access memory 
23. 

(Barger, col. 7, lines 33-36) 

The excerpts above show that Barger's system includes a record structure, 
including a memory (at least RAM 23) and control means (at least CPU 21). 
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With respect to feature [2], the data processor 10 shown in Fig. 1 can include the 
CPU 21 shown in Fig. 2. (Fig. 2 illustrates a more detailed implementation of the 
system shown in Fig. 1.) The CPU 21, or control means, is connected to RAM 23, 
or memory, via the bus 22 that would enable the Barger system to store caller data 
that is received from caller telephones through the data coupling sets 32 and the 
pushbutton interface 46, or interface structure. In this manner, the Barger system 
includes record structure connected to receive said caller data signals from said 
interface structure. 

With respect to feature [3], the AT&T Court construed the term "accessing" in the 
context of "record structure, including memory and control means ... for accessing" 
to mean, 

... gaining or obtaining the ability to enter or make use of files. 

(Ronald A. Katz, Technology Licensing, LP and MCl Telecommunications Corp. v. AT&T 
Corp, 63 F. Supp. 2d 583, 604) 

The AT&T Court ... 

further concludes that the term "accessing" in the context of the Katz patents 
does not delineate or restrict the types of functions that may be performed on 
the files once they are accessed, such as updating files, creating new files, or 
deleting files. 

(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. v. AT&T 
Corp, 63 F. Supp. 2d 583, 604) 

Barger discloses that the data processor 10 and/or the order processing system 20 
shown in Fig. 1 are configured for accessing a file and storing certain of said data 
developed by said remote terminals relating to certain select ones of said individual 
callers. In this regard, Barger discloses a record structure having a memory (e.g. 
RAM 23, magnetic disc pack (MDP) 41, magnetic tape unit (MTU) 43, Fig. 2) and 
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control means (e.g. CPU 21, Fig. 2). In one example particularly relevant to the 
feature above, Barger states, 

and 

In addition, there is a credit verification function (CVF) 4S which the CPU 
accesses under control of a programmed subroutine for credit 
verification. The CVF is accessed by account or credit card number and is 
maintained current on a day to day basis. 

(Barger, col. 8, lines 60-65; emphasis added) 

Alternatively, having established communications through a data coupling set, 
the "hello" message may instruct the customer to key in a specified 
code if operator assistance is desired, and if not that the customer key in 
an established account number having a code reserved for push-button 
telephone customers. If the credit verification function cannot validate the 
automatic push-button telephone customer, operator assistance is 
automatically initiated by the CPU. 

(Barger, col. 9, lines 36-45; emphasis added) 

Accordingly, the caller data signals (i.e. the account number) are keyed in by the 
caller and used by the control means (i.e. the CPU) to access the caller's 
established account for the purposes of credit verification, for pulling up the caller's 
transaction history, and for storing present transactions. 

Further in this regard, Barger states, 

Once the customer indicates that there are no further demonstrations to be 
heard, the operator thanks him and terminates the call, whereupon the 
customer's block of data is returned to a master file, but if an order has been 
entered, the data processor first transfers the order to an order processing 
system 20 with the name, address, and any other information required to fill 
the order, such as the account or credit card number. 

(Barger, col. 5, lines 45-53; emphasis added) 

As orders are transferred to the order processing system, the data processor 
updates inventory level data ... Before signing off to terminate a call with a 
customer, the data processor enters the date and time into the order ... 

(Barger, col. 5, line 65; and col. 6, lines 3-5) 

From the foregoing it is evident that the telephone record marketing store is 
comprised of a highly automated system capable of maintaining a complete 
record of all transactions to present to the customer service operator a 
very accurate and informative profile of a calling customer. 

(Barger, col. 6, lines 21-26; emphasis added) 

... the functions of the customer service operator may be replaced by 
programmed subroutines in the data processor and messages prerecorded on 
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the channels of the audio program repeater. The customer responds by 
keying codes into the data processor through a pushbutton telephone. 

(Barger, col. 6, lines 38-43) 
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Therefore, either in the operator-attended service mode or the push-button service 
mode, at least the data processor 10, and/or the CPU 21 through RAM 23, are 
configured to access the caller's account and to store information related to 
customers and related to customer transactions and orders. 

Claim 27 continues, 

qualification structure coupled to said record structure for qualifying access 
by said individual callers to said select format based on at least two forms of 
distinct identification including caller customer number data and at least one 
other distinct identification data element consisting of personal identification 
data provided by a respective one of said individual callers; and 

As indicated above, the AT&T Court determined that the function performed by a 
"qualification structure" is 

... controlling access to the Katz system by individual callers. 

(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. v. AT&T 
Corp, 63 F. Supp. 2d 583, 605) 

Accordingly, a "qualification structure" is that hardware and software that perform 
the function of controlling access to the analysis control system by individual 
callers. 

In either the operator mode or the push-button mode, the Barger system requires 
individual callers to provide a customer account or credit card numbers in order to 
permit access to the order processing system or the audio program repeater that 
plays music selections. The qualification structure is, for example, the hardware 
and software implementing the "credit verification function (CVF) 45" (Barger, col. 
8, lines 60-62). In regard to credit verification, Barger requires a caller's name, 
address and account number or credit card number: 

Before the first order is accepted, the operator may request credit 
verification through the data processor or other means using the customer's 
credit card or account number. 

(Barger, col. 2, lines 53-57) 

Once a customer service operator is placed in communication with a customer 
by the data processor through the switching system 16, the processor 
displays a message on the CRT screen of the operator's terminal indicating 
that a new customer is on the line. The operator then greets the customer 
and elicits from the customer identification data such as name, address, and 
account or credit card number. The operator keys the identification 
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data into the data processor through the terminal 19 for credit verification 
and asks the customer what may be done for the customer. 

(Barger, col. 4, lines 57-67; emphasis added) 

The "account number" (id.) equates to the claimed customer number data, and the 
"name" and "address" (id.) equates to the claimed personal identification data. A 
caller who fails credit verification cannot make purchases and would accordingly be 
denied access to the format. 

Note that there is no limitation in claim 27 on the manner by which the personal 
identification data and customer number data are provided by the caller. Claim 27 
states only that "personal identification data provided by a respective one of said 
individual callers". As noted above, the '863 patent and claim 27 allow all of the 
caller's data to be keyed into the system by an operator. Again, the '863 patent 
and claim 27 state, 

A break-off control circuit may terminate the computer interface aborting to a 
terminal for direct communication with an operator. 

(the '863 patent, Abstract; emphasis added) 

When appropriate, abort capability allows a caller to remain "off hook" and go 
to analog (vocal) communication. The caller then interfaces directly with 
a n operator. 

(id., col. 2, lines 5-8; emphasis added) 

Either during the data accumulation phase, or after the processing phase 
to isolate a subset, a distinct operation may involve actuating the interface 
terminal T1 for direct local communication between the caller and an 
operator at the terminal T1. 

(id., col. 5, lines 51-55; emphasis added) 

switching structure coupled to said interface structure for switching certain 
select ones of said individual callers at said remote terminals to anyone of a 
plurality of live operators wherein said live operators can enter at least a 
portion of said caller data relating to said select ones of said individual 
callers through interface terminals, which is stored in said record structure 

(id., claim 27; emphasis added) 

Thus, there is no requirement in claim 27 that the caller key in the personal 
identification data and customer number data as this would be contrary to both the 
'863 patent, not to mention the very language of claim 27. 

Even if the caller were required to key in the data himself --contrary to the 
language of claim 27-- Barger explicitly states that any operator function can be 
made automated: 
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Although the telephone record marketing system described with reference to 
FIG. 1 has relied upon a human customer service operator for customer 
communications, the functions of the customer service operator may be 
replaced by programmed subroutines in the data processor and 
messages prerecorded on channels of the audio program repeater. The 
customer responds by keying codes into the data processor through a 
push-button telephone. 

(Barger, col. 6, lines 35-41; emphasis added) 

Thus, it would at least be obvious to have the caller key in his personal 
identification data and customer number data, as suggested by Barger. 

To the extent that it may be correctly argued that Barger does not disclose at least 
one other distinct identification data element consisting of personal identification 
data provided by a respective one of said individual callers, this might be a 
difference between Barger and claim 27. 

First, however, the Board has already affirmed on rehearing in the '8095 
proceedings that Barger teaches this at least one other distinct identification data 
element. (See Ex parte Ronald A. Katz Technology Licensing L.P., Appeal 2010-
003524, Patent Trial and Appeal Board (PTAB), 28 September 2012; p. 7 [Control 
No. 90/008,095].) 

Second, Student Registration teaches using two forms of identification for 
qualification including (1) caller customer number data and (2) at least one other 
distinct identification data element consisting of personal identification data 
provided by a respective one of said individual callers. In this regard, Student 
Registration teaches the use of birth dates and social security numbers as 
personal identification data used in conjunction with other identification data 
for qualifying access to the VRU. In this regard, Student Registration teaches a 
VRU for use in, inter alia, student registration. With regard to security, Student 
Registration states, 

3.1 Security 

Systems implemented to date, assign students a unique four digit access code 
or "Personal Identification Number" ("PIN"), which is used in addition to 
their school ID# or Social Security #. This security technique (a unique 
four digit PIN) is widely used in the banking industry for automated Touch
Tone telephone customer inquiry, funds transfer and/or bill payment. Some 
of the schools have chosen a less secure operating procedure by allowing the 
students to use their birth date (month/day) as a PIN. 

(Student Registration, p. 3-1; emphasis added) 

It would have been obvious for one of ordinary skill in the art, at the time of the 
invention for Barger's system to use at least one other distinct identification data 
element consisting of personal identification data, i.e. the birth date or social 
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security number --along with the account or credit card number-- as taught by 
Student Registration, to ensure that the caller is indeed the owner of the account. 
At the very least, Student Registration teaches that the PIN number (i.e. password) 
can be the birth date, which is personal identification data within the meaning of 
the '863 patent, as affirmed by the Federal Circuit (supra). 

Claim 27 ends, 

switching structure coupled to said interface structure for switching certain 
select ones of said individual callers at said remote terminals to anyone of a 
plurality of live operators wherein said live operators can enter at least a 
portion of said caller data relating to said select ones of said individual callers 
through interface terminals, which is stored in said record structure. 

Barger, teaches a switching system 16 (Barger's Fig. 1) or switching matrix 29 
(Barger's Fig. 2) that transfers a caller between operator-attended and automated 
modes under the control of the CPU 21. In this regard, Barger states, 

The processor continually samples all the lines for call-received signals and 
queues the calls received for the "hello" message playing for a previous call 
or calls. Following that, the calls are transferred by the data processor to 
customer service operators. 

(Barger, col. 4, lines 47-52; emphasis added) 

In the case of telephone communications with a customer having a push
button telephone, the operator may instruct the customer to key in his 
request for a demonstration, and in that event, the operator may place the 
customer's call on automatic telephone service which causes the data 
processor to communicate with the customer through prerecorded messages 
played to the customer through the audio repeating means and codes entered 
by the customer through his telephone keyboard. 

(Barger, paragraph bridging cols. 2-3; emphasis added) 

If the credit verification function cannot validate the automatic push-button 
telephone customer, operator assistance is automatically initiated by the 
CPU. 

(Barger, col. 9, lines 42-45; emphasis added) 

Barger's Figs. 1 and 2 show that the switching system 16 and the switching matrix 
29 are coupled to the interface structure at least as being part of the interface that 
allows either the operators or the automatic answering device to interact with the 
callers. 

As pOinted out on pages 32-34 of the Request, Barger discloses that the caller can 
switch to operator-assisted mode by dialing "0", and that the operator can enter 
data for the caller. This is exemplified in Fig. 6 and has corresponding discussion in 
the paragraph bridging cols. 11-12 of Barger. Exemplary data that can be entered 
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for the caller is a specified demonstration to be played, or entry of an order, as 
indicated in Figs. 3a and 3b, the "operator-attended mode". (See also, Barger, col. 
9, lines 29-45.) 

This is all of the features of claim 27. 

Claim 31 reads, 

31. An analysis control system according to claim 27, wherein said caller 
customer number data is tested to determine if caller status is unacceptable 
or cancelled. 

Barger's "free loader algorithm" reads on the feature of claim 31 "wherein said 
caller customer number data is tested to determine if caller status is unacceptable". 

Each time a customer calls, a check is made to determine if it is the 
customer's first time through, and when it is not, the free loader algorithm 
is used. The algorithm will involve criteria which will evolve with the 
history of the particular customer modified by statistics of all customers 
over a period of time. The criteria will require monitoring and modification 
from time to time. For example, five selection requests over a short 
period of time (less than a day) without a purchase may indicate a 
free loader, while the same number of requests over several days may not. 

(Barger, col. 11, lines 37-47; emphasis added) 

Further in this regard, Barger's Fig. 4 (reproduced below) shows that the customer 
number is used to determine if the caller is or is not a free loader and therefore if 
the caller status is unacceptable. A caller who is determined to be a free loader is 
taken to be "unacceptable" within the meaning of the '863 patent. 
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In addition, Barger discloses the claimed testing to determine caller status. In the 
context of credit verification of push button callers, Barger discloses that the CPU 
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accesses a credit verification function (CVF) (45) using caller provided account 
number or credit card number, and carries out credit verification online: 

In addition, there is a credit verification function (CVF) 4S which the CPU 
accesses under control of a programmed subroutine for credit verification. 
The CVF is accessed by account or credit card number and is maintained 
current on a day to day basis. If the credit verification function cannot be 
carried out by the CPU on line, such as when there is not a credit report on 
file for the customer, the customer service operator may, through 
independent telephone lines (not shown) verify credit by calling the credit 
card issuer (in the case where the customer has given a credit card) or by 
calling a credit bureau to which the telephone record store subscribes. 

(Barger, col. 8, line 60 to col. 9, line 4) 

If the customer does not have an acceptable account or credit card 
number, the operator asks the customer whether the order is to be prepaid 
or shipped collect on delivery (C.O.D.). The choice made by the customer is 
keyed in by the operator at the time the order is placed and transferred as 
part of the order data by the data processor to the order processing system. 

(Barger, col. 5, lines 58-64; emphasis added) 

In order to determine "[i]f the customer does not have an acceptable account or 
credit card number" (id.) (i.e. the claimed customer number data) the "account or 
credit card number" must be tested to determine if caller status is unacceptable, as 
recited in claim 31. 

Claim 32 reads, 

32. An analysis control system according to claim 27, wherein said 
qualification structure qualifies said individual callers to provide access to at 
least a portion of said system. 

Barger's "credit verification function", discussed above in addressing the 
qualification structure of claim 27, qualifies callers to access at least the portion of 
the system that enables them to listen to and to purchase music. As above, Barger 
discloses that the system performs qualification of callers for accessing at least a 
portion of the system by performing a credit verification process. During the credit 
verification process, callers must provide certain information, including the caller's 
name, address, credit card number, and other information (such as the Student 
Registration social security number and personal access code) before a caller may 
place an order. As further noted by the BPAI, "the customer cannot access the 
automatic telephone service without first having the credit card number verified or 
qualified." (See Ex parte Ronald A. Katz Technology Licensing L.P., Appeal 2010-
003524, Bd. Pat. Ap. & Int., 20 December 2010; p. 31 [Control No. 90/008,095].) 

Claim 39 reads, 
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39. An analysis control system according to claim 27, wherein at least one of 
said at least two forms of distinct identification includes social security 
number data. 

As noted above in discussing the qualification structure of claim 27, Barger in view 
of Student Registration teaches the use of social security number data as one of 
said at least two forms of distinct identification. 

Claims 42 and 43 read, 

42. An analysis control system according to claim 27, wherein said called 
number identification signals (DNIS) are received by one of a plurality of call 
distributors. 

43. An analysis control system according to claim 42, wherein said plurality 
of call distributors are at different geographic locations. 

The prior art of Barger in view of NDC and Student Registration, as explained above 
in the previous rejection, discloses each of the features of claim 27. 

Barger does not disclose the claimed plurality of call distributors and therefore does 
not teach that the DNIS are received by one of the call distributors (claim 42) or 
that the call distributors are at different geographic locations (claim 43). 

As stated in the Request by Requester (and agreed with by Examiner), 

NDC discloses an operator driven system that includes an ACD. (NDC at 70 
("[the Rockwell] Galaxy ACD interfaces the AT&T lines via t-1 carriers")). 
NDC discloses a system that correlates incoming call data with operator displays. 
(NDC at 70 ("These two processors are the actual interfaces between the ACD 
and the CRT processors. The data link that Rockwell supplies us, with the call 
records, interfaces through this processor to pre-prompt the CRT screens on the 
telemarketing floor.")) The call data received by the ACD and used to pre
prompt the operator displays is DNIS. (NDC at 71 ("the agent sees the name of 
the product or service on a printed line on the bottom the CRT screen. The term 
for this is DNI, or Dialed Number Identification.")) NDC therefore discloses a 
system wherein at least one automatic call distributor receives DNIS. 

NDC further discloses a nationwide system for credit verification and 
telemarketing. (NDC at 69 ("five credit card verification centers scattered 
across the nation"), at 70 ("We already have this ACD in all five of our other 
U.S. call centers"), at 70 ("These TI processors are the CRT controllers. It's our 
interface with the mainframe computer at our Atlanta headquarters.")). 
Accordingly, NDC discloses a system with a plurality of call distributors with at 
least one call distributor receiving DNIS. 
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A person of skill in the art, motivated by the desire to pre-prompt operator 
displays, would have combined the teachings of NDC with the system disclosed 
in Barger. The same pressures identified above that made combining certain call 
routing features with the Barger system remain applicable for the NDC ACD 
features. Further, in the event that the Barger system experienced any appreciable 
call volume or drew from customers in different time zones or geographic 
locations, a person of skill in the art would have been motivated to add 
additional ACDs and locate the ACDs in different geographic locations as 
taught by NDC. Such a system could handle more calls using multiple ACDs. 
By providing those ACDs in different geographic locations or time zones, or by 
grouping the call centers according to function, the ACDs could be programmed 
with regional specific content or could be serviced regionally by service 
technicians in temporal and geographic proximity with the customer the systems 
serviced. ACDs may also be located in different geographic areas to avoid 
catastrophic blackouts that might impact a call center in the event of a natural 
disaster. 

(Request, pp. 131-132; emphasis added) 

Consistent with Requester's observation of blackouts that might impact a caller 
center (id., last sentence), NDC explicitly indicates redundancy of ACDs is 
important: 

"We already have this ACD in all five of our other U.S. call centers, and we 
think it is the best one available for a number of reasons. First, there's 
redundancy: If a critical element should fail, it has instant switch-over to a 
duplicate system, and reports its condition at once. Second, it has complete 
MIS (management information system) reporting -- essential to our 
management. Within this parameter, it reports on the condition of all out 
AT&T trunks, telling us if they are working and keeping our operating 
costs as low as possible." 

(NOe, p. 70; emphasis added) 

In addition to the reasons indicated by Requester, above, it would have been 
obvious to one of ordinary skill in the art, at the time of the invention to use a 
plurality of ACDs in Barger's system, to have the benefits of redundancy and 
reporting, as taught by NDC (id.). 

2. Claims 31. 32. 39. 42. and 43 are rejected under 35 U.S.c. 103Ca) as being 
unpatentable over Barger in view of NDC, VCT '86, and Student Registration. 

(As to claims 31, 32, and 39, see Request, pp. 108-129 and Claim Chart CC-B. As 
to claims 42 and 43, see Request, pp. 133-137 and Claim Chart, CC-D, noting by 
comparison that Taylor is not used in the rejection of claims 42 and 43.) 
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The prior art of Barger in view of NOC, and Student Registration, as explained 
above in the previous rejection, discloses each of the features of claims 31, 32, 39, 
42, and 43. However, Requester proposes adding VCT '86's DNIS functionality (in 
addition to that in NOC) for improvement of Barger's system for voice response 
applications. Requester applies VCT '86 is to only to the following feature of claim 
27: 

interface structure... including means to receive called number 
identification signals (DNIS) automatically provided by said 
communication facility to identify a select one of a plurality of different called 
numbers associated with a select format of a plurality of different formats; 

In this regard, Requester states, 

VCT '86 also discloses the use of DNIS "to identify a select one of a plurality of 
different called numbers associated with a select format of a plurality of different 
formats." Specifically, VCT discloses a voice response unit that includes 
capabilities to receive calls via multiple 800 telephone numbers and to recognize 
and direct calls for different service formats according to the "DNIS identifiers" 
that are provided by the public telephone system. The voice response unit directs 
calls from a specific 800 number to live operators, and handles calls from a 
different 800 number itself through voice prompts to callers. (VCT '86 at 1, col. 
2, second full para; at 5, col. 1, first full para; at 5, Fig. 5). 

The Barger system would benefit economically by being modified to include the 
dialed number technology [DNIS] of NDC (for operator screen format selection) 
and VCT '86 (for voice response applications) for selection of particular formats 
(the modes of operation in Barger (2:16-3:22) or the different Barger applications 
(6:55-62)) as taught by NDC and VCT '86, in order to handle more calls in less 
time, and to reduce the number of operators required. 

(Request, pp. 49-50) 

3. Claims 42 and 43 are rejected under 35 U.S.c. 103Ca) as being unpatentable 
over Barger in view of NOC, Student Registration, and Oliphant. 

The prior art of Barger in view of NOC and Student Registration, as explained above 
in § V(A)(l), discloses each of the features of claims 42 and 43. 

To the extent it may be correctly argued that the DNIS in NOC are not received by 
one of a plurality of automatic call distributors, as required by claim 42, then this 
may be a difference. 

Oliphant, however, renders this obvious. Oliphant teaches that it is known in the 
art to locate the ACD either before or after the VRU and particularly teaches the 
benefit of locating the ACD before the VRU: 
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An ACD uses software queues to hold calls awaiting distribution. Each 
queue is called a gate or split. The gate servers are the human agents or, 
just as easily, the ports of a VRU. When the VRU ports are uniquely identified 
to the ACD software, rather than masqueraded as PABX extensions, then not 
only the VRU, but the ACD also will receive benefits from the 
relationship. Figure 2 provides a block diagram for an integrated ACD 
and VRU installation. The diagram shows the agent workstation consisting 
of a voice console assigned to gate X on the ACD and a CRT connected to the 
host computer system. The alternative is the VRU with voice ports assigned 
to gate Y on the ACD and a data link connection to the host computer system. 

vo~ 
'fA:U~It;:S 

(Oliphant, pp. 226-227; emphasis added) 

Call screening and call setup for the agents, complete call handling, and call 
wrap up for the agents can all be handled by VRU units when integrated 
with an ACD. The VRU helps the ACD and agents provide better service. 
At the same time the ACD provides trunk interface concentration, 
queuing, and redistribution capabilities for the VRU. It is a mutually 
beneficial relationship which results in better service for the user. 

(Oliphant, p. 228; emphasis added) 

It would have been obvious to one of ordinary skill in the art, at the time of the 
invention to configure the BargerjNDC system having the ACD before the VRU, as 
taught in Oliphant, for all of the beneficial reasons indicated in Oliphant (id.). 50 
configured, because the ACD is before the VRU, the DNI5 are necessarily received 
by one of a plurality of automatic call distributors, as required by claim 42. 

This is all of the features of claim 42. 

Claim 43 reads, 

43. An analysis control system according to claim 42, wherein said plurality 
of call distributors are at different geographic locations. 
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As just noted, NOC indicates that the plurality of Galaxy ACDs are at different 
geographic locations, "We already have this ACD in all five of our other U.S. call 
centers ... " (id.; emphasis added). Further in regard to the call centers, NOC 
indicates that they are located at different geographic locations, 

The Tucker telemarketing center was founded as a result of NDC's years of 
experience having five credit card verification centers scattered across the 
nation. 

(NOe, p. 68, left col.; emphasis added) 

It would have been obvious to one of ordinary skill in the art, at the time of the 
invention to use have the plurality of NOC's ACDs used in Barger's system at 
different geographic locations, because NOC teaches that it is known in the art 
locate them as such and because more locations means that more callers could be 
handled. 

4. Claims 42 and 43 are rejected under 35 U.S.c. 103Ca) as being unpatentable 
over Barger in view of NOC, VCT '86, Student Registration, and Oliphant. 

The prior art of Barger in view of NOC, Student Registration, and Oliphant, as 
explained above, discloses each of features of claims 42 and 43. 

As noted above in the rejection of claims 31, 32, 39, 42, and 43 over Barger in view 
of NOC, VCT '86, and Student Registration, § V(A)(2) above, Requester proposes 
adding the DNIS functionality of VCT '86's (in addition to that in NOC) for 
improvement of Barger's system for voice response applications. VCT '86 is applied 
here in the same manner as in that rejection. 

B. Claim 116 

1. Claim 116 is rejected under 35 U .S.c. 103Ca) as being unpatentable over 
Barger in view of NOC, Student Registration, VCT '87, and Moosemiller. 

(See Request, pp. 149-169 and Claim Chart CC-G, noting by comparison that 
Taylor is not used in this rejection, while Moosemiller is added.) 

Claim 116 reads, 

116. An analysis control system for use with a communication facility 
including remote terminals for individual callers, wherein each of said remote 
terminals may comprise a conventional telephone instrument including voice 
communication means and digital input means in the form of an array of 
alphabetic numeric buttons for providing data and wherein said 
communication facility has a capability to provide called number identification 
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data (DNIS) and calling number identification data, said analysis control 
system comprising: 

multiple automatic call distributors at geographically distinct locations for 
receiving calls from said individual callers at said remote terminals; 

interface structure coupled to said communication facility to interface said 
remote terminals for voice and digital communication and including means to 
receive caller data signals representative of data relating to said individual 
callers, including caller personal identification data and said called number 
identification data signals (DNIS) and said calling number identification data 
provided automatically by said communication facility, said called number 
identification data signals (DNIS) identifying a select format from a plurality 
of formats; 

voice generator structure coupled through said interface structure for 
actuating said remote terminals as to provide vocal operating instructions in 
accordance with said select format to said individual callers and to prompt 
said individual callers to enter data; 

record testing structure connected to receive and test said caller data signals 
including said calling number identification data and said caller personal 
identification data against previously stored calling number identification data 
and caller personal identification data; and 

analysis structure for receiving and processing said caller data signals under 
control of said record testing structure. 

Regarding the preamble, 

116. An analysis control system for use with a communication facility 
including remote terminals for individual callers, wherein each of said remote 
terminals may comprise a conventional telephone instrument including voice 
communication means and digital input means in the form of an array of 
alphabetic numeric buttons for providing data and wherein said 
communication facility has a capability to provide called number 
identification data (DNIS) and calling number identification data, said 
analysis control system comprising: 

As noted above in addressing the preamble of claim 27 in the rejection over Barger 
in view of NDC and Student Registration, § V(A)(l) above, all of the features above 
are disclosed in Barger except for the feature highlighted in bold. Inasmuch as the 
communication facility has been construed to be a public telephone system and the 
capability of the public telephone system to provide DNIS is not a structural feature 
of the claimed analysis control system, as evidenced by the claim language, "for 
use with ... " indicating only intended use with a public telephone system, this feature 
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does not appear to have patentable weight. Nonetheless, this DNIS feature was 
addressed above in rejecting claim 27 Barger in view of NDC and Student 
Registration, § V(A)(l) above, particularly with regard to the interface structure. 
That discussion in incorporated here. 

Claim 116 continues, 

multiple automatic call distributors at geographically distinct locations for 
receiving calls from said individual callers at said remote terminals; 

This feature was addressed above in rejecting claims 42 and 43 over Barger in view 
of NDC and Student Registration, § V(A)(l) above. That discussion in incorporated 
here. 

Claim 116 continues, 

interface structure coupled to said communication facility to interface said 
remote terminals for voice and digital communication and including means to 
receive caller data signals representative of data relating to said individual 
callers, including [1] caller personal identification data and [2] said 
called number identification data signals (DNIS) and [3] said calling 
number identification data provided automatically by said communication 
facility, said called number identification data signals (DNIS) identifying a 
select format from a plurality of formats; 

The interface structure as recited here is the same as recited in claim 27 except as 
noted in bold above; therefore, the majority of the features have been addressed in 
rejecting claim 27 over Barger in view of NDC and Student Registration, § V(A)(l) 
above, and that discussion is incorporated here. The claim requires the interface 
structure to receive three kinds of caller data signals, as numbered above. 

As to the caller personal identification data, Barger discloses that name and address 
are received at the interface structure from the caller: 

The operator then greets the customer and elicits from the customer 
identification data such as name, address, and account or credit card 
number. The operator keys the identification data into the data 
processor through the terminal 19 for credit verification and asks the 
customer what may be done for the customer. 

(Barger, col. 4, lines 57-67; emphasis added) 

Because the caller's name and address must be provided by the caller and are 
eventually entered by the operator, they are necessarily received by the interface 
structure in transit to the operator. Thus, Barger's system receives caller data 
signals representative of data relating to said individual callers, including caller 
personal identification data that are provided by the caller over the phone. 
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To the extent that it may be correctly argued that Barger does not disclose that the 
personal identification data is not enterable by the caller directly, this might be a 
difference between Barger and claim 27. 

First, however, the Board has already affirmed on rehearing in the '8095 
proceedings that Barger teaches that the caller's name and address are personal 
identification as the at least one other distinct identification data element in claim 
27. (See Ex parte Ronald A. Katz Technology Licensing L.P., Appeal 2010-003524, 
Patent Trial and Appeal Board (PTAB), 28 September 2012; p. 7 [Control No. 
90/008,095].) 

Second, Student Registration teaches using two forms of identification that are 
entered by the caller's push-button phone. In this regard, Student Registration 
teaches the use of birth dates and social security numbers as personal 
identification data used in conjunction with other identification data for 
verification of the identity of the caller by the VRU to allow access. With regard to 
security, Student Registration states, 

3.1 Security 

Systems implemented to date, assign students a unique four digit access code 
or "Personal Identification Number" ("PIN"), which is used in addition to 
their school ID# or Social Security #. This security technique (a unique 
four digit PIN) is widely used in the banking industry for automated Touch
Tone telephone customer inquiry, funds transfer and/or bill payment. 
Some of the schools have chosen a less secure operating procedure by 
allowing the students to use their birth date (month/day) as a PIN. 

(Student Registration, p. 3-1; emphasis added) 
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Thus, in Barger's push-button mode or format, it would have been obvious for one 
of ordinary skill in the art, at the time of the invention for Barger's system to use 
--in addition to the account number or credit card number-- a caller entered 
password or PIN consisting of the caller's birth date or SSN, as taught by Student 
Registration to ensure that the caller is indeed the owner of the account. At the 
very least, Student Registration teaches that the PIN number (i.e. password) can 
be the birth date, which is personal identification data within the meaning of the 
'863 patent, as affirmed by the Federal Circuit (supra). 

This manner of entering caller personal identification data is consistent with Barger 
because Barger teaches that the functions of the operators can be automated: 

Although the telephone record marketing system described with reference to 
FIG. 1 has relied upon a human customer service operator for customer 
communications, the functions of the customer service operator may be 
replaced by programmed subroutines in the data processor and 
messages prerecorded on channels of the audio program repeater. The 
customer responds by keying codes into the data processor through a 
push-button telephone. 

(Barger, col. 6, lines 35-43; emphasis added) 

As to the receipt at the interface structure of called number identification data 
(DNIS), as shown in discussing the interface structure of claim 27 in § V(A)(l) 
above, Barger as modified by NDC teaches an interface structure including an ACD 
that receives DNIS used to select a format from a plurality of formats, i.e. one of 
Barger's three modes. That discussion is incorporated here. 

In further regard to DNIS, VCT '87 also teaches the use of DNIS to identify said 
select format. Specifically, VCT '87 teaches a voice response unit that includes 
capabilities to receive calls via multiple 800 telephone numbers and to recognize 
and direct calls for different service formats according to the "DNIS codes 
associated with each 800 number" that are provided by the public telephone system 
(VCT '87, p. 6, left col.). 

As above, the Barger system would benefit economically by being modified to 
include the dialed number technology of NDC (for operator screen format selection) 
and VCT '87 (for voice response applications) to prompt callers and receive caller 
data (the three modes of operation in Barger or the different Barger applications 
[col. 6, lines 55-62]) as taught by NDC and VCT '87, in order to handle more calls 
in less time, and to reduce the number of operators required. 

As to the receipt at the interface structure of calling number identification data or 
ANI (automatic number identification), Barger does not disclose this. However, 
Barger does disclose that its system requires the caller to enter his/her account or 
credit card number for identification and this caller data could beneficially be 
substituted by the claimed calling number identification data. In this regard, Barger 
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indicates that the caller's historical transaction data is accessed by having the caller 
key in his/her account number, stating, 

Alternatively, having established communications through a data coupling set 
[32] ... the "hello" message may instruct ... the customer key in an 
established account number having a code reserved for push-button 
customers. 

(Barger, col. 9, lines 36-42; emphasis added) 

The operator readily picks up the transaction with the customer through a 
video display presented to the operator by the data processor which includes 
all of the data for that customer's call including any historical and credit 
verification data which the processor has recovered from memory 
using the customer's account or credit card number. 

(Barger, col. 5, lines 29-37; emphasis added) . 

... the functions of the customer service operator may be replaced by 
programmed subroutines in the data processor and messages prerecorded 
on the channels of the audio program repeater. The customer responds by 
keying codes into the data processor through a pushbutton telephone. 

(Barger, col. 6, lines 38-43; emphasis added) 

Therefore, Barger's system requires the caller to enter his/her account number 
which requires time --especially if the caller enters the wrong number. 

veT '87 teaches the benefits of ANI (the claimed calling number identification data) 
for automatically calling up a customer's account information --as occurs in the 
operator-assisted mode of Barger-- stating, 

A second solution to the problem of integration is Automatic Number 
Identification (ANI). ANI allows the voice system to identify the number 
from which the call is being placed. With this type of identification, the 
voice response system can match the number with a customer's account 
and notify the host of a pending inquiry for that customer while at the same 
time answer the call. 

(VeT '87, p. 6, left-hand col., 2nd ~; emphasis added) 

If the caller's information were accessed using the caller's telephone number, then 
the caller would not have to enter the data himself/herself thereby saving time and 
avoiding errors in data entry. Accordingly, Barger's system would benefit from 
accessing the caller's account based on the automatically-provided telephone 
number (ANI) versus the manually-entered caller's account number. With the 
automatic provision of the caller's telephone number, Barger's system could 
automatically run the CVF and the free-loader algorithm without waiting for the 
caller to key in his/her account number. In addition, if the caller is using the 
operator-attended mode, then the caller's account information could be 
automatically provided to an operator. 
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It would have been obvious for one of ordinary skill in the art, at the time of the 
invention to use ANI as identification data to automatically bring up the caller's 
account information in Barger's system, as taught in VCT '87, in order to speed up 
the transaction and to prevent caller data entry errors. 

In summary as to the claimed interface structure, each of Student Registration, 
NDC, and VCT '87 provide improvements to the data received at the interface 
structure in Barger. Student Registration allows manual entry of personal 
identification data such as SSN or birth date. NDC allows DNIS selection of the 
format (or mode) accessed by the caller and saves time and therefore money, as 
taught in NDC (supra). Finally, VCT '87 allows the ANI to replace entry by the 
caller of his/her account number (if calling from home). Without having to enter 
his/her account number, the caller then would only need to enter a password or 
PIN, which could be a manually-keyed SSN or birth date as taught by Student 
Registration, for identification by Barger's system. Identification in this manner 
would both make it easier on the caller in reducing the identification data requiring 
entry, while at the same time increasing security by providing an extra form of 
personal identification data. (See MPEP 2143, Rationale C.) 

Claim 116 continues, 

voice generator structure coupled through said interface structure for 
actuating said remote terminals as to provide vocal operating instructions in 
accordance with said select format to said individual callers and to prompt 
said individual callers to enter data; 

Barger discloses a voice generator structure for proving instructions to callers 
(Barger, Fig. 1, "Audio Program Repeater 17"; col. 7, last ~). The vocal operating 
instructions are in accordance with said select format depending upon which mode 
(i.e. format) the caller calls into, as evidenced by the instructions used in each of 
the operator-attended mode (Barger's Figs. 3a and 3b) and the push button mode 
(Barger's Fig. 4). 

If it is thought that Barger's "Audio Program Repeater 17" is not a voice generator 
structure within the meaning of the '863 patent because it uses pre-recorded 
messages, then this may be a difference. 

However, Moosemiller's AT&T Conversant I VRU (p. 89, Fig. 1) includes a "voice 
coder" for voice generation: 

The CONVERSANT I has many speech capabilities. Callers access the system 
through touch-tone signals, speaking isolated words and connected digit 
strings, or by using modems and data terminal equipment. The system 
responds with high-quality, natural-sounding speech using an advanced 
speech coding algorithm developed by AT&T. 

(Moosemiller, p. 88, left col.; emphasis added) 
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Thus, if it is believed that Barger's "Audio Program Repeater 17" is not a voice 
generator structure within the meaning of the '863 patent, it would at least have 
been obvious to one of ordinary skill in the art, at the time of the invention, to 
incorporate the AT&T Conversant 1's "voice coders" into Barger's system in order to 
improve Barger's system by providing "high-quality, natural-sounding speech" and 
also allowing greater versatility of messages that could be provided to the caller as 
they would not be limited by mere recorded messages. (See rationale C, MPEP 
2143: Use of a known technique [voice coders] to improve similar devices [Barger's 
VRU] in the same way. Voice coders are an improvement to prerecorded 
messages.) 

Claim 116 continues, 

record testing structure connected to receive and test said caller data signals 
including said calling number identification data and said caller personal 
identification data against previously stored calling number identification data 
and caller personal identification data; and 

The claimed record testing structure does not appear to be the same as the "record 
structure ... having memory and control means" defined by the Courts because there 
is no indication of the testing function (supra). Nonetheless, it would appear that 
the record testing structure would include a memory and a processor in order to 
store data and to test the stored data. Barger's Fig. 2 shows that the system 
includes a CPU 21 and data storage in the form of RAM 23, magnetic disc pack 
(MDP) 41, and magnetic tape unit (MTU) 43 and their respective controllers 42, 
44, and therefore includes the hardware for a record testing structure. 

In addition to the hardware, Barger demonstrates that its system also includes the 
software to receive and test said caller data signals ... against previously stored 
caller data signals, including personal identification data. Barger's record testing 
structure performs, inter alia, identification and credit verification based comparing 
caller entered data against stored data: 

Alternatively, having established communications through a data coupling set, 
the "hello" message may instruct the customer to key in a specified code 
if operator assistance is desired, and if not that the customer key in an 
established account number having a code reserved for push-button 
telephone customers. If the credit verification function cannot validate 
the automatic push-button telephone customer, operator assistance is 
automatically initiated by the CPU. 

(Barger, col. 9, lines 36-45; emphasis added) 

Once a customer service operator is placed in communication with a customer 
by the data processor [10] through the switching system 16 ... the operator 
then greets the customer and elicits from the customer identification data 
such as name, address, and account or credit card number. The 
operator keys the identification data into the data processor [10] through 
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done for the customer. 

(Barger, col. 4, lines 57-67; emphasis added) 

... there is a credit verification function (CVF) 4S which the CPU [21] 
accesses under control of a programmed subroutine for credit verification. 
The CVF is accessed by account or credit card number and is maintained 
current on a day to day basis. 

(Barger, col. 8, lines 61-65) 
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Thus for identification and credit verification purposes, the credit verification 
function compares the caller's entered account number against the "established 
account number". Such a comparison must occur; otherwise, the system could not 
"validate the automatic push-button telephone customer", i.e. identify and verify 
the credit of the caller. In addition, the caller's name and address (i.e. personal 
identification data) is used by the credit verification function (col. 4, lines 57-67 and 
col. 8, lines 61-65, supra). Therefore, Barger's system includes the claimed record 
testing structure that tests said caller data signals ... against previously stored ... 
caller personal identification data. 

As discussed above in conjunction with the interface structure, the benefits of using 
the personal identification data of Student Registration and the ANI of VCT '87 are 
obvious modifications to Barger's identification data. With whatever caller data 
signals are entered by the caller, each of Barger, Student Registration, and VCT '87 
teaches a record testing structure to test the caller's entered data against the 
associated stored caller data for validation of identity and/or credit verification. 

It would have been obvious to one of ordinary skill in the art, at the time of the 
invention for the caller data signals that are received and tested by Barger's record 
testing structure to include said calling number identification data (VCT'87) and said 
caller personal identification data (Barger and/or Student Registration), and to 
allow access to the caller's account without the caller having to manually enter 
his/her account number (as taught by VCT '87) and in order to ensure that the 
caller is indeed the owner of the account, i.e. for security (as taught by Student 
Registration). Again, these forms of caller data signals and their use can be seen 
as improvements to Barger's system and therefore support Rationale C in MPEP 
2143. 

Claim 116 ends, 

analysis structure for receiving and processing said caller data signals under 
control of said record testing structure. 

As noted above, the AT&T Court pOinted out that Katz (plaintiff) construed the term 
"analysis structure" to mean 
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... computer hardware and software used to analyze data, such as a processor. 

(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. v. AT&T 
Corp, 63 F. Supp. 2d 583, 608) 

The AT&T Court also pOinted out that Katz (plaintiff) construed the term 
"processing" as having its "ordinary meaning", stating, 

The plaintiffs argue that the term should be given its ordinary meaning, which 
is "performing some operation or sequence of operations on data and/or 
telephone calls." 

(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. v. AT&T 
Corp, 63 F. Supp. 2d 583, 609) 

The AT&T Court similarly construed "processing" to mean, 

... the manipulation of data which performs some operation or sequence of 
operations on data. 

(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. v. AT&T 
Corp, 63 F. Supp. 2d 583, 611) 

Accordingly, within the meaning of the '863 patent, the "analysis structure ... for 
processing ... data" may be reasonably construed as that computer hardware or 
software used to perform some operation or sequence of operations on data. 

Barger teaches a data processor 10 (Fig. 1) or CPU 21 (Fig. 2) and therefore 
discloses an analysis structure. 

The claim requires the analysis structure to be under the control of the record 
testing structure. As noted above in discussing the record testing structure, the 
credit verification is used to identify or validate the caller, when the caller directly 
accesses the push-button mode: 

Alternatively, having established communications through a data coupling set, 
the "hello" message may instruct the customer to key in a specified code 
if operator assistance is desired, and if not that the customer key in an 
established account number having a code reserved for push-button 
telephone customers. If the credit verification function cannot validate 
the automatic push-button telephone customer, operator assistance is 
automatically initiated by the CPU. 

(Barger, col. 9, lines 36-45; emphasis added) 

Because identification of the caller in the push-button mode or format must be 
validated by the CVF 45, before at least some of the other "processing" of the caller 
data signals occurs, any of this other processing that follows the caller validation, 
may be taken as being performed by the analysis structure under control of the 
record testing structure, as required by the claim. Examples of functions that 
would read on the claimed analysis structure that follow credit verification and rely 
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on caller data signals is the order processing, carried out by the order processing 
unit 20 (Barger, Fig. 1). 

With regard to the order processing system 20, Barger indicates that following 
completion of an order via telephone: 

... the customer's block of data is returned to a master file, but if an order has 
been entered, the data processor [10] first transfer the order to an order 
processing system 20 with the name, address, and any other information 
required to fill the order, such as the account or credit card number. 

(Barger, col. 5, lines 46-57) 

The name and address are said caller data signals that are caller personal 
identification data. This personal identification data could be modified by Student 
Registration to thereby include birth date and/or SSN, as discussed above, and the 
and calling number identification signals (ANI) could be added, as taught by VCT 
'87 to access the caller's account. In short, the data indicated in the above excerpt 
from Barger could be modified to use the other data in Student Registration and 
VCT '87 and remain consistent with the processing functions of the analysis 
structure. 

Barger's order processing system 20 receives and processes order information 
received from the caller via batch processing for fulfillment of the orders. In this 
regard, Barger states, 

The order processing system may be comprised of a magnetic disk pack 
and/or magnetic tape unit to accumulate all of the orders for a given period, 
which may be an entire business day. Once the order period has been closed, 
the orders are processed off-line in order to batch orders to the same 
customer and to prepare shipping labels, packing slips and account (or credit 
card) charge slips. Orders to be prepaid or shipped C.O.D. are set aside for 
further manual processing in respect to preparing and mailing a statement to 
be prepaid or for preparing C.O.D. documents. 

(Barger, col. 6, lines 10-20) 

Because the order processing will not be carried out if the caller has not been 
validated by the CVF 45, the order processing system 20 (analysis structure) can 
be said to be under the control of the CVF 45 (record testing structure). 

Additional functions that would read on the analysis structure include the following: 

Each time a customer calls, a check is made to determine if it is the 
customer's first time through, and when it is not the free loader algorithm 
is used. The algorithm will involve criteria which will evolve with the history 
of the particular customer modified by statistics of all customers over a period 
of time. 

(Barger, col. 11, lines 37-42) 
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Still another object is to maintain a complete record of all transactions, 
including the requests for demonstrations to be played by each customer, in 
order to maintain current inventory records for the purpose of accepting 
orders and determining trends, and with respect to particular customers, to 
maintain an historical record from which, for example, the customer's 
particular preferences can be determined. 

(Barger, col. 2, lines 5-12) 

Each of the above functions highlighted in bold is a function that requires 
processing of caller data signals after the caller has been validated by the CVF 45 
and therefore demonstrate that Barger's system as modified by Student 
Registration and veT '87 includes an analysis structure for receiving and processing 
said caller data signals under control of said record testing structure. 

This is all of the features of claim 116. 

VI. Response to Arguments 

The Brody Declaration submitted 4/1/2013 along with Patentee's Remarks is 
essentially incorporated into Patentee's arguments and therefore is not separately 
addressed. As to the opinion evidence in the Brody Declaration relied on by 
Patentee, it lacks persuasive factual support because Brody does not cite to any 
corroborating evidence. See In re Beattie 974 F.2d 1309, 1313 (Fed. Cir. 1992). 

A. Claim Construction 

1. The proper claim construction was used 

As to Patentee's comments that the claims should be construed according to the 
decision in Phillips, Examiner respectfully maintains that the proper claim 
construction was used, as stated in the Non-Final Rejection (dated 2/1/2013 at pp. 
5-11). Patentee is reminded that construing the claims so as to "sustain their 
validity" has limits. (See § III(A), above.) 

2. Patentee's construction of "format" and "plurality of formats" is inconsistent 
with the Courts' construction and contrary to the explicit language of the claims 

Patentee's remarks regarding the claim construction of "format" and "plurality of 
formats" are noted (Remarks dated 4/1/2013, p. 4, § II(B)(2)). Examiner 
respectfully maintains the construction provided in the Non-Final Rejection (dated 
2/1/2013) at p. 10, § III(B)(7) is appropriate for the reasons indicated therein. 
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Patentee alleges that the "proper" construction of the term "format" requires "an 
automated exchange between a caller and a system, guided by underlying 
computer programming" and is not "a spontaneous or contemporaneous live 
exchange between a caller and a live operator, which occurs at the will of either 
party" (Remarks, p. 4). Examiner respectfully disagrees and submits that Patentee 
has taken the Courts' construction and is trying to narrow it even further, reading 
language into the construction not provided by any of the Courts and, importantly, 
contradicting the explicit language of the claims, as discussed herein below. 

a. The Courts' construction nowhere uses the term "automated" 

The AT&T Court construed the term "format" to mean, 

... a computer program that sets forth the content and sequence of steps to 
gather information from and convey information to callers through pre
recorded voice prompts and messages. 

(Ronald A. Katz Licensing, L.P. and MCI Telecommunications Corp. v. AT&T Corp., 63 
F.Supp.2d at 583, 613) 

The Court also found the terminology "plurality of formats" to mean more than one 
format exclusive of subroutines within a format (ibid, pp. 613-614). 

The MDL Court construed and, according to Patent Owner, the Federal Circuit 
confirmed (Remarks, p. 4), the term "format" to mean, 

Format refers to a call processing flow implemented by at least one computer 
program that sets forth the content and sequence of steps to gather 
information from and convey information to callers through pre-recorded 
prompts and messages. Selection of, or branching to, a module or subroutine 
within a computer program does not constitute selection of a separate format. 
Selection of (or branching to), a second computer program by a first 
computer program, that together implement a call process flow application 
also does not constitute selection of a separate format. 

(In Re Katz, 639 F.3d, p. 1320; quoting MDL Court claim construction) 

Still further in this regard, the Board affirmed, in related proceedings, that 
exclusion of "spontaneous or contemporaneous live exchange between a caller and 
a live operator that is not guided by underlying computer programming" (1) is 
inconsistent with the meaning of the term "format" in the '863 patent, and (2) is 
not expressly excluded in the Courts' construction. (See Ex parte Ronald A. Katz 
Technology Licensing L.P., Appeal 2010-003524 [B.P.A.I. Sep. 28, 2012]; Control 
No. 90/008095, Decision on Rehearing, pp. 2-4.) 

Patentee appealed the decision in the '8095 proceedings to the Court of Appeals for 
the Federal Circuit (CAFC) on 11/20/2012. To date, no decision has been made by 
the CAFe. 
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Patentee appears to derive the term "automated" out of context of the construction 
and to give it weight not entirely consistent with the Courts' construction. 
Examiner respectfully maintains that, even if the term "automated" were used in 
the construction, it does not require complete automation of the format. 

b. The Courts' construction nowhere discusses or limits "spontaneous and 
contemporaneous live exchanges between a caller and a live operator that is 
not guided by underlying computer programming", as concluded by Patentee 

The '863 patent includes formats having portions that are not automated, i.e. that 
involve "spontaneous and contemporaneous live exchanges between a caller and a 
live operator that is not guided by underlying computer programming". In this 
regard, the '863 patent states, 

A break-off control circuit may terminate the computer interface aborting to a 
terminal for direct communication with an operator. 

(the '863 patent, Abstract; emphasis added) 

When appropriate, abort capability allows a caller to remain "off hook" and go 
to analog (vocal) communication. The caller then interfaces directly with 
a n operator. 

(id., col. 2, lines 5-8; emphasis added) 

Either during the data accumulation phase, or after the processing phase 
to isolate a subset, a distinct operation may involve actuating the interface 
terminal Tl for direct local communication between the caller and an 
operator at the terminal Tl. 

(id., col. 2, lines 5-8; emphasis added) 

Clearly, the '863 patent includes "data accumulation" using a free-form interaction 
between a caller and the operator and therefore is not entirely automated. 

c. The claims being reexamined explicitly allow the operator to "enter at least 
a portion of said caller data" for the caller 

Importantly, claim 27, from which the claims presently under reexamination 
depend, allows the operator to "enter at least a portion of said caller data", which 
means all of the caller data may be entered by "spontaneous and contemporaneous 
live exchanges between a caller and a live operator that is not guided by underlying 
computer programming" and therefore need not be automated at all. In this 
regard, claim 27 reads in pertinent part, 

switching structure coupled to said interface structure for switching certain 
select ones of said individual callers at said remote terminals to anyone of a 
plurality of live operators wherein said live operators can enter at least a 
portion of said caller data relating to said select ones of said individual 
callers through interface terminals, which is stored in said record structure. 
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Accordingly, Patentee contradicts its own patent in conjecturing that the term 
"automated" in the Courts' construction of "format" requires the entire format to be 
automated. 

Thus, to the extent Patentee argues that the term "format" must be entirely 
automated, this would be inconsistent with the '863 patent specification, not to 
mention the claims presently being reexamined, which allow the operator to enter a 
portion or all data for the caller. A claim term cannot be narrowed by reading 
limitations from the specification into the claims apart from the need to interpret 
what the Patentee meant by the words of the claims (Ex parte Bowles, 23 USPQ2d 
1015 (BPAI 1991)). In addition, a claim term cannot be narrowed by revising or 
ignoring the explicit language of the claims (Elekta Instrument S.A. vs. O. UR. 
Scientific International, Inc., 214 F3d 1302, 1309 (Fed. Cir. 2000)). This case law 
applies to expired patents, as is the case here. Any argument that the term 
"format" must mean complete automation contradicts both the '863 patent and the 
explicit language of the claims and is, therefore, legally erroneous. 

d. A related patent, US 5,351,285, to Ronald A. Katz, the same inventor as 
the '863 patent, indicates that "live-operator" and "machine" are two types of 
distinct formats 

In a related patent, US 5,351,285, to the same inventor as the '863 patent, it is 
indicated that "live-operator" and "machine" are two types of distinct formats, 
stating, 

An index apparatus is controlled, as by the signal-represented call data, to 
select initially a live-operator or machine format of the processor so as to 
specify any conditions for the interface, at least one of the formats including 
at least one condition. 

(US 5,351,285, col. 2, lines 27-32; emphasis added) 

Thus, the '285 patent suggests that a "live-operator" format and a "machine" 
format are distinct. It is not apparent that a live-operator format is automated. 

In addition, an analysis control system having "live-operator" and "machine" 
functionality includes two concurrently running formats within the construction 
ascribed by Patentee. 

3. Means-plus-function elements 

Patentee indicates that it has not taken a position as to the proper construction of 
the means-plus-function elements, stating, 
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First, it is unclear as to how Patentee can suggest that it has not taken a position 
given that Patentee acknowledges the 35 USC 112(6) analysis was addressed 
during the Markman hearings (id., p. 5), and the resulting claim constructions 
arrived at by the Courts appear to take this analysis into account. Examiner 
respectfully submits that Patentee cannot, now, propose a different construction 
than that which it took during the Markman hearings at least because the results 
are already incorporated into the Courts' construction. 

Nonetheless, Patentee did, in fact, take a position as to the means-plus-function 
features of the very same claim, claim 27, in the Appeal Brief in the related merged 
reexamination proceedings of the '863 patent having control numbers 90/0011,457 
and 90/011,515. (See either of the '11457 and '11515 proceedings, Appeal Brief 
dated 5/16/2012, pp. 8-10.) It is unclear why Patentee did not provide the same 
analysis/position in its Response of 4/1/2013, especially since that analysis was 
available almost eight months before 4/1/2013. 

B. Barger in view of NDC and Student Registration 

1. Barger's operator-attended mode is a "format" within the meaning of the 
CAFC's construction 

In § II(B)(l)(a) of the Remarks, Patentee argues that Barger's operator-attended 
mode is not a format within the meaning of the CAFC's construction (Remarks, pp. 
8-11). Examiner respectfully disagrees. 

a. The Courts' construction does not provide an extent of "automation" 

First, Patentee apparently believes that some automation is not sufficient to make 
Barger's operator-attended mode a format. However, Patentee does not contest 
that the "hello" greeting is automated, i.e. a "pre-recorded ... message" used to 
"convey information to callers", as explicitly required by the Courts' construction of 
"format": 

A call processing flow implemented by at least one computer program that 
sets forth the content and sequence of steps to gather information 
from and convey information to callers through pre-recorded prompts 
and messages. Selection of, or branching to, a module or subroutine within 
a computer program does not constitute selection of a separate format. 
Selection of (or branching to), a second computer program by a first 
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(In Re: Katz Interactive Call Processing Patent Litigation, Ca. No. 07-ml-01816-B-RGK 
(FFMx) (CACD February 21, 2008) at p. 12; emphasis added) 

(Note that the construction does not require some specified degree of automation 
and does not even use the term "automated".) 

Second, Patentee has oversimplified the degree to which the operator-attended 
mode in Barger is automated. It is not just the "HELLO" message that is 
automated, and even if it were, that would be sufficient since there is no expressed 
or implicit degree of automation in either the claims or the Courts' construction of 
"format". 

In this regard, Barger's Figs. 3a and 3b show a flow chart setting forth the "content 
and sequence of steps to gather information from and convey information to callers 
through pre-recorded prompts and messages", as explicitly required by the Courts' 
construction of "format". Figs. 3a and 3b show that the entirety of the operator
attended mode is under the control of a computer program. The program controls 
the conveyance of "pre-recorded messages", including the "HELLO" message, the 
"FILLER" tape, and the specific selections requested by the caller. The program 
also controls the caller's connections to the operator(s) throughout the call. Thus, 
there can be no question that the operator-attended mode in Barger is automated 
at least to every extent that is required by the claims even under the narrow 
interpretation affirmed by the Courts. 

b. Barger's operator-attended mode is "highly automated" (Barger, col. 6, 
lines 21-26) 

Patentee argues that Barger's operator-attended mode is not "automated" because 
the particular mode allegedly does not use pre-recorded prompts and messages to 
convey information to the caller and gather information from the caller, as in the 
Courts' construction (Remarks, p. 9, 2nd ~). Examiner respectfully disagrees. 
Barger Abstract reveals that prerecorded messages are, in fact, used regardless of 
the mode into which the caller calls: 

A system is disclosed for marketing merchandise or services by telephone 
using brief prerecorded audio demonstrations [i.e. prerecorded messages 
to convey information to the caller] stored in an audio program repeater and 
connected to a customer's telephone line by a switching system under 
control of a data processor in response to a code entered by a 
customer service operator [i.e. the "operator-attended mode] via the 
switching system or a code entered directly by the customer [i.e. the 
"push-button mode"] through his push-button telephone. 

(Barger, Abstract; emphasis added) 
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First, at least the "prerecorded audio demonstrations" meet the claim construction 
of "format" that requires "gather[ing] information from and convey[ing] information 
to callers through pre-recorded prompts and messages". Whether or not the caller 
calls into the operator-attended mode or the push-button mode, the prerecorded 
audio demonstrations are used to convey information to the caller and to elicit from 
the caller whether or not he/she wants to purchase the music selection, or 
whatever else is being marketed (Barger, col. 1, lines 8-13 and 47-56), in the 
prerecorded audio demonstration. 

Second, the data processor is controlled by a computer program because a data 
processor does not act on its own but is necessarily under control of a program. 
Thus, there can be no question that Barger's operator-attended mode is necessarily 
under control of a computer program, i.e. is automated, to every extent that is 
required by claim 27 and is dependent claims. 

Further evidence that the operator-attended mode is automated is Barger's Fig. 1 
which clearly shows the data processor 10 functions in between the caller's 
terminals 14 and the operators 18. Still further evidence comes from Barger's 
Figs. 3a and 3b which are a flow chart of a computer program, as those of ordinary 
skill in the art know very well, especially given the operations shown in the flow 
chart that cannot be carried out manually and because the operations are under the 
control of the data processor 10 which is necessarily under the control of a 
computer program. 

Still further evidence comes from several excerpts from Barger: 

These and other objects and advantages of the present invention are 
achieved by data transmitting and receiving means coupling public 
telephone lines to a data processor and, through switching means, to 
channels of an audio program repeating means and, in one mode [i.e. the 
"operator-attended" mode], to customer service operators under control 
of the data processor. 

(Barger, col. 2, lines 16-22; emphasis added) 

Barger explicitly states that the connections between the callers and the operators 
are under control of the data processor and not the other way around; therefore, 
the operator-attended mode is necessarily automated. 

From the foregoing it is evident that the telephone record marketing store is 
comprised of a highly automated system capable of maintaining a complete 
record of all transactions to present to the customer service operator a 
very accurate and informative profile of a calling customer. 

(Barger, col. 6, lines 21-26; emphasis added) 

The presentation of the caller's data to the operator is carried out by the "highly 
automated" system; therefore, the operator-attended mode is not just automated 
but is "highly automated", as explicitly stated in Barger. 
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In the first mode [i.e. the "operator-attended mode"], the operator elicits 
required information from the customer, such as name and account number, 
demonstrations desired, and orders for the merchandise or services 
demonstrated, all of which data are entered into a customer record block in 
the data processing system through operator terminal means. When a 
customer requests a specific demonstration, the operator enters a 
demonstration call number into the data processing system, and through 
control of the switching means [16], causes the audio program 
repeating means to play the demonstration. Once the demonstration has 
been played, the data processor returns the customer to an operator, 
preferably the previously assigned operator, who will then communicate with 
the customer to determine whether or not an order is to be placed for the 
merchandise or services just demonstrated. If so, the operator enters an 
order into the data processor. That entry is made through the terminal 
means to the data processor which in turn causes the order to be 
transferred to magnetic storage means for processing. Before the first 
order is accepted, the operator may request credit verification through the 
data processor or other means using the customer's credit card or account 
number. 

(Barger, col. 2, lines 33-57; emphasis added) 

Because the operator carries out its functions under the control of the data 
processor and because the data processor carries out automated functions such as 
(1) returning the caller to an operator, (2) storing the caller data and orders, and 
(3) running credit verification, the operator-attended mode is necessarily 
automated. This would be entirely evident even if Barger had not explicitly stated 
that the operator-attended mode is "highly automated" (Barger, col. 6, lines 21-
26; emphasis added). 

c. Neither claim 27 nor the rejected dependent claims require the caller to 
enter data; instead, a live operator can enter all of the caller data 

Patentee suggests that claim 27's explicit recitation "said live operators can enter at 
least a portion of said caller data", is somehow not part of the format, arguing, 

The Examiner further argues that the first mode of Barger is like a "format" in that 
it could include data gathered from the caller by a live interaction between the 
caller and the live operator. The Examiner advances this assertion based on the 
fact that claim 27 and its dependent claims recite a "switching structure" 
allowing that live operators can enter at least some caller data. (NFR at 18-19.) 
The NFR's logic is unsound. Claim 27 recites a "switching structure" element by 
which a caller can be switched to a live operator who can enter at least some 
caller data. This "switching structure" element does not change the meaning 
of format, and indeed does not recite the term "format" at all. 

(Remarks, paragraph bridging pp. 9-10; emphasis added) 
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As to the last sentence above, Examiner agrees that the switching structure does 
not change the meaning of "format", but the switching structure was never the 
foundation of the point that was being made in the rejection. The point made in 
the rejection was (and remains) particularly that claim 27 of the '863 patent allows 
all of the caller data to be entered by the operator, stating, "said live operators can 
enter at least a portion of said caller data": 

switching structure coupled to said interface structure for switching certain 
select ones of said individual callers at said remote terminals to anyone of a 
plurality of live operators wherein said live operators can enter at least a 
portion of said caller data relating to said select ones of said individual 
callers through interface terminals, which is stored in said record structure 

(the '863 patent, claim 27; emphasis added) 

That this recitation is provided in claim 27 along with the "switching structure", is 
entirely irrelevant. The presence of the switching structure does not negate that 
"said live operators can enter at least a portion of said caller data", which means 
that all of the caller data may be entered by a free-form exchange with a live 
operator and therefore need not be "automated" at all for caller data entry. The 
gathering of caller data is necessarily part of the "format" given the Courts' 
construction; thus, Patentee cannot simply dismiss this explicit recitation and 
therefore cannot simply ignore the fact that claim 27 includes operator-gathering of 
caller data as a means for gathering caller data within the meaning of the term 
"format". 

Clearly, the '863 patent includes within its meaning --and claim 27 specifically 
allows-- "gather[ing] information from" the caller using a live operator, as explicitly 
recited in the Courts' construction of "format" (supra). Thus, the definition 
provided by the MDL Court and affirmed by the Federal Circuit appears to include 
data gathered from the caller by a live interaction between a caller and an operator 
--not entered directly by the caller. Examiner respectfully submits that it is 
improper for Patentee to rely on a construction by the Courts that directly 
contradicts the explicit language of the claim. The CAFC cannot be suggesting that 
the explicit language of the claims can be ignored. Therefore, the claims at issue 
here have no requirement that the term "format" requires some automated 
exchange to "gather information from ... the caller" since claim 27 (and therefore its 
dependent claims) explicitly allow the operator to enter all of the caller's data. 
Examiner respectfully maintains that Patentee is misapplying the Courts' definition 
of "format" to its own claims and to Barger. 

d. The "said caller data" entered by the operator necessarily pertains to the 
"format" by antecedent basis in the claim 

Patentee also appears to argue that the presence of the "switching structure" 
somehow separates the operator-gathered caller data from the caller data 
associated with the "format" (Remarks, paragraph bridging pp. 9-10). Examiner 
respectfully disagrees. By Patentee's reasoning "said caller data" entered by the 
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operator would somehow have nothing to do with the format. To exclude caller 
data entered by the operator from being that caller data required by the format 
reads out of the claim any purpose for the claimed feature, "wherein said live 
operators can enter at least a portion of said caller data". Why is the operator 
entering data for the caller if not for the format? The operator is not merely having 
a random conversation with the caller and asking random information that has 
nothing to do with the format; instead, the conversation is for a purpose: to enter 
"said caller data", as explicitly required by the claim. This collection of data is also 
consistent with the Courts' construction of "format": 

A call processing flow implemented by at least one computer program 
that sets forth the content and sequence of steps to gather information 
from and convey information to callers through pre-recorded prompts and 
messages .... 

(In Re: Katz Interactive Call Processing Patent Litigation, Ca. No. 07-ml-01816-B-RGK 
(FFMx) (CACD February 21, 2008) at p. 12; emphasis added) 

In addition, a review of claim 27 reveals that "said caller data" refers back to the 
data required by the format. 

27. An analysis control system ... 

interface structure coupled to said communication facility to interface said 
remote terminals for voice and digital communication, and including means 
to provide caller data signals representative of data relating to said 
individual callers developed by said remote terminals and including 
means to receive called number identification signals (DNIS) automatically 
provided by said communication facility to identify a select one of a plurality 
of different called numbers associated with a select format of a plurality 
of different formats; 

record structure, including memory and control means, said record structure 
connected to receive said caller data signals from said interface 
structure for accessing a file and storing certain of said data developed 
by said remote terminals relating to certain select ones of said 
individual callers; 

switching structure coupled to said interface structure for switching 
certain select ones of said individual callers at said remote terminals to 
anyone of a plurality of live operators wherein said live operators can 
enter at least a portion of said caller data relating to said select ones 
of said individual callers through interface terminals, which is stored in 
said record structure. 
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Thus, the data entered by the operator for the caller is explicitly "said caller data" 
required by the format. Patentee contradicts the CAFC definition of "format" in 
suggesting that the "the content and sequence of steps to gather information from 
... callers" is for some random purpose, unrelated to the format, simply because it is 
entered by an operator. There is no other reason in the '863 specification or in the 
claims at issue here for "said caller data" to be gathered other than for the 
purposes of the format. 

e. Switching to an operator is not aborting of the format 

Patentee (and/or perhaps Brody) introduces a new feature that is not recited 
anywhere in the '863 patent or in any of the claims, specifically the hypothetical 
"format interface", which is allegedly aborted by switching the caller from the 
automated interaction to an operator interaction. In this regard, Patentee argues, 

Contrary to the NFR's assertions, the '863 patent specification invariably teaches 
that the format interface is always terminated or aborted if the call transfers to 
an operator: 

• The Abstract describes: "A break-off control circuit may terminate the 
computer interface aborting to a terminal for direct communication with 
an operator" ('863 Abstract) (emphasis added); 

• The Summary of the Invention describes: "When appropriate, abort 
capability allows a caller to remain 'off hook' and go to analog (vocal) 
communication. The caller then interfaces directly with an operator." 
('863 col. 1:65-2:8) (emphasis added). 

• In the exemplary mail-order format: "[T]he caller might be advised that 
if he prefers to communicate directly with a person, or needs such contact 
at any point in the communication, he may accomplish it simply by 
pushing the asterisk button (*) at the terminal Tl. Such action forms an 
abort signal that is detected by the processing unit 92 to transfer the 
communication to the interface terminal IT (FIG. 1)." ('863 col. 10:45-
52) (emphasis added). 

• In the exemplary health-poll format: "If the caller is again 
unsuccessful, ... the processor PRI may abort the interface and couple the 
interface terminal IT for direct personal communication with the caller." 
('863 col. 7:11-15) (emphasis added). 

The NFR's cited passages of the '863 patent do not describe that when the caller 
transfers from the format interface to a live operator, the caller is still 
interacting with the format. The fact that a caller may transfer out of a format and 
speak with a live operator does not change the meaning of a "format." The NFR's 
interpretation that a "format" can include spontaneous conversation between a 
caller and a live operator is contrary to the teachings of the '863 patent 
specification and should be rejected. (Brody <JI 12.) 
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Patentee misrepresents its own patent. The thing that is "aborted" is the 
computer interface, not the format (supra). And, there is no such thing as a 
"format interface" that Patentee has newly introduced and is trying to conflate 
with, or to equate with, the "computer interface" that is discussed in the patent, 
e.g. in the abstract. Importantly, Patentee fails to show, and the '863 patent fails 
to support, the conflating or equating of the "computer interface" with either the 
"format" or the non-existent "format interface". Instead, the '863 patent makes 
clear that the "computer interface" and the "operator interface" with the callers are 
merely two different kinds of interface that may be used by a format; neither, 
however, is the format, as the '863 patent makes clear. 

Examiner respectfully submits that the introduction of this new term, "format 
interface" is a thinly-veiled attempt by Patentee to force the Courts' construction of 
"format" to be interpreted as excluding operator-gathered caller data, contrary to 
the explicit recitation in claim 27 allowing it. Examiner respectfully submits that 
this is improper. Patentee fails to show any discussion (1) during the Markman 
hearing, (2) during other litigation, (3) in the '863 patent, or (4) in the '863 patent 
claims that allows live-operator interaction with the caller to be parsed out of the 
term "format". Patentee fails to show that any of the discussion Patentee is 
currently presenting, here, was anywhere on the radar of any of the Courts in their 
construction of the term "format". Yet now, Patentee is trying to force the Courts' 
construction of "format" to dictate its meaning in the '863 patent. But that is not 
how claim construction works. The patent dictates the Courts' construction and not 
the other way around. Therefore, Examiner respectfully maintains that it would be 
improper to use the Courts' construction of "format" to supersede the '863 patent's 
disclosure. Thus, any argument by Patentee or Brody, so based, is not persuasive. 

As to the comment, "The NFR's cited passages of the '863 patent do not describe 
that when the caller transfers from the format interface to a live operator, the 
caller is still interacting with the format" (id., emphasis added), this is contrary to 
written description requirement. Support for a feature is not shown by that which 
is not discussed in the patent. If Patentee had meant to describe a "format 
interface" and its features, e.g. excluding caller interaction with an operator, then 
there must be some written description of this somewhere in the patent in order to 
meet the written description requirement, but there is none. Therefore, it is 
improper for Patentee to argue, now, that the there is such a thing as a "format 
interface" when there is no support in the '863 patent for this. Nor is there any 
reason to conflate the "computer interface" with either the "format" or Patentee's 
newly introduced but unsupported element, "format interface". 

f. Argument directed to the '285 patent 

Patentee argues that the '285 patent does not provide guidance as to the meaning 
of "format" in the '863 patent, stating, 
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The NFR [Non-Final Rejection] also points to the later-filed specification of the 
continuation-in-part '285 patent, which uniquely describes that a "format" may be 
implemented involving a human operator. (NFR at 18-20.) That later-filed, 
continuation-in-part '285 patent specification, alone, is the only specification in 
the Katz portfolio that narrowly expands the possible ways an automated call 
processing flow may be implemented, within the context of that patent. The later
filed, continuation in part '285 patent specification does not change the disclosure 
and meaning of "format" in the '863 patent, in which formats are not implemented 
by live operators. (Brody <JI 13.) 

(Remarks, paragraph bridging pp. 10-11) 

However, this reasoning is inconsistent with the fact that all of the Courts have 
used only one single construction of the term "format". Thus, it is improper for 
Patentee to ignore the guidance in the '285 patent that explicitly includes 
operators in the context of a format. Consequently, Barger's "operator-attended" 
format cannot be disqualified from being considered a format simply by virtue of 
the presence of an operator. 

Recall that US 5,351,285 to Katz indicates "live-operator" and "machine" are two 
types of distinct formats, stating, 

An index apparatus is controlled, as by the signal-represented call data, to 
select initially a live-operator or machine format of the processor so as to 
specify any conditions for the interface, at least one of the formats including 
at least one condition. 

(US 5,351,285, col. 2, lines 27-32; emphasis added) 

Thus, the '285 patent suggests the presence of a live operator does not disqualify 
the format as from being a format. 

2. The second and third modes in Barger are different 

In § II(B)(l)(b) of the Remarks, Patentee argues that Barger's second and third 
modes are not different and consequently that Barger fails to disclose plural 
concurrently running formats (Remarks, p. 11-13). However, as amply shown 
above, the first or "operator-attended" mode, is "highly automated" and therefore 
automated to every extent required by the claims; therefore, at least the first and 
second or third modes would equate to plural concurrently running formats. 
Accordingly, Patentee's arguments here are moot. For the sake of argument, 
however, Patentee's arguments suggesting that the second and third modes are not 
separate formats will be addressed. 

Examiner respectfully maintains that Barger's second and third modes are different 
because the "call processing flow" is different. Barger gave the modes different 
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names, "second mode" and "third mode", because they are different, not the same. 
If they were the same then they would not require different names. Barger states 
that the third mode is a "modified" version of the second mode, not that they are 
the same, as asserted by Patentee: 

In the case of telephone communications with a customer having a push
button telephone, the operator may instruct the customer to key in his 
request for a demonstration, and in that event, the operator may place 
the customer's call on automatic telephone service which causes the data 
processor to communicate with the customer through prerecorded 
messages played to the customer through the audio repeating means 
and codes entered by the customer through his telephone keyboard. An 
alternative way of entering this second mode of service is through the 
customer calling a distinct telephone number for a line which the data 
processor recognizes as being from a customer who has a push-button 
telephone and wishes automatic telephone service. A modified automatic 
telephone service may be provided in a third mode to customers of a 
licensed retailer of merchandise or services through the equivalent of push
button telephones. After a requested demonstration has been played, the 
customer may purchase the merchandise or services directly from the 
licensed retailer. In either the second or third mode, the data processor 
responds to codes entered through a push-button keyboard without any 
intervention from a human operator. Each code places the data 
processor into an appropriate routine to cause a prerecorded message to 
be played by the program repeating means to the customer at each point in 
the transaction. The customer responds to the messages by keying in 
appropriate codes. 

(Barger, col. 2, line 62 to col. 3, line 22; emphasis added) 

The excerpt above unambiguously shows that the second and third modes include 
at least some separate and distinct instructions; therefore, each mode has a 
separate and distinct "call processing flow implemented by at least one computer 
program that sets forth the content and sequence of steps to gather information 
from and convey information to callers through pre-recorded prompts and 
messages". 

As stated in the excerpt above, a caller calling in the third mode purchases the 
"merchandise or services directly from the licensed retailer" (id.). The 
automated interaction cannot be the same for the caller in the second and third 
modes because the caller at the retailer (i.e. the third mode) is purchasing the 
selection at the retail location, while the caller from home must have it mailed 
(i.e. the second mode). Therefore, different information is required from a caller in 
the second mode, e.g. the caller's address to which the purchased selection will be 
mailed, that is not required of a caller from the retail location. In addition, the 
caller purchasing from the retailer may pay cash; therefore, no credit verification 
function would be required, and even if the caller uses credit, the retailer would 
carry out this function because the caller is purchasing "directly from the licensed 
retailer" (id.). Thus, the second and third modes meet the condition of having 
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different call processing flows that the CAFC found important in distinguishing one 
format from another (supra). 

Further in this regard, simply because there are some common operations among 
the second and third modes does not negate that they are separate formats, just as 
is the case in the Katz's patents discussed above, US 5,828,734 and US 6,434,223. 
Each of the '734 and '223 patents shares the same specification and drawings. Fig. 
2 in each patent shows three different calling modes (800, 900, and area code), 
which Patentee has argued before the CAFC are separate formats, even though 
each of the three modes have some "common operations" drawn to the same 
contest. Like the '734 and '223 patents, Barger discloses separate preliminary 
operations for the separate calling modes (first, second, and third modes) followed 
by some common operations to each mode (i.e. the playing of the caller's selection 
of music or other service). Thus, Barger discloses that the different modes are 
different formats to the same extent as at least these two of Katz's patents, which 
Patentee has argued before the CAFC are separate formats by virtue of the 
separate calling modes providing --only in part-- different operations. Barger's 
three calling modes do the same, begin with different operations and then continue 
with certain common operations. 

Based on all of the foregoing, Examiner respectfully maintains that Barger's second 
and third modes are separate formats to every extent determined by the CAFC, and 
are also consistent with Patentee's call-processing-flow arguments before the CAFe. 

3. NDC teaches DNIS selection of a format from a plurality of formats 

In § II(B)(2) of the Remarks, Patentee argues that the Non-Final Rejection has 
fallen short of showing the DNIS signals in NDC are automatically provided by the 
communication facility (Remarks, pp. 13-14). Examiner respectfully disagrees that 
the Non-Final Rejection fell short of showing this. First, as Patentee acknowledges, 
the Office action explicitly recited NDC's recitation of the acronym "DNI, or Dialed 
Number Identification", which is an art-recognized equivalent term to DNIS, or 
dialed number identification signal (or service). As an art-recognized term, a 
person of ordinary skill in the art would have understood at the time of the instant 
invention that the DNIS was provided automatically by a communication facility. 

Second, because the number dialed by the caller, i.e. the "called number", 
necessarily originates from the caller's location and is passed through some 
"communication facility", the DNI must necessarily be provided automatically by the 
communication facility to the NDC system, as there would be no other way for the 
dialed number to arrive at NDC's system except by passage through some 
communication facility. For example, a person dialing a telephone number from a 
location in Florida to an NDC system in California must travel through a 
communication facility; therefore, the called number, DNI, can only reach the NDC 
system via a communication facility. Consequently, the communication facility 
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necessarily has to have automatically provided the DNI, or it never could have 
reached its destination. 

Even if, arguendo, it were assumed that the DNIS were not automatically provided 
by a communication facility, it would not matter because the claims are drawn to an 
apparatus, and the automated provision of the DNIS by the communication facility 
is merely intended use of the apparatus and therefore fails to have patentable 
weight. An apparatus must be distinguished over the prior art in structure rather 
than function. In this regard, MPEP 2114 states, 

I. APPARATUS CLAIMS MUST BE STRUCTURALLY DISTINGUISHABLE FROM 
THE PRIOR ART 

While features of an apparatus may be recited either structurally or 
functionally, claims directed to an apparatus must be distinguished 
from the prior art in terms of structure rather than function. In re 
Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 
1997) (The absence of a disclosure in a prior art reference relating to function 
did not defeat the Board's finding of anticipation of claimed apparatus 
because the limitations at issue were found to be inherent in the prior art 
reference); see also In re Swinehart, 439 F.2d 210, 212-13, 169 USPQ 226, 
228-29 (CCPA 1971); In re Danly, 263 F.2d 844, 847, 120 USPQ 528, 531 
(CCPA 1959). "[A]pparatus claims cover what a device is, not what a device 
does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 
USPQ2d 1525, 1528 (Fed. Cir. 1990) (emphasis in original). 

II. MANNER OF OPERATING THE DEVICE DOES NOT DIFFERENTIATE 
APPARATUS CLAIM FROM THE PRIOR ART 

A claim containing a "recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate 
the claimed apparatus from a prior art apparatus," if the prior art 
apparatus teaches all the structural limitations of the claim. Ex parte 
Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 1987) (The preamble of 
claim 1 recited that the apparatus was "for mixing flowing developer material" 
and the body of the claim recited "means for mixing ... , said mixing means 
being stationary and completely submerged in the developer material". The 
claim was rejected over a reference which taught all the structural limitations 
of the claim for the intended use of mixing flowing developer. However, the 
mixer was only partially submerged in the developer material. The Board 
held that the amount of submersion is immaterial to the structure of the 
mixer and thus the claim was properly rejected.). 

(Emphasis added.) 

See also In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967), "the manner or 
method in which such machine is to be utilized is not germane to the issue of 
patentability of the machine itself." (MPEP 2115) 

Here, the NDC system clearly has the capacity to receive DNIS, as explicitly stated 
therein, which is all that is required in claims drawn to an apparatus. 
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Based on the foregoing, Examiner respectfully maintains that NOC teaches the 
claimed feature of DNIS selection of a format from a plurality of formats for the 
reasons set forth in the rejection. 

4. Barger and NOC disclose distinct telephone numbers for different formats 

In § II(B)(3) of the Remarks, Patentee argues that NOC does not disclose distinct 
telephone numbers for each format (Remarks, pp. 14-15). 

Patentee first argues that NOC does not disclose multiple formats within the 
meaning of the term "format". Examiner respectfully disagrees. As the Non-Final 
Rejection shows, each different product requires its own distinct call processing flow 
and its own telephone number, as taught in NOC. As Patentee, itself, notes in the 
subsequent pages of its Remarks, each "client" is selling a different product 
(Remarks, p. 17, 1st full ~) and as such a different format is required for the 
operator to interact with the caller, i.e. to provide a different call processing flow for 
each specific product or service being marketed. The DNI causes the format 
associated with a particular client's product to automatically pop up on the 
operator's screen. This is DNIS selection of a format from a plurality of formats. 
The "DNI" is evidence of at least one distinct telephone number for each format 
associated with each client's product or service. As NOC states, "the called number 
now becomes the product name" (NOC, p. 72, left-most col.; emphasis in original). 
Therefore, different telephone numbers are an absolute necessity, at least one for 
each product. 

Patentee next tries to dismiss NOC's different call processing flows selected by the 
DNIS from being formats because prerecorded messages are allegedly not being 
used (Remarks, p. 15). First, the fact that the messages are spoken by the 
operator does not negate that they are "prerecorded" as evidenced by NOC 
teaching that the prerecorded messages show up on the operator's screen (" ... the 
entire format for handling that client's business comes up on the CRT screen, 
while the DNI greeting is erased at the bottom." NOC, p. 71, right-most col., last 
full ~; emphasis added). Perhaps importantly, the Courts' construction does not 
limit the prerecorded messages to just audio messages. In NOC, the messages are 
prerecorded as text rather than audio. The verb "record" is defined as "to set down 
for preservation in writing or other permanent form" (emphasis added; from The 
Free Dictionary; available at URL http://www.thefreedictionary.com/record) ; 
therefore, there is no need for the prerecorded messages to be limited to audio, as 
Patentee appears to be arguing --especially given that claim 27 of the '863 
explicitly allows live operator exchange with a caller in its formats. 

Even so, replacing an operator's voice with prerecorded audio was not a leap of 
genius, even at the time of the '863 patent, as evidenced by Barger, which 
explicitly teaches that "the functions of the customer service operator may be 
replaced by programmed subroutines in the data processor and messages 
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prerecorded on channels of the audio program repeater" (Barger, col. 6, lines 
38-41), and a PHOSITA would not be even remotely encumbered at the notion of 
recording audio messages instead of having an operator speak them, given the 
explicit teaching in Barger. So even if it is believed, as Patentee does, that NOC 
does not teach prerecorded messages simply because the messages are not in 
audio form, Barger in view of NOC most certainly teaches this. Patentee fails to 
consider the combination of references. One cannot show nonobviousness by 
attacking references individually where the rejections are based on combinations of 
references. See In re Keller, 642 F.2d 413,208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

Based on the foregoing, Examiner respectfully maintains that the combination of 
Barger and NOC teaches plural concurrently running formats, wherein the formats 
are selected using DNIS. The DNIS, itself is evidence of distinct telephone numbers 
for each format and, in any event both Barger and NOC explicitly teach the use of 
distinct telephone numbers for different formats, as discussed above. 

5. Use of DNIS in Barger is obvious in light of NOC 

In § II(B)(4) of the Remarks, Patentee argues that NOC does not render obvious 
the use of DNIS in Barger's system (Remarks, pp. 15-17). First in this regard, 
Patentee argues that because the operators in Barger's system only handle one 
type of call, that there would be no benefit to using DNIS as in NOC which handles 
multiple different formats (id., pp. 15-16). Examiner respectfully disagrees. 

First, because callers call in via different telephone numbers into different three 
different modes, the calls dealt with by the operators are not the same but, instead, 
vary according to the mode. Barger makes clear that, even when the caller calls in 
the "push-button" mode, the caller still interfaces with the operator; therefore, the 
types of calls with which the operator deals are not entirely the same. 
Consequently, there is sufficient reason to use DNIS as set forth in NOC in Barger. 

Second, Patentee improperly limits the scope of the obviousness inquiry to some 
specific modification of Barger by NOC, but the scope should not be so limited. The 
question to be answered is what would a person having ordinary skill in the art 
(PHOSITA) reasonably derive from the combined teachings? In this regard, 
Barger's system is not limited to only music purchases but is, instead, drawn to 
marketing a variety of services: 

In addition to phonograph records and tapes, mature individuals are inclined 
to purchase other goods susceptible of audio demonstration such as books or 
recordings of books, movies, stage shows, plays, video disks or tapes, 
pay television shows and the like. They may even be inclined to purchase 
still other types of merchandise and services susceptible of being 
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current stock market analysis of particular securities, and so forth. 

OBJECTS AND SUMMARY OF THE INVENTION 

An object of this invention is to provide a telephone system which enables a 
customer shopping for merchandise or services susceptible of audio 
demonstration to request that a particular demonstration be played over the 
telephone. 

A further object of the invention is to provide a system for permitting a 
customer to place orders for merchandise or services after listening to 
audio demonstrations as desired and to arrange for payment by some credit 
account number or other means, whereupon the merchandise or services (or 
tickets for services) are dispatched to the customer by mail or other delivery 
service. 

(Barger, col. 1, lines 47 to col. 2, line 4; emphasis added) 

Page 66 

Thus, a PHOSITA would appreciate that the use of DNIS in NOC for format 
selection, would allow Barger's system to concurrently sell the multiple different 
types of merchandise and services explicitly discussed in Barger, just as in done in 
NOC. Therefore, there is good reason as well as an economic benefit to use DNIS 
selection of formats as taught by NOC in Barger. 

6. The combination of references teaches the claimed qualification structure and 
personal identification data 

In § II(B)(S) of the Remarks (pp. 17-21), 

a. Claim 27 explicitly allows the "data ... developed by said remote terminals" 
to be entered by either the remote terminals means: the "vocal 
communication means" or the "digital input means" 

Patentee argues that the personal identification data must be "provided by a caller 
to the automated system (such as using touch-tones), not verbally to a live 
operator": 

The NFR asserts that the "qualification structure" could be satisfied by the caller 
speaking information to a live operator, as in Barger's first mode. (NFR at 27-28.) 
The NFR is incorrect because it relies on an erroneous claim interpretation. The 
claim language makes clear that the data "provided by" a caller is provided by a 
caller to the automated system (such as using touch-tones), not verbally to a live 
operator. The prior claim elements are an "interface structure" involving "data ... 
developed by said remote terminals" and a "record structure" involving "data 
developed by said remote terminals," signifying data developed by callers' 
terminals (e.g., touch-tone telephones) rather than information provided verbally 
to a live operator. Likewise, the data the caller "provides" for the qualification 
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structure must be used to qualify the caller for some access to a "format," which is 
an automated interactive call processing flow as set forth above. (ld.) 

(Remarks, p. 18, 1st full ~; emphasis in original) 

Examiner respectfully disagrees. First, the fact that Patentee must add additional 
language to the claim language, i.e. "(such as using touch-tones), not verbally to a 
live operator", shows that Patentee is unambiguously reading limitations into the 
claims, which is forbidden even when the patent has expired (Ex parte Bowles, 23 
USPQ2d 1015 (BPAI 1991)). 

Second, there is no explicitly claimed requirement for the caller to provide the data 
via touch-tones. While Patentee relies on the "remote terminal" in its context in the 
claims, Patentee's conclusion that touch-tones must be used is contrary to the 
claim language. The claims make unambiguously clear that the touch-tone entry is 
simply one of two options for the "remote terminals" to be used to develop caller 
data: 

... said remote terminals may comprise a conventional telephone instrument 
including voice communication means, and digital input means ... 

(Claim 27; emphasis added) 

It is unambiguously clear from the claim language that the "vocal communication 
means" is on equal par with the "digital input means" with regard to the entirely 
generiC phrase from claim 27 upon which Patentee relies, i.e. "data ... developed 
by said remote terminals" (emphasis added). As can be seen, the claims do not 
indicate which of the means of the remote terminal must be used by the caller to 
provide the caller data to the system; therefore, it may be voice or digital, as 
explicitly allowed by claim 27. Accordingly, Patentee's conclusion that the caller 
data must be touch-tone (i.e. digital) requires ignoring the explicit language of the 
claims that allows voice communication means of the remote terminal to be used to 
provide caller data. However ignoring the explicit language of the claims is 
forbidden, even when the patent has expired (Elekta Instrument S.A. vs. O.U.R. 
Scientific International, Inc., 214 F3d 1302, 1309 (Fed. Cir. 2000)). 

Third, even if, arguendo, the caller were limited to entering data using touch-tone, 
Student Registration teaches the use of two forms of identification provided real
time using touch-tones because the information provided is digits. As cited in the 
rejection, with regard to security Student Registration states, 

3.1 Security 

Systems implemented to date, assign students a unique four digit access 
code or "Personal Identification Number" ("PIN"), which is used in addition 
to their school ID# or Social Security #. This security technique (a unique 
four digit PIN) is widely used in the banking industry for automated Touch
Tone telephone customer inquiry, funds transfer and/or bill payment. Some 
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students to use their birth date (month/day) as a PIN. 

(Student Registration, p. 3-1; emphasis added) 
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Fourth, as to Patentee's reliance on Phillips (Remarks, p. 15, 2nd full ~) and the '863 
specification (id., 3rd full ~), there is nothing in Phillips or the '863 specification that 
allows Patentee to ignore the explicit language of the claims. As noted above, the 
explicit language of claim 27 allows either the "vocal communication means" or the 
"digital input means" of the remote terminal to be used to provide the 
"data ... developed by said remote terminals". Therefore, Patentee's reliance on 
Phillips and the '863 specification is misplaced. 

Based on the foregoing, Patentee is both reading limitations into the claims 
(contrary to Bowles) and ignoring the explicit language of the claims (contrary to 
Elekta Instrument) in arriving at the errant conclusion that data developed by the 
caller must use only touch tones but not "vocal communication means". Therefore, 
the basis of Patentee's argument is legally erroneous. 

b. Patentee misinterprets Barger with regard to the automation of the 
operator functions 

Patentee argues that Barger does not teach that all functions of the customer 
service representative (i.e. operator) can be replaced by programmed subroutines 
(i.e. automated) (Remarks, pp. 18-19). 

At the outset, it is noted that the Board already agreed, in the '8095 proceedings 
reexamining the same '863 patent, that Barger teaches that the operator functions 
can be automated, 

Barger also teaches that the telephone system can be fully automated such 
that a customer communicates with a data processor through prerecorded 
messages played and the customer responds using a telephone 
keypad. (FF 2, 6.) In other words, the fully automated telephone system 
would request personal identification data from the customer. 

(Ex parte Ronald A. Katz Technology Licensing L.P., Appeal 2010-003524, Patent Trial 
and Appeal Board, 28 September 2012; p. 32 [Control No. 90/008,095]; emphasis 
added) 

As pOinted out in the rejection, even if the caller were required to key in the data 
himself --contrary to the language of claim 27 allowing all of the caller data to be 
entered by an operator-- Barger explicitly states that any operator function can be 
made automated: 

Although the telephone record marketing system described with reference to 
FIG. 1 has relied upon a human customer service operator for customer 
communications, the functions of the customer service operator may be 
replaced by programmed subroutines in the data processor and 
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messages prerecorded on channels of the audio program repeater. The 
customer responds by keying codes into the data processor through a 
push-button telephone. 

(Barger, col. 6, lines 35-41; emphasis added) 

Thus, it would at least be obvious to have the caller key in his personal 
identification data and customer number data, as suggested by Barger. 

Patentee contests this conclusion, arguing that the passage is taken out of context 
and that Barger is only introducing Fig. 2 (Appeal Brief, id.). Examiner respectfully 
submits that Patentee has misread Barger. Barger explicitly states that the 
functions of the operator may be replaced by the automated interface (supra). This 
explicit disclosure should control unless Barger elsewhere limits itself. Patent owner 
argues that it does limit itself at the end of the paragraph cited above, which 
continues, 

A variation on this push-button telephone communication approach allows 
the telephone record marketing system to serve subscribing retail 
establishments as a means for demonstrating recordings to customers 
wishing to make purchases from the retail establishments which have suitable 
Touch-Tone keyboards and data coupling sets coupled to the data processor 
through direct private lines, or through public telephone system lines and a 
data coupler. These variants will be described more fully hereinafter with 
reference to a preferred embodiment of the invention shown in FIG. 2. 

(Barger, col. 6, lines 41-54; emphasis added) 

Patentee argues that due to the last line of this paragraph, only the "variants ... 
described more fully hereinafter with reference to FIG. 2" (id.) are the functions 
which would be automated. The Fig. 2 embodiment does not describe automated 
elicitation of a credit card number, so Patentee argues that this is not disclosed in 
Barger. Examiner disagrees. The above paragraph first states, broadly, that the 
functions of the operator may be replaced by the automated interface and the 
customer responding by pushing buttons. "The functions" (id.) is said without 
limitation, so it includes eliciting any caller data, including but not limited to, 
personal identification data and customer number data. The paragraph then states, 
"A variation on this push-button telephone communication approach" (id.) is that of 
the record marketing system allowing demos and purchases "from the retail 
establishments" (id.). Another variant is the same record marketing system, but 
allowing purchases "through public telephone system lines" (id.). The paragraph 
states that "These variants will be described ... in Fig. 2" (id.) --that is, both of the 
variants just mentioned. It does not say that "every automated feature we 
contemplate is shown in Fig. 2". It just describes those particular examples in Fig. 
2. In this regard, Fig. 2 allows access by callers from public telephone lines 25, 
26, or allows access by callers from retail establishments through keyboards 47, so 
it describes "these variants" (Barger, col. 7 lines 38-43; col. 9 line 63 col. 10 line 
3). 
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Patentee is simply attempting to limit Barger's disclosure in a way that Barger does 
not. The particular examples do not limit Barger's broad disclosure, and it is at 
least implicit that the caller may enter his/her data (e.g. customer number and 
personal identification data) via the automated system. It makes little sense for 
Barger to have this automated system, which permits the caller to enter various 
things via push buttons, for Barger to explicitly state that functions of an operator 
can be replaced by the automated system, but then to infer that these particular 
functions of the operator cannot be replaced. 

Patentee continues in this regard, 

Furthermore, it would defy common sense to believe that each and every operator 
function could or would be replaced by an automated function, particularly where 
the Examiner and Request rely on the caller's "name" and "address" as alleged 
"personal identification data." There is simply no cited disclosure or teaching that 
the caller would somehow enter the caller's name and address (such as street and 
city names) using push-buttons, and somehow further be "qualified" at least in 
part based on that information as claim 31 recites. Respectfully, the argument to 
the contrary uses hindsight reasoning to reconstruct a disclosure or suggestion of 
Barger that simply is not disclosed or suggested. 

(Remarks p. 19, last ~) 

Examiner respectfully disagrees that a caller could not enter his/her name and/or 
address via a push-button phone. Everyone knows that the push-buttons on 
phones have text as well as numbers, and it would be entirely straight-forward to 
enter a name or address using repetitive presses of the phone keys. At least with 
respect to the caller's name and address, Examiner respectfully maintains that it 
would at least be obvious to have the caller key in his personal identification data 
and customer number data, as explicitly indicated in Barger. 

c. Use of the kinds of personal identification data taught by Student 
Registration are obvious for use in any system desiring verification of the 
caller 

Patentee continues, 

Nor would it have been obvious to modify Barger to use the alleged personal 
identification data from the Student Registration reference as the NFR asserts. 
(NFR at 28-29.) Student Registration discloses a specific student registration 
system for a school. The students have a "school ID#" or "Social Security #" 
already in existence. The system then uses a four-digit "PIN" along with that 
existing ID or Social Security number. The students' birth dates and other 
personal information would be known to the school. In that context--unlike the 
very different Barger commercial context--it would make sense for the school to 
use personal identification information in the telephonic interface. (Brody <JI<JI 21-
22.) 
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The NFR does not demonstrate why it would have been obvious to graft the 
specific disclosed technique of Student Registration onto the very different Barger 
system. The alleged "qualification" in Barger is largely based on the credit 
verification of Barger, which is based on a credit card number or an account 
number. Under that reasoning, from the Barger system's perspective, if the credit 
card or account number is proper, the caller may proceed as verified, subject to 
the "free loader" algorithm for example. 

(Remarks, p. 20, 1st and 2nd ~~) 

Examiner respectfully disagrees. This is mere speculation by Patentee and Brody, 
unsupported by any factual objective evidence. Examiner respectfully maintains 
that a PHOSITA would use any kind of personal identification data to verify the 
identity of the caller. There is simply no reason to conclude that the personal 
identification data actually used in Student Registration to verify a caller would lead 
a PHOSITA away from using it in another system, e.g. Barger's system, also 
desiring to verify the identity of the caller. 

As to the alleged failing of the rejection to show "why it would have been obvious", 
reasons were provided and are incorporated here. That Patentee wishes to create 
requirements for showing obviousness that are not required in the obviousness 
inquiry does not make the argument persuasive. Examiner respectfully maintains 
that the reasons for combining the reference were provided in the rejection and 
remain proper. 

d. The use of two forms of identification is taught by Student Registration 

Patentee continues, 

Barger does not disclose a need, problem, or suggestion that would require or 
invite an additional second form of identification for access to a format or part 
thereof, such as the alleged "personal identification data" of the Student 
Registration system, to "ensure that the caller is indeed the owner of the account" 
as the NFR asserts. Moreover, even if a second form of caller-entered 
identification data would have been invited by Barger, there is no need for it to be 
"personal" identification data (as opposed to a passcode number that is not 
personal identification data), especially in the commercial context of Barger as 
contrasted with the university student context. (Brody <JI<JI 21-22.) 

Furthermore, particularly regarding claim 39, it would not have made any sense to 
use social security number data in the Barger system for qualification as the NFR 
asserts (NFR at 32- 33). (Brody <JI 23.) As noted above, while social security 
number made sense in the context of student registration at a school, where the 
school already has on file the student's highly sensitive social security number, 
there is no reason that a skilled artisan would have found reason to use a social 
security number with the commercial Barger system. Nothing in Student 
Registration motivates any such modification to Barger, nor does Barger disclose 



Application/Control Number: 90/012,407 

Art Unit: 3992 

Page 72 

any problem or need that would have suitably and obviously been resolved by the 
use of a social security number. 

(Remarks, p. 20, 3rd and 4th ~~; emphasis in original) 

Patentee seems to misunderstand the legal requirements for obviousness. There is 
simply no requirement in the obviousness inquiry for the primary reference to 
discuss "a need, problem, or suggestion that would require or invite" (id.) some 
particular solution, e.g. a second form of identification data, personal such as aSSN 
or not personal. Such illogic would require the primary reference to prognosticate 
not yet known improvements. Here, two forms of identification provide greater 
security than one, i.e. an improvement to only a single form of identification. 
Whether or not Barger recognizes this improvement is entirely irrelevant to the 
obviousness inquiry. Because Student Registration teaches using two forms of 
personal identification data, it teaches a PHOSITA to use two forms of identification 
data to verify the identity of a caller. The callers do not need to be limited to 
students or limited to the specific uses in Student Registration to be useful in other 
IVR systems, as this would reduce the PHOSITA to an automaton, which would be 
improper. "A person of ordinary skill in the art is also a person of ordinary 
creativity, not an automaton." KSR International Co. v. Teleflex Inc., 550 U.S. __ , 
_, 82 USPQ2d 1385, 1397 (2007). "[I]n many cases a person of ordinary skill 
will be able to fit the teachings of multiple patents together like pieces of a puzzle." 
Id. Office personnel may also take into account "the inferences and creative steps 
that a person of ordinary skill in the art would employ." (Id. at _, 82 USPQ2d at 
1396). Examiner respectfully maintains that a PHOSITA would appreCiate from a 
comparison of Barger and Student Registration that using two forms of 
identification is better than just one. As a PHOSITA would readily understand it is 
more difficult to steal two forms of identification than one, so requiring two forms 
would reduce the odds that a caller is someone other than the account owner. 
Whether by inference or creativity, such would be readily apparent to a PHOSITA 
from the art of record. 

e. Hindsight was not used 

Patentee argues hindsight was used to combine Barger and Student Registration 
(Remarks, p. 21, 1 st ~). Examiner respectfully disagrees. It must be recognized 
that any judgment on obviousness is in a sense necessarily a reconstruction based 
upon hindsight reasoning. But so long as it takes into account only knowledge 
which was within the level of ordinary skill at the time the claimed invention was 
made, and does not include knowledge gleaned only from the applicant's disclosure, 
such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 
USPQ 209 (CCPA 1971). 

Here, the evidence (Student Registration) shows that it is known to use two forms 
of identification data wherein at least one is "personal" identification data, even 
within the narrow meaning ascribed to "personal identification data" by the Courts. 
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In § II(B)(6) of the Remarks, Patentee argues that the Non-Final Rejection does not 
provide the requisite means-plus-function analysis (Remarks, pp. 21-22). A reading 
of the rejection over Barger, NDC, and Student Registration shows that the 35 USC 
112(6) analysis was done (Non-Final Rejection dated 2/1/2013, pp. 12-34). The 
rejection explicitly pOinted out the equivalent structures in the references 
(particularly Barger) performing each of the claimed functions and how the claimed 
function was performed. 

As to an examiner's burden in 112(6) analysis, MPEP 2181(VI) states, 

The examination of claim limitations under the provisions of 35 U.S.c. 112, sixth 
paragraph does require the examiner to look to the specification for the 
corresponding structure. However, the MPEP 2181(VI) makes clear that specifying 
the corresponding structures in the patent being reexamined is not a requirement: 

When the examiner has determined that 35 U.S.c. 112 sixth paragraph 
applies, the examiner may also specify what the specification identifies as the 
corresponding structure. 

Additionally, if the corresponding structure for the claimed function is not 
clearly identifiable in the specification, the Office action should, 
nevertheless, attempt to identify what structure is most closely associated 
with the means-plus-function limitation to facilitate a prior art search . 

... As noted above, the indication should also clarify the associated structure if 
not readily apparent in the specification. 

(MPEP § 2181 (VI); emphasis added) 

Given the Courts' construction that takes into account the 112(6) analysis, 
Examiner found the corresponding structure to be readily apparent in the '863 
patent. Therefore, there was no requirement to make this explicit. 

Turning now to the Non-Final Rejection dated 2/1/2013, a review of the rejection 
shows that equivalent structures in Barger were explicitly provided in the rejection. 
For example, the claimed interface structure, including its means to provide caller 
data signals and means to receive ... DNIS, is squarely discussed at pp. 15-16 of the 
Non-Final Rejection. Therein, the structural features in Figs. 1 and 2 of Barger 
were shown to include the equivalent of the structures in the '863 patent: 

Claim 27 continues, 

[lJ interface structure coupled to said communication facility to 
interface said remote terminals for voice and digital communication, 
and [2J including means to provide caller data signals representative 
of data relating to said individual callers developed by said remote 
terminals and [3J including means to receive called number 
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identification signals (DNIS) automatically provided by said 
communication facility to identify a select one of a plurality of different 
called numbers associated with a select format of a plurality of 
different formats; 

With respect to feature [1], as pointed out in the Request's claim 
comparison table at pages 23-24, Barger discloses that the claimed 
interface structure has a matching feature that includes the 
telephone couplers 13 and switching system 16 as shown in Fig. 1 or 
the switching matrix 35, 36, telephone data couplers 26, and data 
coupling sets 32, 33, SMC 31, automatic answer 27, pushbutton 
interface 46, and touch-tone signal interface 39 in Fig. 2 of Barger. 

With respect to feature [2], as pointed out in the Request's claim 
comparison table at page 25, caller data signals representative of data 
relating to said individual callers developed by said remote terminals is 
disclosed in Barger, stating, 

An alternative way of entering this second mode of service is through 
the customer calling a distinct telephone number for a line which the 
data processor recognizes as being from a customer who has a 
push-button telephone and wishes automatic telephone 
service ... In either the second or third mode, the data processor 
responds to codes entered through a push-button keyboard 
without any intervention from a human operator. Each code places 
the data processor into an appropriate routine to cause a prerecorded 
message to be played by the program repeating means to the 
customer at each point in the transaction. The customer responds 
to the messages by keying in appropriate codes. 

(Barger, col. 3, lines 3-22; emphasis added) 

Because all of the information between the IVR system and the caller 
necessarily travels through the interface structure, the interface structure 
necessarily includes the "means for" providing the caller's data signals to the 
IVR system, given its broadest reasonable interpretation under 35 U.S.C. 
112, sixth paragraph. 

(Non-Final Rejection dated 2/1/2013, pp. 15-16; bold emphasis modified) 

As to the feature [3] that includes the means to receive DNIS, the rejection showed 
that NDC teaches a structure, specifically the "990 Interface" the receives DNIS and 
therefore has DNIS capability. As stated in the rejection, 

As noted in the excerpts above, NDC also teaches that the DNI signals could 
be used to direct callers to different automated formats of the system: 

The period of time, several seconds in all, between the time of the 
spoken greeting and the format appearing on the screen is occupied 
by the information being identified in the 990 Interface which 
sends that information to the host computer. The host computer 
selects the appropriate data and sends it back to the agent's CRT 
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Prior to ON I, the agent heard the whisper, and then took an average 
of four seconds to key in the name of the client, which then brought 
the formatted message up on the CRT screen. 

(NOC, p. 72; emphasis added) 

(Non-Final Rejection dated 2/1/2013, p. 22; bold emphasis modified) 

Thus, the excerpt from NOC that was provided in the Non-Final Rejection pOinted 
out at least the equivalent structure, the "990 Interface" that has DNIS capability. 

Based on the foregoing, then, the Non-Final Rejection pOinted out structures in 
Barger and NOC that are at least equivalents of the claimed interface structure that 
includes means for providing ... and means for receiving ... In Barger, the interface 
structure identified was "telephone couplers 13 and switching system 16 as shown 
in Fig. 1 or the switching matrix 35, 36, telephone data couplers 26, and data 
coupling sets 32, 33, SMC 31, automatic answer 27, pushbutton interface 46, and 
touch-tone signal interface 39 in Fig. 2 of Barger" (id.). In NOC, the interface 
structure identified was the "900 Interface", which receives the DNIS to select a 
format. In addition, the functions of said structures in Barger and NOC were shown 
to be the same as claimed in providing and receiving call data signals, both digital 
and voice. 

This is entirely consistent with the position Patentee has taken. As noted above in 
§ VI(A)(3), Patentee did, in fact, take a position as to the structure in the '863 
patent for performing the functions recited in claim 27 in the merged reexamination 
proceedings of the same '863 patent having control numbers 90/011457 and 
90/011515. Specifically, Patentee took a position as to the interface structure's 
"means to provide caller data signals representative of data relating to said 
individual callers developed by said remote terminals" and "means to receive called 
number identification signals (ONIS)". As to both of these "means" Patentee 
indicates that any of a variety of structures perform the claimed function: 

Structures include: any of the following and equivalents: (a) interface 20; (b) 
Centrum 9000; or (c) one or more of interface units IAI-IAn, IBI-IBn 

(the '11457 and '11515 proceedings, Appeal Brief dated 5/16/2012, p. 8; emphasis 
added) 

Structures include: any of the following and equivalents: (a) interface 20, call 
data analyzer; (b) Centrum 9000; or (c) one or more of interface units IAI-IAn, 
IBI-IBn 

(id., p. 9; emphasis added) 
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Both the specification and claims of the '863 patent indicate that the caller data 
signals include voice signals as well as digital signals and that all of the signals, 
regardless of type, are received by interface 20: 

In general, the present invention comprises a telephonic-interface system and 
related process for selectively utilizing both analog (voice) and digital 
telephonic communication in a variety of different interface formats or 
programs, as to select or qualify a set of callers, enable positive 
identification of at least certain of the callers in the set, acquire data from 
callers in the set, statistically analyze acquired data, as in combination and in 
association with external data (time independent), and accordingly to isolate 
a subset of the callers with verifiable identification. 

(the '863 patent, col. 1, lines 52-61; emphasis added) 

When appropriate, abort capability allows a caller to remain "off hook" and go 
to analog (vocal) communication. The caller then interfaces directly 
with an operator. 

(the '863 patent, col. 2, lines 5-9; emphasis added) 

Considering the processing system P1, fifty lines from the automatic call 
distributor AC1 are connected to the interface 20, an exemplary form of 
which may be a commercially available Centrum 9000 unit. The interface 
20 incorporates modems, tone decoders, switching mechanisms, DNIS and 
ANI capability (call data analyzer 20a) along with voice interface 
capability. 

(the '863 patent, col. 4, lines 46-55; emphasis added) 

In addition, the '863 patent's Fig. 1 shows the operator's "interface terminal IT" 
connected to the processing system Pi (Pi including the interface 20) and shows 
that all caller data signals can only reach the IT after having passed through the 
interface 20. In this regard, the '863 patent states, 

Either before or after qualification, the caller might be advised that if he 
prefers to communicate directly with a person, or needs such contact at 
any point in the communication, he may accomplish it simply by pushing the 
asterisk button (*) at the terminal Tl. Such action forms an abort signal that 
is detected by the processing unit 92 to transfer the communication to 
the interface terminal IT (FIG. 1). 

(the '863 patent, col. la, lines 45-52; emphasis added) 

Thus, Patentee has taken the position that all of the data signals are received by 
the same structures in the system, whether the data signals are touch-tone, digital, 
voice, or analog. 

Inasmuch as the rejection showed that the system of Barger in view of NDC and 
Student Registration performs the same functions of providing/receiving caller data 
signals, i.e. analog (voice) and digital signals, Examiner respectfully maintains that 
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said system meets at least an equivalent of the claimed "means" of claim 27, via 
the structures explicitly recited in the Non-Final Rejection. 

For another example wherein the 112(6) analysis was explicitly set forth, the Non
Final Rejection squarely addressed the "memory and control means" at pages 23-
26. In pertinent part, the memory and control means were explicitly pOinted out at 
least in Barger: 

With respect to features of [1] above, in accordance with the meaning the 
AT&T Court ascribed to memory, the Barger system includes RAM 23 (a 
"memory") connected to the CPU 21 (a "control means") via bus 22 as 
shown in Fig. 2, which provides hardware capabilities for storing data received 
from caller telephones. In addition, in view of the AT&T Court's construction 
of the meaning of the broader term "record structure", the Barger system 
includes the data processor 10 (a "control means") and the order 
processing system 20 (a "control means"), as shown in Fig. 1, that provide 
at least hardware and software capabilities for storing data and for updating 
customer history records. 

(Non-Final Rejection dated 2/1/2013, p. 23; emphasis added) 

Recall that there is no requirement for examiner to specify the corresponding 
structure in the '863 patent when the structures are apparent (MPEP 2181 (VI)). 
The position Patentee has taken in the Appeal Brief in the merged '11457/'11515 
proceedings shows that the structures in the '863 patent corresponding to the 
"record structure, including memory and control means" are apparent and 
correspond to the processing unit 92 and memory 98: 

Structures include: processing unit 92 and memory 98; or alternative structures, 
anyone of the following: (1) intertface 20 and memory 98; (2) Centrum 9000 and 
memory 98; (3) processing unit 251; or (4) one or more of processors PRI -PRn. 

(the '11457 and '11515 proceedings, Appeal Brief dated 5/16/2012, p. 9; emphasis 
added) 

Barger's CPU is a processor and the RAM is a random access memory; therefore, as 
pOinted out in the Non-Final Rejection, Barger teaches identical structures as the 
'863 patent for a processor and memory, respectively. The rejection also shows 
that the CPU 21 and RAM 23 are capable of performing the claimed processing and 
memory functions. This will not, however, be repeated again, given the length of 
the explanation. Reference is made to the rejection. 

For another example wherein the 112(6) analysis was explicitly set forth, the Non
Final Rejection squarely addressed the "qualification structure" at pages 26-29. In 
pertinent part, the memory and control means were explicitly pOinted out in 
Barger: 
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The qualification structure is, for example, the hardware and software 
implementing the "credit verification function (CVF) 45" (Barger, col. 8, 
lines 60-62). 

(Non-Final Rejection dated 2/1/2013, p. 26; emphasis added) 

The location cited in Barger states: 

In addition, there is a credit verification function (CVF) 45 which the CPU 
accesses under control of a programmed subroutine for credit verification. 

(Barger, col. 8, lines 60-62) 

Thus, it was shown that Barger teaches a processing unit, CPU 21, that carries out 
the CVF 45 that would perform the function using two forms of identification as 
taught by Student Registration. 

The structure identified in Barger is entirely consistent with Patentee's position as 
to the structures that perform the claimed function. Again, there is no requirement 
for examiner to specify the corresponding structure in the '863 patent when the 
structures are apparent (MPEP 2181(VI)). Patentee has taken the position in the 
Appeal Brief in the merged '11457/'11515 proceedings that the structures in the 
'863 patent that correspond to the "qualification structure" are met by the 
processing unit 92 and qualification unit 93: 

Structures include: processor unit 92 an [sic] qualification unit 93; or 
alternative structures, anyone of the following: (1) interface 20 and qualification 
unit 93; (2) Centrum 9000 and qualification unit 93; (3) processing unit 251; or 
(4) one or more of processors PR 1-PRn. 

(the '11457 and '11515 proceedings, Appeal Brief dated 5/16/2012, p. 9; emphasis 
added) 

Barger's CPU 21 is a processor and the CVF 45 is a qualification structure; 
therefore, Barger teaches identical structures as the '863 patent. The rejection also 
shows that the CPU 21 and CVF 45 are capable of performing the claimed 
qualification function. This will not, however, be repeated again, given the length 
of the explanation. Reference is made to the rejection. 

Based on the foregoing, each of the features which Patentee alleges should include 
a 35 USC 112(6) (Remarks, pp. 5-6), means-plus-function analysis was already 
done in the Non-Final Rejection dated 2/1/2013. Thus, Examiner respectfully 
disagrees that the analysis was not done. 

8. Response to arguments directed to claims 42 and 43 
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a. NOC teaches a system that includes multiple ACOs at different geographic 
locations 

In § II(B)(7) of the Remarks, as to claims 42 and 43, Patentee argues that NOC 
does not teach a system that includes multiple ACDs at different geographic 
locations (Remarks, pp. 22-26). Examiner respectfully disagrees. 

At the outset, it appears that Patentee is merely attacking certain things that were 
not stated in the Request and/or in the rejection. Patentee is, however, 
responsible for the entire reference. Simply because Patentee and Brody comment 
on things that were not said in the rejection is not a showing that NOC does not 
teach the claim features indicated. 

While it is acknowledged that NOC indicates that NDC's "Tucker center" does not 
have plural geographic locations, NOC does teach that its five telemarketing centers 
"scattered across the nation", each having a Rockwell Galaxy ACD, are 
interconnected as part of a single system. In this regard, NOC states, 

The Tucker telemarketing center was founded as a result of NDC's years of 
experience having five credit card centers scattered across the nation. 
The five centers had maintained 24 positions each to handle inbound calls 
(NDC refers to them as direct response calls) generated by direct response 
advertisements .... Now, with one center dedicated solely to inbound and 
outbound telemarketing, NDC has found that it is getting more direct 
response calls ... 

(NOC, p. 69, left-most col., last partial ~; emphasis added) 

On those rare occasions when direct response personnel hit a peak and 
cannot handle a volume surge, the center doesn't need to overflow calls to 
another NDC center. 

(NOC, p. 69, paragraph bridging center and right-most cols.; emphasis added) 

As shown in the excerpts above, at the time prior to the establishment of the 
Tucker center, the five NDC centers were handling, not only the credit card 
verification, but also the telemarketing, i.e. the "direct response calls" (id.). When 
there was an overflow in call volume at one center, the calls were sent to another 
center. Thus, even though the Tucker center does not need to "overflow calls to 
another NDC center", NOC clearly teaches that the capacity existed among the 
other five centers in order to deal with call overflows. Because each center has its 
own Rockwell Galaxy ACD (" 'We already have this ACD in all five of our other U.S. 
call centers,' he said"; NOC, p. 70, left-most col.), NOC unambiguously teaches a 
system having multiple ACDs at the five different geographic locations "scattered 
across the nation" (id.) that are necessarily interconnected in order to handle 
overflow calls. 

b. NOC shows that ONIS is received by the ACO 
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Patentee next argues that the Non-Final rejection does not show that DNIS is 
received by NOC's ACD (Remarks, p. 23, last ~). Examiner respectfully disagrees. 
As pOinted out in the rejection, 

As noted in the excerpts above, NOC also teaches that the DNI signals could 
be used to direct callers to different automated formats of the system: 

The period of time, several seconds in all, between the time of the 
spoken greeting and the format appearing on the screen is occupied 
by the information being identified in the 990 interface which sends 
that information to the host computer. The host computer selects the 
appropriate data and sends it back to the agent's CRT screen. Perhaps 
over simplistically, the called number now becomes the product 
name. 

(NOC, paragraph bridging pp. 71-72) 

Prior to ON I, the agent heard the whisper, and then took an average 
of four seconds to key in the name of the client, which then brought 
the formatted message up on the CRT screen. 

(NOC, p. 72) 

Thus, NOC teaches the benefit of using DNIS selection of formats to replace 
the "whisper" and the need for the operator to manually enter the client's 
(i.e. the caller's) name. In other words, the DNIS allows automation of at 
least some of the operator's functions, saving time and money. 

(Non-Final Rejection, dated 2/1/2013, p. 22; emphasis in original) 

In addition, the Non-Final Rejection quoted the Request's quoting of NOC, which 
states that the ACDs interface the AT&T lines, i.e. the public communication facility: 

The Galaxy ACO interfaces the AT&T lines via T-1 carriers. 

(NOC, p. 70, center col., last partial ~; emphasis added) 

(See Non-Final Rejection dated 2/1/2013, p. 33.) Because the calls enter the NOC 
system from the public telephone facility, i.e. AT&T, NOC unambiguously shows 
that the DNIS must necessarily be received by the ACD because that is the 
interface to the public communication facility. 

c. Patentee misrepresents Examiner's position with regard to NOC's teaching 
of ONIS being received by the ACO 

Examiner notes with interest, Patentee's reference to an entirely different 
rejection, i.e. the rejection over Barger, NOC, Student Registration, and 
Oliphant, in an attempt to misrepresent Examiner's position with regard to NOC 
teaching DNIS being received by the ACD. Patentee states, 

Indeed, the NFR later acknowledges: "To the extent it may be correctly argued 
that the DNIS in NDC are not received by one of a plurality of automatic call 



Application/Control Number: 90/012,407 

Art Unit: 3992 

Page 81 

distributors, as required by claim 42, then this may be a difference." (NFR at 35 
(emphasis in original).) The Patent Owner appreciates the Examiner's 
forthright assessment in this regard. The Examiner is correct that NDC does not 
describe the receipt of DNIS by one of a plurality of call distributors. 

(Remarks, p. 24, 1 st ~; bold emphasis added) 

Examiner submits that this commentary misrepresents what was stated. To be 
sure, Examiner disagrees that it "may be correctly argued" that NDC does not 
teach DNIS received by the ACD. Otherwise the rejection of claims 42 and 43 
would not have been made. Read in context of the rejection in which it was used 
(Barger in view of NDC and Student Registration and Oliphant), rather than the 
one being presently addressed in Patentee's Remarks (Barger in view of NDC and 
Student Registration without Oliphant), the phrase, "to the extent it may be 
correctly argued", is a commentary that Examiner disagrees that it can be 
correctly argued but that, nonetheless, Requester provided another rejection 
adding Oliphant to Barger in view of NDC and Student Registration in order to 
show that there are benefits of having the ACD receive the DNIS. Therefore, 
Patentee misrepresents Examiner's position in the rejection over Barger in view of 
NDC and Student Registration, by referring to a different rejection that adds 
Oliphant, rather than referring to the one actually at issue in Patentee's Remarks, 
i.e. the rejection that does not use Oliphant. 

d. NDC does not teach away from locating ACDs at different geographic 
locations 

Patentee argues, 

The Request also wrongly asserts that if "the Barger system experienced any 
appreciable call volume or drew from customers in different time zones or 
geographic locations, a person of skill in the art would have been motivated to 
add additional ACDs and locate the ACDs in different geographic locations as 
taught by NDC." (NFR at 34.) The Request's assertion is incorrect and represents 
improper and unfounded hindsight-based reasoning. (Brody <JI 31 .) As 
discussed above, NDC teaches the opposite of what the Request represents--it 
teaches that using different geographically located centers resulted in overloaded 
call volumes at each center, such as from a "TV station that broadcast a 
commercial at the 'wrong' time to the fight audience," and that is why NDC 
teaches the use of one single center instead of the "fragmented" approach. 
Nothing about NDC would suggest the contrary motivation that the Request 
posits. NDC simply does not teach or suggest "add[ing] additional ACDs and 
locat[ing] the ACDs in different geographic locations" as the Request asserts, 
much less does NDC teach any benefit from such an arrangement; it instead 
teaches an opposite motivation, of eliminating a geographically "fragmented" 
approach where you "never stand a chance." 

(Remarks, p. 24, 3rd ~; emphasis added) 
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Examiner respectfully submits that there is no hindsight reasoning used. Simply 
because NOC teaches that the centralized location of the ACDs ultimately yielded an 
increase in "direct response calls" (NOC, p. 69, center col.), it does not mean that 
locating the ACDs at different geographic locations is without benefits. In fact, the 
system operated that way for "years" prior to establishing the centralized 
configuration at the Tucker center (NOC, p. 69, left-most col.). Therefore, simply 
because a PHOSITA may have used one of the system configurations in NOC, e.g. 
the centralized location of the ACDs, does not mean (1) that NOC fails to teach 
the decentralized configuration or (2) that the PHOSITA would not also have 
found it obvious to use the decentralized configuration of the system, i.e. with the 
ACDs at multiple different geographic locations. 

In this regard, it has been held that a reference may be relied upon for all that it 
would have reasonably suggested to one having ordinary skill the art, including 
nonpreferred embodiments. Merck & Co. v. Biocraft Laboratories, 874 F.2d 
804, 10 USPQ2d 1843 (Fed. Cir.), cert. denied, 493 U.S. 975 (1989). The use of 
patents as references is not limited to what the patentees describe as their own 
inventions or to the problems with which they are concerned. They are part of the 
literature of the art, relevant for all they contain." In re Heck, 699 F.2d 1331, 
1332-33,216 USPQ 1038, 1039 (Fed. Cir. 1983) (quoting In re Lemelson, 397 F.2d 
1006, 1009, 158 USPQ 275, 277 (CCPA 1968)). See also Celeritas Technologies 
Ltd. v. Rockwell International Corp., 150 F.3d 1354, 1361,47 USPQ2d 1516, 1522-
23 (Fed. Cir. 1998) (The court held that the prior art anticipated the claims even 
though it taught away from the claimed invention. "The fact that a modem with a 
single carrier data signal is shown to be less than optimal does not vitiate the fact 
that it is disclosed."). 

In this case, simply because claim 43 of the '863 patent claims a "fragmented" (i.e. 
decentralized) system, which NOC describes as less successful than a non
fragmented, or centralized, system for "direct response calls", does not mean that 
the fragmented, or decentralized, configuration of ACDs is somehow not disclosed 
or not obvious. Examiner respectfully maintains that the combination of Barger 
with NOC renders obvious both (1) receiving DNIS at an ACD for format selection 
and (2) locating multiple ACD of a single system, each ACD at a different 
geographic location, for the reasons indicated in the rejection and as further 
cia rified above. 

e. The system at the Tucker center is composed of three ACOs in tandem 

Patentee argues that NOC's use of the terms "redundancy" and "duplicate system" 
is directed to only a single ACD. While Examiner acknowledges that the ACD at the 
Tucker center may be referred to as a single ACD, as Patentee notes, NOC explicitly 
indicates that the system is composed of three separate ACDs: 

' ... Actually, this particular system is a kind of hybrid, with elements of it 
coming to us from two sources. It is a 0-1, 0-2, and 0-3 system, with 
parts of it coming to us from a previously owned system in Chicago and the 
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elements are each GVS-1S0 systems.' 

This particular Galaxy system is actually three systems hooked up in 
tandem. That's the nature of the Galaxy ACDs because they're modular. 

(NOe, p. 70, left-most col.; emphasis added) 
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Each GVS-150 is an independent call distributor, as evidenced by the following 
two references. The first reference is a book entitled "100 Years of Telephone 
Switching, Part 2". Therein it is stated that the "GVS" is the code for the Galaxy 
ACD: 

"~'j i ,;~"~:s::(~ II ·~:i"~;t.~i:t: ~ ~~ .~§: ~ ~*'·;{~~1:X .~.:'. {L·x. .:-":",.:".::~ ~ ~ (.:~i~.~:$lfr~.· t~.~l.~ ~.:t~:f' )li·"~~."v""""'.r,,, '. "". ~.~ .~~~~ ~,:';':';'~','·~.'h,*',~~·' :,;..",'t, , 

(i\(::r))~ c~.\Ht'Xi ,.~ (lAl",,/\.X):"'n and c~xlt':tl %G\lsn~ 
did cl'net:w!kt~ttl dtt'$e l~)~llpa:ni~ *l,nd \\~a~ lit) 

doubt h1nuem~ed by th~~ t~ilflkl' \\~'wk nfl, digit.al 
$'\,\'hehlu~l' 

(l00 Years of Telephone Switching, Part 2, p. 348) 

The second reference is the article from Telephony magazine entitled, "ACD 
business is booming. (Automatic Call Distribution)" shows that "GVS-1S0" is a 
model number of an independent ACD: 

Rockwell has hotly pursued that high-end market with its Galaxy ACD 
product line. But now the scales are tipping in the other direction as 
Rockwell concentrates on its low-end systems, the GVS-OSO, which serves 
between 48 and 150 agents. 

(O'Brien, Laura, "ACD business is booming. (Automatic Call Distribution)", from 
Telephony, December 4, 1989; emphasis added; available at URL: 
http://busi ness. h ig hbeam. (omi 137453iarticle-l G 1-8181513iacd-business-boom ing) 
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Thus, a PHOSITA would appreciate that the terms "redundancy" and "duplicate 
system" refer to the separate ACDs that function in tandem and are thus referred to 
in NOC as an ACD. 

In addition, Examiner respectfully maintains that the term "redundancy" at least 
renders obvious the use of a different ACD located at a different geographic location 
because the failure of a "critical element" (NOC, p. 70, left-most col.) could be 
handled in the same way as overflow calls occurring during peak call volume (NOC, 
p. 69, paragraph bridging center and right-most cols.). Specifically, a critical failure 
of an element in one ACD may ultimately render it unable to answer calls, thereby 
leading to a call-overflow situation. Therefore, a PHOSITA would recognize that the 
calls would be transferred to another of the NDC centers, just as happens with a 
normal call overflow situation in the absence of failure of a critical element in an 
ACD. 

C. Barger in view of NDC, VCT '86, and Student Registration 

Examiner notes that Patentee opines the references are "different and completely 
unrelated" (Remarks, p. 26) in spite of the fact that each is directed to IVR 
systems. Given the common subject matter, the references are related. 

In response to Patentee's argument that Examiner has combined an excessive 
number of references (Remarks, p. 26), reliance on a large number of references in 
a rejection does not, without more, weigh against the obviousness of the claimed 
invention. See In re Gorman, 933 F.2d 982, 18 USPQ2d 1885 (Fed. Cir. 1991). 

Patentee's arguments in §§ lI(C)(1)-(3) at pages 26-30, are directed to the 
teachings of VCT '86 as it is used in the combination of Barger with NOC and 
Student Registration, primarily the combination of Barger with VCT '86. As 
Patentee notes in the Remarks (Remarks, p. 26, 3rd ~ in § lI(C)), the Board 
affirmed, even under rehearing, that the combination of Barger with VCT '86 
renders obvious claim 27's feature, interface structure .. .including means to receive 
called number identification signals (ONIS) automatically provided by said 
communication facility to identify a select one of a plurality of different called 
numbers associated with a select format of a plurality of different formats. (See Ex 
parte Ronald A. Katz Technology Licensing L.P., Appeal 2010-003524, Patent Trial 
and Appeal Board, 28 September 2012; pp. 7-8 and 25-29 [Control No. 
90/008,095]; emphasis added). Patentee has appealed this decision to the CAFC; 
no decision is available to date. As such, Examiner respectfully maintains that the 
combination of references is proper and renders obvious all of the features of claim 
27. 

1. VCT '86 teaches plural concurrently running formats 
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In § II(C)(l) of the Remarks, Patentee argues, as with Barger, that VCT '86 does 
not teach plural concurrently running formats because one of the formats allegedly 
is not automated (Remarks, pp. 26-28). Examiner respectfully disagrees for the 
same reasons as indicated with regard to Barger (supra). As noted above, the 
Courts' construction of "format" (1) does not use the term "automated" and (2) 
does not require some degree of automation in order for a format to qualify as a 
format. Also as noted above, claim 27 explicitly allows all of the caller data to be 
entered by a live operator, which undermines Patentee's argument that a format 
does not qualify as a format if caller data may be entered by an operator. Patentee 
is basically arguing that there is only one format in because it is automated but the 
other format is not actually a format because an operator may interact with the 
caller. If the format that includes operator-caller interaction isn't a format, then 
what is it? The alleged non-format in VCT '86 is a different "call processing flow" 
than that which is fully automated because an operator is involved at least to some 
extent. The caller experience is different if an operator interacts with the caller 
rather than just with the computer interface. 

Finally, the formats in VCT '86 are under the control of the computer program 
running each of said formats on the VCT Advantage IVR system; therefore, all of 
the formats are automated to at least some extent. 

2. The rejection does show evidence of an economic benefit of using DNIS 

In § II(C)(2) of the Remarks, Patentee speculates, without supporting evidence, 
that it would have been expensive to modify Barger's system to include DNIS and 
that the rejection does not show an economic benefit (Remarks, pp. 28-30). First, 
expense is irrelevant to the obviousness inquiry. That a thing may be expensive 
does not negate its disclosure or its benefits. Even so, DNIS would never have 
been used if the expense outweighed the potential benefits. Because others used 
it, DNIS could not have been considered prohibitively expensive to those of skill in 
the art. 

Nonetheless, the rejection very clearly pOinted out an economic benefit to using 
DNIS. As quoted from NOC, the use of DNIS saves NOC over $89,000 per year: 

Formerly, NDC's direct response agents, when handling an incoming call, 
heard a two-second 'whisper' in the earpieces they wore. This whisper told 
the agent the name of the product or service the caller was phoning in to 
purchase. The agent would then respond by greeting the caller with whatever 
that product or service's title happened to be, for example, "Good morning, 
this is Jane. Thank you for calling the ABC Company." 

In a business where time directly correlates to money, those two seconds 
represent a costly way of doing business. By eliminating them, Dean Smith 
estates that NDC saves $89,500 a year. 
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But what happens to the "whisper" telling the agent how to answer? Instead 
of a whisper, the agent sees the name of the product or service on a printed 
line on the bottom of the CRT screen. The term for this is DNI, or Dialed 
Number Identification. The agent has about two seconds to see and 
respond to this printed message (called the 'gate announce') on the CRT. 
Then as the agent greets the caller, the entire format for handling that 
client's business comes up on the CRT screen, while the DNI greeting is 
erased at the bottom. The period of time, several seconds in all, between the 
time of the spoken greeting and the format appearing on the screen is 
occupied by the information being identified in the 990 interface which sends 
that information to the host computer. The host computer selects the 
appropriate data and sends it back to the agent's CRT screen. 

(NOe, pp. 71-72) 

Thus, Patentee's argument is contrary to the facts of record. 

As to Patentee's allegation that the rejection must be based on hindsight, Examiner 
respectfully submits that hindsight was not used to make the combination because 
the references of record, alone, teach the benefits of using DNIS format selection. 
To the extent it may be properly argued that hindsight was used, it most certainly 
falls within the legal constraints set forth in In re McLaughlin, 443 F.2d 1392, 170 
USPQ 209 (CCPA 1971) because the "reconstruction" relies on only knowledge 
which was within the level of ordinary skill at the time the claimed invention was 
made, and does not include knowledge gleaned only from the '863 patent's 
disclosure. 

D. Barger in view of NOC, Oliphant, and Student Registration and Barger in 
view of NOC, VCT '86, Oliphant, and Student Registration 

In §§ II(D) and (E) of the Remarks, Patentee repeats the arguments that the 
references are unrelated and that too many references were used (Remarks, p. 30 
and 32), see the response under the previous section, § VI(C), above, particularly, 
Gorman. 

As to Patentee's repetition of the arguments directed to NDC and Oliphant these 
were addressed above. See § VI(B)(8), which is incorporated here. 

E. Barger in view of NOC, Student Registration, VCT '87, and Moosemiller 

1. Hindsight was not used 

In § II(F)(l) of the Remarks (pp. 33-34), Patentee argues that hindsight was used. 
Examiner respectfully disagrees. The references provide beneficial reasons for each 
of the features for which it was relied in the combination, as set forth in the 
rejection; therefore, the '863 patent was not relied on to combine the references. 
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To the extent it may be properly argued that hindsight was used, it falls within the 
legal constraints set forth in In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971) because the "reconstruction" relies on only knowledge which was within the 
level of ordinary skill at the time the claimed invention was made, and does not 
include knowledge gleaned only from the '863 patent's disclosure. 

2. NDC teaches multiple ACDs located at a different geographic locations 

In § II(F)(2) of the Remarks (p. 34), as to Patentee's repetition of the allegation 
that NDC does not disclose ACDs at multiple different geographic locations, this was 
addressed above in § VI(B)(8), which is incorporated here. 

3. The "means to receive" element is taught by the combination of references 

In § II(F)(3) of the Remarks (pp. 34-35), Patentee argues that none of the 
references teaches the claim 116 feature, "interface structure ... including means for 
receiving caller data signals representative of data relating to said individual callers, 
including caller personal identification data". Examiner respectfully disagrees. 

a. The '863 patent includes "analog (voice) data" as a type of "caller data 
signal" 

Patentee first argues, 

As a matter of claim construction, the caller data signals received by this element 
are signals (or data, information, etc.) that are not mere spoken conversation 
between the caller and a live operator. This is the plain meaning of the claim 
language in its context within the "interface structure" element that is to 
"interface" callers' remote terminals for voice and digital communication. 
The "caller data signals" constituting personal identification data are received as a 
result of callers providing signals from their remote terminals, such as touch-tone 
inputs from touch-tone telephones. The '863 patent specification confirms this 
ordinary meaning, teaching that the caller interfaces with the system to provide 
caller-input caller data signals. (See. e.g., '863 col. 3:53-4:1,.10:55-60,12:27-56, 
18:9-16. 

The NFR relies on an erroneous claim construction with respect to this element, 
assuming that a caller speaking information to a live operator could satisfy the 
claim limitations. (NFR at 39-40.) The NFR asserts that "[b]ecause the caller's 
name and address must be provided by the caller [who speaks them] and are 
eventually entered by the operator, they are necessary received by the interface 
structure." (ld.) The NFR relies on an unsupported, unreasonable and incorrect 
claim interpretation without any support in the intrinsic evidence of the patent. 
The claim language and specification plainly require that the "caller data 
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signals" are input into an automated interface. The NFR indeed acknowledges 
that "it may be correctly argued that Barger does not disclose that the personal 
identification data is ... enterable directly," which is correct. (NFR at 40.) 

(Remarks, p. 35, 1st full ~; emphasis added) 

At the outset it seems odd that Patentee would try to limit the caller data signals so 
as to exclude voice data, while at the same time acknowledging that the interface 
structure allows "voice and digital communication" (id.; emphasis added). 
Nowhere do Barger or the Non-Final Rejection suggest that there are "mere spoken 
conversation[s]" (id.) going on between the operator and the caller, and Patentee 
fails to provide any evidence of this. The operators have specific "data, 
information, etc." (id.) that they need to convey to and to receive from the caller, 
which cannot properly be termed "mere spoken conversation". The exchange 
between the caller and the operator is clearly formatted and under control of a 
computer program, as shown in the flow charts of said programs in Barger's Figs. 
3a and 3b and in NDC ("as the agent greets the caller, the entire format for 
handling that client's business comes up on the CRT screen" NDC at page 71, right
most col.) and thus cannot be deemed "mere spoken conversation" (id.), as 
Patentee has done. 

In addition, Examiner respectfully disagrees that the '863 patent limits the claimed 
caller data signals to touch-tone or digital signals while excluding vocal (analog) 
signals because this would be contrary to the evidence in the '863 patent. As noted 
above, the '863 patent states in this regard: 

In general, the present invention comprises a telephonic-interface system and 
related process for selectively utilizing both analog (voice) and digital 
telephonic communication in a variety of different interface formats or 
programs, as to select or qualify a set of callers, enable positive 
identification of at least certain of the callers in the set, acquire data from 
callers in the set, statistically analyze acquired data, as in combination and in 
association with external data (time independent), and accordingly to isolate 
a subset of the callers with verifiable identification. 

(the '863 patent, col. 1, lines 52-61; emphasis added) 

When appropriate, abort capability allows a caller to remain "off hook" and go 
to analog (vocal) communication. The caller then interfaces directly with 
an operator. 

(the '863 patent, col. 2, lines 5-9; emphasis added) 

Considering the processing system P1, fifty lines from the automatic call 
distributor AC1 are connected to the interface 20, an exemplary form of 
which may be a commercially available Centrum 9000 unit. The interface 
20 incorporates modems, tone decoders, switching mechanisms, DNIS and 
ANI capability (call data analyzer 20a) along with voice interface 
capability. 
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Thus, the '863 patent indicates that the caller data includes analog (voice) signals 
obtained by communication with the operator. And, all of the data signals are 
received by the interface structure 20, whether the data is touch-tone, digital, 
analog, or voice. 

In addition, the '863 patent's Fig. 1 shows the operator's "interface terminal IT" 
connected to the processing system Pi, which includes the interface 20, and shows 
that all caller data signals can only reach the IT after having passed through the 
interface 20. In regard to the IT being the operator's interface, the '863 patent 
states, 

Either before or after qualification, the caller might be advised that if he 
prefers to communicate directly with a person, or needs such contact at 
any point in the communication, he may accomplish it simply by pushing the 
asterisk button (*) at the terminal Tl. Such action forms an abort signal that 
is detected by the processing unit 92 to transfer the communication to 
the interface terminal IT (FIG. 1). 

(the '863 patent, col. 10, lines 45-52; emphasis added) 

Based on the foregoing, Examiner respectfully maintains that voice data signals are 
caller data signals, as explicitly set forth in the '863 patent and, consequently, that 
Patentee is wrong to limit the claimed "caller data signals" so as to exclude voice 
data signals. 

As to the locations cited by Patentee, while noted, they do not exclude the locations 
indicated above from the '863 patent that clearly include voice data signals as 
caller data signals, which is entirely consistent with the disclosure of the '863 
patent. Recall, again, that claim 27 allows all of the caller data to be entered by an 
operator: 

switching structure coupled to said interface structure for switching certain 
select ones of said individual callers at said remote terminals to anyone of a 
plurality of live operators wherein said live operators can enter at least a 
portion of said caller data relating to said select ones of said 
individual callers through interface terminals, which is stored in said 
record structure. 

(the '863 patent, claim 27; emphasis added) 

Therefore, the voice data signals from the caller are caller data signals. 

Finally, as to Patentee's comment that "The NFR indeed acknowledges that 'it may be 
correctly argued that Barger does not disclose that the personal identification data is ... enterable 
directly,' which is correct" (supra, last sentence), it is noted that the statement by 
Examiner does not concede anything as to claim 116 (or any other claim) because 
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there is no claimed requirement for the caller data to be entered "directly". As 
unambiguously evidenced by the '863 patent's claim 27, which states "live 
operators can enter at least a portion of said caller data relating to said select ones 
of said individual callers through interface terminals", indirect entry of caller data 
by the operator is explicitly included. Thus, Patentee is trying to limit the claims in 
ways that the '863 patent simply does not limit them and is contradicting the 
explicit language of its own patent in the process. For this reason, Patentee's 
arguments cannot be found persuasive. 

b. The use of the kinds of personal identification data used in Student 
Registration is obvious for the reasons indicated in the rejection 

Patentee argues, 

The NFR further argues in the alternative that it would have been obvious to add 
into the Barger system the use of student-registration-specific identification 
information from the Student Registration reference; and that Barger discloses or 
suggests that its live operator services could be automated. (NFR at 40-41.) The 
Patent Owner respectfully disagrees and reasserts the points urged against this 
purported combination and alleged obviousness with respect to the "qualification 
structure" and "personal identification data" elements within claims 31, 32, 39, 
42, and 43 above. (Brody <JI<JI 45-46.) 

(Remarks, p. 35, penultimate ~) 

The arguments were addressed above in § VI(B)(6), which is incorporated here. 

Based on the foregoing, Examiner respectfully maintains that Barger in view of 
NOC, Student Registration, VCT '87, and Moosemiller teaches the claimed interface 
structure including the means for receiving caller data signals and DNIS. 

4. Barger in view of NOC or in view of NOC and VCT '87 teaches DNIS selection 
of a format from a plurality of formats 

In § II(F)(4) of the Remarks (p. 36), Patentee again argues that DNIS format 
selection is not taught in the combination of references. However, this was 
addressed above in §§ VI(B)(3) and (4), which are incorporated here. 

As to Patentee's argument that VCT '87 does not render DNIS format selection 
obvious in Barger, the Board has already held that it does. The Board affirmed, 
even under rehearing, that the combination of Barger with VCT '87 renders obvious 
the claimed DNIS format selection. (See Ex parte Ronald A. Katz Technology 
Licensing L.P., Appeal 2010-003524, Patent Trial and Appeal Board, 28 September 
2012; pp. 33-36 [Control No. 90/008,095]; emphasis added.) Patentee has 
appealed this decision to the CAFC; no decision is available to date. 
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In § II(F)(5) of the Remarks (pp. 36-37), Patentee argues that the combination of 
references does not teach the claimed record testing structure, arguing, 

The NFR relies on VeT87 for the calling-number signals limitation, and asserts 
that Barger would obviously benefit from using ANI to identify the caller instead 
of "waiting for the caller to key in his/her account number." (NFR at 42.) The 
Patent Owner disagrees. (Brody <JI<JI 49-50.) Using ANI instead of the account 
number in Barger--the sole means by which the caller identifies herself in the 
automated mode of Barger--would have made no sense and would have been 
unpredictable and counter-productive. Individuals share telephone numbers, 
and one individual may have multiple accounts. It would be inconvenient and 
frustrating if everyone calling from the same household telephone number to the 
Barger system would be automatically identified and linked to the same account, 
instead of permitting multiple accounts on an individual account number basis as 
Barger already contemplates. Similarly, if an individual desired to have two 
different accounts (for example, each account associated with a different payment 
means), the individual would not want to be limited and associated with only one 
account, strictly based on ANI. 

(Remarks, paragraph bridging pp. 36-37; emphasis added) 

At the outset, the Board already determined that the use of ANI in Barger is 
obvious in light of VCT '87. (See Ex parte Ronald A. Katz Technology Licensing 
L.P., Appeal 2010-003524, Patent Trial and Appeal Board, 28 September 2012; pp. 
33-36 [Control No. 90/008,095]; emphasis added.) Patentee has appealed this 
decision to the CAFC; no decision is available to date. 

Examiner respectfully maintains that simply because the caller would not have to 
enter his/her account number does not mean that would be "the sole means by which 
the caller identifies herself in the automated mode of Barger" (Rema rks, id.), as a rg ued by 
Patentee. First, Student Registration teaches using two forms of identification; 
therefore, a PHOSITA would appreciate that other security measures would be 
taken to verify the identity of the caller, e.g. a second form of identification. 

The argument is not found persuasive because it reduces the PHOSITA to an 
automaton. "A person of ordinary skill in the art is also a person of ordinary 
creativity, not an automaton." KSR International Co. v. Teleflex Inc., 550 U.S. __ , 
_, 82 USPQ2d 1385, 1397 (2007). The "hypothetical 'person having ordinary 
skill in the art' to which the claimed subject matter pertains would, of necessity 
have the capability of understanding the scientific and engineering principles 
applicable to the pertinent art." Ex parte Hiyamizu, 10 USPQ2d 1393, 1394 (Bd. 
Pat. App. & Inter. 1988). Here, VCT '87 teaches preventing the need to enter a 
customer number, and Student Registration teaches the use of two forms of 
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identification. A PHOSITA would appreciate that one form of identification could be 
automatically provided by ANI access of the stored caller data and thereby obviate 
the need for the caller to enter his customer or student id number (VeT '87). The 
second piece of identification, i.e. the password (Student Registration), would 
confirm the identity of the caller as the one associated with the customer or student 
identification number. 

6. The analysis required by 35 USC 112(6) was done 

In § II(F)(5) of the Remarks (pp. 37-38), Patentee argues that the means-plus
function analysis for claim 116 was not done. A reading of the Non-Final Rejection 
tells a different story. 

In this regard, pages 6-8 of the Remarks appears to indicate that the 112(6) 
analysis needs to be done for (1) the interface structure including its means for 
receiving caller data signals and DNIS, and (2) the analysis structure. 

The Non-Final rejection indicated that much of claim 27 was incorporated into claim 
116, and explicitly included the discussion of the interface structure, stating, 

The interface structure as claimed here is the same as claimed in claim 27 
except as noted in bold above; therefore, the majority of the features have 
been addressed in rejecting claim 27 over Barger in view of NDC and Student 
Registration, § V(A)(1) above, and that discussion is incorporated here .... 

(Non-Final Rejection dated 2/1/2013, p. 39) 

As discussed above in § VI(B)(7) and incorporated here, the 112(6) analysis of the 
interface structure including its means for receiving caller data signals and DNIS 
was addressed in the Non-Final Rejection. 

As to the analysis structure, the 112(6) analysis of this was provided in the Non
Final Rejection at pp. 45-48. Again, there is no requirement for examiner to specify 
the corresponding structure in the '863 patent when the structures are apparent 
(MPEP 2181(VI)). As to the structure for performing the function, the Non-Final 
Rejection states, 

As noted above, the AT&T Court pointed out that Katz (plaintiff) construed the 
term "analysis structure" to mean 

... computer hardware and software used to analyze data, such as a 
processor. 

(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications 
Corp. v. AT&T Corp, 63 F. Supp. 2d 583, 608) 

The AT&T Court also pointed out that Katz (plaintiff) construed the term 
"processing" as having its "ordinary meaning", stating, 
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... the manipulation of data which performs some operation or sequence 
of operations on data. 

(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications 
Corp. v. AT&T Corp, 63 F. Supp. 2d 583, 611) 

Accordingly, within the meaning of the '863 patent, the "analysis 
structure ... for processing ... data" may be reasonably construed as that 
computer hardware or software used to perform some operation or sequence 
of operations on data. 

Barger teaches a data processor 10 (Fig. 1) or CPU 21 (Fig. 2) and 
therefore discloses an analysis structure. 

(Non-Final Rejection dated 2/1/2013, p. 46; emphasis added) 

As to the function of the structure, reference is made to the Non-Final Rejection at 
pp. 45-48, which will not be repeated here for brevity. 

Thus, a reading of the Non-Final Rejection shows that the analysis under 35 USC 
112(6) was done, contrary to Patentee's assertion to the contrary. 

VII. Statement of Reasons for Patentability and/or Confirmation 

Claim 49 is confirmed. 

The following is an examiner's statement of reasons for patentability and/or 
confirmation of the claims found patentable in this reexamination proceeding: 

Claim 49 reads, 

49. An analysis control system according to claim 27, wherein said caller 
customer number is verified against a record of qualified customer 
numbers and said personal identification data is provided on-line by said 
individual callers and stored in said record structure for subsequent use. 

As noted above in discussing the reasons why the rejection of claim 49 was not 
made, the Requester was unable to show that the prior art of record includes a 
record of qualified customer numbers such that the analysis control system 
could verify the customer number against said record. 
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Any comments considered necessary by PATENT OWNER regarding the above 
statement must be submitted promptly to avoid processing delays. Such 
submission by the patent owner should be labeled: "Comments on Statement of 
Reasons for Patentability and/or Confirmation" and will be placed in the 
reexamination file. 

Conclusion 

THIS ACTION IS MADE FINAl. See MPEP § 706.07(a). 

A shortened statutory period for response to this action is set to expire two (2) 
months from the mailing date of this action. 

Extensions of time under 37 CFR 1.136(a) do not apply in reexamination 
proceedings. The provisions of 37 CFR 1.136 apply only to "an applicant" and not 
to parties in a reexamination proceeding. Further, in 35 U.S.c. 305 and in 37 CFR 
1.550(a), it is required that reexamination proceedings "will be conducted with 
special dispatch within the Office." 

Extensions of time in reexamination proceedings are provided for in 37 CFR 
1.550( c). A request for extension of time must be filed on or before the day on 
which a response to this action is due, and it must be accompanied by the petition 
fee set forth in 37 CFR 1.17(g). The mere filing of a request will not effect any 
extension of time. An extension of time will be granted only for sufficient cause, 
and for a reasonable time specified. 

The filing of a timely first response to this final rejection will be construed as 
including a request to extend the shortened statutory period for an additional 
month, which will be granted even if previous extensions have been granted. In no 
event, however, will the statutory period for response expire later than SIX 
MONTHS from the mailing date of the final action. See MPEP § 2265. 

All correspondence relating to this ex parte reexamination proceeding should be 
directed as follows: 

By U.S. Postal Service Mail to: 

Mail Stop Ex Partes Reexam 
ATTN: Central Reexamination Unit 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
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By FAX to: (571) 273-9900 
Central Reexamination Unit 

By hand to: Customer Service Window 
Randolph Building 

By EFS-Web: 

401 Dulany St. 
Alexandria, VA 22314 
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Registered users of EFS-Web may alternatively submit such correspondence via the 
electronic filing system EFS-Web, at 

httgs:Llefs.usQto.govLefile/mYQortaILefs-reaistered 

EFS-Web offers the benefit of quick submission to the particular area of the Office 
that needs to act on the correspondence. Also, EFS-Web submissions are "soft 
scanned" (i.e., electronically uploaded) directly into the official file for the 
reexamination proceeding, which offers parties the opportunity to review the 
content of their submissions after the "soft scanning" process is complete. 

Any inquiry concerning this communication should be directed to Erik Kielin at 
telephone number 571-272-1693. 

Signed: 

/Erik Kielin/ 
Primary Patent Examiner 
Art Unit 3992 

Conferees: 
/Stephen J Ralis/ 
Primary Examiner, Art Unit 3992 

/Jennifer C McNeil! 
Supervisory Patent Examiner, Art Unit 3992 
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