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I. Pertinent Prosecution History 

Paper No. 20l309l0 - Page 2 

1. On 24 July, 2012 a third party requester ("Requester") filed an ex parte reexamination 

request ("Request") for claims 1,4 and 5 of United States Patent Number 6,349,l34 ("'l34 

patent"). In the' l34 patent, claims 4 and 5 each depend from claim 1. 

2. Based upon a review of the front page of the' 134 patent, the Examiner finds that the 

application that matured into' l34 patent (i.e. application no. (08/483,250 or the "Original 

Disclosure") is a divisional application 07/335,923 ("Parent Application"). The Parent 

Application was filed on 10 April 1989 and issued as U.S. Patent No. 6,016,344 ('344 patent) on 

18 January 2000. Based upon a review of the front page of the '344 patent, the Examiner finds 

that the Parent Application is a continuation of application number 071194,258 ("Grand Parent 

Application"). The Grand Parent Application was filed on 16 May 1988 and was issued as U.S. 

Patent No. 4,845,739 ("'739 patent" or "Katz'739") on 04 July 1989. 

3. On 28 September 2012, the Office mailed an Order granting the ex parte reexamination 

of the' 134 patent ("Order"). In particular, the Office ordered reexamination of claims 1, 4 and 5 

of the' l34 patent ("Reexamined Claims"). Because Requester did not request reexamination of 

claims 2, 3 and 6-96 and did not assert the existence of a substantial new question of 

patentability (SNQ) for such claims, claims 2, 3 and 6-96 of the' 134 patent are not reexamined. 

4. Patent Owner ("Owner") filed a Petition under 37 CPR § 1.181 to vacate the Order 

granting ex parte reexamination on 28 November 2012 ("2012 PO Petition"). The Third Party 

requester filed an opposition to the Petition of Owner under 37 CPR § 1.181 to vacate the Order 

granting ex parte reexamination on 12 December 2012 ("2012 Requester Opposition"). 
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5. The Office issued a non-Final Office action on 31 January 2013 ("Jan 2013 Non Final 

Office Action") rejecting claims 1, 4 and 5 of the' l34 patent. In particular, the Jan 20 l3 Non 

Final Office Action rejected claims 1,4 and 5 of the 'l34 patent in view of U.S. Patent No. 

4,845,739 ("Katz'739") and U.S. Patent No. 5,128,984 ("Katz'984"), both to Katz. 

6. On 27 February 20l3, the Office issued a petition decision ("2012 Petition Decision") on 

the Petition under 37 CFR § 1.181 and opposition thereof essentially denying Owner's Petition 

to vacate the Order granting ex parte reexamination and dismissing as improper_and expunging 

from the record the Third Party requester's opposition Petition. 

7. On 01 April 20 l3 , Owner filed a "Response by Patentee to Office Action in Ex Parte Re-

Examination Pursuant to 37 C.P.R. § 1.550 (c)" ("Apri120l3 PO Response"). The Apri120l3 

PO Response contained "arguments that are urged here with respect to the rejected claims" 

("Apri120l3 PO Arguments") and a declaration by Dr. Arthur T. Brody, PhD. ("Apri120l3 

Brody Declaration"). 

8. Based upon a review of in the' l34 patent, the Examiner finds that claim 1 states in part, 

"utilizing the certain identification data to avoid prompting certain callers with a certain 

previously provided cue or cues and providing at least one other cue or cues .... " 

9. Based upon a review of the prosecution history of the '134 patent as set forth in the 

Image File Wrapper ("IFW") system, the Examiner finds that the phrase "utilizing the certain 

identification data to avoid prompting certain callers with a certain previously provided cue or 

cues and providing at least one other cue" was added by an amendment on 25 May 2001 ("May 

2001 Claim Amendments"). This phrase (i.e. "utilizing ... one other cue" phrase) will be referred 

to as "the Utilizing Limitation" or "Cue Suppression". 
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10. Based upon a review of the entire prosecution history of the' 134 patent as set forth in the 

IFW system and with particular emphasis on the only office action on the merits mailed by the 

Office after the May 2001 Claim Amendments, the Examiner finds the next Office action was a 

"Notice of Allowance" and mailed on 12 July 2001 ("2001 Notice of Allowance"). Additionally 

and based upon a review of the 2001 Notice of Allowance, the Examiner finds that the neither 

'priority' nor 'new matter' was discussed (let alone even mentioned) by the original examiner in 

the 2001 Notice of Allowance. l 

11. The' l34 patent is terminally disclaimed to U.S. Patent No. 4,845,739, (i.e. the '739 

patent or the patent that issued from the Grand Parent Application). The '739 patent expired on 

16 May 2009. Because the '739 patent expired on 16 May 2009, the Examiner finds that 'l34 

patent also expired on 16 May 2009. Therefore the patent currently undergoing ex parte 

reexamination in the instant proceeding is expired. 

12. Based upon a review of the IFW system, the Examiner finds that Owner has not amended 

any of the Reexamined Claims in the instant proceeding. 

l3. This Office action is assigned Paper No. 20l30910. Paper No. is for reference purposes 

only. 

II. Rejections Proposed by the Requester 

14. A total of two references were asserted in the Request as providing teachings relevant to 

the Reexamined Claims. The following proposed rejection was asserted against all Reexamined 

Claims. In particular the rejection is: 

1 The only other office action mailed out by the Office during the prosecution of the '134 patent and after the May 
2001 Claim Amendments was a Miscellaneous Action (i.e. 'PTOL-90). However this action was only for the express 
purpose of considering an Information Disclosure Statement. 
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Claims 1,4 and 5 in view of Katz (U.S. Patent No. 4,845,739; hereinafter Katz'739) and 

Katz (U.S. Patent No. 5,128,984; hereinafter Katz'984). 

III. Priority 

A. Summary of Examiner's Position on Priority 

15. Based upon a review of the entire prosecution history of the '134 patent and other related 

applications, the Examiner finds that the Reexamined claims (i. e. claims 1, 4 and 5) are entitled 

to a priority date of only 25 May 2001. To be clear, the Reexamined claims are not entitled to a 

priority date of the Parent Application (10 April 1989) or Grandparent Application (i.e. 16 May 

1988). 

16. Because claim 1 of the' l34 patent is only entitled to the priority date of 25 May 2001 

and because the Parent application issued on 18 January 2000, the Examiner concludes that the 

Parent Application and the patent that issued from the Parent Application (i.e. the '344 patent), 

are 35 USC 1 02(b) prior art. 

17. Because claim 1 of the '134 patent is only entitled to the priority date of 25 May 2001 

and because the Grand Parent application issued on 04 July 1989, the Examiner concludes that 

the Grand Parent Application and the patent that issued from the Grand Parent Application (i.e. 

the 'Katz'739 Patent), are 35 USC 102(b) prior art. 

18. The Examiner will set forth the reasons for his priority determination below. 



Control Number: 901012,404 

Art Unit: 3992 

Paper No. 20l309l0 - Page 6 

B. Legal Principles Regarding Priority Under 35 U.S.C. § 120 

19. "Entitlement to priority under § 120 is a matter oflaw .... " In re Daniels, 144 F.3d 

1452,46 USPQ2d 1788, 1790 (Fed. Cir. 1998). 

20. Additionally, priority for benefit of a filing date derives from an earlier filed 

application-not a patent. See In re Huston, 308 F.3d 1267, 1270,64 USPQ2d 1801, 1802 n 1 

(Fed. Cir. 2002). 

21. "It is elementary patent law that a patent application is entitled to the benefit of the filing 

date of an earlier filed application only if the disclosure of the earlier application provides 

support for the claims of the later application, as required by 35 U.S.C. § 112." PowerOasis, Inc. 

v. T Mobile USA, Inc., 522 F.3d 1299, 86 USPQ2d l385, l389 (Fed. Cir. 2008) (citing In re Chu, 

66 F.3d 292,297 (Fed. Cir. 1995)). For a claim in a later-filed application to be entitled to the 

filing date of an earlier application under 35 U.S.c. § 120, the earlier application must comply 

with the written description requirement of 35 U.S.c. § 112, <JI 1. Tronzo v. BioMet Inc., 156 

F.3d 1154, 1158,47 USPQ2d 1829, 1832 (Fed. Cir. 1998); Studiengesellschaft Kohle m.b.H. v. 

Shell Oil Co., 112 F.3d 1561, 1564,42 USPQ2d 1674, 1677 (Fed. Cir. 1997). "In order to gain 

the benefit of the filing date of an earlier application under 35 U.S.c. § 120, a later filed 

application must comply with the written description requirement of 35 U.S.c. § 112." In re 

Huston, 308 F.3d 1267, 1276,64 USPQ2d 1801, 1806-07 (Fed. Cir. 2002) (citations and 

quotations omitted). 

22. Moreover, in order to be entitled to the priority of an earlier application, the claimed 

subject matter must be disclosed---not obvious to what was disclosed. "Entitlement to a filing 

date does not extend to subject matter which is not disclosed, but would be obvious over what is 
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expressly disclosed." In re Huston, 308 F.3d 1267, 1277,64 USPQ2d 1801, 1807 (Fed. Cir. 

2002) (quoting Lockwood v. Am. Airlines, Inc., 107 F.3d 1565, 1571 72,41 USPQ2d 1961, 1966 

(Fed. Cir. 1997)). 

23. Finally, 

[A] patent's claims are not entitled to an earlier priority date merely because the 
patentee claims priority ... Rather, for a patent's claims to be entitled to an earlier 
priority date, the patentee must demonstrate that the claims meet the requirements 
of 35 U.S.c. § 120 .... 

Thus, when a patentee argues that its claims are entitled to the priority date 
of an earlier filed application, the examiner must undertake a priority analysis to 
determine if the patentee meets the requirements of § 120." 

In re NTP Inc., 654 F3d 1268,99 USPQ2d 1500, 1505-06 (Fed. Cir. 
2011)( citations omitted). 

C. The Examiner's Priority Analysis For Determining Priority to the Grand Parent 

Application 

24. As an initial matter, the claim limitation as issue is "utilizing the certain identification 

data to avoid prompting certain callers with a certain previously provided cue or cues and 

providing at least one other cue .... " 'l34 patent, claim l. 

25. As noted previously, the Examiner found that this particular phrase was added to claim 1 

by an amendment by Owner on 25 May 2001. 

D. Examiner's Summary of Owner's Position on Priority 

26. Owner is essentially arguing that there are two separate, independent embodiments in the 

Grand Parent Application which explicitly show support for Cue Suppression. 
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27. The first embodiment (i.e. "Prequalification Embodiment"), according to the owner, 

provides support in the '739 patent at C14:L39-58; C16:L58-l7:6; and C16:L43-50. 

28. The second embodiment (i.e. "Game Show Embodiment"), according to the Owner, 

provides support in the '739 patent at C18:L7-20; and C18:L35-42. 

IV. Claim Interpretation 

A. Interpretation of Expired Claims 

29. With respect to the interpretation of claim terms of expired patents, MPEP 2258(G) 

states, 

G. Claim Interpretation and Treatment: Original patent claims will be examined only on 
the basis of prior art patents or printed publications applied under the appropriate parts of 
35 U.S.c. 102 and 103. See MPEP § 2217. During reexamination, claims are given the 
broadest reasonable interpretation consistent with the specification and limitations in the 
specification are not read into the claims (In re Yamamoto, 740 F.2d 1569,222 USPQ 
934 (Fed. Cir. 1984)). In a reexamination proceeding involving claims of an expired 
patent, claim construction pursuant to the principle set forth by the court in Phillips v. 
AWH Corp., 415 F.3d l303, l316, 75 USPQ2d l321, l329 (Fed. Cir. 2005) (words of a 
claim "are generally given their ordinary and customary meaning" as understood by a 
person of ordinary skill in the art in question at the time of the invention) should be 
applied since the expired claims are not subject to amendment. The statutory presumption 
of validity, 35 U.S.c. 282, has no application in reexamination (In re Etter, 756 F.2d 852, 
225 USPQ 1 (Fed. Cir. 1985)). (Emphasis in original). 

MPEP 2258(G). 

30. Accordingly, the claims herein will be interpreted in accordance with the decision in 

Phillips, since the patent term has expired. 

B. Companion Case Claim Interpretations 

31. In Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. v. A 
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T&T Corp" (63 F. Supp 2d 583) (Aug. 26, 1999) ("Katz v AT&T') a federal district court 

construed various claim terms in a Markman hearing. 

32. A district court's interpretation under the Phillips standard is arguably narrower than the 

"broadest reasonable interpretation" (or "BRI") standard. 

33. Similarly identical to those used in the present claims. Although not binding on the 

Office, the Courts interpret claim terms more narrowly and, as such, provide guidance as to what 

would be their" ordinary and customary meaning as understood by a person of ordinary skill in 

the art in question at the time of the invention." A discussion of the Katz v AT&T's constructions 

are presented below to show, ultimately, that the art applied to reject the claims teaches the claim 

features within the meaning of the' 134 patent, at least as suggested by the Katz vAT &T, and 

therefore applied narrowly. 

34. Based upon a review of Katz vAT &T, the Examiner notes the following: 

1. Communication facility 

35. The Examiner finds that the' l34 patent indicates that a "comprehensive public telephone 

system" is an example of a communication facility. See the' l34 patent which expressly states: 

In the disclosed embodiment, the remote terminals Tl through Tn represent the 
multitude of conventional telephone terminals that are coupled to a 
communication facility C which may take the form of a comprehensive public 
telephone system for interconnecting any associated terminals TI - Tn. 

l34 patent, C3, L28-33; emphasis added. 

36. Similarly, the Katz v AT&T construed "communication facility" to mean, " ... that part of 

the telephone network that enables a caller to connect to the Katz system." (Ronald A. Katz, 

Technology Licensing, LP and MCI Telecommunications Corp. v. AT&T Corp, 63 F. Supp. 2d 
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37. Katz v AT&T also construed the term "remote terminals" to mean, 

... a device or instrument for connecting callers to the telephone network for voice and 
digital communication, including, but not limited to, conventional telephones. 

Katz v AT&T at 615. 

3. DNIS and called number identification data 

38. Katz v AT&T also construed the term "DNIS" and "called number identification data" to 

be synonymous and mean, 

... a signal or data that identifies a number called. (Ronald A. Katz, Technology 
Licensing, LP and MCI Telecommunications Corp. v. AT&T Corp, 63 F. Supp. 2d 
583,618) 

Katz v AT&T at 615. 

4. Plurality of Interface Units 

39. Katz vAT &T construed the term "interface structure" to mean, 

... the hardware and software required to connect the processors upon which the Katz 
system is running to the communication facility such that information from the 
communication facility and the remote terminals may be provided to and received by the 
Katz system. 

Katz v AT&T at 601. 

40. Additionally, the Examiner finds that "a plurality" is synonymous to "more than one." 

Thus, the examiner construes" a plurality of interface units" as being "more than one" interface 

unit, as set forth above. 
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Katz v AT&T determined that the function performed by a "voice generator" means" (i.e. 
examiner deems "capability" and" means" to be synonymous) is ... a device for generating 
vocal instructions or prompts to individual callers a remote terminals. 
Katz vAT &T, at 602. 

6. Format 

41. Katz v AT&T construed the term "format" to mean, 

... a computer program that sets forth the content and sequence of steps to gather 
information from and convey information to callers through pre-recorded voice prompts 
and messages. 

Katz v AT&T, at 6l3. 

7. Various Formats 

42. Katz vAT &T construed the term "multiple formats" and "plurality of formats" (i.e. 

examiner deems "various" and" multiple/plurality" to be synonymous) to mean, 

... more than one format. (Ronald A. Katz, Technology Licensing, LP and MCI 
Telecommunications Corp. v. AT&T Corp, 63 F. Supp. 2d 583, 6l3) 

8. ANI and calling number identification data 

43. Claim 1 recites in part, "receiving at least certain identification data relating to said 

individual callers. (emphasis added)." 

44. Katz vAT &T construed the term "ANI" and "calling number identification data" to be 

synonymous and mean, 

... a signal or data that identifies the calling number, i.e. the number from which a call 
originated. 
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45. Claim 1 recites in part, "utilizing the certain identification data to avoid prompting certain 

callers with a certain previously provided cue or cues and providing at least one other cue or 

cues .... ". (' l34 patent; claim 1 ; emphasis added) which is deemed Cue Suppression above. (See 

paragraph 9 above). 

46. The AT&T Court construed the term "cue" to mean, 

questions or prompts which are given to the caller. (Ronald A. Katz, Technology 
Licensing, LP and MCI Telecommunications Corp. v. AT&T Corp, 63 F. Supp. 2d 583, 
640). 

47. Furthermore, the MDL Court appears to have construed "cue suppression" to mean, 

avoiding providing the caller with certain previously provided cues. (In Re Katz 
Interactive Call Processing Patent Litigation, Ca. No. 07-ml-018l6B-RGK (FFMx) 
(CACD August 4,2008) at p. 10). 

V. Claim Rejections Under 35 U.S.C. § 103 

48. The following is a quotation of 35 U.S.c. §103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

49. Claims 1,4 and 5 are rejected under 35 U.S.c. §103(a) as being unpatentable over 

Katz'739 in view of Kat'984. 
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50. Because the Original Disclosure is a divisional of the Parental Application, because the 

Parental Application is a continuation of the Grand Parent Application, and in accordance with 

MPEP §§ 20l.06 and 20l.07 which states that divisional and continuation applications must not 

contain new matter, the Examiner finds that the original specification set forth in the Original 

Disclosure and the original specification set forth in the Grand Parent Application are essentially 

the same disclosure. Additionally, based upon a comparison by the Examiner of the original 

specification set forth in the Original Disclosure and the original specification set forth in the 

Grand Parent Application, the Examiner confirms that the specifications are essentially the same. 

51. In that regard, Third Party Requester states: 

The front page of the '134 patent recites that it is a "[d]ivision of application No. 
07/335,923, filed on Apr. 10, 1989, which is a continuation of application No. 
071194,258, filed on May 16,1988, now Pat. No. 4,845,739, ... " As such, the 
specification of the Katz '739 and the '134 patent are substantially identical. Katz 
'739 teaches a telephonic-interface statistical analysis system. Specifically, Katz '739 
teaches a system in which an automatic call distributor interfaces a multiplicity of 
individual terminals (e.g., telephones) with one or more processing systems (e.g., central 
processors). Based on identification data associated with an individual caller's telephone 
(e.g., DNIS), the one or more processing systems selects an operating format (e.g., 
auction sales, contests, lotteries, polls, commercials, and so on) to control the processing 
of statistical data. Once the operating format is selected, the one or more processing 
systems provides prompts or cues to the caller to obtain other data. Katz '739, however, 
does not disclose the cue suppression feature recited in claims 1, 4 and 5 of the' l34 
patent. (See Request page 6, 1st paragraph; emphasis added). 

Since the '134 patent is a continuation of Katz '739, Katz '739 purportedly discloses 
each and every limitation of the '134 patent with the exception of cue suppression. 
(See Request page 10, 1st full paragraph; emphasis added). 

Katz '739 discloses the preamble, plurality of interface units, central processor, and 
storage structure of claim 1 with the exception of the cue suppression. (See Request, 1st 
paragraph; emphasis added). 

52. Thus, for claim 1, the examiner finds that Katz'739 discloses 
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(a) controlled data system for use with a telephone communication facility 
including remote terminals for individual callers, wherein said remote terminals 
comprise a telephonic capability including voice communication structure, and 
digital input structure in the form of an array of alphanumeric buttons for 
providing data, and wherein said telephone communication facility includes the 
capability to automatically provide called number identification data signals 
(DNIS), said controlled data system comprising: 

(see Request, pages 6,16-19; see Claim Chart CC-A, pages 1-5). In addition, Katz'739 discloses, 

a plurality of interface units including voice generator capability coupled to 
said telephone communication facility and placed at spaced apart remote 
geographic locations for receiving calls from said individual callers at said 
remote terminals and for receiving said called number identification data 
signals (DNIS) automatically provided by the telephone communication 
facility; 

(see Request, pages 19-21; see Claim Chart CC-A, pages 5-l3). Moreover, Katz'739 discloses, 

a central processor coupled to said plurality of interface units including voice 
generator capability by communication lines of said telephone 
communication facility, and coupled through a coupled interface unit for: 

(see Request, pages 21-22; see Claim Chart CC-A, pages 14-20); 

1) controlling cues to said individual callers in accordance with anyone of 
various operating formats, 

(see Request, pages 22-23; see Claim Chart CC-A, pages 20-25); 

2) accomplishing a selected one of said various operating formats 
identified by said called number identification data signals (DNIS), which 
relate to a telephone number dialed by said individual callers, 

(see Request, pages 23-24; see Claim Chart CC-A, pages 25-26); 

3) receiving at least certain identification data relating to said individual 
callers and testing the at least certain identification data to control access 
to at least certain operations of said selected format, and 

(see Request, pages 24-26; see Claim Chart CC-A, pages 26-33); 
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4) also receiving other data provided by said individual callers in 
response to said one or more cues, at least certain other data provided by 
said individual caller via the digital input structure; and 

(see Request, pages 28-29; see Claim Chart CC-A, pages 34-39). Furthermore, Katz'739 

discloses 

a storage structure associated with said central processor or said coupled 
interface unit or both for storing data relating to said individual callers 
including at least certain of said other data, said central processor utilizing at 
least certain of said identification data to address stored data on said 
individual callers and updating at least certain stored data in said storage 
structure based on said identification data and at least certain of said other 
data. 

(see Request, pages 29-32; see Claim Chart CC-A, pages 39-56). 

With respect to the limitations of claim 4, Katz'739 discloses 

wherein a live operator at a live operator station can enter data for said individual 
callers. 

(See Request, page 33; see Claim Chart CC-A, pages 56-57). 

With respect to the limitations of claim 5, Katz'739 discloses 

wherein at least certain of said stored data is utilized for subsequent processing. 

(See Request, page 34; see Claim Chart CC-A, pages 57-59). 

53. Thus, Katz'739 discloses the limitations of claim 1,4 and 5, as set forth above. 
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54. Katz'739 further discloses that once the operating format is selected, the one or more 

processing systems may provide prompts or cues to the caller to obtain other data. In that regard, 

Katz'739 specifically states, 

If the caller responds with a proper telephone number, the operation proceeds. 
Specifically, the system sequences to record the response of the proper telephone number 
as indicated by the block 45. That is, the caller's telephone number is recorded in an 
assigned specific memory cell identified with the caller. The format of the cell Cl is 
indicated in FIG. 2. The first portion, section 53, contains a form of identification 
data, i.e., the caller's telephone number, i.e. "(2l3) 627-2222". (Column 7, lines 38-47; 
emphasis added). 

The system proceeds after the caller is qualified. Specifically, the cue to the voice 
generator of the interface 20 (FIG. 1) as represented by the block 56 produces a request 
for further information from the caller with further identification data and answer 
data. For example, the voice generator might request information by stating: "Please use 
the telephone buttons to indicate initials of your name. " 

The detailed operation is not represented in FIG. 3 as it is similar to the operation 
illustrated by the blocks 42 through 54. However, again, a proper response is registered 
in the storage cell Cl as illustrated in FIG. 2 by the number "53" also registered in 
the first section 53 of the cell. 

55. As set forth above, Katz'739 discloses a system that registers the caller's telephone 

number as well as further identification data in a record. However, there is no disclosure of not 

providing cues that were previously provided based on caller's telephone number or the further 

identification data entered into the record. 

Similarly, Katz'739 also states, 

As another example, callers might be restricted to the purchasers of a specific product 
as a medical apparatus for measuring blood pressures, heart rates, or so on. In such 
situations, it will be apparent that the statistical data will be somewhat distorted from an 
average or normal sampling. Clearly, the processors PI-Pn can be programmed to take 
into account such considerations. In that regard, the processors might also verify 
identification data proffered by a caller. Such data might take the form of a credit 
card number or a personal identification number. Methods for verification of such 
numbers using computer techniques are discussed below. (Column 9, lines 54-64). 
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As a preliminary action, a voice responder in the interface 20 might be cued by the 
processing unit to identify the mail-order house and indicate that the order will be 
taken by computer. Either before or after qualification, the caller might be advised that 
if he prefers to communicate directly with a person, or needs such contact at any point in 
the communication, he may accomplish it simply by pushing the asterisk button (*) at the 
terminal Tl. Such action forms an abort signal that is detected by the processing unit 92 
to transfer the communication to the interface terminal IT (FIG. 1). Alternatively, the 
customer may be asked (by voice cue) to provide detailed information as name, 
address, etc. which is recorded for later processing. 

(55) After the preliminary information is supplied to a caller, the qualification phase 
is initiated. For example, the interface 20 might actuate the terminal Tl to announce: 
"Please indicate the type of credit card you will use for your purchase by pushing 
the button number 'one' for Mastercharge, 'two' for ... " (Column 10, line 62-
column 11, line l3). 

U sing voice prompt, the interface 20 next instructs the caller to use the telephone 
buttons to indicate his credit card number and the expiration date of the card. That 
data is stored in the register 104, specifically in the blocks l32 and l34 as illustrated in 
FIG. 5. 

Katz'739; column 11, lines 21-25. 

56. Again, Katz'739 clearly discloses a system that registers a caller's credit card information 

in an identification data record. However, while there is disclosure to a credit card qualification 

process occurring via testing a "so-called negative list," there is no disclosure of not providing 

cues that were previously provided based on the caller's credit card information. 

In addition, Katz'739 states, 

Preliminarily, in accordance with the disclosed exemplary format, persons wishing to 
participate in the auction sale would make preliminary arrangements involving 
utilization of the system to establish authorization data for qualified bidders in cells 
CI-Cn of the memory 98 (FIG. 4). In an alternative format, the bidders could simply be 
qualified immediately before bidding, as on the basis of a charge-card number or 
other identification. 

Generally, it is contemplated that callers are coupled into the system only during the 
bidding on specific items of merchandise. Accordingly, some pre qualification may be 
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desirable to facilitate the rapid accumulation of a bidding group with the 
introduction of a unit of merchandise. (Column 14, lines 29-41; emphasis added) 

As the auctioneer announces the next item for sale, it is televised to potentially interested 
bidders. In addition to being informed of the merchandise, potential bidders might also be 
reminded of the telephone number for participating in the auction. Accordingly, any 
interested person at a remote terminal TI-Tn may dial the auction number and 
obtain access to the processing systems PI-Pn. The caller would have a television set 
available, tuned for example to a cable channel. 

Any preliminary qualification as indicated above will then be performed along with 
any appropriate designation. 

Katz'7; column 14, lines 59-65. 

57. As set forth above, Katz'739 discloses a user/caller picking up a phone terminal to 

participate in an auction. Katz'739 further discloses "[a]ny preliminary qualification" will be 

performed by the system for the user/caller. In that light, Katz'739 clearly discloses qualification 

or prequalification steps including credit card information being placed in memory, making 

preliminary arrangements to establish authorization, etc .. In addition, Katz'739 clearly involves 

questions or cues being provided to attain certain caller's identification information. However, 

while Katz'739 does disclose "persons wishing to participate in the auction sale would make 

preliminary arrangements involving utilization of the system to establish authorization data for 

qualified bidders" and "some prequalification may be desirable to facilitate the rapid 

accumulation of a bidding group with the introduction of a unit of merchandise," Katz'739 does 

not disclose that cues (i.e. questions) asked during prequalification/preregistration are different 

from the cues (i.e. questions) that are prompted when the caller returns. Thus, Katz'739 is silent 

with regard to the cues (i.e. questions) and the avoidance of providing certain cues (i.e. 

questions) that were previously provided and providing another instead, with respect to only the 

identification data being provided (i.e. the caller's number being placed in memory, credit card 
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information being placed in memory, making preliminary arrangements to establish 

authorization, etc.) (see Fory declaration, pages 10-16). 

58. In another embodiment, Katz'739 states, 

At this juncture, operating elements within the processing unit 92 will be considered in 
relation to an explanation of the manner in which select questions are provided to a 
caller and his answers received and recorded for subsequent processing to determine 
winners. (Column 19, lines 6-10; emphasis added). 

To accommodate the exemplary operating format, a dramatic program might be recorded 
preparatory to the television broadcast. A substantial number of questions would then 
be formulated based on the dramatic program. For example, "How many people were 
present when the will was read?" (Column 19, lines 17-22; emphasis added). 

It is contemplated that the dramatic program would be broadcast to different 
geographical segments of the country during different time intervals. To 
accommodate the different time intervals, it is proposed to utilize different questions for 
each geographic segment. That is, the basic format can remain the same, only the 
questions change by time zone to avoid study and collaboration on questions as a 
result of time shifts. A question propounded to a Chicago caller should not be 
repeated to a Los Angeles caller. In any event, callers might be given three questions 
randomly drawn from a pool serving one geographic segment and three questions 
drawn from a different pool serving another geographic segment. 

Katz'739; column 19, lines 23-37; emphasis added. 

59. As set forth above, Katz'739 clearly discloses randomly generating questions or cues for 

a particular geographical area. Moreover, Katz'739 discloses not providing the same randomly 

generated certain questions or cues to different geographical areas. Even if one of ordinary skill 

in the art could argue that two different geographic areas are considered the same "callers", the 

questions generated for said geographic area of "callers" would be exactly the same and there 

would be no avoidance of prompting callers within that geographic area with a previously 

provided question or even avoidance of providing a different question since the three questions 

asked of a caller come from a single, common pool of questions assigned for each geographic 
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location. In other words, Katz'739 generates random cues per a selected area, however, does not 

utilize any caller's identification information to segregate if or what particular posed question or 

cue has been previously posed and, as a result, provide another question/cue in return. (See Fory 

declaration, pages 16-19). 

60. Thus, Katz'739 discloses all of the limitations of the claimed invention, as previously set 

forth, except for except for specifically calling for utilizing the certain identification data to 

avoid prompting certain callers with a certain previously provided cue or cues and providing at 

least one other cue. 

6l. However, providing the utilization of certain identification data to avoid prompting 

certain callers with a certain previously provided cue or cues and providing at least one other cue 

is known in the art. Katz'984, for example, teaches, using identification data such as a caller's 

number (ANI) to avoid repeating a question previously posed to the caller. (See Request pages 6-

7,16-18,26-28; see Claim Chart CC-A, pages 33-34). In that regard, Katz'984 states, 

Thus, before a question is presented to a caller, the number of the calling terminal is 
checked to assure that the same question has not previously been posed to a caller at 
that terminal. (Column 5, lines 1-5; emphasis added). 

The system of the disclosed embodiment selectively qualifies callers depending on 
their calling mode. Additionally, the system responds to caller identification to 
enhance contest equity. Generally, the interface processor 26 poses questions to calling 
contestants and stores the resulting answers in a result memory 36. Questions given to 
contestants are selected from a memory 38 by a random number generator 40. 
Essentially, the memory 38 contains an inventory of questions addressable by 
numbers provided by the random number generator 40. The address numbers from 
the generator 40 are also supplied to a coincidence detector 42 that also receives the 
address numerals of questions previously presented to a specific caller from a 
record 44. Thus, before a question is presented to a caller, the number of the calling 
terminal is checked to assure that the same question has not previously been posed 
to a caller at that terminal. 
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If the coincidence detector 42 clears the current question as not being repetitive, a 
gate 46 is qualified and the question is supplied from the memory 30 to the interface 
processor 26. A voice generator within the interface processor 26 then provides signals 
through a designated line 39, the coupler 24, a line 37, one of the audio response units 
and the communication facility CO to the connected remote terminal. As a result, the 
caller hears a simulated voice question. The answer is provided by the caller actuating 
the buttons 14 at the calling terminal. In that regard, the question may be in a multiple 
choice or true-false format to accommodate simple push button actions at the terminal. 
(Column 4, line 56 - column 5, line 18; emphasis added). 

In the disclosed embodiment, concurrently with the operation of further informing the 
caller, the interface processor 26 actuates the random number generator 40 to provide 
a random address for the question memory 38. The process step is illustrated in FIG. 2 by 
the block 66. 

(The random number (identifying a question in the memory 38) is also provided to the 
coincidence detector 42 to test for the previous use of the question to the calling 
terminal. In that regard, the interface processor 26 provides the caller telephone 
number (ANI) to the caller record 44 which may simply take the form of a look-up 
table addressed by calling numbers and revealing the identification of previous 
questions propounded. The addresses of questions previously recorded for a calling 
number are supplied to the coincidence detector 42 for comparison with the current 
tentative question identification number. The process step is illustrated by the query 
block 68 in FIG. 2. 

If the tentative question has been previously used for the calling terminal, a signal is 
provided from the coincidence detector 42 to the interface processor prompting a 
repeat operation by the random number generator 40 to select another question. 

Alternatively, if the tentative question is not a repeat, then the coincidence detector 
42 qualifies the gate 46 and the tentative question is supplied to the interface processor 
26 for actual use. Note that upon the occurrence of an approved question, the coincidence 
detector also supplies a signal to the call record 44 which records the identification 
number of the question. The process step is illustrated in FIG. 2 by the block 70. (Column 
8, line 65 - column 9, line 29; emphasis added). 

62. As set forth above, Katz'984 explicitly teaches using identification data such as a caller's 

number (ANI) to avoid repeating a question previously posed to the caller, and if a repeat 

question is identified, then posing another question. 
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63. Thus, Katz'984 teaches utilizing the certain identification data to avoid prompting certain 

callers with a certain previously provided cue or cues and providing at least one other cue. 

64. Katz'984 further teaches such a configuration provides a means to prevent zealous and 

obsessive participants from attaining an unfair advantage (column 2, lines 17-25), thereby 

increasing the operational fairness and efficiency of the telephonic gaming system. 

65. It would have been obvious to one of ordinary skill in the art at the time of the invention 

was made to incorporate the utilization of certain identification data to avoid prompting certain 

callers with a certain previously provided cue or cues and providing at least one other cue of 

Katz'984 in order to prevent zealous and obsessive participants from attaining an unfair 

advantage, thereby increasing the operational fairness and efficiency of the telephonic gaming 

system. 

This combination of references further satisfies, at least rationale C identified by the Supreme 

Court in KSR International Co. v. Teleflex Inc., 550 U.S. _,_,82 USPQ2d l385, l395-97 

(2007): "Use of known technique to improve similar devices (methods, or products) in the same 

way." (See MPEP 2143.) The elements of the Graham factual inquiry for supporting a finding of 

obviousness based on this rationale are provided below: 
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(1) A finding that the prior art (Katz'739) contained a "base" device (a telephonic 
interface system) upon which the claimed invention can be seen as an "improvement" for 
including the utilization of certain identification data to avoid prompting certain callers with a 
certain previously provided cue or cues and providing at least one other cue. 

(2) A finding that the prior art (Katz'984) contained a "comparable" device (a telephonic 
interface system) that has been improved in the same way as the claimed invention, i.e. the 
Katz'984 telephonic interface system includes a central processor using identification data such 
as a caller's number (ANI) to avoid repeating a question previously posed to the caller, and if a 
repeat question is identified, then posing another question in order to prevent zealous and 
obsessive participants from attaining an unfair advantage, thereby increasing the operational 
fairness and efficiency of the telephonic gaming system. 

(3) A finding that one of ordinary skill in the art could have applied the known 
"improvement" technique in the same way to the "base" device (the Katz'739 telephonic 
interface system) and the results would have been predictable to one of ordinary skill in the art. 
Here, because Katz'739 indicates that a telephonic interface system can be used for providing 
prompts or cues based on geographical area in order to avoid the study and collaboration on 
questions and Katz'984 teaches a manner for improving this, the results would be predictable. In 
other words, the Katz'984 successful implementation or providing of a telephonic interface 
system that comprises the utilization of certain identification data to avoid prompting certain 
callers with a certain previously provided cue or cues and providing at least one other cue proves 
that the implementation is both successful and entirely predictable. In Katz'739, the telephonic 
interface system modified according to Katz'984 would be capable of incorporating the 
utilization of certain identification data to avoid prompting certain callers with a certain 
previously provided cue or cues and providing at least one other cue in order to prevent zealous 
and obsessive participants from attaining an unfair advantage, thereby increasing the operational 
fairness and efficiency of the telephonic gaming system, as evidenced by the success in the 
Katz'984 telephonic interface system. 

(4) Whatever additional findings based on the Graham factual inquiries may be necessary, in 
view of the facts of the case under consideration, to explain a conclusion of obviousness. There 
are not additional findings necessary, here. 
66. In that regard, the Examiner asserts the use of known technique to improve similar 

devices in the same way is obvious to one of ordinary skill in the art. That is, the manner of 

enhancing a particular device (utilizing certain identification data to avoid prompting certain 

callers with a certain previously provided cue or cues and providing at least one other cue) was 

made part of the ordinary capabilities of one skilled in the art based upon the teaching of such 

improvement in Katz'984. Accordingly, one of ordinary skill in the art would have been capable 



Control Number: 901012,404 

Art Unit: 3992 

Paper No. 20l309l0 - Page 24 

of applying this known "improvement" technique in the same manner to the prior art telephonic 

interface system of Katz'739 and the results would have been predictable to one of ordinary skill 

in the art, namely, one skilled in the art would have readily recognized that utilizing certain 

identification data to avoid prompting certain callers with a certain previously provided cue or 

cues and providing at least one other cue would positively present a means to prevent zealous 

and obsessive participants from attaining an unfair advantage, thereby increasing the operational 

fairness and efficiency of the telephonic gaming system. 

67. Thus, the rationale to support a conclusion that the claim would have been obvious is that 

a method of enhancing a particular class of devices (methods, or products) has been made part 

of the ordinary capabilities of one skilled in the art based upon the teaching of such improvement 

in other situations. One of ordinary skill in the art would have been capable of applying this 

known method of enhancement to a "base" device (method, or product) in the prior art and the 

results would have been predictable to one of ordinary skill in the art. The Supreme Court in 

KSR noted that if the actual application of the technique would have been beyond the skill of one 

of ordinary skill in the art, then using the technique would not have been obvious. KSR, 550 U.S. 

at _, 82 USPQ2d at l396. If any of these findings cannot be made, then this rationale cannot 

be used to support a conclusion that the claim would have been obvious to one of ordinary skill 

in the art. 

VI. Affidavits and Declarations 

68. The Examiner has considered the Apri120l3 Brody Declaration in its entirety. 
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69. Based upon a review of the April 20 l3 Brody Declaration itself and the Grand Parent 

Application, the Examiner finds that the April 2013 Brody Declaration does not provide 

sufficient evidence to establish priority to the Grand Parent Application. 

70. Based upon a review of the Apri120l3 Brody Declaration itself and the Apri120l3 PO 

Arguments, the Examiner finds that the discussion of the '739 patent cited by Dr. Brody in the 

April 20 l3 Brody Declaration are the same as the arguments provided by Owner in the April 

2013 PO Arguments. (See Apri120l3 PO Arguments, pages 5-12; see Dr. Brody Declaration, 

paragraphs 21-42). Thus, the "Response to Arguments" section below addresses the Dr. Brody 

Declaration. 

VII. Response to Arguments 

A. Priority and 35 U.S.C. § 1121st Paragraph 

1) Owner's Argument that the Rejections Under §112 are Unsupported 

71. In § II. A of the April 2013 PO Arguments, Owner argues that the Office has exceeded its 

authority. In particular, Owner argues: 

By making this determination regarding the original claims' compliance 
(or lack thereof) with Section 112, the NFR exceeds the Office's authority. The 
Office has no authority to examine original claims in an ex parte reexamination 
proceeding on the basis of compliance with the written description requirement of 
35 U.S.c. § 112. The Office is permitted to conduct ex parte reexamination of 
original claims only on the basis of patents and printed publications, not § 112 
compliance. See 35 U.S.c. §§ 301-305. 

Apri120l3 PO Arguments, §II. A, p3. 
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72. The Examiner respectfully disagrees. As noted in NTP, "[w]e hold ... that priority can be 

considered and determined during reexamination proceedings .... In re NTP, 654 F.3d 1268, 99 

USPQ2d 1508 (Fed. Cir. 20ll). 

2) Owner's Argument that NTP Does Not Apply to the Instant Proceeding 

73. Owner essentially states that NTP does not apply. See Apri120l3 PO Arguments, p4. 

74. The Examiner respectfully disagrees. In NTP, the Federal Circuit stated that a priority 

analysis was proper because "such a determination was proper because the examiner did not 

consider priority during the original prosecution." Id. 

75. As noted above, the Original Examiner during the prosecution of the 'l34 patent did not 

mention anything regarding priority (or even new matter) in the 2011 Notice of Allowance. Like 

NTP, consideration of priority is proper in the instant proceeding because the Original Examiner 

did not consider priority in the only office action on the merits to occur after the 2001 Claim 

Amendments. 

3) Owner's Argument that NTP is Not in Accordance with the Patent Statute 

76. In the Apri120l3 PO Arguments, Owner argues that: 

The Patent Owner respectfully submits that to the extent In re NTP is 
understood to permit the present rejection, the ruling of that case is not in 
accordance with the Patent Statute, which provides no authority for the Office to 
reexamine original claims in ex parte reexamination for written description 
compliance. 35 U.S.c. §§ 301-305. The Patent Owner reserves the right to present 
this issue for judicial review at an appropriate stage. 

Apri120l3 PO Arguments, §II. A., p4. 
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77. Owner is reminded that "the provisions of 37 CFR 1.111 apply to the response by a 

patent owner in a reexamination proceeding." MPEP §2266. Additionally, MPEP §2269 states 

that in order to be entitled to reconsideration, the patent owner's response must be in compliance 

with 37 c.F.R. § l.l1l(b). 

78. For an explanation of how 37 c.F.R. § l.l1l (b) applies to prior art rejections under 35 

U.S.c. § 103, see MPEP § 2141 IV. titled "Applicant's Reply." 

79. For an explanation of how 37 C.F.R. § l.111 (b) applies to other statutes, see In re 

Goodman, 3 USPQ2d 1866 (Comm'r Pat. 1987). 

B. Owner's Argument that the Limitations at Issue Are Disclosed in the '739 Patent 

1) Summary of the Examiner's Position 

80. As an initial matter, the Examiner agrees that should claim 1 in this reexamination 

proceeding be entitled to the priority date of the Grand Parent Application (i.e. 16 May 1988), all 

current prior art rejections will be withdrawn because the Katz'739 patent would not be 

available as prior art. 

8l. As set forth in the Jan 2013 Non Final Office Action, the Examiner also agrees that the 

'739 patent discloses all the limitations of claims 1, 4 and 5 of the' l34 patent except for the 

language at issue in claim 1 of the' l34 patent (i.e. the "utilizing the certain identification data to 

avoid prompting certain callers with a certain previously provided cue or cues and providing at 

least one other cue .... "). 

2) Owner Argues that the Disclosure of Multiple Embodiments in the Grand 
Parent Application Provide Factual Support for Cue Suppression 
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82. As noted in the Priority Section in this Office action above, the Examiner summarized the 

particular passages in the Apri120l3 PO Arguments where Owner argues that support can be 

found in the '739 Patent. 

83. Based upon a review of the entire '739 patent and with particular emphasis on the 

passages argued by Owner, the Examiner still finds that the '739 patent lacks sufficient support 

for Cue Suppression. The Examiner will discuss each embodiment and provide supporting 

rationale below. 

a. The First Embodiment ("Prequalification Embodiment") Provides 

Insufficient Support for Cue Suppression 

i. Cue Suppression is not Directly Disclosed 

84. With respect to the Prequalification Embodiment, the '739 patent provides a 

"prequalification" and "preregistration" process for callers. In particular, the '739 patent states, 

[f]rom the terminal Tl (FIG. 1) the caller would actuate the push buttons 14 to establish 
contact with the processing system PI coupling would be through the communication 
facility C, the automatic call distributor ACI, the interface 20 and the switch 21 as 
described in detail above. The initial operation then involves qualification of the caller to 
participate in the instant winner lottery. Again, ANI or caller interface techniques may 
be employed. If the caller is involved, the interface 20 is actuated by the qualification 
unit 93 during the operating interval t1 to instruct the caller: "Please key in your 
telephone calling number". As indicated above, an alternative involves the system 
simply registering the calling number on the basis of its provision by ANI 
equipment. 

In any event, after the caller's telephone number is registered, the instruction is given: 
"Participation in instant winner lottery is for persons over twenty-one years of age. 
Accordingly, please key in the year of your birth". A driver's license or credit card 
number may be similarly registered to confirm age. Alternatively, the combination of 
telephone number and date of birth could be used. In any event, the caller's data is 
registered and the qualification unit 93 then (unctions to test the data as provided. 
Specifically, the caller's telephone number is checked in a look-up table 99 to 
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determine whether or not it is a proper and currently valid number for use in the 
lottery. Concurrently, the number is checked by the use-rate calculator to determine the 
number of times it has been used in excess of a predetermined number of calls or dollar 
value to participate in the lottery during a current interval of monitoring. 

lfthe data indicates a qualified caller, the system proceeds to the next phase of 
designating the transaction. 

'739 patent column 1 2, line 54 - column l3, line 20. 

85. In other words, the '739 patent discloses the ANI information along with prompted data 

in this step as being used to "qualifv" the caller. However, this prompted data used to qualify the 

caller is not Cue Suppression. 

86. Additionally, the Examiner finds that the disclosure of a qualification step is not 

necessarily Cue Suppression. In other words, there is no explicit disclosure indicating what steps 

are performed during the 'qualification step' or how the preliminary arrangements/cues were 

provided. For example, were the preliminary arrangements/cues provided via postal mail, or 

perhaps even a different telephone call? Providing a prequalification step in a registration 

processes does not necessarily mean (to a person of ordinary skill in the art) that a cue is 

suppressed. 

87. As, further evidence to the fact of the data being used as a "qualification step" and not 

Cue Suppression, the '739 patent states, 

[a]s another operating process format in accordance with the present invention, consider 
an auction sale. As disclosed herein, the auction format is associated with television as, 
for example, in the form of a cable channel for dedicated use during an interval of an 
auction sale. Preliminarily, in accordance with the disclosed exemplary format, 
persons wishing to participate in the auction sale would make preliminary 
arrangements involving utilization of the system to establish authorization data for 
qualified bidders in cells CI-Cn of the memory 98 (FIG. 4). In an alternative format, 
the bidders could simply be qualified immediately before bidding, as on the basis of a 
charge-card number or other identification. 
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Generally, it is contemplated that callers are coupled into the system only during the 
bidding on specific items of merchandise. Accordingly, some pre qualification may be 
desirable to facilitate the rapid accumulation of a bidding group with the introduction of 
a unit of merchandise. ('739 patent column 12, line 54 - column l3, line 20). 

Various games will involve different screening processes and clearances. For example, a 
child's television game format may require parental clearance and in that regard written 
communication may be required for approvals. Such approval may require the 
assignment of a personal identification number to the child player as qualifying 
identification data. 

As explained above, clearances may be perfected through the look-up table 99 (FIG. 4) in 
association with the qualification unit 93 or approvals through a consumable key step 
may be extended to incorporate functions of the processing unit 92 in association with the 
memory 98. For example, if qualification simply involves a check-off operation, the 
look-up table 99 will normally be employed. However, in the case of preregistration for 
a participant, as in the case of the auction sale, the memory 98 is involved with the 
qualification unit 93 through the processing unit 92 to establish a data cell CI-Cn 
for each qualified participant. Thus, each potential participant to be qualified 
interfaces with the processing unit 92 during a preliminary interval of operation to 
provide data in one of the cells CI-Cn to facilitate qualification for participation 
during a real-time game show. 

At the time of the show, callers are qualified simply by reference to their assigned 
memory cell data for a verification. Thereafter, the caller's exchange information to 
supplement their data as with respect to the play which follows. 

'739 patent; column 16, line 51- column 17, line 11; emphasis added. 

88. In this light, Owner further argues "[t]he specification then discloses that these same 

preregistration cue or cues are avoided in a subsequent call, based on the qualified caller's 

telephone number". (Apri120l3 PO Arguments; page 7). 

89. In this regard, Owner cites the '739 patent for utilizing ANI information to access 

memory cells for qualification, wherein the memory cell associated with a particular caller is 

loaded with information via an "interface" during a "preliminary interval". Id. However, there is 

insufficient support as to what the "interface" exactly is and as to whether the same or even 
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90. The Examiner finds that there is insufficient evidence in the '739 patent to support the 

feature of avoiding the "same preregistration cue or cues" after the caller's preregistration call, 

because the only fact is that an "interface" is provided during a "preliminary interval". Id. 

91. Based upon a review of both the Grand Parent Application and the April 20 l3 PO 

Arguments, there is insufficient evidence to show Cue Suppression, as claimed. 

92. Thus, there is insufficient disclosure in the Grand Parent Application indicating that 

"preliminary arrangements" were used to "establish authorization data for qualified bidders" or, 

even as to whether the "preliminary arrangements" are the same or different to what is provided 

during unqualified or unregistered call process. ('739 patent column 12, line 54 - column l3, line 

20). Owner is reminded that the invention is, for purposes of the "written description" inquiry, 

whatever is now claimed. Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555, 1563-64 (Fed. Cir. 1991). 

One shows "possession" by descriptive means such as words, structures, figures, diagrams, and 

formulas that fully set forth the claimed invention. Lockwood v. American Airlines, Inc., 107 

F.3d 1565, 1572 (Fed. Cir. 1997). It is not sufficient for purposes of the written description 

requirement that the disclosure, when combined with the knowledge in the art, would lead one to 

speculate as to modifications that the inventor might have envisioned, but failed to disclose. Id. 

In this case, one must "speculate as to modifications" of the prequalification process "that the 

inventor might have envisioned" to arrive at the missing descriptive information necessary to 

support, not only the concept of Cue Suppression, in general, but also the providing of an 

alternative cue or cues in place of the avoided cue or cues, as required by the claim. Thus, 
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according to precedent, the '739 patent does not show possession of the claim feature, "utilizing 

the certain identification data to avoid prompting certain callers with a certain previously 

provided cue or cues and providing at least one other cue". 

ii. The Single Species Provided in the '739 Patent is Insufficient to 
Support the Genus Currently Claimed. 

93. Even if, arguendo, the '739 patent discloses the single species of Cue Suppression-a 

point with which examiner disagrees-there still is insufficient support for the breadth currently 

claimed, so claim 1 would still not be entitled to the priority date of the '739 patent. 

94. In this regard, it has been held that a claim that is broad enough to cover multiple 

embodiments must enable all those embodiments (Sitrick v. Dreamworks, LLC 516 F.3d 993,85 

USPQ.2d 1826, Fed. Cir. 2008). In this case, the single species provided in the '739 patent is 

insufficient to support the genus currently claimed in claim 1 (i.e. the claimed genus of Cue 

Suppression). 

95. Specifically, in contrast to the disclosure of the application that became the '739 patent, 

the amendment of 25 May 2001 to claim 1 of the application that became the' 134 patent 

specifically recites, 

"[ a] central processor ... utilizing the certain identification data to avoid prompting 
certain callers with a certain previously provided cue or cues and providing at least 
one other cue. 

('l34 patent; claim 1; emphasis added). 

96. The Examiner finds that the genus claim language, as noted above, of Cue Suppression 

recited in claim 1 is insufficiently disclosed in the '739 patent as originally filed because there is 

only one example that, at best, provides support for cue suppression, the one example being 
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avoiding prompting qualification-related cues to the subset of pre qualified callers (i.e. 

species). Nevertheless, this one example is insufficient because it does not provide sufficient 

support to the avoidance of prompting any kind of previously provided cue or cues to any 

unspecified subset of callers, i.e. the claimed "certain callers". (,134 patent; claim 1) 

In this regard, MPEP 2163 states, 

The Federal Circuit has explained that a specification cannot always support expansive 
claim language and satisfy the requirements of 35 U.S.c. 112 "merely by clearly 
describing one embodiment of the thing claimed." LizardTech v. Earth Resource 
Mapping, Inc., 424 F.3d l336, l346, 76 USPQ2d 1731, 1733 (Fed. Cir. 2005). The issue 
is whether a person skilled in the art would understand applicant to have invented, and 
been in possession of, the invention as broadly claimed. In LizardTech, claims to a 
generic method of making a seamless discrete wavelet transformation (DWT) were held 
invalid under 35 U.S.c. 112, first paragraph because the specification taught only one 
particular method for making a seamless DWT and there was no evidence that the 
specification contemplated a more generic method. See also Tronzo v. Biomet, 156 
F.3d at 1159,47 USPQ2d at 1833 (Fed. Cir. 1998), wherein the disclosure of a species in 
the parent application did not suffice to provide written description support for the genus 
in the child application. 

(MPEP § 2163(II)(A)(3)(a)(ii); emphasis added). 

97. In the instant case, the Examiner finds that the subset of unspecified callers or, as 

claimed in claim 1, "certain callers", is broader because it allows the cue suppression to apply to 

any subset of callers, even though the '739 patent only implicitly provides support for one subset, 

i.e. the prequalified callers. (,134 patent; claim 1). In addition, the avoiding of prompting with 

"certain previously provided cues" is broader because it allows any kind of cue to be suppressed, 

even though the '739 patent only implicitly provides support for one kind of cue or cues to be 

suppressed, i.e. the qualification-specific cues callers. Id. 

98. Because the support in the '739 patent is, at best, based on the one single example 

disclosed therein (because there is insufficient discussion of any cues of any kind that are 
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avoided or of any kind that are provided in place of the avoided cues) it cannot be properly 

concluded that there is "evidence that the specification contemplated a more generic method" 

(Tronzo). Here, again, the claimed genus is Cue Suppression, or the avoiding of prompting any 

kind of previously provided cue or cues to any unspecified subset of callers, i.e. the claimed 

"certain callers". (' l34 patent; claim 1). It is one thing to infer that support exists because of the 

one specific example disclosed in the '739 patent, i.e. the avoiding of prompting pre qualified 

callers with previously-provided, qualification-related cues. It is quite another to take that 

inference and stretch it to the point that it supports the claimed genus of Cue Suppression or, as 

claimed, "avoid prompting certain callers with certain previously provided cue or cues". [d. 

99. Still, the Examiner further finds it cannot even be inferred that there is support for the 

feature recited in claim 1 of "providing at least one other cue" in place of the avoided cue or cues 

because there is insufficient discussion of replacement or alternative cues anywhere in the '739 

patent. (' l34 patent; claim 1). 

100. Thus, consistent with the case law cited in MPEP 2163, above, the claimed genus of Cue 

Suppression recited in claim 1, which was added by amendment on 25 May 2001, is 

insufficiently disclosed in the '739 and' l34 patents, as originally filed, and therefore not entitled 

to the priority as of the filing date of either of the '739 and' l34 patents. 

101. Further in this regard, it has been held by the Court that a claim that is broad enough to 

cover multiple embodiments must enable all those embodiments. (Sitrick v. Dreamworks, LLC 

516 F.3d 993,85 USPQ.2d 1826, Fed. Cir. 2008). Here, the manner of implementing Cue 

Suppression, in general, is insufficiently supported in the '739 patent. In other words, the single 
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example of avoiding prompting the subset of pre qualified callers with previously-provided, 

qualification-related cues does not enable all of the embodiments currently encompassed by the 

breadth of claim 1. Because there is insufficient discussion in the '739 patent of (1) which 

qualification-related cues are initially provided to a caller in order to prequalify himlher, (2) 

which of said qualification-related cues are, then, not provided to the now-prequalified caller, or 

(3) what alternative cues are provided to the now-prequalified caller in place of the avoided cues, 

the Examiner finds that there is at best only implicit support for cue suppression. In other words, 

without disclosing generalized examples of what kind of cues are initially provided to what 

specified subset of callers (i.e. "certain callers") and then not-provided (i.e. "avoid prompting") 

to the same subset of callers and, still further, what cues are provided in place of those cues that 

are avoided, a PHOSITA would not know how to make or use the invention, commensurate in 

scope with the broad, claimed genus of cue suppression recited in claim 1. (,134 patent; claim 1 ). 

102. Based on the foregoing, the '739 patent shows that Owner, at the time of the '739 patent, 

had not disclosed the claimed genus of Cue Suppression for any other kind of cues than 

qualification-related cues, and for any other subset of callers (i.e. "certain callers") than for 

"prequalified/preregistered" callers. See also UMC Elecs. Co. v. United States, 816 F.2d 647, 

652,2 USPQ2d 1465, 1468 (Fed.Cir. 1987) ("[T]here cannot be a reduction to practice of the 

invention ... without a physical embodiment which includes all limitations of the claim.") In the 

'739 patent, it is clear that there is no complete embodiment including all of the limitations of 

claim 1 as amended on 25 May 2001. 
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103. Therefore, the feature of avoiding providing previously-provided cue or cues and 

providing at least one other cue to "certain callers" has a priority date of no earlier than 25 May 

2001. 

b. The Second Embodiment ("Game Show Embodiment") 
Provides Insufficient Support for Cue Suppression 

104. With respect to the Second Embodiment, although the Examiner finds support in the '739 

patent for the avoidance of cues in a game show embodiment, this avoidance is based on 

geographical area and does not relate to previously provided cues. Therefore, Cue Suppression is 

not necessarily disclosed in the second embodiment. 

105. In this regard, the '739 patent specifically states, 

[a]t this juncture, operating elements within the processing unit 92 will be considered in 
relation to an explanation of the manner in which select questions are provided to a 
caller and his answers received and recorded for subsequent processing to determine 
winners. ('739 patent; column 19, lines 6-10; emphasis added). 

To accommodate the exemplary operating format, a dramatic program might be recorded 
preparatory to the television broadcast. A substantial number of questions would then 
be formulated based on the dramatic program. For example, "How many people were 
present when the will was read?" It is contemplated that the dramatic program would 
be broadcast to different geographical segments of the country during different time 
intervals. To accommodate the different time intervals, it is proposed to utilize different 
questions for each geographic segment. That is, the basic format can remain the same, 
only the questions change by time zone to avoid study and collaboration on questions 
as a result of time shifts. A question propounded to a Chicago caller should not be 
repeated to a Los Angeles caller: In any event, callers might be given three questions 
randomly drawn from a pool serving one geographic segment and three questions 
drawn from a different pool serving another geographic segment. (ld. column 19, 
lines 17-37). 

The decoder DEI is responsive to telephone calling numbers (provided by ANI 
equipment) indicative of a particular geographic area. Note, for example, that area 
code numbers afford an effective geographic classification of callers which is very useful 
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in many formats or 5 processes of statistical analysis in accordance herewith. Note that 
geographic (or other) classification in accordance herewith is also accomplished by 
the called numbers provided. Each of several television stations would solicit calls for 
different numbers as a result, either by 5 DNIS or call channeling. Select processors 
would be reached through the interface units, e.g. interface 20 FIG. 1. In operation, the 
decoder DEI determines a call is from a specific geographic area and accordingly 
provides a signal to actuate the random number generator NGI. As a consequence, 
the random number generator NG1 provides a series of three random numbers in 
the form of addresses for the memory MSI. That is, the addresses may simply 
comprise three alphanumeric bits supplied to the address input All to prompt the 
provision of three sets of voice generator signals for announcing the three questions 
in sequence. For example, the first question might be as suggested above: "Push the 
button on your telephone for the number of persons present in the room when the will 
was read". 

The voice generator signals are supplied from the memory MS1 (within the processing 
unit 92, FIG. 4) to the interface 20 (FIG. 1) which generates audio signals to actuate the 
caller's hand piece 10. Accordingly, the caller is instructed to answer three questions, 
the responses being recorded in a section 210 of the data block 200 (FIG. 7). Note that 
the clock 105 (FIG. 4) may be utilized to limit the response period allowed each caller. 

As indicated above, to accommodate broadcast of the program in a different time 
slot for a different geographic area, the decoder DEn (FIG. 8) actuates the random 
number generator NGn to address the memory MSn to provide three different 
questions as a result of a random selection. (ld.; column 19, line 46 - column 20, line 
17; emphasis added). 

106. The Examiner finds that the '739 patent discloses providing a series of three distinct 

randomly generated different cues/questions to each different geographical area, based on ANI 

caller information. In addition, the Examiner finds that the '739 patent discloses all of the 

cues/questions being asked in sequence during the one caller session. However, there is no 

explicit disclosure in the '739 patent of the caller calling back to participate in the contest. 

107. Thus, the '739 patent does not sufficiently disclose Cue Suppression in the game show 

embodiment. 

108. Therefore, Katz'739 is prior art because Claim 1 is not entitled to a priority date of at 

least as early as May 16, 1988, as set forth above. 
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C. Owner states The MDL Court determined there is at least triable specification 
support for the "utilizing" step in the May 16, 1988 parent application. (Response; see page 
12). 

109. Owner specifically states, 

The MDL Court in the pending MDL litigations has determined that there is sufficient 
evidentiary support for the "cue suppression" / "utilizing" in the May 16, 1988 patent 
application that the issue should be considered by a jury. (See Ex. B (8/4/08 Order) at l3-
14; Ex. C (9/29/11 Order) at 8-9.) 

Apri120l3 PO Arguments; page 12. 

110. The examiner respectfully disagrees. The MDL Court specifically states, 

"Accordingly, this Court finds that there are factual issues for a jury to decide regarding 
the priority date of" claim 57." 

See Ex. B filed April 01 2013 (8/4/08 Order) at l3-14; Ex. C filed April 01 2013 (9/29/11 
Order) at 8-9. 

111. The Examiner finds that The MDL Court did not determine that there was sufficient 

support for the priority data of Cue Suppression in the '739 patent. Thus, there is no Court 

decision entitling Cue Suppression the priority date of the '739 patent (i.e. 16 May 1988). 

112. Therefore, the Examiner maintains that Cue Suppression first appeared in the' l34 patent 

in the form of an amendment to claim 1, filed 25 May 2001. 
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114. A shortened statutory period for response to this action is set to expire TWO (2) 

MONTHS from the mailing date of this action. 

115. Extensions of time under 37 CFR 1.136(a) do not apply in reexamination 

proceedings. The provisions of 37 CFR 1.l36 apply only to "an applicant" and not to parties in a 

reexamination proceeding. Further, in 35 U.S.c. 305 and in 37 CFR 1.550(a), it is required that 

reexamination proceedings "will be conducted with special dispatch within the Office." 

116. Extensions of time in reexamination proceedings are provided for in 37 CFR 

1.550(c). A request for extension of time must be filed on or before the day on which a response 

to this action is due, and it must be accompanied by the petition fee set forth in 37 CFR 1. 17(g). 

The mere filing of a request will not effect any extension of time. An extension of time will be 

granted only for sufficient cause, and for a reasonable time specified. 

117. The filing of a timely first response to this final rejection will be construed as including a 

request to extend the shortened statutory period for an additional month, which will be granted 

even if previous extensions have been granted. In no event however, will the statutory period for 

response expire later than SIX MONTHS from the mailing date of the final action. See MPEP § 

2265. 

118. The patent owner is reminded of the continuing responsibility under 37 CFR 1.565(a), to 

apprise the Office of any litigation activity, or other prior or concurrent proceeding, involving 

Patent No. 6,349,l34 throughout the course of this reexamination proceeding. See MPEP §§ 

2207, 2282 and 2286. 
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119. Unless expressly noted otherwise, all references in this Office Action (or in any future 

office action) to the capitalized version of "Examiner" refers specifically to the Examiner of 

record in this reexamination proceeding while reference to or use of the lower case version of 

"examiner," "examiner(s)," or "examiners" refers to examiners generally. The examiner(s) who 

examined the 08/483,250 is referred to as the "Original Examiner." 

120. All correspondence relating to this ex parte reexamination proceeding should be directed: 

By Mail to: 

By FAX to: 

By hand: 

By EFS-Web: 

Mail Stop Ex Parte Reexam 
Central Reexamination Unit 
Commissioner for Patents 
United States Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

(571) 273-9900 
Central Reexamination Unit 

Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

121. Registered users ofEFS-Web may alternatively submit such correspondence via the 

electronic filing system EFS-Web, at 

httQs:llefs. uspto.gov lefile/mvQortal/efs-rej!istered 

122. EFS-Web offers the benefit of quick submission to the particular area of the Office that 

needs to act on the correspondence. Also, EFS-Web submissions are "soft scanned" (i.e., 

electronically uploaded) directly into the official file for the reexamination proceeding, which 
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offers parties the opportunity to review the content of their submissions after the "soft scanning" 

process is complete. 

123. Any inquiry concerning this communication or earlier communications from the 

Reexamination Legal Advisor or Examiner, or as to the status of this proceeding, should be 

directed to the Central Reexamination Unit at telephone number (571) 272-7705. 

Signed, 

IStephen J Ralisl 
Primary Examiner, Art Unit 3992 

Conferees: 

IErik Kielinl 
Primary Examiner, Art Unit 3992 

ISudhanshu C Pathak! 
Supervisory Patent Examiner, Art Unit 3992 

SJR 
9/24/2013 
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