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This Office action addresses claim 61 of United States Patent Number 5,974, 120 

(Katz; the '120 patent, hereafter) for which it has been determined in the Order Granting 

Ex Partes Reexamination (hereafter the "Order") that a substantial new question of 

patentability was raised in the Request for ex parte reexamination filed on 20 July 2012 

(hereafter the "Request"). 

• The Office ordered a reexamination of claim 61 of the '120 patent on 05 

September 2012. 

• The Office issued a non-Final Office action on 01 January 2013 rejecting claim 

61 of the '120 patent in view of Calabrese and Student Registration; and 

Moosemiller et al., Student Registration and Szlam et al.. 

• Owner filed a response on 18 March 2013 presenting arguments and Dr. Arthur 

Brody, PH.D. Declaration with respect to the aforementioned rejections. 

This is a final Office action in response to the request for reconsideration filed 18 

March 2013 (hereafter the "Response") to non-Final Office action mailed 16 January 

2013 (hereafter the "NFR"). 

Since requester did not request reexamination of claims 1-60 and 62-81 and did 

not assert the existence of a substantial new question of patentability (SNQ) for such 

claims, such claims will not be reexamined. See Sony Computer Entertainment 

America, Inc. v. Dudas, 85 USPQ2d 1594, 1601-02 (E.D. Va. 2006) ("[T]he scope of the 

PTO's investigation extends only to those claims (i) for which reexamination has been 
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requested; and (ii) for which the PTO has determined there exists a substantial question 

of validity.") (discussing inter partes, but equally applicable to ex parte). See also MPEP 

2243. 

Rejections Proposed by the Requester 

A total of four references have been asserted in the Request as providing 

teachings relevant to the claims of the '120 patent. In view of the Order, four references 

raised a substantial new question of patentability. The following proposed rejections are 

the main issues to be discussed below: 

Issue 1: Claim 61 in view of "Advanced Function VRU Application," Thomas 

E. Calabrese, discloses 12-14 September 1989 (hereinafter 

"Calabrese") and "Automated Student Registration Using Touch-

Tone Telephone/Voice Response," Publication No. 3230202A, 

1986, Periphonics Corporation (hereinafter "Student 

Registration") 

Issue 2: Claim 61 in view of Moosemiller et al., "AT&T's Conversant™ I 

Voice System", Speech Technology 88 (Mar./Apr. 1986) (herein 

after "Moosemiller et al."), Student Registration and Szlam et al. 

(U.S. Patent No. 4,797,911) 
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Claim Interpretation 

Interpretation of expired claims 

The '120 patent is terminally disclaimed to U.S. Patent No. 5, 128,984, (the '984 

patent, hereafter) as indicated on the cover of the '120 patent. The '984 patent expired 

on 23 October 2009. In addition, the concept of "utilizing, for qualified callers, the 

identification signals that indicate the telephone numbers to avoid prompting certain 

callers with a certain previously provided cue or cues" first appeared in U.S. Patent No. 

5, 128,984 which matured to a patent from CIP application 07/425,779, filed 23 October 

1989. Therefore, 23 October 1989 is the earliest priority date afforded claim 61 of the 

'120 patent, due to its inherent dependency on claim 56. 

With respect to the interpretation of claim terms of expired patents, MPEP 2258(G) 

states, 

G. Claim Interpretation and Treatment Original patent claims will be examined 
only on the basis of prior art patents or printed publications applied under the 
appropriate parts of 35 U.S.C. 102 and 103. See MPEP § 2217. During 
reexamination, claims are given the broadest reasonable interpretation 
consistent with the specification and limitations in the specification are not read 
into the claims (In re Yamamoto, 740 F.2d 1569, 222 USPQ 934 (Fed. Cir. 
1984)). In a reexamination proceeding involving claims of an expired patent, 
claim construction pursuant to the principle set forth by the court in Phillips v. 
AWH Corp., 415 F.3d 1303, 1316, 75 USPQ2d 1321, 1329 (Fed. Cir. 2005) 
(words of a claim "are generally given their ordinary and customary meaning" as 
understood by a person of ordinary skill in the art in question at the time of the 
invention) should be applied since the expired claims are not subject to 
amendment. The statutory presumption of validity, 35 U.S.C. 282, has no 
application in reexamination (In re Etter, 756 F.2d 852, 225 USPQ 1 (Fed. Cir. 
1985)). (emphasis in original) 

Accordingly, the claims herein will be interpreted in accordance with the decision in 

Phillips. During the Markman hearing in the case entitled, "Ronald A. Katz, Technology 
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Licensing, LP and MCI Telecommunications Corp. v. AT&T Corp", the AT&T Court 

construed various claim terms similarly identical to those used in the present claims. 

Although not binding on the Office, the Courts interpret claim terms more narrowly and, 

as such, provide guidance as to what would be their "ordinary and customary meaning 

as understood by a person of ordinary skill in the art in question at the time of the 

invention." A discussion of the AT&T Court's constructions are presented below to 

show, ultimately, that the art applied to reject the claims teaches the claim features 

within the meaning of the '863 patent, at least as suggested by the AT&T Court, and 

therefore applied narrowly. 

Interpretation of some claim terms 

Communication facility 

The '120 patent indicates that a "comprehensive public telephone system" is an 

example of a communication facility, stating, 

In the disclosed embodiment, the remote terminals T1 through Tn represent the 
multitude of conventional telephone terminals that are coupled to a 
communication facility C which may take the form of a comprehensive public 
telephone system for interconnecting any associated terminals Tl- Tn. (The 
'309 patent, column 3, lines 12-17; emphasis added). 

Similarly, the AT&T Court construed "communication facility" to mean, 

... that part of the telephone network that enables a caller to connect to the Katz 
system. (Ronald A. Katz, Technology Licensing, LP and MCI 
Telecommunications Corp. v. AT&T Corp, 63 F. Supp. 2d 583, 598) 

Remote terminals 
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... a device or instrument for connecting callers to the telephone network for voice 
and digital communication, including, but not limited to, conventional telephones. 
(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. 
v. AT&T Corp, 63 F. Supp. 2d 583, 615) 

DNIS and called number identification data 

Claim 61 recites, 

... the system having a receiving unit for receiving digital signals including dialed
number identification signals provided automatically from the telephone
communication facility; 
utilizing the dialed-number identification signals to identify one from a plurality 
of numbers dialed by the callers; 

The AT&T Court construed the term "DNIS" and "called number identification data" to 

be synonymous and mean, 

... a signal or data that identifies a number called. (Ronald A. Katz, Technology 
Licensing, LP and MCI Telecommunications Corp. v. AT&T Corp, 63 F. Supp. 2d 
583, 618) 

ANI and calling number identification data 

Claim 61 recites, 

wherein the identification signals relating to the callers are calling number 
identification signals automatically provided by the telephone
communication facility. (emphasis added) 

The AT&T Court construed the term "ANI" and "calling number identification data" to be 

synonymous and mean, 
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... a signal or data that identifies the calling number, i.e. the number from which a 
call originated. (Ronald A. Katz, Technology Licensing, LP and MCI 
Telecommunications Corp. v. AT&T Corp, 63 F. Supp. 2d 583, 620) 

Claim Rejection Paragraphs 

The following quotations from the MPEP regarding the types of rejections to be 

utilized below: 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Issue 1 (Requester designated SNQ 1) 

Claim 61 is rejected under 35 U.S.C. 103(a) as being unpatentable over 

Calabrese in view of Student Registration. 

NOTE: The concept of "utilizing, for qualified callers, the identification signals that 

indicate the telephone numbers to avoid prompting certain callers with a certain 

previously provided cue or cues" first appeared U.S. Patent No. 5, 128,984 which 

matured to a patent from CIP application 07/425,779, filed 23 October 1989. Therefore, 

23 October 1989 is the earliest priority date afforded claim 61 of the '120 patent, due to 

its inherent dependency on claim 56. Accordingly, Calabrese, published 12-14 



Application/Control Number: 90/012,400 

Art Unit: 3992 

Page 8 

September 1989 qualifies as prior art under 35 USC 102(a), while Student Registration, 

published 29 April 1986, qualifies as prior art under 35 USC 102(b). 

With respect to the limitations of claim 61, as set forth above, the BPAI (see BPAI 

Decisions on Appeal No. 2010-006100 included as Appendix B) has affirmed the 

rejections of claims 56 and 67 over Calabrese in view of Student Registration. In the 

decision, the BPAI summarized Calabrese stating, 

C'alabre.\'e 

5. Calabrese describes the use of ;:mtomated voice response units 

(V R tr s) to handle client calls at The Travelers Companies (p. l 6, (11 4) 

using touch-tone entry (p. 16~ 9~: 6). A.dd-on features and technologies 

for such VRlJ's ([L 19, ~[ I) include Dialed Number ldentification 

Service (DNIS) (p. 21 ~ i}! 3) and Autornatic Number Identification 

t"' ·NiJ• .} (·p . ., 1 il~ ') \-{ .. \~ : ' ~ .• • t ... ' ~ .{:.. .. -, · ... 

6. Figun;~ 2; reproduced beknv~ illustratt>:S '''VRU Applications At The 

'Travelers·' including "Annuities Inquiri', ''Health Claim Status'', 

'"F'lexible Benefits Enrollment'~ and "Pension Account Status.'' 

(P. 18.) From Figure 2, each of the ''VRU Applications~t includes 

multiple 800 lines and at least one function. (P. 18.) For example, the 

;"Health Claim St:nms'~ appHcation includes the follo,ving functions: 

'"lnquiry for status of submitted Claims'~; "'status of deductible'~: and 

'·xrcr to live operator.~' (P. 18.) 
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most critka1 a~pccts ... is the i nltial entry by the caller of the proper 

'![ l .) l'hc ''highest percentage of calls that must be transferred over to 

live operators is a result of failure to get a valid account nurnber 
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the z~~alk~r, dK~ VRlJ can crnH:H'd'erence tlK~ z~alkr's phone rmrnher 

'>vlth a host dnt;1base tn ohta~n dK~ caller~s lD nundx~r and frite~t cfairn 

Calabrese, as set forth by the Board, discloses 

... the large, general purpose voice response unit (VRU) of Calabrese which 
uses DNIS to access different functions (e.g., "claim status" or "dependant 
change") by dialing different 800 numbers within a more general VRU 
application meets the two disputed claim limitations of a "first response unit 
means" and a "second response unit means." (Ans. 13-14, 48, 49; FF 6, 8.). 
(BPAI Decision, page 20; emphasis added) 

... Calabrese teaches four separate VRU applications: "Annuities Inquiry"; 
"Health Claim Status"; "Flexible Benefits Enrollment"; and "Pension Account 
Status." (Ans. 13-14, 48, 49; FF 6.) Calabrese further teaches the use of DNIS 
services in a larger, more general VRU application (such as one of: "Annuities 
Inquiry", "Health Claim Status", "Flexible Benefits Enrollment" or "Pension 
Account Status" shown in Figure 2 (see FF 6)) with a wide range of function, 
for example, dialing a specified 800 number for "claim status" and a 
different 800 number for "dependant change." (FF 8.) Calabrese teaches that 
there are twenty four (24) 800 lines in the "Flexible Benefits Enrollment" VRU 
application. (FF 6.) Calabrese also teaches that the "Flexible Benefits 
Enrollment" VRU application has at least two functions, "Inquiry of options 
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available & current selections" and "Selection of options for the next year." (FF 
6.) Thus, in the "Flexible Benefits Enrollment" VRU application Calabrese 
teaches or suggests that a caller can dial a specified 800 number for "Inquiry 
of options available & current selections" using DNIS services and can dial 
a different 800 number for "Selection of options for the next year" using 
DNIS services. (See FF 6, 8.) In other words, Calabrese teaches or suggests a 
"first response unit means for receiving calls in said toll free call mode wherein 
said called number identification signals (DNIS) indicative of at least one of a 
plurality of distinct called numbers identifies said operating process 
format" and a "second response unit means for receiving calls in said toll free 
call mode wherein called number identification signals (DNIS) indicative of one 
other of said plurality of distinct called numbers identifies said operating 
process format."(BPAI Decision, pages 21-22; emphasis added). 

Calabrese teaches that one "critical aspect" for VRU-based applications is 
the initial identification of a caller (e.g., employee ID, account number or policy 
number) and that Automatic Number Identification (ANI) provides the 
capability of automatically capturing the caller's phone number and cross
referencing it with the caller's identification. (FF 7.) In other words, Calabrese 
teaches that, regardless of the VRU application (e.g., "Annuities Inquiry," "Health 
Claim Status," "Flexible Benefits Enrollment" or "Pension Account Status"), the 
caller's phone number is captured by ANI and identified -- thus meeting the 
claimed "common operations" feature. Calabrese further teaches that each of the 
VRU applications includes multiple 800 lines (FF 6), suggesting that each VRU 
application can support multiple calls concurrently. In other words, Calabrese 
teaches or suggests "concurrent processing of data in accordance with common 
operations of said operating process format." ... Calabrese teaches that one 
"critical aspect" for VRU-based applications is the initial identification of a 
caller using ANI, regardless of the VRU application the caller dials. (See FF 
7.) (BPAI Decision, pages 23-24; emphasis added). 

With respect to the specific limitations of claim 61, 

wherein the identification signals relating to the callers are calling 
number identification signals automatically provided by the 
telephone-communication facility. 

The BPAI states, 

Calabrese teaches that one "critical aspect" for VRU-based applications is 
the initial identification of a caller (e.g., employee ID, account number or policy 
number) and that Automatic Number Identification (ANI) provides the 
capability of automatically capturing the caller's phone number and cross-
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referencing it with the caller's identification. (FF 7.) In other words, Calabrese 
teaches that, regardless of the VRU application (e.g., "Annuities Inquiry," "Health 
Claim Status," "Flexible Benefits Enrollment" or "Pension Account Status"), the 
caller's phone number is captured by ANI and identified -- thus meeting the 
claimed "common operations" feature. Calabrese further teaches that each of the 
VRU applications includes multiple 800 lines (FF 6), suggesting that each VRU 
application can support multiple calls concurrently. In other words, Calabrese 
teaches or suggests "concurrent processing of data in accordance with common 
operations of said operating process format." ... Calabrese teaches that one 
"critical aspect" for VRU-based applications is the initial identification of a 
caller using ANI, regardless of the VRU application the caller dials. (See FF 
7.) (BPAI Decision, pages 23-24; emphasis added). 

Therefore, Calabrese teaches the additional limitation of "wherein the identification 

signals relating to the callers are calling number identification signals automatically 

provided by the telephone-communication facility' of claim 61. 

The BPAI further agreed that Calabrese does not teach "utilizing, for qualified 

callers, the identification signals relating to the callers, to avoid prompting certain callers 

with a certain previously provided cue or cues" and "providing to the qualified callers at 

least one other caller cue." (BPAI Decision, pages 25-26). The BPAI states, 

The Examiner acknowledged that Calabrese does not teach these limitations 
(Ans. 21 ), and cited Periphonics for the disclosure of the claimed cuing features 
in an automated student registration system where a student enters a student ID 
number and a personal access code to register for classes. (Ans. 22-23; FF 10, 
14.) (emphasis added) 

In that regard, the BPAI summarizes Student Registration (NOTE: "Student 

Registration" is called "Periphonics" in the Appeal No. 2010-006100 case) in that, 
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Hl Periphonics describes automated student registTation at colleges and 

universities using a Touch-Tone telephone/voice response systern. 

(P. 1-1 ~ f1[1Ji. l, 3.} '"The use of 'Touch-Tone telephone/voice response 

f6r on-line transactions ,~,a~ r)ioncered hv Perip.· honics durinQ the enrlv f ~ . ... .. ' ,,.., 

1970~ s in the hanking industry. The technique has since spread to 

distribution~ transportation~ manufacturing and many other 

industries.·~ (P, l~ L.1[. 3.) 

l l, In 1983,. Periphonics Corporation visited rnany colleges and 

tmiversiti.es to suQgest the use of voice rest)onse svsterns fix student .;..._........ l' ... 

registration. f P. l-L <:J[ 3.) As a result trial systems \Vere irnp.lernented 

at Georgia State University (GS U) and Brighan1 Young University. 

(P. 1-1, 1}! 3.) ''"I'hc level of interest in Toueh-'Tone telephone 

registration \vas demonstrated by the forge nurnber of peop]e who 

attended a conference on 'Teaching Rcgistratinn to Talk' at GS U on 

December 2 and 3, 1985, About 250 people, representing more than 

90 sd1ools attended this Conference.~~ CP. 1~ 1, ~u 4.) 

In t:he "'Reasons to Buy from Periphonicr-t' section, Periphonics 

provides the. foUo\v'ing staten1ents: 

Periphoni_cs \,vii] share whh you QltL.L} .. YJ~~in:Sc . .Pfs.niS::sLr.t~J19H:~~~~ 
~~~J~g!i~Jt~~, and our expertise concerning telephone/PABX 
interfaces and comnut:er interfaces. Our Svstems Engineers vviH t -it ....... 

help you evaluate and plan the project 

Periphonic~ is committed to supporting our customt=:.rs~ \Vt~ 
believe. this commitment is particularly important in the 
educational marketplace. 
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13. Periphonks describes that '•[d]esign of the dialogue is one of the most 

ilnportant: factors for the successful inll·oduction of voice response 

registration'~ (p, 4-5, {J[ l) and that ''[b]riet~ but adequate~ prompting 

rnessages rnake a dnunatic irnprovement in the speed nnd capacity(# 

of cornpleted registrations per hour) of the systenC (p. 4-5~ q{ 3), 

Furthen110n\ ''[i]t is important that the script include rnessages for all 

'go \vrong· possibilities in the l\~gistration process:· (P. 4~5~ 11 4,) A 

sample dialogue is illustrated in "Attachment A/' (P, 4-.S> {115.) 

14. In the ''Attachment A'" example~ Periphonics describes a sample 

dialogue using the telenhone registration svstern at f\'fotrop. olilan State ,,,_. ..... _.. t 4--· .pt ' 

College. (P. A- L) 'fhe te:lepl1onc registration system requests the 

student to enter a student ID number and a personal access code .. 

(P. A-1.} The sample dialogue includes several possible responses. 

One possible response is: ''Your st:udt~nt ID number or your personal 

access code is not on our file. Please vedfy both number:& and call 

again." (P. A--1,) Another possible response is: '''lou are no\v 

registered for 12 crediHt or '"l"'ou are not registered for anv dasses. 
~ ~ . 

Please enter vour request. t' {P, /\.-].) (Bf'f:\J Decision •. pages 14~1 s:: 
J . . 

Student Registration, as set forth by the Board, teaches, 

... that dialogue design for the voice response system is important for the speed 
and capacity of the system, including "all 'go wrong' possibilities in the 
registration process." (FF 13.) As an example, Periphonics teaches that some 
possible responses include: "Your student ID number or your personal access 
code is not on our file", "You are now registered for 12 credits" or "You are not 
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registered for any classes." (FF 14.) In other words, if the student enters a correct 
student ID and a personal access code, the response "Your student ID number 
or your personal access code is not on our file" can be avoided and the student 
receives a response related to class registration status. (See FF 14.) Thus, 
Periphonics teaches "utilizing, for qualified callers, the identification signals 
relating to the callers, to avoid prompting certain callers with a certain previously 
provided cue or cues" and "providing to the qualified callers at least one other 
caller cue." (BPAI Decision, page 26; emphasis added). 

With respect to the messages of Student Registration being "cues" as well as Student 

Registration providing an additional "cue", The BPAI states, 

However, one example of a response message from Periphonics states: "Your 
student ID number or your personal access code is not on our file. Please verify 
both numbers and call again." (FF 14.) Thus, this response message is not 
"merely informational" because it solicits the student to verify both the 
student ID number and the personal access code and to call again. (See FF 
14.) (BPAI Decision , page 27; emphasis added). 

However, when the student enters a correct student ID number and a correct 
personal access code, Periphonics (sic) provides another example of a 
response message as follows: "You are not registered for any classes." (See FF 
14.) Again, this response message is not "merely informational," because it 
solicits the student to register for classes. (See FF 14.) 

Therefore, we agree with the Examiner that the combination of Calabrese and 
Periphonics teaches or suggests "utilizing, for qualified callers, the identification 
signals relating to the callers, to avoid prompting certain callers with a certain 
previously provided cue or cues" and "providing to the qualified callers at least 
one other caller cue." (BPAI Decision, pages 27-28; emphasis added). 

The BPAI further concluded by stating, 

A person of ordinary skill in the art would have recognized that incorporating the 
dialogue of Periphonics' voice response system including "all 'go wrong' 
possibilities" with Calabrese's voice response units would provide the advantage 
of enhancing the speed and capacity of the voice response units. See KSR Int'/ 
Co. v. Teleflex, Inc., 550 U.S. 398,417 (2007). Thus, we agree with the Examiner 
(Ans. 23) that modifying Calabrese to include dialogue with "all 'go wrong' 
possibilities," as taught by Peri phonics would have been obvious. 
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Therefore, since the examiner and the BPAI have set forth Calabrese teaching 

the identification signals relating to the callers being calling number identification signals 

automatically provided by the telephone-communication facility; and the BPAI has 

asserted that it would have been obvious to modify Calabrese to include dialogue with 

"all 'go wrong' possibilities," of Student Registration, claim 61 is rejected as being 

obvious over Calabrese and Student Registration, as set forth above. 

Issue 2 (Requester designated SNQ 2) 

Claim 61 is rejected under 35 U.S.C. 103(a) as being unpatentable over 

Moosemiller et al. in view of Student Registration and Szlam et al. 

NOTE: The concept of "utilizing, for qualified callers, the identification signals that 

indicate the telephone numbers to avoid prompting certain callers with a certain 

previously provided cue or cues" first appeared U.S. Patent No. 5, 128,984 which 

matured to a patent from CIP application 07/425,779, filed 23 October 1989. Therefore, 

23 October 1989 is the earliest priority date afforded claim 61 of the '120 patent, due to 

its inherent dependency on claim 56. Accordingly, Moosemiller et al., published 10 Jan 

1989 and filed 16 June 1987, qualifies as prior art under 35 USC 102(a) and (e), while 

Student Registration, published 29 April 1986, and Moosemiller et al., published 

MAR/APR 1986, qualify as prior art under 35 USC 102(b). 

With respect to the limitations of claim 61, Moosemiller et al. discloses 
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A process for interfacing, through a telephone-communication facility, (1) 
callers who are at a multitude of remote terminals for voice-digital 
communication with (2) a system for prompting the callers with caller cues, 
said process comprising the steps of: 

With respect to the limitations of "a process for interfacing a caller with a system 

for prompting caller cues", Figure 1 of Moosemiller et al. discloses a voice system 

architecture within the meaning of the '120 patent. In addition, the '120 patent indicates 

that a "comprehensive public telephone system" is an example of a communication 

facility, stating, 

mean, 

a series of remote terminals T1-TN (telephone instruments) are represented 
(left). The terminals T1-TN may be functionally similar and accordingly only the 
terminal T1 is shown in any detail. The indicated terminals T1-TN represent the 
multitude of telephone terminals existing in association with a 
communication facility CO which may comprise a comprehensive public 
telephone network. (column. 3, lines 28-36; emphasis added) 

Also as stated above, the AT&T Court construed "communication facility" to 

... that part of the telephone network that enables a caller to connect to the Katz 
system. (Ronald A. Katz, Technology Licensing, LP and MCI 
Telecommunications Corp. v. AT&T Corp, 63 F. Supp. 2d 583, 598) 

In that regard, Moosemiller et al. states, 

Telephones, rotary or touch-tone, can become instant terminals eliminating 
the need for costly computer peripherals and providing easy availability. (Page 
88, column 1) 
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Most voice response systems only provide line interfaces to the telephone 
network, whereas the CONVERSANT I system adds many trunk interfaces. 
(page 88, column 3) 

Since the AT&T CONVERSANT I Voice System provides conversational 
access to computer information from any telephone, it is flexible and efficient in 
supporting a range of input and output modalities. (Page 93, emphasis added) 

Moosemiller et al. discloses a telephonic system for many different applications and 

services by telephone (page 88, column 1 ; see Figures 1, 3) that includes a system 

controller in direct communication with caller telephones through a public telephone 

system or network. In that regard, Moosemiller et al. discloses: 

Callers access the system through touch-tone signals, speaking isolated 
words and connected digit strings, or by using modems and data terminal 
equipment." (Page 88, column 1) (emphasis added) 

For example, a catalog service user may log in with tone or speech 
recognition, download accumulated orders from a hand-held terminal to a 
system modem, leave a voice message for a supervisor via the real-time voice 
coder, and finally dial an attendant dispatcher, all within one use." 

The controller (Fig. 1) executes system software under the UNIX™ operating 
environment 

The system controller communicates to intelligent and relatively autonomous 
speech subsystems ... (Page 88, column 2, emphasis added) 

The trunk interfaces are configured to connect caller telephones with the system 

controller through a plurality of incoming telephone lines of the public telephone system 

so that the voice response unit may receive multiple customer calls (see Figures 1, 3). 

In general, the trunk interfaces configure the Moosemiller et al. system for use with a 
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communication facility including remote terminals for individual callers, as alluded to in 

the preamble of claim 61. 

Furthermore, Moosemiller et al. provides callers with cues. On page 91, column 

3, Moosemiller et al., states, 

lnmructbn.q in tfa: TSM script bn~ 
'Were. ~nod sp-eciYJC:tUy f:o.:- volee ·~ 
~m«. T~y ind~ mk:e re~Q.""t~ in .. 
,......,,i..,....,;1t.,.n·i;:. ~.,,,,. ~=~Lo nit..·""'*~- .... ..,.·m· b .... ......,., 
~·li-A-~·l:JY.~$;~ U~* \;. ~:te~.t~ ~~"'*':11""~~..,~· .i::JW: . ~llr.~-.., 

200 charLicrs-in seni;thle W"J\'8 with tla"" - ~ 

lhte intorwtion. Omer instrucdr1ns coltet.1 
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'" ...... ~~ !""-~.·= · .~Jf..;, ~-~...........; .... ·1· o·· ·-; 
·.-~11~w- --. ... ~ ,, :,.. .. ;M )l:~JJ.:f+i&ilo·~ . . . ·:,; 
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sC!::.tPT INSTiUL'"TION: 

MA.I Ni 
tfl!l:l c /~lkmctijit l -l 

. i.OGO!li() 
~ttvtC!.O 
9'~0 

LOOON: 
oot {"~k., 'M:l::nmcn 
:::ilk. rl~ 5?Qk id") 
~ulg forG9-. d1.t.OCU:>,9) 
un--to, ve:m m.lESP. 
tl:S..~!l:N, c:b.lOOIP.. !.OOt.lt!'l} 

jrnp (r.o < in1.ono rep!),'.} 
:::slil: {"tit:COUnt vertf~t:I. mp) 
1d~ar~ (dh~.tl..'>i"i 

r<i>O 

SERVK:E.: 
=o 

~)lt£Pf.Y1 

l:tlk ('t!~nk rm.1 lilt c::tJliog "') 
tJlttl (l 

r!311::: pti.r-~ ,;ier n~ "i 
r~:ill L.OGGN ~bm1.1.rim: ·: 

1·miy~ngf.h=:: .. , 
t•pmmpt fur~ Input •; 
t•t"t)l~;:..1: ~ii ~'>C •1 

t• ,,,,,,mfr hUl-i: n d:lm ooi;e, • / 
t• dm~ ltlt tm h:~wt? :iump • ! 

r ::orn'immlll.l:n ~trln~ • t 
r 1'!l!i«1:r.ttln-..: n:mm1 • / 



Application/Control Number: 90/012,400 

Art Unit: 3992 

Page 20 

Clearly, as asserted above, the Moosemiller et al. system provides voice response 

instruction in order to collect user's information, via speech, touch tone signals, etc. 

Thus, Moosemiller et al. disclosed, well before the effective filing date of the '120 

patent, a process for interfacing, through a telephone-communication facility, (1) callers 

who are at a multitude of remote terminals for voice-digital communication with (2) a 

system for prompting the callers with caller cues. 

establishing telephone communications between the callers and the 
system, the system having a receiving unit for receiving digital signals 
including dialed-number identification signals provided automatically from 
the telephone-communication facility; 

As set forth above, Moosemiller et al. clearly "establish[es] telephone 

communication between the callers and the system" (see Figure 1 and discussion 

above). In addition, as noted in the section entitled "Claim Interpretation", the AT&T 

Court construed the term "DNIS" and "called number identification data" to be 

synonymous and mean, 

... a signal or data that identifies a number called. (Ronald A. Katz, Technology 
Licensing, LP and MCI Telecommunications Corp. v. AT&T Corp, 63 F. Supp. 2d 583, 
618). 

In that regard, Moosemiller et al. states, 

"The Dialed Number Identification Service (DNIS) has been used with a Direct 
Inward Dialing (DID) trunk interface to receive dialed digits as part of the call 
setup protocol." (Page 88, right-most column, first full paragraph; emphasis added). 
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allows advance classification of incoming calls for different applications which are 
greeted by appropriate prompts ... (and) is useful for service bureaus for multiple 
user applications. (Page 88, right-most column, first full paragraph). 

The Moosemiller et al. system provides "a Direct Inward Dialing (DID) trunk interface" as 

part of the system that automatically receives Dialed Number Identification Service 

(DNIS) information in order to provide advance classification and appropriate greetings 

of incoming calls from callers for different applications. 

Thus, Moosemiller et al. discloses establishing telephone communications 

between the callers and the system, the system having a receiving unit for receiving 

digital signals including dialed-number identification signals provided automatically from 

the telephone-communication facility. 

utilizing the dialed-number identification signals to identify one from a 
plurality of numbers dialed by the callers; 

As set forth above, Moosemiller et al. clearly utilizes the Dialed Number 

Identification Service (DNIS) information to properly route, provide advance 

classification and appropriate greetings of incoming calls from callers for different 

applications. In addition, Moosemiller et al. utilizes the Dialed Number Identification 

Service (DNIS) information to specifically classify a particular call from other calls and 

provide the appropriate dialog accordingly, On page 91, column 1, Moosemiller et al., 

explicitly states, 
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Thus, Moosemiller et al. discloses utilizing the dialed-number identification 

signals to identify one from a plurality of numbers dialed by the callers. 

also receiving at the receiving unit identification signals relating to the 
callers; 

The '120 patent designates the usage of "900" numbers and "800" numbers. In 

addition, the '120 patent differentiates the means/mechanism for the caller identification 

signals relating to callers to be provided based on what number is being called (i.e. 

"900" or "800" number). With respect to the limitation of "identification signals" in relation 

to "900" numbers, the '120 patent states, 

With the connection, the communication system CO also provides the audio (sic) 
response unit 22 with digital identification signals representative of the 
designation for remote terminal T1 ("212 627 2222"). The identification signals 
are provided by the ANI equipment within the communication facility CO and are 
registered by the audio response unit 22. (column 7, lines 5-11; emphasis 
added). 
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Moreover, with respect to the limitation of "identification signals" in relation to "800" 

numbers, the '120 patent states, 

... [h]owever, as calls in all modes are processed similarly from that point, before 
proceeding with the explanation, the preliminary operations attendant other 
calling modes first will be explained. 

As explained above, certain accommodations are made for participation in the 
"800" (caller free) mode. Accordingly, assume a caller at the terminal T1 has 
been given an identification number: "34726313" for use in the "800" mode. 
Accordingly, the caller dials a number, e.g. "800 555 3478", actuating the 
terminal T1 and the communication facility CO to provide a connection with the 
audio response unit 18. With communication, the audio response unit actuates 
an internal voice generator prompting the caller to key in his assigned 
number, "34726313". As the digits of the number are keyed in by the caller, 
they are supplied from the audio response unit 18 to the control unit 28 and the 
free-call memory 32. (column 7, lines 23-40; emphasis added). 

Thus, either of these "identification signals" disclosed above are within the meaning and 

scope of the '120 patent. 

In that regard, Moosemiller et al. discloses scripts (i.e. plurality/multiple) being 

executed by the system simultaneously. In addition, Moosemiller et al. discloses a 

certain script being designated for either based upon the Dialed Number Identification 

Service (DNIS) information, the physical telephone circuit on which the call was 

received, or further interaction with the user (page 91, column 1 ). Moosemiller et al. 

clearly discloses "the physical telephone circuit on which the call was received" as being 

information of the actual line from which the caller has called. This information is clearly 

a "designation signal" relating to or even representative of the caller. In addition, 

Moosemiller et al. further discloses a "LOGON()" function in which a 9-digit response is 

entered by the caller that provides entry into the designated "services" of applications 
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(see example on page 91 ). Similarly, this number information provided by the caller is 

an "identification signal(s)" that further defines and/or relates to the caller. Both of these 

identification signals, as set forth above, are within the meaning of the '120 patent. 

Thus, Moosemiller et al. discloses also receiving at the receiving unit 

identification signals relating to the caller with in the meaning and scope of the '120 

patent. 

testing said identification signals relating to the callers to determine 
whether to qualify the callers for access to at least a portion of operations 
of the system; 

As set forth above, the '120 patent discloses separate means/mechanisms to 

provide identification numbers in each of the "900" number and "800" number modes 

("900" number - column 7, lines 5-11; "800" number - column 7, lines 23-40). The "900" 

number mode utilizes an automatically identified number and the "800" number mode 

utilizes a user-entered identified number, both of which provide further processing 

based on the identified number. 

Moosemiller et al. discloses "the physical telephone circuit on which the call was 

received" as being information of the actual line from which the caller has called. This 

information is clearly a "designation signal" relating to or even representative of the 

caller that must come with the call. Moosemiller et al. additionally qualifies/determines 

access (i.e. testing) to various applications based on the "physical telephone circuit" 

designation signal. In that regard, Moosemiller et al., states, 
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Which script to run is determined by the telephone number that was dialed 
(DNIS), the physical telephone circuit on which the call was received, or 
further interaction with the user (page 91, column 1; emphasis added) 

Similarly, Moosemiller et al. also discloses that "further interaction with the user" can be 

used to provide access to certain applications. As set forth above, Moosemiller et al. 

lays out an example of a "LOGON()" functionality in which a user enters, via additional 

interaction provided by the system, an identification number. This number is further 

verified via the "dbase()" function (see example on page 91 ). Both the determination 

functionality and/or the verification functionality of Moosemiller et al., as set forth above, 

are within the meaning of the claimed testing step of the '120 patent. 

Thus, Moosemiller et al. discloses testing said identification signals relating to the 

callers to determine whether to qualify the callers for access to at least a portion of 

operations of the system. 

This is all of the features of claim 61 that Moosemiller et al. discloses. 

Moosemiller et al. discloses all of the limitations of the claimed invention, as 

previously set forth, except for specifically calling for "utilizing, for qualified callers, the 

identification signals relating to the callers, to avoid prompting certain callers with a 

certain previously provided cue or cues"; "providing to the qualified callers at least one 

other caller cue"; and "wherein the identification signals relating to the callers are 

calling number identification signals automatically provided by the telephone-

communication facility." 
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However, utilizing identification signals relating to the callers to avoid prompting 

certain callers with a certain previously provided cue or cues; and providing qualified 

callers at least one other caller cue is known in the art. Student Registration, for 

example, teaches the features (1) of using identification signals to avoid prompting 

certain callers with a certain previously provided cue or cues, and (2) providing to the 

qualified callers at least one other caller cue. In this regard, Student Registration " 

Appendix A teaches a VRU application, specifically student registration for a semester 

and subsequent changes such as by adding or dropping a class. Appendix A states, in 

part, 
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Welcome to tha Metropolitan state Colle-9e Touch-Tone Inf-ormation 
system. Please enter a service code. 

You hav~ selected telephone registration for Sprin9 semestn.r. 
Please enter your student IO :nu.mber ~ 

123456799f 

:iou ate now registered f o.r 12 Ct!2di.ts. 
(od 

You ar.·e not registered for- any class~s. 

P. li~ase enter your reqt1est.. 

ll: Your stttdent ID mJmber or your personal access code ls oot 
on our file. Please verify both numbers and call again. 

12 ~ You may not re9·ister until JanL'H'u·y fifth at elev~n A,.M ~ 
You may register- any time after- you!:' assigned date and tiroet 
but not before. 

13t Yout reg ist.r~l!.t ion has been encumbered by the bus 1.ness 
office.. Please call 556-0123 for assi.stance. 556-0113, You 
rnay not r'egiste t ~nt i 1 Y01.l ha v·e: contacted the appropr la:te 
of fi.ce and they have cleared the hold placed on your 
record:. 

14: You have not been acceoted for admission. Students must not 
onlv apply, but be accepted to the colle9e pt"ior to reg.is-
~e ~ u1 . •! ~sc i2~~ ~0- . ~· t 5-~6 i~~· - ring. i:. .ease o:a .. <-J. ,l "'- -~~ ... -r as'-":i..s ance. ..... - ·"- .... "$. 

15: You are not eligible to register. Please call 556-2345 for 
assistance. 556-2345. 

Thank you for calling. 
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As can be seen from the excerpt, the possible responses numbered 11-14 are cues that 

may be previously provided to callers that are avoided based upon the caller's 

identification, once, of course, the problems are cleared. For example, response 

numbered, "11" is provided if the caller enters incorrect student ID and/or personal 

access numbers. When the caller follows the suggestion of the cue and makes a return 

call with correct, corresponding numbers, the cue numbered "11" is avoided, as 

required by claim 61. Then the caller can be correctly qualified for access to register for 

the semester and will receive the appropriate cues to so do, which includes at least one 

additional cue provided to a qualified caller. On pages A 1-A2, Student Registration 

provides examples, numbered "10", "22" and "23", of the one additional cue provided to 

callers: 

10: You are now registered for 12 credits. 
(or) 

You are not registered for any classes. 
Please enter your request. 

22: Call number 1234 ENG 101 3: credits is cancelled. 
Call number 1432 is available and would fit your schedule. 
Enter an A to add this class. 

23: Call number 1234 ENG 101 3 credits is closed. 
The number of students on the waiting list is 2. 
Enter a W to place your name on the waiting list. 

The "request" to which the cue refers in response option "10" is for the "service code", 

to carry out functions such as, adding a class (#2), dropping a class (#3), help (#4), list 

courses (#5), etc. (pages A-1 to A-5). 
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It would have been obvious for one of ordinary skill in the art, at the time of the 

invention to run Student Registration's registration application on Moosemiller et al.'s, 

AT&T Conversant system because Moosemiller expressly suggests using the 

Conversant system for college registration (Moosemiller et al., page 88, left-most 

column). 

It would have further been obvious to run Student Registration's other student-

related applications on Moosemiller et al.'s, AT&T Conversant system. First, Student 

Registration states that its voice response system can run multiple applications directed 

to the needs of the students at a college or university, stating, 

The same system can easily be expanded for many other applications 
including: admission status; financial aid status; graduation requirements 
status; course grade information; ordering supplies; job interview 
scheduling; storm closing announcement; and many other applications. 
The only limit is availability of the appropriate data base. (page 2-1; emphasis 
added). 

Second, Moosemiller et al.'s Conversant system can run multiple applications 

using DNIS to direct the calls, stating in this regard, 

The Dialed Number Identification Service (DNIS) has been used with a Direct 
Inward Dialing (DID) trunk interface to receive dialed digits as part of the call 
setup protocol. This allows advance classification of incoming calls for 
different applications which are greeted by appropriate prompts. The DNIS 
feature is useful for service bureaus for multiple user applications." (page 
88, right-most col., first full paragraph; emphasis added). 

Therefore, Moosemiller et al.'s Conversant system is not limited to the applications that 

can be run thereon. 
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simultaneously, Student Registration's telephone call processing system would benefit 

from the DNIS feature of Moosemiller et al.'s Conversant system, in order to benefit 

from the automatic directing of calls for a particular application, which is "cost effective" 

(Moosemiller et al., page 88, right-most column, 1st full paragraph). 

Furthermore, the BPAI asserts a person of ordinary skill in the art would have 

recognized that incorporating the dialogue of (Student Registration) voice response 

system including "all 'go wrong' possibilities" with voice response units would provide 

the advantage of enhancing the speed and capacity of the voice response units (supra). 

See KSR Int'/ Co. v. Teleflex, Inc., 550 U.S. 398,417 (2007). 

Similarly, the identification signals relating to the callers being calling number 

identification signals automatically provided by the telephone-communication facility is 

known in the art. Szlam et al., for example, teaches providing the ability for telephone 

companies to provide an automatic number identification (ANI) service as well as 

providing within the system an automatic number identification (ANI) decoder. In that 

regard, Szlam et al. states, 

The present invention is not limited to application for outgoing calls but is also 
applicable to incoming calls, or both. The ability to handle incoming calls as well 
as outgoing calls is determined by the structure of composite trunk interface unit 
10 and programming for system controller 11. Turn now to FIG. 5 which is a 
block diagram of a typical trunk interface unit 10a1 constructed to handle both 
incoming and outgoing calls. The trunk interface unit 1 Oa1 preferably contains a 
dialer 10a1, a call progress monitor 10a5, a message player 10a9, an incoming 
call detector 1 Oa20, an automatic number identification (ANI) decoder 1 Oa24, 
a dual tone multiple frequency (DTMF) decoder 10a28, and a voice recognition 
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module 10a32 for each trunk T1-T4. (Column 11, line 53 - column 12, line 1; 
emphasis added). 

Furthermore in some areas of the country, the local telephone office provides a 
service sometimes called automatic number identification (ANI). In areas 
where AN I is available, the central office will provide, over the trunk, tone or other 
signals which can be decoded to yield the number from which the calling party is 
calling. In this case, a decoder, such as ANI decoder 10a24 would provide the 
calling party's telephone number to trunk interface control unit 10a13. Trunk 
interface control unit 10a13 would then provide the calling party telephone 
number to system controller 11. System controller 11 via data controller 15 
requests mainframe 16 to provide the customer account information based upon 
the calling party telephone number. (Column 12, lines 29-43; emphasis added). 

It would have been obvious for one of ordinary skill in the art, at the time of the 

invention, to incorporate the ANI features of Szlam into the registration application of 

Moosemiller et al./Student Registration in order to save operator time, as expressly 

taught by Szlam et al. 

Applying the ANI functionality to the Moosemiller et al./Student Registration 

application, the student would not have to enter his student ID number because it would 

be provided automatically from the student's telephone number. Then all that the 

student would have to enter is the personal access code. This would speed up the 

transaction by eliminating the time and potential errors of the student entering the ID 

incorrectly. Therefore, Szlam provides a benefit for the ANI function. The strongest 

rationale for combining references is a recognition, expressly or impliedly in the prior art 

or drawn from a convincing line of reasoning based on established scientific principles 

or legal precedent, that some advantage or expected beneficial result would have been 

produced by their combination. In re Sernaker, 702 F.2d 989, 994-95, 217 USPQ 1, 5-6 

(Fed. Cir. 1983). 
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In addition, the Federal Circuit affirmed the district court's determination that 

Student Registration could implement "cue suppression on ANI data" of claim 67. 

NOTE: Claim 67 has very similar limitation to claim 61, as asserted above. In that 

regard, the Federal; Court explained, 

Katz next argues that it would not have been obvious to combine Student 
Registration and Szlam to create the invention of claim 67 of the '120 patent, 
which bases cue suppression on ANI data. Katz contends that students' mobility 
and their tendency to share telephone numbers would cause "unpredictable and 
disastrous results" in a cue suppression system based solely on ANI data. The 
problem with Katz's argument is that claim 67 reads on any method to suppress 
cues by identifying callers based in part on ANI data. And Student Registration 
discloses multi-faceted identification techniques such as using a personal 
identification number or a birth date in addition to a registration number. Claim 67 
is therefore an obvious combination of Student Registration's cue suppression 
with the ANl-based identification process of Szlam. See KSR Int'/ Co. v. Teleflex 
Inc., 550 U.S. 398, 417 (2007) ("[l]f a technique has been used to improve one 
device, and a person of ordinary skill in the art would recognize that it would 
improve similar devices in the same way, using the technique is obvious unless 
its actual application is beyond his or her skill."). In re Katz Interactive Call 
Processing Patent Litigation, 2011 WL 607381, page 1752 (Fed. Cir. Feb. 18, 
2011 ). 

Thus, since the BPAI has affirmed the Student Registration teaches "utilizing, for 

qualified callers, the identification signals relating to the callers, to avoid prompting 

certain callers with a certain previously provided cue or cues" and "providing to the 

qualified callers at least one other caller cue"; the BPAI has affirmed that it would have 

been obvious to one of ordinary skill in the art to include all 'go wrong' possibilities" with 

voice response units in order to provide the advantage of enhancing the speed and 

capacity of the voice response units. (BPAI Decision, pages 26-27), and since the 

Federal Court has deemed it obvious to combine ANI with voice response units utilizing 
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cue suppression, the examiner asserts that the combination of Moosemiller et al., 

Student Registration and Szlam teaches or suggests a process for interfacing callers 

with a system in which DNIS, ANI, and cue suppression are used together to route and 

provide information to the system in order to enhance the user's calling experience and 

save overall operational costs. 

This is all of the features of claim 61. 

To the degree it can be argued that Moosemiller et al." does not disclose "also 

receiving at the receiving unit identification signals relating to the callers", then this 

feature is at least obvious in view of Student Registration, as set forth below: 

As set forth above, the '120 patent designates the usage of "900" numbers and 

"800" numbers. In addition, the '120 patent differentiates the means/mechanism for the 

caller identification signals relating to callers to be provided based on what number is 

being called (i.e. "900" or "800" number). With respect to the limitation of "identification 

signals" in relation to "900" numbers, the '120 patent states, 

[t]he assumed call involves the caller actuating the buttons 14 as for example to 
input: "1 900 5558945". As a result, signals as provided to the communication 
facility CO resulting in a connection from the remote terminals T1 to the audio 
response unit 22. With the connection, the communication system CO also 
provides the audio (sic) response unit 22 with digital identification signals 
representative of the designation for remote terminal T1 ("212 627 2222"). The 
identification signals are provided by the ANI equipment within the 
communication facility CO and are registered by the audio response unit 22. 
(column 7, lines 1-11; emphasis added). 
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Moreover, with respect to the limitation of "identification signals" in relation to "800" 

numbers, the '120 patent states, 

... [h]owever, as calls in all modes are processed similarly from that point, before 
proceeding with the explanation, the preliminary operations attendant other 
calling modes first will be explained. 

As explained above, certain accommodations are made for participation in the 
"800" (caller free) mode. Accordingly, assume a caller at the terminal T1 has 
been given an identification number: "34726313" for use in the "800" mode. 
Accordingly, the caller dials a number, e.g. "800 555 3478", actuating the 
terminal T1 and the communication facility CO to provide a connection with the 
audio response unit 18. With communication, the audio response unit actuates 
an internal voice generator prompting the caller to key in his assigned 
number, "34726313". As the digits of the number are keyed in by the caller, 
they are supplied from the audio response unit 18 to the control unit 28 and the 
free-call memory 32. (column 7, lines 23-40; emphasis added). 

Thus, either of these "identification signals" disclosed above are within the meaning and 

scope of the '120 patent. 

In this regard, Student Registration does not provide a representation signal of 

the designation for the remote terminal (i.e. caller's telephone), however, Student 

Registration teaches the utilization of student identification numbers and personal 

access numbers by pressing corresponding buttons on a telephone (see Student 

Registration, pages A-1, C-1 ). Student Registration further states, 
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Systems implemented t:o date, assign students a unique. foll r digit. 
access code Or" "Personal Iden.tU'.i.cation Numberw { "P.!Ntt), whlch is. 
used in addition to their school ID# or social Security #. This 
security technique (a unique four digit PIN) is widely used in 
the banking lnd.ustry for automated Tcuc:h-Tone telephone cnstomer 
in.qui ry, funds t.r.an.sfer and/or bill pa~·fue.nt. Some of the schools 
hav~? chosen a. less sec~ue operating procedure by a.llowin9 the 
students t.a use the.ir birth date {rn.cmth/day)·as a PIN. 

Reports ·from. schools u.sing birth dat~ as PIN indicate a tolerable 
level of pran-s. or course the level of saah pranks would be 
reduced a great deal further by utilization of the syste~~I 
capa.bllit:y for a u.n.ique PIN for eao.h student. 

Several ".re.gistrars pointed out that current pr.ooedu.r~s at most 
schools., whether walk~in or by ma.il, off.er equal opportunity for 
pn~nks and/or a.base. 

!t i.s worth noting that use of the Touch-Tone teleph.one as an 
input device limits the possible input characters and thereby 
blocks any attempt to gain access ta unrelated and unauthorized 
a re as of the compttte r prog r;am. 

Student registration clearly provides "identification signals" as a security means to 

provide access to certain accounts and prevent access to unrelated and unauthorized 

areas. 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention was made to modify Moosemiller et al. with the identification signals of 

Student Registration in order to provide a security means to provide access to certain 

accounts and prevent access to unrelated and unauthorized areas. 
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The Declaration provided by Dr. Brody does not provide any further evidence as 

to the possession of "cue suppression" in the '739 patent in order to establish an earlier 

priority date (i.e. 16 May 1988). Specifically, the citations and discussion of the '739 

patent provided by Dr. Brody are the same as the citations provided by Owner in the 

Response. (See Response, pages 2-1 O; see Dr. Brody Declaration, paragraphs 9-38). 

Similarly, the Declaration does not provide evidentiary support to overcome the prima 

facie rejections of the Claim 61 of the non-Final Office action mailed 01 January 2013 

(hereafter the "NFR") and are deemed the same as in the Response. (See Response, 

pages 10-18; see Dr. Brody Declaration, paragraphs 39-108). Thus, the "Response to 

Arguments" section below addresses both the Dr. Brody Declaration as well as Owner's 

remarks. 

REMARKS 

Response to Arguments 

Owner states The Claims Should be Construed Consistent with Phillips. 

(Response; see page 1 ). The examiner respectfully agrees. 

As set forth in the NFR, the examiner asserts that the patent term of the '120 

patent expired 23 October 2009. In the "Claim Interpretation" portion of the NFR, the 

examiner explicitly states, 
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[w]ith respect to the interpretation of claim terms of expired patents, MPEP 

2258(G) states, 

G. Claim Interpretation and Treatment Original patent claims will be 
examined only on the basis of prior art patents or printed publications 
applied under the appropriate parts of 35 U.S.C. 102 and 103. See MPEP 
§ 2217. During reexamination, claims are given the broadest reasonable 
interpretation consistent with the specification and limitations in the 
specification are not read into the claims (In re Yamamoto, 740 F.2d 1569, 
222 USPQ 934 (Fed. Cir. 1984)). In a reexamination proceeding 
involving claims of an expired patent, claim construction pursuant to 
the principle set forth by the court in Phillips v. AWH Corp., 415 F.3d 
1303, 1316, 75 USPQ2d 1321, 1329 (Fed. Cir. 2005) (words of a claim 
"are generally given their ordinary and customary meaning" as understood 
by a person of ordinary skill in the art in question at the time of the 
invention) should be applied since the expired claims are not subject 
to amendment. The statutory presumption of validity, 35 U.S.C. 282, has 
no application in reexamination (In re Etter, 756 F.2d 852, 225 USPQ 1 
(Fed. Cir. 1985)). (Emphasis in original) 

Accordingly, the claims herein will be interpreted in accordance with the decision 

in Phillips. (NFR, see pages 3-6) 

Thus, as previously set forth by the examiner, the claims were and will be 

interpreted in accordance with the decision in Phillips. 

FIRST GROUND OF REJECTION: CLAIM 61 UNDER 35 U.S.C. § 103 IN VIEW OF 

CALABRESE AND STUDENT REGISTRATION. 

Owner states Calabrese Is Not Prior Art Because Claim 61 Is Entitled to a 

Priority Date at Least as Early as May 16, 1988. (Response; see pages 2-3). The 

examiner respectfully disagrees. 
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To support the statement, Owner states The '739 patent discloses all the 

elements of claim 61 other than the "utilizing" step. The examiner respectfully 

agrees. The examiner has only set forth that the "utilizing" step of claim 61 does not 

afford the priority date May 16, 1988 of the '739 patent. 

To further support the statement, Owner states The '739 patent has at least 

two embodiments that disclose and support the "utilizing" step: One being the 

"preregistration" or "prequalification" process (Response; see pages 4-7); and the other 

being "in avoiding repetition of cues in the game show" (Response; see pages 7-10). 

The examiner respectfully disagrees. 

The '739 patent provides a "prequalification" and "preregistration" process for 

callers. The '739 patent states, 

[f]rom the terminal T1 (FIG. 1) the caller would actuate the push buttons 14 to 
establish contact with the processing system P1 coupling would be through the 
communication facility C, the automatic call distributor AC1, the interface 20 and 
the switch 21 as described in detail above. The initial operation then involves 
qualification of the caller to participate in the instant winner lottery. Again, ANI or 
caller interface techniques may be employed. If the caller is involved, the 
interface 20 is actuated by the qualification unit 93 during the operating interval 
t1 to instruct the caller: "Please key in your telephone calling number". As 
indicated above, an alternative involves the system simply registering the 
calling number on the basis of its provision by ANI equipment. 

In any event, after the caller's telephone number is registered, the instruction 
is given: "Participation in instant winner lottery is for persons over twenty-one 
years of age. Accordingly, please key in the year of your birth". A driver's license 
or credit card number may be similarly registered to confirm age. Alternatively, 
the combination of telephone number and date of birth could be used. In any 
event, the caller's data is registered and the qualification unit 93 then 
functions to test the data as provided. Specifically, the caller's telephone 
number is checked in a look-up table 99 to determine whether or not it is a 
proper and currently valid number for use in the lottery. Concurrently, the 
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number is checked by the use-rate calculator to determine the number of times it 
has been used in excess of a predetermined number of calls or dollar value to 
participate in the lottery during a current interval of monitoring. 

If the data indicates a qualified caller. the system proceeds to the next 
phase of designating the transaction. ('739 patent column12, line 54 - column 
13, line 20). 

The "739 patent discloses the ANI information along with prompted data in this step as 

being used to "qualify' the caller. As, further evidence to the fact of the data being used 

as a "qualification step", the '739 patent states, 

[a]s another operating process format in accordance with the present invention, 
consider an auction sale. As disclosed herein, the auction format is associated 
with television as, for example, in the form of a cable channel for dedicated use 
during an interval of an auction sale. Preliminarily, in accordance with the 
disclosed exemplary format, persons wishing to participate in the auction 
sale would make preliminary arrangements involving utilization of the 
system to establish authorization data for qualified bidders in cells C1-Cn 
of the memory 98 (FIG. 4). In an alternative format, the bidders could simply be 
qualified immediately before bidding, as on the basis of a charge-card number or 
other identification. 

Generally, it is contemplated that callers are coupled into the system only 
during the bidding on specific items of merchandise. Accordingly, some 
prequalification may be desirable to facilitate the rapid accumulation of a 
bidding group with the introduction of a unit of merchandise. ('739 patent column 
12, line 54 - column 13, line 20). 

Various games will involve different screening processes and clearances. For 
example, a child's television game format may require parental clearance and in 
that regard written communication may be required for approvals. Such 
approval may require the assignment of a personal identification number to 
the child player as qualifying identification data. 

As explained above, clearances may be perfected through the look-up table 99 
(FIG. 4) in association with the qualification unit 93 or approvals through a 
consumable key step may be extended to incorporate functions of the processing 
unit 92 in association with the memory 98. For example, if qualification simply 
involves a check-off operation. the look-up table 99 will normally be 
employed. However. in the case of preregistration for a participant, as in 
the case of the auction sale, the memory 98 is involved with the 
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qualification unit 93 through the processing unit 92 to establish a data cell 
C1-Cn for each qualified participant. Thus, each potential participant to be 
qualified interfaces with the processing unit 92 during a preliminary interval of 
operation to provide data in one of the cells C1-Cn to facilitate qualification 
for participation during a real-time game show. 

At the time of the show, callers are qualified simply by reference to their 
assigned memory cell data for a verification. Thereafter. the caller's 
exchange information to supplement their data as with respect to the play 
which follows. ('739 patent; column 16, line 51 - column 17, line 11 ). 

Even while a cue or prompt is not provided for a "prequalified" or "preregistered" caller 

due to information having already been entered, the caller is still not qualified when the 

cue or cues are avoided. The caller is in a "non-qualified" state. Claims 56 and 61 

require, 

testing said identification signals relating to the callers to determine whether 
to qualify the callers for access to at least a portion of operations of the system; 

utilizing, for qualified callers, the identification signals relating to the callers, 
to avoid prompting certain callers with a certain previously provided cue or 
cues; and 

providing to the qualified callers at least one other caller cue. ('120 patent; claims 
56, 61) 

The '739 patent clearly calls for "testing" the calling identification signals relating to 

callers (i.e. ANI information) and using that information "to qualify" the callers for access 

to the system. Once the caller is "qualified" (i.e. "for qualified callers"), then utilizing 

the calling identification signals relating to callers (i.e. ANI information) to further avoid a 

certain previously provided cue or cues. The '739 patent embodiment above does not 

disclose avoiding a previously provided cue or cues for "qualified callers", only avoiding 

a previously provided cue or cues for "non-qualified callers", since the caller's 

identification signals have not yet been tested. 
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Thus, the '739 patent does not disclose the "utilizing" step in a "preregistration" or 

"prequalification" process embodiment. 

Similarly, the '739 patent provides an avoidance of cues in a game show 

embodiment. However, this avoidance is based on geographical area and does not 

relate to previously provided cues. The '739 patent specifically states, 

[a]t this juncture, operating elements within the processing unit 92 will be 
considered in relation to an explanation of the manner in which select 
questions are provided to a caller and his answers received and recorded for 
subsequent processing to determine winners. ('739 patent; column 19, lines 6-
1 O; emphasis added). 

To accommodate the exemplary operating format, a dramatic program might be 
recorded preparatory to the television broadcast. A substantial number of 
questions would then be formulated based on the dramatic program. For 
example, "How many people were present when the will was read?" It is 
contemplated that the dramatic program would be broadcast to different 
geographical segments of the country during different time intervals. To 
accommodate the different time intervals. it is proposed to utilize different 
questions for each geographic segment. That is, the basic format can remain 
the same, only the questions change by time zone to avoid study and 
collaboration on questions as a result of time shifts. A question 
propounded to a Chicago caller should not be repeated to a Los Angeles 
caller: In any event, callers might be given three questions randomly drawn 
from a pool serving one geographic segment and three questions drawn 
from a different pool serving another geographic segment. (Id. column 19, 
lines 17-37). 

The decoder DE1 is responsive to telephone calling numbers (provided by 
ANI equipment) indicative of a particular geographic area. Note, for example, 
that area code numbers afford an effective geographic classification of callers 
which is very useful in many formats or 5 processes of statistical analysis in 
accordance herewith. Note that geographic (or other) classification in 
accordance herewith is also accomplished by the called numbers provided. 
Each of several television stations would solicit calls for different numbers as a 
result, either by 5 DNIS or call channeling. Select processors would be reached 
through the interface units, e.g. interface 20 FIG. 1. In operation, the decoder 
DE1 determines a call is from a specific geographic area and accordingly 
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provides a signal to actuate the random number generator NG1. As a 
consequence, the random number generator NG1 provides a series of three 
random numbers in the form of addresses for the memory MS1. That is, the 
addresses may simply comprise three alphanumeric bits supplied to the 
address input Al1 to prompt the provision of three sets of voice generator 
signals for announcing the three questions in sequence. For example, the 
first question might be as suggested above: "Push the button on your telephone 
for the number of persons present in the room when the will was read". 

The voice generator signals are supplied from the memory MS1 (within the 
processing unit 92, FIG. 4) to the interface 20 (FIG. 1) which generates audio 
signals to actuate the caller's hand piece 10. Accordingly, the caller is 
instructed to answer three questions, the responses being recorded in a 
section 210 of the data block 200 (FIG. 7). Note that the clock 105 (FIG. 4) 
may be utilized to limit the response period allowed each caller. 

As indicated above, to accommodate broadcast of the program in a 
different time slot for a different geographic area, the decoder DEn (FIG. 8) 
actuates the random number generator NGn to address the memory MSn to 
provide three different questions as a result of a random selection. (Id.; 
column 19, line 46 - column 20, line 17; emphasis added). 

The '739 patent discloses providing a series of three distinct randomly generated 

different cues/questions to each different geographical, based on ANI caller information. 

In addition, the '739 patent discloses all of the cues/questions being asked in sequence 

during the one caller session. There is no explicit disclosure in the '739 patent of the 

caller calling back to participate in the contest. Moreover, if one of ordinary skill in the 

art would assume that a caller would call back to participate again, there is no 

disclosure of any randomly generated previously presented cue or cues not being 

provided to the caller of the same geographical area, only to certain cues being 

generated for the particular geographical area and those particular cues being available 

to all callers in the same geographical area. While callers in a different geographical 

area will get a different subset of a series of three distinct randomly generated different 
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cues/questions, callers in same geographical area or a different geographical area will 

get the same cues/questions randomly generated for that geographical area with no 

avoidance of the previously presented cues/questions being provided. 

Thus, the '739 patent does not disclose the "utilizing" step in avoiding repetition 

of cues in the game show embodiment. 

Therefore, Calabrese is prior art because Claim 61 is not entitled to a priority 

date of at least as early as May 16, 1988, as set forth above. 

Owner states The MDL Court determined there is at least triable 

specification support for the "utilizing" step in the May 16, 1988 parent 

application. (Response; see page 10). The examiner respectfully disagrees. 

As set forth above, the concept of "utilizing, for qualified callers, the identification 

signals that indicate the telephone numbers to avoid prompting certain callers with a 

certain previously provided cue or cues" is not entitled to a priority date of the '739 

patent (i.e. 16 May 1988). The concept of "utilizing, for qualified callers, the identification 

signals that indicate the telephone numbers to avoid prompting certain callers with a 

certain previously provided cue or cues" first appeared in U.S. Patent No. 5, 128,984 

which matured to a patent from CIP application 07/425,779, filed 23 October 1989. 

Thus, 23 October 1989 is the earliest priority date afforded claim 61 of the '120 

patent, due to its inherent dependency on claim 56, and Calabrese is deemed prior art 

under 35 U.S.C. 102(a). 
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Owner states Student Registration Does Not Disclose Cue Suppression. 

(Response; see pages 10-13). The examiner respectfully disagrees. 

As set forth in NFR, the Board has determined that Student Registration does 

teach "cues" and "cue suppression", (see NFR; pages 12-16; see BPAI Decisions on 

Appeal No. 2010-006100, pages 25-26). Moreover, the MDL Court has also held that 

Student Registration teaches "cues" and/or "cue suppression". (see Exhibit B filed 18 

March 2013 by Owner, pages 9-12; see Exhibit C filed 18 March 2013 by Owner, page 

7). 

Thus, absent a decision on the appeal to the United States Court of Appeals for 

the Federal Circuit (hereafter CAFC) with respect Student Registration not teaching 

"cues" and "cue suppression", the rejection is maintained. 

Owner states It Was Not Obvious To Combine Calabrese and Student 

Registration As Asserted. (Response; see pages 13-14). The examiner respectfully 

disagrees. 

In this regard, as set forth by the NFR, the Board has determined that it was 

obvious to combine Calabrese and Student Registration. In the merged reexaminations 

of control number 90/008,229; 90/010,044; and 90/010,130 (hereafter '10044 

reexamination) the examiner asserted, 

it would have been obvious for one of ordinary skill in the art, at the time of the 
invention to run the student registration application and other college-related 
applications of the Periphonics telephone call processing system on the 
Calabrese system. First, Calabrese provides "[a] large, general purpose VRU 
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accept[ing] calls for a wide variety of applications [that] sets up different logical 
paths through the menu structure depending on the number the customer dialed 
to gain access" (Calabrese, p. 23; emphasis added). Therefore, Calabrese's 
system is not limited to the applications that can be run thereon. Second, 
Periphonics states that the its voice response system can run multiple 
applications directed to the needs of the students at a college or university, 
stating, 

The same system can easily be expanded for many other applications 
including: admission status; financial aid status; graduation 
requirements status; course grade information; ordering supplies; 
job interview scheduling; storm closing announcement; and many 
other applications. The only limit is availability of the appropriate data 
base. (Periphonics, p. 2-1 ). 

Because Periphonics desires running multiple applications simultaneously, 
Periphonics" telephone call processing system would benefit from the DNIS 
feature of Calabrese's telephone call processing system, in order to benefit from 
the automatic directing of calls for a particular application that avoids the need to 
have a human operator direct the Calls, which saves money (Calabrese, p. 16, 
section entitled, "Introduction"). As per Calabrese, each of the Periphonics 
applications would employ a distinct 800 number which, when dialed by a 
student, would use the DNIS signals to connect the student to the correct 
application or format for processing. ('10044 reexamination Final Rejection 
mailed 20 March 2009, pages 21-23; and Examiner's Answer mailed 16 
December 2009, pages 21-24; emphasis added). 

The Board affirmed the examiner's rejection further stating, 

[a] person of ordinary skill in the art would have recognized that incorporating the 
dialogue of Periphonics' voice response system including "all 'go wrong' 
possibilities" with Calabrese's voice response units would provide the advantage 
of enhancing the speed and capacity of the voice response units. See KSR Int'/ 
Co. v. Teleflex, Inc., 550 U.S. 398,417 (2007). Thus, we agree with the Examiner 
(Ans. 23) that modifying Calabrese to include dialogue with "all 'go wrong' 
possibilities," as taught by Peri phonics would have been obvious. 

Moreover, in response to Owner's argument that the examiner's conclusion of 

obviousness is based upon improper hindsight reasoning, it must be recognized that 

any judgment on obviousness is in a sense necessarily a reconstruction based upon 

hindsight reasoning. But so long as it takes into account only knowledge which was 
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within the level of ordinary skill at the time the claimed invention was made, and does 

not include knowledge gleaned only from the applicant's disclosure, such a 

reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 

1971 ). 

Thus, the examiner deems a prima facie of obviousness has been set forth to 

combine Calabrese and Student Registration, as set forth above by the Office, the 

Board and the Court, absent a decision on the appeal to the CAFC. 

SECOND GROUND OF REJECTION: CLAIM 61 UNDER 35 U.S.C. § 103 IN VIEW OF 

MOOSEMILLER, STUDENT REGISTRATION, AND SZLAM. 

Owner states Student Registration Does Not Disclose Cue Suppression. 

(Response; see pages 10-13, 14-15). The examiner respectfully disagrees. 

With respect to Owner's reply/argument that Student Registration does not 

disclose "cue suppression", this argument has already been addressed by the examiner 

directly above. See pages 43-44, which is hereby incorporated by reference. 

Thus, absent a decision from the CAFC with respect Student Registration not 

teaching "cues" and "cue suppression", the rejection is maintained. 

Owner states It Was Not Obvious to Combine Moosemiller, Szlam, and 

Student Registration to Achieve the Claimed Invention. (Response; see pages 16-

18). The examiner respectfully disagrees. 
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In response to Owner's reply/arguments against the references individually, one 

cannot show nonobviousness by attacking references individually where the rejections 

are based on combinations of references. See In re Keller, 642 F.2d 413, 208 

USPQ 871 (CCPA 1981 ); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 

1986). 

In response to Owner's reply/argument that the examiner's conclusion of 

obviousness is based upon improper hindsight reasoning, it must be recognized that 

any judgment on obviousness is in a sense necessarily a reconstruction based upon 

hindsight reasoning. But so long as it takes into account only knowledge which was 

within the level of ordinary skill at the time the claimed invention was made, and does 

not include knowledge gleaned only from the applicant's disclosure, such a 

reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 

1971 ). 

Moreover, Owner argues that the motivation to combine is not supported by the 

references at hand (i.e. Moosemiller et al., Student Registration and Szlam et al.) due to 

the Brody Declaration. (Response, page 17; see Brody Declaration, pages 76-108). The 

Brody Declaration focuses on speculative bodily incorporation of specific structures to 

perform the tasks of DNIS and ANI and the detriment thereof. However, the test for 

obviousness is not whether the features of a secondary reference may be bodily 

incorporated into the structure of the primary reference; nor is it that the claimed 

invention must be expressly suggested in any one or all of the references. Rather, the 

test is what the combined teachings of the references would have suggested to those of 
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ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981 ). 

Moosemiller expressly suggests using the Conversant system for college registration 

(Moosemiller et al., page 88, left-most column). Student Registration clearly teaches a 

college registration. One of ordinary skill in the art would look to Student Registration 

and the use of "cues" and "cue suppression" and utilizing those features in a college 

registration system on Moosemiller et al. Moreover, one of ordinary skill in the art would 

look to the utilization of DNIS of Moosemiller to include the automatic directing of calls 

for a particular application and provide call setup protocols as necessary. Similarly, 

Szlam et al. teaches the utilization of ANI information to automatically provide account 

information. Clearly anything that is done automatically removes an operator or person 

from performing a task which inevitably saves time and money over a period of time. To 

suggest that automation in any way, shape, or form does not effectively reduce costs as 

well as increase the caller's/user's experience in telephone applications, as is 

evidenced by Moosemiller et al., Student Registration and Szlam et al., is to live in a 

vacuum. 

Owner further argues, 

[f]or the reasons set forth above regarding the first ground of rejection, which are 
hereby incorporated by reference, it would not have been obvious to incorporate 
the "go wrong" messages into voice response units of a different system, as they 
are simply messages specific to the student registration context. (Response; 
page 18). 

With respect to Owner's response, this argument has already been addressed by the 

examiner above. See pages 44-46, which is hereby incorporated by reference. 
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The examiner asserts that motivation to combine is supported by the references 

at hand, and thus, the rejection is maintained. 
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A shortened statutory period for response to this action is set to expire TWO (2) 

MONTHS from the mailing date of this action. 

Extensions of time under 37 CFR 1.136(a) do not apply in reexamination 

proceedings. The provisions of 37 CFR 1.136 apply only to "an applicant" and not to 

parties in a reexamination proceeding. Further, in 35 U.S.C. 305 and in 37 CFR 

1.550(a), it is required that reexamination proceedings "will be conducted with special 

dispatch within the Office." 

Extensions of time in reexamination proceedings are provided for in 37 

CFR 1.550(c). A request for extension of time must be filed on or before the day on 

which a response to this action is due, and it must be accompanied by the petition fee 

set forth in 37 CFR 1.17(g). The mere filing of a request will not effect any extension of 

time. An extension of time will be granted only for sufficient cause, and for a reasonable 

time specified. 

The filing of a timely first response to this final rejection will be construed as 

including a request to extend the shortened statutory period for an additional month, 

which will be granted even if previous extensions have been granted. In no event 

however, will the statutory period for response expire later than SIX MONTHS from the 

mailing date of the final action. See MPEP § 2265. 

The patent owner is reminded of the continuing responsibility under 37 CFR 

1.565(a), to apprise the Office of any litigation activity, or other prior or concurrent 
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proceeding, involving Patent No. 5,974,120 throughout the course of this reexamination 

proceeding. See MPEP §§ 2207, 2282 and 2286. 

All correspondence relating to this ex parte reexamination proceeding should be 

directed: 

By Mail to: 

By FAX to: 

By hand: 

By EFS-Web: 

Mail Stop Ex Parte Reexam 
Central Reexamination Unit 
Commissioner for Patents 
United States Patent & Trademark Office 
P .0. Box 1450 
Alexandria, VA 22313-1450 

(571) 273-9900 
Central Reexamination Unit 

Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

Registered users of EFS-Web may alternatively submit such correspondence via 
the electronic filing system EFS-Web, at 

httQs://efs.usQto.gov/efile/myQortal/efs-registered 

EFS-Web offers the benefit of quick submission to the particular area of the 
Office that needs to act on the correspondence. Also, EFS-Web submissions are "soft 
scanned" (i.e., electronically uploaded) directly into the official file for the reexamination 
proceeding, which offers parties the opportunity to review the content of their 
submissions after the "soft scanning" process is complete. 
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Any inquiry concerning this communication or earlier communications from the 

Reexamination Legal Advisor or Examiner, or as to the status of this proceeding, should 

be directed to the Central Reexamination Unit at telephone number (571) 272-7705. 

SJR 
8/28/2013 

/Stephen J Ralis/ 
Primary Examiner, Art Unit 3992 

Conferees: 
/Erik Kielin/ 
Primary Examiner, Art Unit 3992 

/Jennifer C McNeil/ 
Supervisory Patent Examiner, Art 
Unit 3992 
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