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Office Action in Ex Parte Reexamination 

Control No. 
90/012,680 

Examiner 
STEPHEN RAllS 

Patent Under Reexamination 
5251252 

Art Unit 
3992 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

aO Responsive to the communication(s) filed on __ . bO This action is made FINAL. 
c[8J A statement under 37 CFR 1.530 has not been received from the patent owner. 

A shortened statutory period for response to this action is set to expire g month(s) from the mailing date of this letter. 
Failure to respond within the period for response will result in termination of the proceeding and issuance of an ex parte reexamination 
certificate in accordance with this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c). 
If the period for response specified above is less than thirty (30) days, a response within the statutory minimum of thirty (30) days 
will be considered timely. 

Part I THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION: 

1. 0 Notice of References Cited by Examiner, PTO-892. 3. 0 Interview Summary, PTO-474. 

2. 0 Information Disclosure Statement, PTO/SB/08. 4. 

Part II SUMMARY OF ACTION 

1 a. [8J Claims 1 and 2 are subject to reexamination. 

1 b. 0 Claims 3-18 are not subject to reexamination. 

0_ 

2. 0 Claims __ have been canceled in the present reexamination proceeding. 

3. 0 Claims __ are patentable and/or confirmed. 

4. [8J Claims 1 and 2 are rejected. 

5. 0 Claims __ are objected to. 

6. 0 The drawings, filed on __ are acceptable. 

7. 0 The proposed drawing correction, filed on __ has been (7a)0 approved (7b)0 disapproved. 

8. 0 Acknowledgment is made of the priority claim under 35 U.S.C. § 119(a)-(d) or (f). 

a)O All b)O Some* c)O None of the certified copies have 

10 been received. 

20 not been received. 

30 been filed in Application No. __ . 

40 been filed in reexamination Control No. __ 

50 been received by the International Bureau in PCT application No. __ . 

* See the attached detailed Office action for a list of the certified copies not received. 

9. 0 Since the proceeding appears to be in condition for issuance of an ex parte reexamination certificate except for formal 
matters, prosecution as to the merits is closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 
11, 453 O.G. 213. 

10. 0 Other: __ 

cc: Requester (if third party requester) 
U.S. Patent and Trademark Office 

PTOL-466 (Rev. 08-06) Office Action in Ex Parte Reexamination Part of Paper No. 20130326 
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This Office action addresses claims 1 and 2 of United States Patent Number 

5,251,252 (Katz; the '252 patent, hereafter) for which it has been determined that a 

substantial new question of patentability was raised in the Request for ex parte 

reexamination filed on 15 September 2012 (hereafter the "Request"). 

Since requester did not request reexamination of claims 3-18 and did not assert 

the existence of a substantial new question of patentability (SNQ) for such claims, such 

claims will not be reexamined. See Sony Computer Entertainment America, Inc. v. 

Dudas, 85 USPQ2d 1594, 1601-02 (ED. Va. 2006) ("[T]he scope of the PTO's 

investigation extends only to those claims (i) for which reexamination has been 

requested; and (ii) for which the PTO has determined there exists a substantial question 

of validity.") (discussing inter partes, but equally applicable to ex parte). See also MPEP 

2243. 

Rejections Proposed by the Requester 

A total of five references have been asserted in the Request as providing 

teachings relevant to the claim of the '252 patent. In view of the Order, five references 

raised a substantial new question of patentability. The following proposed rejections are 

the main issues to be discussed below: 
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Issue 1: Claims 1 and 2 in view of Barger et al. (U.S. Patent No. 

4,071,698), Szlam et al. (U.S. Patent No. 4,797,911), Wendkos, 

and Masaki 

Issue 2: Claims 1 and 2 in view of Barger et al. (U.S. Patent No. 

4,071,698), Szlam et al. (U.S. Patent No. 4,797,911), Wendkos, 

Masaki and Bally 

Claim Interpretation 

Interpretation of expired claims 

The 252 patent is terminally disclaimed to U.S. Patent No.5, 128,984, (the '984 

patent, hereafter) as indicated on the cover of the '252 patent. The '984 patent expired 

on 23 October 2009. Accordingly, the '252 patent has also expired. 

In addition, the concept of a means for selecting a current caller cue does not 

have priority back to 21 February 1989. (See Order mailed 19 November 2013, pages 

3-4). Thus, the earliest priority date afforded claims 1 and 2 is deemed of 23 October 

1989. 

With respect to the interpretation of claim terms of expired patents, MPEP 

2258(G) states, 

G. Claim Interpretation and Treatment Original patent claims will be examined 
only on the basis of prior art patents or printed publications applied under the 
appropriate parts of 35 U.S.C. 102 and 103. See MPEP § 2217. During 
reexamination, claims are given the broadest reasonable interpretation 
consistent with the specification and limitations in the specification are not read 
into the claims (In re Yamamoto, 740 F.2d 1569, 222 USPQ 934 (Fed. Cir. 
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1984)). In a reexamination proceeding involving claims of an expired patent, 
claim construction pursuant to the principle set forth by the court in Phillips v. 
AWH Corp., 415 F.3d 1303, 1316,75 USPQ2d 1321, 1329 (Fed. Cir. 2005) 
(words of a claim "are generally given their ordinary and customary meaning" as 
understood by a person of ordinary skill in the art in question at the time of the 
invention) should be applied since the expired claims are not subject to 
amendment. The statutory presumption of validity, 35 U.S.C. 282, has no 
application in reexamination (In re Etter, 756 F.2d 852, 225 USPQ 1 (Fed. Cir. 
1985)). (emphasis in original). 

Accordingly, the claims herein will be interpreted in accordance with the decision 

in Phillips. During the Markman hearing in the cases entitled", "Ronald A. Katz, 

Technology Licensing, LP and MCI Telecommunications Corp. v. A T& T Corp"; and 

Verizon Cal. Inc. v. Ronald A. Katz, Technology Licensing, LP, the AT&T and Verizon 

Courts construed various claim terms similarly identical to those used in the present 

claims. Although not binding on the Office, the Courts interpret claim terms more 

narrowly and, as such, provide guidance as to what would be their "ordinary and 

customary meaning as understood by a person of ordinary skill in the art in question at 

the time of the invention." A discussion of the AT&T and Verizon Court's constructions 

are presented below to show, ultimately, that the art applied to reject the claims teaches 

the claim features within the meaning of the '252 patent, at least as suggested by the 

AT&T and Verizon Courts, and therefore applied narrowly. 

Interpretation of some claim terms 

Communication facility 

The '252 patent indicates that a "comprehensive public telephone system" is an 

example of a communication facility, stating, 
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The indicated terminals TL-Tn represent the multitude of telephone terminals 
existing in association with a communication facility CO which may comprise a 
comprehensive public telephone network. (The '252 patent, column 2, line 67 
- column 3, line2; emphasis added). 

Similarly, the Verizon Court construed "communication facility" to mean, 

... 8 telephone network that connects remote terminals and other devices having 
telephonic capabilities for communication. (Verizon Cal. Inc. v. Ronald A. Katz, 
Technology Licensing, LP., 326 F. Supp. 2d 1060, 1086) 

Remote terminals 

The AT&T Court construed the term "remote terminal" to mean, 

... a device or instrument for connecting callers to the telephone network for voice 
and digital communication, including, but not limited to, conventional telephones .. 
(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. 
v. AT& T Corp, 63 F. Supp. 2d 583, 615) 

ANI and calling number identification data 

The AT&T Court construed the term "ANI" and "calling number identification 

data" to be synonymous and mean, 

... a signal or data that identifies the calling number, i.e. the number from which a 
call originated. (Ronald A. Katz, Technology Licensing, LP and MCI 
Telecommunications Corp. v. A T& T Corp, 63 F. Supp. 2d 583, 620) 

Means-Plus-Function Limitations 
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The '252 patent includes a claim having limitations which require interpretation 

under 35 U.S.C. § 112, sixth paragraph. Specifically, claims 1 and 2 include 'means for' 

language followed by functional language, which invokes § 112, sixth paragraph. 

In that light, claim 1 recites, 

communication means for establishing telephone communication with 
currently active callers at certain of said terminals through said telephone 
communication facility; 

Owner invokes 35 U.S.C. 112, sixth paragraph, with the usage of "communication 

means fof' performing "establishing telephone communication with currentlv active 

callers" function without including any structure necessary to perform the function. (See 

MPEP § 2181). In that regard, column 3, line 46 - column 4, line 3 of the '252 patent 

states, 

At thf~ $tage~ s·omes:pecificaS'rmcts of the £9mmtml~' 
cation lfltelface are utl'tewonhy. EssefltiaUy~ as:a resull 
ofldephonlc dl3:Hng at one of the terminals. TI-TN~!b.t 
£ClJumunl;<:ati,:.;t: fac!nt~' en ">''liSttl'''''s, tl.;e $¢i·",,":t t"*~tn~~J ~ : . ~: ~ sl ~.. . ~·~r·~;~·~~~r·~·~~~:;:;·ttr~~!~·~·t~·~·~·~·~· . ~~~ ~,~$' ~<l.~ . ~ 
to an audio re$~Hl$.;f un~L S~df:tcaUt.', to iI1ustt'ate vad,. LH.nW:rmmH {:Hm:': :m:m H:~~ m ~:-.~ ~ .. 

om; at$pect~, three ~:pafate~u~dioresJxJn$e units .re 
provided in the sMt.ion CS to aceept ~aU~ in the lhree 
distinct UlOOei, That i~~ anaudlo f:t$pqfi$-C nnlt lIre· 
t;;:t:iVdtaUs in the ~·S{Xrmode .. , An audio res,nonse unit 
·:-;."H~_.nL ... n ... nn nn ~n~ ~H l lllll _"""" ... H_""_ ••• ""..... . .. ~ 

M t¢¢eiv~~alb in the are'a~6dedialin .. tll«it.~j. and an 
audio r 'nte unit 22 recel\.~ can~ in t ·11 lUg. 

m 
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,~ """"""''' '" 1"":0"":0" ~. of • 1' • ...", 
ing the- principles 0 the present invention may well 
incof~wate vant'»..ts nuntbers of audio t'eSpotls.ennhs fOf 
each calling Ulooe~ with each audio tespcm~ unilhav,. 
ing the oapabjUty tQ ~CCOmJl100,,\lCi s\~bstanti31 number 
Qr e:aib as h:)dk~led 'by ~~ lines from the ccmununk:a .. 
don fadlhy CO in FlO. 1. Ahernatlvelv. a sin~h! com ... 
.' .. mmmmmmn}:mr.n::n~:~ ~~~~~~~~i6'~~ 

~)Siu~unhmi,ht be. utiH ted , AJ$,('I«. lne: mc:~. :.t ... or ~pects 
o the de~dbed embodiment might w~n b¢ impk .. 
rrH:~:nled~i"gl~~ or in variQUS combiflMfon~ Hen~in~ (.or 
putpOS¢'of e:£!!!~~,~,2!!.t,=~ls are treat~,,'!!!,~i:~!~,!~,~!!' 

Thus, the '252 patent discloses the "communication means for" ... "establishing 

telephone communication with currently active callers" as being either separate 
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response units or a single composite response unit and claim 1 will be examined as 

such. 

Similarly, claim 1 recites, 

means for providing identification signals to said communication means 
indicative of said currently active callers; 

Again, Owner invokes 35 U.S.C. 112, sixth paragraph, with the usage of "means fof' for 

"providing identification signals to said communication means indicative of said currentlv 

active callers" function without including any structure necessary to perform the 

function. (See MPEP § 2181). In that regard, column 4, lines 18-26 and column 6, lines 

50-57 of the '252 patent state, 
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Thus, the '252 patent discloses the "means for" ... "providing identification signals to said 

communication means indicative of said currently active callers" as being AN I 

equipment at some communication facility and claim 1 will be examined as such. 

In addition, claim 1 recites, 

memory means for storing caller cues and use indications for said caller 
cues in relation to said callers as identified by said identification signals; 

Again, Owner invokes 35 U.S.C. 112, sixth paragraph, with the usage of "means fof' for 

"storing caller cues and use indications" function without including any structure 

necessary to perform the function. (See MPEP § 2181). In that regard, column 4, line 60 

- column 5, line 6 of the '252 patent states, 
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......... ....G.n.r.Uy~the in~ace Vtooe$~ 
$Or2.·~· q'uC$tiOn$.to ClninJoont~ntl and stom 
the tisu1ting uiwm in .. mult memory 36. Queslion~ 
iven to eonteltanU.tt selected from" memo ' 31 't)' 

to :a $th!9ific caner from a recomU. ThUSs b¢fote a 
question is: presented to a eaUer~ the number of the 
caning terminal i~ c~ked to mUTe dun the same (lues ... 
tkm bas not previously been ~ to a caller ~t th~t 
lermhtaL {Em pna$l$add*d L 
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The '252 patent discloses the "memory means for" for "storing caller cues and use 

indications" as just being memory, per se, without being any particular structure (see 

above citation). Thus, the "memory means for" ... "for storing caller cues and use 

indications" is being examined as "computer hardware that stores information, such as 

disks, RAM, ROM, tapes, etc." 

Moreover, claim 1 recites, 

cue means for receiving said caller cues to provide voice signals through 
said communication means to prompt responses from said currently active 
of said callers in the form of digital data signals; 

Again, Owner invokes 35 U.S.C. 112, sixth paragraph, with the usage of "cue means 

fof' for "receiving said caller cues to provide voice signals" function without including 

any structure necessary to perform the function. (See MPEP § 2181). In that regard, 

column 5, lines 7-19; and column 8, lines 57-66 of the '252 patent state, 
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• simulated vQio'e g~e$Uon<The answer is t'ifo\<ided bv :::m::::H::::::::::::::::::::aaa::ua::::::~::H zNz Y- . • 

the cal1ttactuating tbe buttons 14 81 the calling termi .. 
nat In that regard, the question ma)f be in a multiple; 
cboiceor true-tat~ formal to aooommodate simple push 
bunonaction$3t the terminal. {Em ph3Sis .aclded} . 

. !{ith,,~,,_g;l·' Qf: • ~1l,!l,ih!"in!f:_ RtOOe$KJt 
, ,~ ," ,'n.talCr ma'" he actuate<ltofi'Call ' 

inform ,&' Cln.rt"'d~dilll' u:pon the$peci lC ormat 
emplQ)fed.~.ntil!b:~mgiiiW ,!io,J,~.re Qtovided to 
acmatea voice gene:ralOt witbinthe R~r l6. A,e .. 
~rdinll)~. uludiommage",ii providedthrovgh the 
coupler' 24,' tie ·aisOclated" aun'io mpo-nse unit, and the 
communicatioft'facility CO to th~: connected t~mote 
termin.ltlul~ thccaU~'may be ,furtberinfonnedor 
cued. {Em ph~l$ls ad,dedl 

L • '. 
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Thus, the '252 patent discloses the "cue means for" for" receiving said caller cues to 

provide voice signals" as being at least the interface processor 26 and claim 1 will be 

examined as such. 

Furthermore, claim 1 recites, 

means for selecting a current caller cue from said memory means for one 
of said currently active callers for application to said cue means under 
control of said identification signals for said one of said currently active 
callers and said use indications in said memory means for said one of said 
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currently active callers, whereby to limit callers cues provided to individual 
callers for avoiding duplication. 

Again, Owner invokes 35 U.S.C. 112, sixth paragraph, with the usage of "means fof' for 

"selecting a current caller cue" function without including any structure necessary to 

perform the function. (See MPEP § 2181). In that regard, column 4, line 60 - column 5, 

line 10 of the '252 patent states, 

to • specific caller ((om a recQrd", n~ ~r9~ ,~ 
guestion is !!resentea to i. caUert the number of the 
~allins te'rminAI is checked to usure"that"the"samegtles .. ~::::::::::;z:::::::::::::::::: ~ U l(Q;:::::::: ~ Ii:;, ~ H ~ ~ ~ :::;Z::::::;Z::::::::::::::::::::::::::::::;Z::::::::::::il:l(U:lI::::::::::lI:Q: ~ :::::';')(Q :)::H)(l(:::;(;Z' 

!i2n hu ngt l1r~yi¢U$l)'~n ~sed to a caner .at that 
~inat .~Q::::l~::::::;Z::::::::: 

If the coincidence detector 42 dears the cuttent qut$ .. 
....J ".m m l l... t ~ (~~~ ~.~.~.~.~( ~rm( m ~H:m( :so ~. ' .. 

tiOn as· not be4~g. repeutive~ a sate 46 lS quabfied and lh,~ 
Uestkth is su '. liM from the memo! ·~·30 to the interface 

Thus, the '252 patent discloses the "means for" for" selecting a current caller cue" as 

being at least the interface processor 26, coincidence detector 42, memory 44 and 

random number generator 40 and claim 1 will be examined as such. 
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A system according to claim 1 further including means to process said 
digital data signals. 

Again, Owner invokes 35 U.S.C. 112, sixth paragraph, with the usage of "means to" for 

"process[ingl said digital data signals" function without including any structure 

necessary to perform the function. (See MPEP § 2181). In that regard, column 4, line 60 

- column 5, line 10 of the '252 patent states, 

.~ ':" 

\Vlih the provision of sig.nah rcpre£.et1ting a question 
:t-hN;\n~'t:h ~h'~ t:i>s~t"':~§:. *l} t: 1~" ... ·;'M:f~r· t""'·' ... nj:>:(~.~'~~"~{1':· ,~# tt.,o*: ,~.+~~ ~'" .. ~.. $. ~ e'~~~~ ~~"l;.. .... ;,,:{I:~ .,.-tltx,,", .t~.,J:'\.o.*: r'~ x ... ~,'ig,::;.'l'l. .. 'Jt.. :t· ."'\.1:,. )...J~~ 

inteHruJ v\;.)ice gen-ttawr h\;ii{:liJat~d t~) ptoJ)(.')und the 
qntMkln it;) the (~~Uer, Recognb:ing tlR~ \}a~n p~)~~ibmtie~ 
f()f 't)):rHest rt)fn1~ll$, QJlCO.!' t'tlot'e radwf difficult 'lues' 
tions lnight b¢' prt~poundt'{l to Ist,11ate IOHery p~trtici~ 
pang. AhcnWHiv(.dy~ ~ relai+v~dy et~$y {lUestkHl m:'-l}' tx* 
:P" :"i'~)rn"",,, ... A .. .,.,4 <~§ ., ~~";'"'li')f' ·{'.'!i..~,"j:··;'·<"1·;, :'fl; ·l'1·;~r·~·"".·I"<,,.:t""')'" <:t. ·t~~.", . ,,::; '\ ........ ~~{' ~*.jl~~i~,~~ ~:$,... ~ ~~l~~. ,,~ '~" i4:S·~·t·~t~'-li'~' ,~:a,.. ... ' t~'Q' ~.~~ ... ~.~ ... ,:~:~.~\.. .... ~~ J:.n: .J:I'~' 

tlntlll':lha~~-: {.>f t.he conte:$t. in a~ny~~vi~nt. ~s !)H)nu.'Hed t\f t-·· . - .. '* _. . 'W ~.~_~.~.~.~.,.~.~.. • •• ~.~.~.~.~.~.~.~.. • 

rpgt th~ .g>\.1J'~r.' "'fO§;!'V.' ,:·~".d~ '''.d".? lh .. ,f'~~~~.tt.,\,."'. ~.'. 1f~~ '~"'.A .~A",.", . • ~~ *t:*'~ -«>;);Ol:H~ g ~ QQ~"~.;:~~.-t.~~.~~ ~_~~~.:t'"~.~ ",.L ~ ~ .... ~~ VJ:. u:,,~ ~~ .. ~.~~~~ ~:~~~ 

'\1I"'~,,",£I<-.~:<Y"''''' 2:£ >i"'~'''''r.~'F'<'><·; . .t: .~~""" <'. ~""l"" ''''~''''''''''':* .• ",oS $.)\' tt..~ .,~ lC.. ~,"':::O-<"'" •. ~ ... 'U. 1 H", ""' "' .... ,.";~,, ·"Pi..; ,'~ ~~.~" .. ' ... J.U'''''~H.t: .... ~ ~,.: ~h~.· 

........ '1; ·T· .. ~ ... ~ N·>.:""'§~"'.' 
_~~~~~..&i._IoL.!~.JIlIlIi...l~ .h", ~ ... ''>-~M~.,;< 

.M::f .• k~ "~,,,*,.,. "'r""" '~'h""'" ~~ "'''''''d .:.~ of""",. 'l'~~ "'rt~"·'" " "",,,,,<>,,~1, ... " :;. .... ~ · ... u s.U_ l'!;;o·.<O·l'" '" .· .. :"f .... ,~ ,,.:t·t,,s,,, <H d·,,,· ,,~e . <.;;\..,C .~:"'·,"l;..H u.~~·.~::~"· 

ory 36 .. N{1tt that in the intete~HS ()f humtm percepth}n, 
~ primed t¢;ord may be devdoped concurrently whh 
th·'~l\,l/.;:,l!fi"~t:!m" , ... r 1("HC-fV tw""ti'''i'f\~nt:~ '.:'. "-, '1' .~P.·. tt,., .. '~ .. ' .~ "">,,. <.' '.",. ~ ... >i.~ """:l"'~'~""'<'" 

,000;1 Ijtkl£~~sing to detentl}ne ~ \V1TwerQt\virmers 
may inv()ive any of' various operadoos, as a dra\\·'ing, an 
eVCJlt, ~nd ~) t'm, A~~t."rdingly. a~ inclkaled by the 
bkx:ks 76 and 78. final dt~~ennitl$dotl~ art· t1U.ule orwin~ 
n~t:S and k~St~rS\~lith predetermined prile all.(.1CadQrli.t 
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Thus, the '252 patent discloses the "means to" "process said digital data signals" as 

being at least the interface processor 26 and claim 1 will be examined as such. 

Claim Rejection Paragraphs 

The following quotations from the MPEP regarding the types of rejections to be 

utilized below: 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Issue 1 

Claims 1 and 2 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 

of Barger et al. in view of Szlam et aI., Wendkos and Masaki (see pages 14-19, 21-22, 

46-68 of the Request, and pages 1-18 of Claim Chart CC-B, which is incorporated by 

reference ). 

With respect to the limitations of claim 1, Barger et al. discloses 

A telephone interface system for individually interfacing callers at ~ 
multitude or remote terminals for voice-digital communication through ~ 
telephone communication facility, said system comprising: 
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In that regard, as stated above in the section entitled "Claim Interpretation", The 

'252 patent indicates that a "comprehensive public telephone system" is an example of 

a communication facility, stating, 

[t]he indicated terminals TL-Tn represent the multitude of telephone terminals 
existing in association with a communication facility CO which may comprise a 
comprehensive public telephone network. (The '252 patent, column 2, line 67 
- column 3, line2; emphasis added). 

Also, the Verizon Court construed "communication facility" to mean, 

... 8 telephone network that connects remote terminals and other devices having 
telephonic capabilities for communication. (Verizon Cal. Inc. v. Ronald A. Katz, 
Technology Licensing, LP., 326 F. Supp. 2d 1060, 1086) 

Barger et al. discloses a telephonic system and method of marketing and selling 

merchandise and services by telephone that includes a data processor in direct 

communication with caller telephones through a public telephone system or network. In 

that regard, Barger et al. discloses: 

... Fig. 1 illustrates the basic concept of the invention in which a data processor 
10 is connected by an automatic answering device 11 to a public telephone 
system 12 via telephone couplers 13. All telephones 14 connected to the 
system are assumed to be of the dial or push-button signaling type. (Barger et al; 
column 3, lines 41-56; emphasis added) 

When a customer calls a telephone number of the telephone record marketing 
store, the transmitting and receiving equipment of the marketing store are 
connected to the telephone system 12 by one of the data couplers 13 dedicated 
to the telephone number called. (Id.; column 3, lines 61-65; emphasis added) 

The telephone record marketing store will, in practice, subscribe to a plurality of 
telephone lines in order to receive more than one call at any given time. (Id.; 
column 4, lines 35-37) 
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The data couplers 13 are configured to connect caller telephones with the data 
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processor 10 through a plurality of telephone lines of the public telephone system 12 so 

that the processor may receive multiple customer calls. In general, the data couplers 13 

configure the Barger et al. system for use with a communication facility including remote 

terminals for individual callers, as recited in the preamble of claim 1. As discussed 

below, other structures in conjunction with the data couplers 13 interface caller 

telephones with the data processor of the Barger et al. system. 

With respect to the limitations of "remote terminals" and "voice-digital 

communication", as stated above in the section entitled "Claim Interpretation", the AT&T 

Court construed the term "remote terminal" to mean, 

... a device or instrument for connecting callers to the telephone network for voice 
and digital communication, including, but not limited to, conventional telephones .. 
(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. 
v. AT& T Corp, 63 F. Supp. 2d 583, 615). 

In that light, Figure 2 of Barger et al. discloses push-button phones 25 that clearly read 

on the features of the remote terminals. Barger et al. discloses receiving information 

from dial or push-button telephones 14, 24, 25 either by callers keying in information 

using telephone keypads or speaking with an operator (Barger et al.; column 3, lines 41-

46; column 7, lines 38-48; column 9, lines 20-33; see Figure 1, 2; see CC-A, page 1). 

Thus, Barger et al. disclosed well before the effective filing date of the '252 

patent, an telephone interface system for use with a communication facility including 

remote terminal for individual callers that enables individual callers to provide voice and 
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digital information/identification data to the system using remote terminals or dial and 

push button telephones. 

communication means for establishing telephone communication with 
currently active callers at certain of said terminals through said telephone 
communication facility; 

As set forth above, "communication means for" ... "establishing telephone 

communication with currently active callers" is disclosed in the '252 patent as being 

either separate response units or a single composite response unit. In that regard, 

Barger et al. discloses a system receiving calls for processing in plural interface formats 

with caller telephones being interfaced with either a human customer service operator 

34 (first mode) or directly with the system data processor 10 for online processing of 

transactions (second and third modes). Figures 1 and 2 of Barger et al. disclose 

telephone or data couplers 13, 26, 32, 33 that receive call data from the dial or push-

button telephones 14, 24, 25 via the public telephone system 12. Barger et al. 

specifically states, 

when a customer calls a telephone number of the telephone record marketing 
store, the transmitting and receiving equipments of the marketing store are 
connected to the telephone system 12 by one of the data couplers 13 dedicated 
to the telephone number called. (Barger et al; column 3, line 61-65). 

The coupler may be anyone of a number of different types commercially 
available for attaching customer supplied equipment to a line of the public 
telephone system. The coupler provides an automatic subscriber terminal 
capable of originating, answering and terminating a call without a human 
operator ... (Id.; column 3, line 66 to column 4, line 3) . 

... entering this second mode of service is through the customer calling a 
distinct telephone number (i.e. from that for the first mode) for a line which the 
data processor 10 recognizes as being from a customer who has a push-button 
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telephone and wishes automatic telephone service. (Id.; column 3, lines 3-8; 
emphasis added). 

The push-button telephones connect to the data coupling sets 32 through a 
telephone system of direct distance dialed or leased lines by simply keying 
in distinct telephone numbers for the telephone lines connected to the data 
coupling sets. (Id.; column 9, lines 29-33; emphasis added). 

The data couplers 13, 26,32,33 provide a communication means to receive signal-

represented input data from the user at a telephone 14, 24, 25. 

Thus, Barger et al. discloses communication means for establishing telephone 

communication with active callers given its broadest reasonable interpretation under 35 

U.s.C. 112, sixth paragraph. 

means for providing identification signals to said communication means 
indicative of said currently active callers; 

As set forth above, "means for" ... "providing identification signals to said 

communication means indicative of said currently active callers" is disclosed in the '252 

patent as being ANI equipment at some communication facility. However, Barger et al. 

discloses the communication facility providing "caller associated account number 

information" via the user on the remote terminal being used. In column 4, lines 18-23, 

Barger et al. specifically states, 
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Barger et al. clearly discloses identification information (i.e. account number) being 

entered after a cue is provided by the operator/voice responsive system. Thus, Barger 

et al. discloses the communication facility providing upon the instance of a call from one 

of said remote terminal apparatus "caller associated identification signals" given its 

broadest reasonable interpretation under 35 U.S.C. 112, sixth paragraph. 

memory means for storing caller cues and use indications for said caller 
cues in relation to said callers as identified by said identification signals; 

As set forth above, "means for" ... "storing caller cues and use indications" is being 

examined as "computer hardware that stores information, such as disks, RAM, ROM, 

tapes, etc.". In that regard, Barger et al. discloses RAM 23 and discs, tapes and other 

media that can be utilized as storage devices. In column 7, lines 33-37, 49-68; column 

8, lines 55-60; and column 2, lines 5-12, Barger et al. specifically states, 

Referring nov¥~ to FIG, 2,. a data. proc~l' for ,he 
telephone record mukednlsystem is comprised of a 
,enlrai p~;mj,n&JU\t~, [CPUlll and a hut ~ ,throuah 
which the CPU com.municata with otheturu.t~ i.nelud .. 
Lng. random ao=oes:smetllOty; 23~ (Ern phasisaddad}, 
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Barger et al. clearly discloses memory in RAM and magnetic disks to store cues as well 

as memory in general being utilized to store customer's transactions to cues. Thus, 

Barger et al. discloses memory means for storing caller cues and use indications for 

said caller cues in relation to said callers as identified by said identification signals given 

its broadest reasonable interpretation under 35 U.S.C. 112, sixth paragraph. 

cue means for receiving said caller cues to provide voice signals through 
said communication means to prompt responses from said currently active 
of said callers in the form of digital data signals; 

As set forth above, "cue means for" ... "receiving said caller cues to provide voice 

signals" is disclosed in the '252 patent as being at least the interface processor 26. In 

that regard, Barger et al. discloses a system receiving calls for processing in plural 

interface formats with caller telephones being interfaced with either a human customer 

service operator 34 (first mode) or directly with the system data processor 10 for online 

processing of transactions (second and third modes). With respect to the first mode or 

format, Barger et al. states, 

In the first mode, the operator (18, 34) elicits required information from the 
customer, such as name and account number, demonstrations desired, and 
orders for the merchandise or services demonstrated, all of which data are 
entered in a customer record block in the data processing system 10 through 
operator terminal means 39. (Column 2, lines 33-39; emphasis added). 

Barger et al. calls the first mode or format, the "operator-attended mode" (see Figure 

3a). With respect to the second and third modes, Barger et al. states, 

... entering this second mode of service is through the customer calling a 
distinct telephone number (i.e. from that for the first mode) for a line which the 
data processor 10 recognizes as being from a customer who has a push-button 
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A modified automatic telephone service may be provided in a third mode to 
customers 51 of a licensed retailer of merchandise or services through the 
equivalent of push-button telephones 47. (Column 3, lines 8-11; emphasis 
added). 

Barger refers to the second and third modes or formats as the "push-button telephone 

mode" (see Figure 4). In column 6, lines 35-43 Barger et al. further states, 

Barger et al. clearly discloses the data processor providing subroutines that receive 

caller inputs and provided prerecorded messages accordingly. 

Thus, Barger et al. discloses cue means for receiving said caller cues to provide 

voice signals through said communication means to prompt responses from said 

currently active of said callers in the form of digital data signals given its broadest 

reasonable interpretation under 35 U.S.C. 112, sixth paragraph. 
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selecting a current caller cue from said memory means for one of said 
currently active callers for application to said cue means under control of 
said identification signals for said one of said currently active callers and 
said use indications in said memory means for said one of said currently 
active callers. 

Barger et al. discloses a "telephone system for audio demonstration and 

marketing of goods and services" (Barger et al.; Title) in which Barger et al. performs 

"the function", as set forth above. In that regard, Barger et al. discloses the system 

receiving calls for processing in plural interface formats with caller telephones being 

interfaced with either a human customer service operator 34 (first mode) or directly with 

the system data processor 10 for online processing of transactions (second and third 

modes). Barger et al. also discloses RAM 23 and discs, tapes and other media that can 

be utilized as storage devices. (See Barger et al.; column 7, lines 33-37, 49-68; column 

8, lines 55-60; and column 2, lines 5-12). Barger et al. clearly discloses memory in RAM 

and magnetic disks to store cues as well as memory in general being utilized to store 

customer's transactions, as set forth above 

In addition, as set forth above, Barger et al. discloses identification information 

(i.e. account number - the "caller associated account number information") being 

entered after a cue is provided by the operator/voice responsive system. Further, 

Barger et al. discloses the "caller associated account number information" controlling 

the prospective cues of the caller based on format/mode, previous trends, preferences, 

freeloader check, credit verification, etc. (Barger et al.; column 2, lines 5-15; column 6, 

lines 35-43; column 8, line 60- column 9, line 4; column 9, lines 36-45; column 11, lines 

18-47). 
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Thus, Barger et al. discloses "the function" of selecting a current caller cue from 

said memory means for one of said currently active callers for application to said cue 

means under control of said identification signals for said one of said currently active 

callers and said use indications in said memory means for said one of said currently 

active callers. 

This is all the features of claim 1 that Barger et al. discloses. 

Barger et al. discloses all of the limitations of the claimed invention, as previously 

set forth, except for specifically calling for the means for providing identification signals 

comprising means for providing at least a portion of the digits associated with a remote 

terminal for identification (i.e. Automatic Number Identification, AN£); the cue 

beinq related questions prompted to contestants; and the structure for performing 

the" means for selecting a current caller cue" (i.e. at least the interface processor 26, 

coincidence detector 42, memory 44 and random number generator 40) to limit caller 

cues provided to individual callers for avoiding duplication. 

However, utilizing "ANI" equipment at a communication facility to provide the 

calling number to a telephone system is known in the art. In that regard, as set forth 

above, the AT&T Court construed the term "ANI" and "calling number identification 

data" to be synonymous and mean, 

... a signal or data that identifies the calling number, i.e. the number from 
which a call originated. (Ronald A. Katz, Technology Licensing, LP and MGI 
Telecommunications Gorp. v. AT& T Gorp, 63 F. Supp. 2d 583, 620) (emphasis 
added). 
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Szlam et al. further teaches such a configuration removes the necessity of the operator 

to attain information as well as provide the most up to date information at the on-set of 

the call. Szlam et al. specifically states, 
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The Barger et al. system would appear, prima facie, to benefit economically by 

being modified to include at least enabling "ANI" technology for providing systems with 

account information automatically, as taught by Szlam et aI., in order to automatically 

retrieve preliminary customer information and provide for direct updating of customer 

information, thus, removing the necessity for a customer to provide further information, 

thereby increasing the overall efficiency of the telephone voice responsive system and 

enhancing the economic benefits of the technology. 

Third party states, 

Barger and Szlam are marketing and order entry systems. One of ordinary skill in 
the art would have been motivated to modify the teachings of Barger with the 
teachings of Szlam, in particular, Szlam's teachings regarding the use of ANI to 
more effectively identify callers. (Request; pages 24, 47). 

A person of ordinary skill in the art would have been motivated to combine 
Barger with Szlam. As described above, Szlam discloses an online account 
servicing system that shares many similarities with Barger including - the need to 
identify callers,1 the need to keep very detailed records of the caller's interaction 
with the system. 2 As Szlam discloses, many practical and economic benefits 
would have motivated one to modify the Barger system with the teachings of 

1 ''Therefore, there is a need for a method and apparatus for obtaining preliminary customer account 
information from the customer or automatically determining the calling party's telephone number and 
account information prior to the call being serviced." [Szlam at Col. 1, lines 45-65] 
2 Szlam records "[t]he particular messages played, and the customer's response, such as placing an 
order, changing and order, etc." [Szlam at Co. 14, lines 18-32]. 
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Szlam. In particular, one of ordinary skill in the art would have adopted Szlam's 
teachings with regard to the use of the Automatic Number Identification (ANI) 
service provided by the telephone carrier. 3 As the Federal Circuit noted in 
regards to Szlam and ANI "if a technique has been used to improve one device, 
and a person of ordinary skill in the art would recognize that it would improve 
similar devices in the same way, using the technique is obvious unless its actual 
application is beyond his or her skill."4 As Szlam discloses, capturing ANI (where 
available) greatly speeds the necessary process of identifying callers and 
accordingly reduces reliance on expensive operators.5 (Request; pages 26, 49). 

In the resulting modified record marketing system of Barger, customers would 
call into the system and be preliminarily identified by way of the ANI service and 
ANI decoder disclosed in Szlam. In the event that further identification or credit 
verification were required, the caller would use the touch tone keypad on their 
telephone to key-in other identifying information, such as a name, address, 
account number or credit card information as described in Barger, Szlam and 
Wendkos. The identifying information, provided via ANI or touch tone, would be 
used to cross- reference with existing caller records stored in memory. 
Alternatively, a new record could be created. (Request; pages 29, 52). 

Thus, it would have been obvious for one of ordinary skill in the art, at the time of 

the invention for acquisition of the customer account number information for testing 

under control processing system of Barger et al. to utilize the "ANI" technology for 

providing systems with account information automatically, as taught by Szlam et aI., in 

order to automatically retrieve preliminary customer information and provide for direct 

updating of customer information, thus, removing the necessity for a customer to 

3 "Upon detecting an incoming call on the trunk T 1 trunk interface control unit 10al 3 may direct ANI 
decoder 10a24 to obtain the telephone number of the calling party .... " [Szlam, Col. 12, lines 15-20]. 
4 See Ronald A. Katz Technology Licensing, LLP v. American Airlines 639 F.3d 1303, 1323 (Fed. Cir. 
2011 ). 

5 Otherwise, "[t]he operator must answer the call, determine whether the customer desires to place an 
order, check on the status of an order or obtain account information. The operator must then obtain the 
account number from a customer, key in the account number of the terminal, and wait for the customer 
account information to appear on the screen before any business can be transacted." [Szlam, Col. 1, lines 
45-65]. 
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provide further information, thereby increasing the overall efficiency of the telephone 

voice responsive system and enhancing the economic benefits of the technology. 

Similarly, a cue being related to questions prompted to contestants is known in 

the art. Wendkos, for example, teaches an automated voice-digital telemarketing phone 

system in which users call particular 800 numbers, enter product codes or account 

numbers, and participate in contests. Wendkos specifically states, 

[i]nteraction with callers through, touch tone input allows games like Trivia 
Challenge or Secret Number promotions to be played over the phone. Product 
codes or membership account numbers can serve as access codes which must 
be entered before continuing with the call. Voices of celebrated personalities or 
cartoon characters can be used to encourage caller participation along with 
music and special sound effects. These are just a few of the many possibilities. 
(Wendkos; page 59 column 3). 

In addition, Wendkos teaches a "trivia challenge" incorporated into the purchase of a 

particular product to provide rewards for purchasing the product. (Wendkos; page 60, 

column 1-2). Wendkos further teaches how such an implementation increases interest 

and sales of the product. (Wendkos; page 60, column 1). 

The Barger et al. in view Szlam et al. system would appear, prima facie, to 

benefit economically by being modified to include the "Trivia Challenge" for providing 

rewards to the callers/users of the purchased product, as taught by Wendkos, in order 

to increases interest and sales of the product, thus, enhancing the economic benefits of 

the technology. 

Third party states, 

Barger, Szlam and Wendkos are automated telemarketing systems. One of 
ordinary skill in the art would have been motivated to modify the Barger system 
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further with the teachings of Wendkos. In particular, one of ordinary skill in the art 
would have been motivated to modify Barger to incorporate the trivia challenge 
telemarketing of Wendkos to increase interest and sales for the music marketing 
system of Barger. (Request; pages 24, 47). 

A person of ordinary skill in the art would have also been motivated to further 
combine Barger and Szlam with Wendkos. One of the problems that Barger was 
attempting to address was the lack of adult engagement within the music industry 
- resulting in lower sales and a difficulty in reaching the increasingly important 
adult market. [Barger, Col. 1, lines 25-35 ("The record industry has largely 
ignored the preferences and shopping habits of adults who have neither the time 
nor the inclination to keep abreast of the most recent recordings offered, much 
less to browse through the most recent recorders ... through record stores.,,)].6 
Wendkos offers several methods of increasing customer interest, and ultimately 
sales. In particular, the trivia challenge promotion disclosed by Wendkos would 
have been understood by one of ordinary skill in the art as readily adaptable to 
the telephonic music store system of Barger. Indeed, Barger itself mentions that 
one of the many things the audio demonstration system can market includes 
games: 

As a further variation of the system in its use, though not in its 
organization, other types of merchandise may be sold by telephone where 
an audio demonstration would help the customer make a decision. 
Included are tickets to movies or stage shows, video recordings, books or 
recordings of books on tape, pay television shows, games and many 
other types of general merchandise. [Barger at Col. 6, lines 55-65 
(emphasis added)]. 

As Wendkos explains the caller's experience can be enhanced further by 
"[v]oices of celebrated personalities or cartoon characters ... to encourage caller 
participation along with music and special sound effects." [Wendkos at p. 59, Col. 
2]. Moreover, like Barger and Szlam, Wendkos teaches the need for identifying 
callers through names, addresses, product codes, orders, credit card information, 
or requests, etc. 7 and using automation such as audio-text and voice response to 
reduce reliance on operators. [Wendkos at p 59 ("Personnel costs are very often 
the most expensive factor in a telemarketing program. The majority of all 
telemarketing programs involve the repetitive handling of the same type of call: 

6 Importantly, Barger does not teach that adults will not browse, but rather that adults will not browse at a 
record store. 
7 "Callers are guided to the information ... through interactive voice prompts. Touch tone telephones are 
converted into remote terminals for entering or retrieving information of any kind. Any desired information 
from callers, such as names, addresses, orders, credit card information or requests can be captured ... or 
touch tone input." [Wendkos, p. 59]. 
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capturing a caller's name and address ... answering the same questions over and 
over again, handling account status inquiries.")]. (Request; pages 26-27,49-50). 

Thus, it would have been obvious for one of ordinary skill in the art, at the time of 

the invention for the telephone merchandise marketing by audio demonstration of 

Barger et al. in view of Szlam et al. to utilize the "Trivia Challenge" for providing rewards 

to the callers/users of the purchased product, as taught by Wendkos, in order to 

increases interest and sales of the product, thus, enhancing the economic benefits of 

the technology. 

Moreover, providing at least interface processor 26, coincidence detector 42, 

memory 44 and random number generator 40 as the "structure for performing the 

"means for selecting a current caller cue" to limit and avoiding duplication is known in 

the art. In that regard, Masaki teaches a controller 7, random generator 8, and a 

memory 9 to select information for the user "in a random order and without repeating 

and one tune." (Masaki; Abstract; see Figure 1). In column 2, lines 3-11,31-42; and 

column 3, line 66 - column 4 line 15, Masaki specifically states, 
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Masaki inherently discloses the controller 7 having an algorithm thereon (i.e. 
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coincidence detector) comparing the recently played tunes (i.e. respective tunes with "1" 

in the bit correlating to the tune in memory B of memory 9) with tunes that have not yet 

been played (i.e. respective tunes with "0" in the bit correlating to the tune in memory B 
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generated by the random generator 8 is utilized to select a tune from the generated list. 

Masaki further teaches such a configuration provides a means to play selections in 

random order without repeating any selection (Masaki; Abstract; column 1, lines 39-43). 

The Barger et al. in view Szlam et al. and Wendkos system would appear, prima 

facie, to benefit functionally by being modified to include the structure for selecting 

random items from a list of existing items, as taught by Masaki, in order to provide 

selections of trivia questions and/or music in random order without repeating any 

selection. 

Third party states, 

Finally, Masaki discloses a system where the user interacts with the 
system to provide automated entertainment in the form of audio information. 
Therefore, one of ordinary skill in the art would have understood the aggregating 
and randomization method used by Masaki could be used to improve the trivia 
challenge of the modified Barger system. (Request; pages 25, 48). 

A person of ordinary skill in the art would have been further motivated to 
combine Barger, Szlam, Wendkos and Bally with Masaki. Masaki provides insight 
in how the modified Barger system, discussed above, would manage and select 
randomized musical tunes. Further, the randomized musical tunes, as part of the 
modified Barger system, would be part of both the audio demonstrations and the 
basis for the trivia questions. 

In support of the above, Masaki is directed to an automated method of 
randomizing entertainment information (particularly, tunes) presented to a user, 
and tracking the entertainment information presented to a user to avoid repeating 
the same information. See [Masaki, Col. 1, lines 20-25] ("if the playing sequence 
of the disks is fixed at the start of the playing operation, [there exists a 
disadvantage] that the selection of tunes cannot be done spontaneously."). 
Masaki further discloses that: 
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The disk playing method provided in accordance with the present 
invention is characterized in that a first memory for recording the 
identities of already-played tunes on each disk, a second memory for 
recording the identities of already-played tunes on each disk, and a 
third memory for incrementally counting the number of the already
played tunes on each disk and recording the incremental counted 
number are provided, and as-yet-unplayed disks and as-yet-unplayed 
tunes are randomly selected in accordance with random numbers 
created by a random number generator to reproduce all other tunes 
on all the disks without playing any of the tunes more than once. 
[Masaki, Col. 1, lines 31-43] (emphasis added). 

Similarly, Barger discloses storing audio demonstrations using an audio repeater 
having appropriate storage, contemplated to be equipment such as a magazine 
of magnetic tapes. [Barger, Col. 7, lines 56-63]. One of ordinary skill in the art 
would have been motivated to utilize the audio repeater functionality for 
managing and playing audio information, enhanced by the random selection and 
tracking feature of Masaki, as part of its storage and retrieval functionality for 
audio demonstrations. A person of ordinary skill would understand how the 
Barger marketing objective to provide audio demonstrations is enhanced by the 
Wendkos suggestion of trivia for entertainment, can be met by enhancing the 
system to randomly select tunes for a caller, while also tracking those tunes. 

In the resulting modified record marketing system of Barger, customers 
would call into the system and be preliminarily identified by way of the ANI 
service and ANI decoder disclosed in Szlam. In the event that further 
identification or credit verification were required, the caller would use the touch 
tone keypad on their telephone to key-in other identifying information, such as a 
name, address, account number or credit card information as described in 
Barger, Szlam and Wendkos. The identifying information, provided via ANI or 
touch tone, would be used to cross- reference with existing caller records stored 
in memory. Alternatively, a new record could be created. 

Further[sic], for the modified Barger system incorporating a music trivia 
game, the caller would be presented with the option to participate in a music 
trivia game via telephone. In this situation, the system would provide a 
randomized information as described by Masaki and present the user with (for 
example) a multiple choice question (as part of the Wendkos trivia) to identify the 
tune that is the subject of the music trivia question, as detailed in Wendkos. The 
modified system as disclosed in Masaki, Barger and Szlam would record the 
question and corresponding tune played to the caller, as well as the caller's 
answer. The modified Barger system would then prompt the caller to inquire 
whether the caller would like to purchase the played tune and store that response 
and/or order in the customer record. The system would generate another random 
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number, and per Masaki, check the customer record to ensure that neither that 
same tune nor a previously posed trivia question was repeated to that caller. 
After the user completed the call, the modified system would then make 
appropriate updates to the caller records. (Request; pages 51-53). 

Thus, it would have been obvious for one of ordinary skill in the art, at the time of 

the invention for the telephone merchandise marketing by audio demonstration of 

Barger et al. in view of Szlam et al. and Wendkos to include the structure for selecting 

random items from a list of existing items, as taught by Masaki, in order to provide 

selections of trivia questions and/or music in random order without repeating any 

selection. 

Similarly, this combination of references further satisfies, at least rationale C 

identified by the Supreme Court in KSR International Co. v. Teleflex Inc., 550 U.S. 

_,_,82 USPQ2d 1385, 1395-97 (2007): "Use of known technique to improve 

similar devices (methods, or products) in the same way." (See MPEP 2143.) The 

examiner asserts use of known technique to improve similar devices in the same way is 

obvious to one of ordinary skill in the art. That is, the manner of enhancing a particular 

device (providing structure for selecting random items from a list of existing items) was 

made part of the ordinary capabilities of one skilled in the art based upon the teaching 

of such improvement in Masaki. Accordingly, one of ordinary skill in the art would have 

been capable of applying this known "improvement" technique in the same manner to 

the prior art telephone interface system for audio entertainment purchasing using trivia 

game audio demonstrations of Barger et al. in view of Szlam et al. and Wendkos and 

the results would have been predictable to one of ordinary skill in the art, namely, one 

skilled in the art would have readily recognized that providing structure for selecting 
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random items from a list of existing items in a gaming scenario in Barger et al. in view of 

Szlam et al. and Wendkos would positively provide to provide selections of trivia 

questions and/or music in random order without repeating any selection. 

With respect to the limitations of claim 2 and, 

[a] system according to claim 1 further including means to process said 
digital data signals, 

As set forth above, "means to" "process said digital data signals" is disclosed in the '252 

patent as being at least the interface processor 26. In that regard, Barger et al. 

discloses a system receiving calls for processing in plural interface formats with caller 

telephones being interfaced with either a human customer service operator 34 (first 

mode) or directly with the system data processor 10 for online processing of 

transactions (second and third modes). With respect to the first mode or format, Barger 

et al. states, 

In the first mode, the operator (18, 34) elicits required information from the 
customer, such as name and account number, demonstrations desired, and 
orders for the merchandise or services demonstrated, all of which data are 
entered in a customer record block in the data processing system 10 
through operator terminal means 39. (Barber et al.; column 2, lines 33-39; 
emphasis added). 

Barger et al. calls the first mode or format, the "operator-attended mode" (see Figure 

3a). With respect to the second and third modes, Barger et al. states, 

... entering this second mode of service is through the customer calling a 
distinct telephone number (i.e. from that for the first mode) for a line which the 
data processor 10 recognizes as being from a customer who has a push-button 
telephone and wishes automatic telephone service. (Barger et al.; column 3, 
lines 3-8; emphasis added). 
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A modified automatic telephone service may be provided in a third mode to 
customers 51 of a licensed retailer of merchandise or services through the 
equivalent of push-button telephones 47. (Barger et al.; column 3, lines 8-11; 
emphasis added). 

Barger refers to the second and third modes or formats as the "push-button telephone 

mode" (see Figure 4). In column 6, lines 35-43 Barger et al. further states, 

Althou,gh the ttlepnofi¢ t~w. matketins system 
descrt1led \vith reference to FIO\ 1 ha$t¢l~ u.pon 4\ 
hUmb eUltnmet service operator for eustomeroommu", 
tU.eatioust the mnetiMs oft-he cnstomer service o~ratnr 
mal~be m;laced by Emjmmmed"subrouttnes in (11$ uata 
~~mn;;;ititand me;a~~es~Hmeoorded=lon.l CbanneIs:~of:tne 

audioerosrnmre:~ter" e ~.nut0n:!er r~nds hi: ·on nnnn UlllllUlllll.lllll~:::::::::· • ~Hr ........................................ .." .. 
kei cod~ into the data roct$$or (lim ... 11 a . 'Usb. .. 

Barger et al. clearly discloses the data processor providing subroutines that receive 

caller inputs/digital data signals in the form of "keyed codes" into a data processor via a 

push button telephone. 

Thus, Barger et al. discloses means to process said digital data signals given its 

broadest reasonable interpretation under 35 U.S.C. 112, sixth paragraph. 

Issue 2 

Claims 1 and 2 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 

of Barger et al. in view of Szlam et aI., Wendkos, Bally and Masaki (see pages 14-46 of 

the Request, and pages 1-18 of Claim Chart CC-A, which is incorporated by reference). 
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In regards to the limitations of claims 1 and 2, the examiner respectfully asserts 

that the rejection over Barger et al. in view of Szlam et aI., Wendkos and Masaki 

teaches each of the features of claims 1 and 2 in proper combination. To the degree it 

can be argued that Masaki, alone, does not teach or provide a prima facie case of 

obviousness to utilize the randomization structure, as set forth in Masaki, to randomly 

select questions/music of the Barger et al. in view of Szlam et al. and Wendkos 

telephonic merchandise marketing system, then this feature is at least further obvious in 

view of Bally, as set forth below: 

Bally, for example, teaches a computer randomly selecting a "Topic" for a 

musical trivia game. On page 4, paragraph 2 under "Games Description", Bally 

specifically states, 

It is known in the art that such randomization of topics inherently provides a mechanism 

to keep the game fresh as well as prevent users from cheating. 

The Barger et al. in view Szlam et al. and Wendkos system would appear, prima 

facie, to benefit functionally by being modified to include the structure for selecting 

random items from a list of existing items, as taught by Masaki as set forth above, in 

order to provide selections of trivia questions and/or music in random order without 
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repeating any selection, since as evidenced by Bally, using randomization keeps the 

experience fresh and new. 

Third party states, 

Bally discloses an automated trivia challenge game based on music. One 
of ordinary skill in the art would have been motivated to implement aspects of the 
Bally game when utilizing the teachings of Wendkos. One of ordinary skill in the 
art would have understood that Bally's teachings regarding the randomization of 
topics (and therefore trivia questions) would have resulted in a more enjoyable 
trivia game inasmuch as the randomization would serve to keep the game fresh. 

Finally, Masaki discloses a system where the user interacts with the 
system to provide automated entertainment in the form of audio information. 
Therefore, one of ordinary skill in the art would have understood the aggregating 
and randomization method used by Masaki could be used to improve the trivia 
challenge of the modified Barger system. (Request; pages 24-25). 

A person of ordinary skill in the art would have been further motivated to 
combine Barger, Szlam and Wendkos with Bally. The Bally manual provides 
insight in how to set up and organize an electronic and automated music trivia 
game familiar to many adults - Name That Tune. In particular, a person of 
ordinary skill in the art would understand that Bally discloses a method of 
randomization for entertainment-based interactions. Specifically, Bally provides 
an option to the operator of the game to randomize the question topics (e.g. For 
the Birds) and therefore the questions: liThe basic play consists of hearing a song 
play and selecting one of four choices using the answer buttons. Play begins with 
the computer randomly choosing a Topic, e.g. 'For the Birds,' which contains 
such songs as Woody Woodpecker, When Doves Fly, etc."S [Bally at p. 4]. 

A person of ordinary skill in the art would have been further motivated to 
combine Barger, Szlam, Wendkos and Bally with Masaki. Masaki provides insight 
in how the modified Barger system, discussed above, would manage and select 
randomized musical tunes. Further, the randomized musical tunes, as part of the 
modified Barger system, would be part of both the audio demonstrations and the 
basis for the trivia questions. 

In support of the above, Masaki is directed to an automated method of 
randomizing entertainment information (particularly, tunes) presented to a user, 

8 As described above, Barger discloses that one of the many types of items that can be marketed using 
the system described there is game. Additionally, Wendkos encourages those of ordinary skill in the art to 
look to games for enhanced telemarketing promotions. Accordingly, Bally is not non-analogous art to 
Barger or Wendkos. 
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and tracking the entertainment information presented to a user to avoid repeating 
the same information. See [Masaki, Col. 1, lines 20-25] ("if the playing sequence 
of the disks is fixed at the start of the playing operation, [there exists a 
disadvantage] that the selection of tunes cannot be done spontaneously."). 
Masaki further discloses that: 

The disk playing method provided in accordance with the present 
invention is characterized in that a first memory for recording the 
identities of already-played tunes on each disk, a second memory for 
recording the identities of already-played tunes on each disk, and a 
third memory for incrementally counting the number of the already
played tunes on each disk and recording the incremental counted 
number are provided, and as-yet-unplayed disks and as-yet-unplayed 
tunes are randomly selected in accordance with random numbers 
created by a random number generator to reproduce all other tunes 
on all the disks without playing any of the tunes more than once. 
[Masaki, Col. 1, lines 31-43] (emphasis added). 

Similarly, Barger discloses storing audio demonstrations using an audio repeater 
having appropriate storage, contemplated to be equipment such as a magazine 
of magnetic tapes. [Barger, Col. 7, lines 56-63]. One of ordinary skill in the art 
would have been motivated to utilize the audio repeater functionality for 
managing and playing audio information, enhanced by the random selection and 
tracking feature of Masaki, as part of its storage and retrieval functionality for 
audio demonstrations. A person of ordinary skill would understand how the 
Barger marketing objective to provide audio demonstrations is enhanced by the 
Wendkos suggestion of trivia for entertainment, can be met by enhancing the 
system to randomly select tunes for a caller, while also tracking those tunes. 

In the resulting modified record marketing system of Barger, customers 
would call into the system and be preliminarily identified by way of the ANI 
service and ANI decoder disclosed in Szlam. In the event that further 
identification or credit verification were required, the caller would use the touch 
tone keypad on their telephone to key-in other identifying information, such as a 
name, address, account number or credit card information as described in 
Barger, Szlam and Wendkos. The identifying information, provided via ANI or 
touch tone, would be used to cross- reference with existing caller records stored 
in memory. Alternatively, a new record could be created. 

Further, for the modified Barger system incorporating a music trivia game, 
the caller would be presented with the option to participate in a music trivia game 
via telephone. In this situation, the system would provide a randomized topic or 
question as described by Bally and Masaki and present the user with (for 
example) a multiple choice question (as part of the Wendkos trivia) to identify the 
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tune that is the subject of the music trivia question, as detailed in Bally. The 
modified system as disclosed in Masaki, Barger and Szlam would record the 
question and corresponding tune played to the caller, as well as the caller's 
answer. The modified Barger system would then prompt the caller to inquire 
whether the caller would like to purchase the played tune and store that response 
and/or order in the customer record. The system would generate another random 
number, and per Masaki, check the customer record to ensure that neither that 
same tune nor a previously posed trivia question was repeated to that caller. 
After the user completed the call, the modified system would then make 
appropriate updates to the caller records. (Request; pages 28-30). 

Thus, it would have been obvious for one of ordinary skill in the art, at the time of 

the invention for the telephone merchandise marketing by audio demonstration of 

Barger et al. in view of Szlam et al. and Wendkos to include the structure for selecting 

random items from a list of existing items, as taught by Masaki as set forth above, in 

order to provide selections of trivia questions and/or music in random order without 

repeating any selection, since as evidenced by Bally, using randomization keeps the 

experience fresh and new. 

Similarly, this combination of references further satisfies, at least rationale C 

identified by the Supreme Court in KSR International Co. v. Teleflex Inc., 550 U.S. 

_,_,82 USPQ2d 1385,1395-97 (2007): "Use of known technique to improve 

similar devices (methods, or products) in the same way." (See MPEP 2143.) The 

examiner asserts use of known technique to improve similar devices in the same way is 

obvious to one of ordinary skill in the art. That is, the manner of enhancing a particular 

device (providing structure for selecting random items from a list of existing items) was 

made part of the ordinary capabilities of one skilled in the art based upon the teaching 

of such improvement in Masaki. Moreover, the manner of enhancing a particular device 

(randomly selecting items from a list of existing items in a gaming system) was made 
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part of the ordinary capabilities of one skilled in the art based upon the teaching of such 

improvement in Bally. Accordingly, one of ordinary skill in the art would have been 

capable of applying this known "improvement" technique in the same manner to the 

prior art telephone interface system for audio entertainment purchasing using trivia 

game audio demonstrations of Barger et al. in view of Szlam et al. and Wendkos and 

the results would have been predictable to one of ordinary skill in the art, namely, one 

skilled in the art would have readily recognized that providing structure for selecting 

random items from a list of existing items in a gaming scenario in Barger et al. in view of 

Szlam et al. and Wendkos would positively provide to provide selections of trivia 

questions and/or music in random order without repeating any selection, since as 

evidenced by Bally, using randomization keeps the experience fresh and new. 

With respect to the limitations of claim 2 and, 

A system according to claim 1 further including means to process said 
digital data signals, 

As set forth above, "means to" "process said digital data signals" is disclosed in the '252 

patent as being at least the interface processor 26. In that regard, Barger et al. 

discloses a system receiving calls for processing in plural interface formats with caller 

telephones being interfaced with either a human customer service operator 34 (first 

mode) or directly with the system data processor 10 for online processing of 

transactions (second and third modes). With respect to the first mode or format, Barger 

et al. states, 
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In the first mode, the operator (18, 34) elicits required information from the 
customer, such as name and account number, demonstrations desired, and 
orders for the merchandise or services demonstrated, all of which data are 
entered in a customer record block in the data processing system 10 through 
operator terminal means 39. (Barber et al.; column 2, lines 33-39; emphasis 
added). 

Barger et al. calls the first mode or format, the "operator-attended mode" (see Figure 

3a). With respect to the second and third modes, Barger et al. states, 

... entering this second mode of service is through the customer calling a 
distinct telephone number (i.e. from that for the first mode) for a line which the 
data processor 10 recognizes as being from a customer who has a push-button 
telephone and wishes automatic telephone service. (Barger et al.; column 3, lines 
3-8; emphasis added). 

A modified automatic telephone service may be provided in a third mode to 
customers 51 of a licensed retailer of merchandise or services through the 
equivalent of push-button telephones 47. (Barger et al.; column 3, lines 8-11; 
emphasis added). 

Barger refers to the second and third modes or formats as the "push-button telephone 

mode" (see Figure 4). In column 6, lines 35-43 Barger et al. further states, 

Barger et al. clearly discloses the data processor providing subroutines that receive 

caller inputs/digital data signals in the form of "keyed codes" into a data processor via a 

push button telephone. 
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Thus, Barger et al. discloses means to process said digital data signals given its 

broadest reasonable interpretation under 35 U.S.C. 112, sixth paragraph. 
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The patent owner is reminded of the continuing responsibility under 37 CFR 

1.565(a), to apprise the Office of any litigation activity, or other prior or concurrent 

proceeding, involving Patent No. 5,251,252 throughout the course of this reexamination 

proceeding. See MPEP §§ 2207, 2282 and 2286. 

The Patent Owner is reminded that any proposed amendment to the specification 

and/or claims in the reexamination proceeding must comply with the provisions of 37 

C.F.R. § 1.530(d)-(j), must be formally presented pursuant to 37 C.F.R. § 1.52(a) and 

(b), and must include any fees required by 37 C.F.R. § 1.20(c). See MPEP § 2250(IV) 

for examples to assist in the preparation of proper amendments in reexamination 

proceedings. 

In order to ensure full consideration of any amendments, affidavits or 

declarations, or other documents as evidence of patentability, such documents must be 

submitted in response to this Office action. Submissions after the next Office action, 

which is intended to be a final action, will be governed by the requirements of 37 

CFR 1.116, after final rejection and 37 CFR 41.33 after appeal, which will be strictly 

enforced. 

Extensions of time under 37 CFR 1.136(a) will not be permitted in these 

proceedings because the provisions of 37 CFR 1.136 apply only to "an applicant" and 

not to parties in a reexamination proceeding. Additionally, 35 U.S.C. 305 requires that 

reexamination proceedings "will be conducted with special dispatch" (37 CFR 1.550(a)). 
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Extension of time in ex parte reexamination proceedings are provided for in 37 CFR 

1.550(c). 

All correspondence relating to this ex parte reexamination proceeding should be 

directed: 

By Mail to: 

By FAX to: 

By hand: 

By EFS-Web: 

Mail Stop Ex Parte Reexam 
Central Reexamination Unit 
Commissioner for Patents 
United States Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

(571) 273-9900 
Central Reexamination Unit 

Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

Registered users of EFS-Web may alternatively submit such correspondence via 
the electronic filing system EFS-Web, at 

httQs://efs.usQto.gov/efile/m:tQortal/efs-registered 

EFS-Web offers the benefit of quick submission to the particular area of the 
Office that needs to act on the correspondence. Also, EFS-Web submissions are "soft 
scanned" (i.e., electronically uploaded) directly into the official file for the reexamination 
proceeding, which offers parties the opportunity to review the content of their 
submissions after the "soft scanning" process is complete. 
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Any inquiry concerning this communication or earlier communications from the 

Reexamination Legal Advisor or Examiner, or as to the status of this proceeding, should 

be directed to the Central Reexamination Unit at telephone number (571) 272-7705. 

SJR 
March 27, 2013 

/Stephen J Ralis/ 
Primary Examiner, Art Unit 3992 

Conferee 
/Erik Kielin/ 
Primary Examiner, Art Unit 3992 

Conferee 
/Sudhanshu C Pathak! 
Supervisory Patent Examiner, Art 
Unit 3992 
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