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Examiner 
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-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

aO Responsive to the communication(s) filed on __ . bO This action is made FINAL. 
c[8J A statement under 37 CFR 1.530 has not been received from the patent owner. 

A shortened statutory period for response to this action is set to expire g month(s) from the mailing date of this letter. 
Failure to respond within the period for response will result in termination of the proceeding and issuance of an ex parte reexamination 
certificate in accordance with this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c). 
If the period for response specified above is less than thirty (30) days, a response within the statutory minimum of thirty (30) days 
will be considered timely. 

Part I THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION: 

1. 0 Notice of References Cited by Examiner, PTO-B92. 3. 0 Interview Summary, PTO-474. 

2. 0 Information Disclosure Statement, PTO/SB/OB. 4. 0_ 

Part II SUMMARY OF ACTION 

1 a. [8J Claims 1,4 and 5 are subject to reexamination. 

1 b. [8J Claims 2,3 and 6-96 are not subject to reexamination. 

2. 0 Claims __ have been canceled in the present reexamination proceeding. 

3. 0 Claims __ are patentable and/or confirmed. 

4. [8J Claims 1,4 and 5 are rejected. 

5. 0 Claims __ are objected to. 

6. 0 The drawings, filed on __ are acceptable. 

7. 0 The proposed drawing correction, filed on __ has been (7a)0 approved (7b)0 disapproved. 

B. 0 Acknowledgment is made of the priority claim under 35 U.S.C. § 119(a)-(d) or (f). 

a)O All b)O Some* c)O None of the certified copies have 

10 been received. 

20 not been received. 

30 been filed in Application No. __ . 

40 been filed in reexamination Control No. __ 

50 been received by the International Bureau in PCT application No. __ ' 

* See the attached detailed Office action for a list of the certified copies not received. 

9. 0 Since the proceeding appears to be in condition for issuance of an ex parte reexamination certificate except for formal 
matters, prosecution as to the merits is closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 
11, 453 O.G. 213. 

10. 0 Other: __ 

cc: Requester (if third party requester) 
U.S. Patent and Trademark Office 

PTOL-466 (Rev. 08-06) Office Action in Ex Parte Reexamination Part of Paper No. 20120926 
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1. This Office action addresses claims 1, 4 and 5 of United States Patent Number 

6,349,134 (hereafter the '134 patent) for which it has been determined that a substantial 

new question of patentability was raised in the Request for ex parte reexamination filed 

on 24 July 2012 (hereafter the "Request"). 

Since requester did not request reexamination of claims 2, 3 and 6-96 and did 

not assert the existence of a substantial new question of patentability (SNQ) for such 

claims, such claims will not be reexamined. See Sony Computer Entertainment 

America, Inc. v. Dudas, 85 USPQ2d 1594, 1601-02 (ED. Va. 2006) ("[T]he scope of the 

PTO's investigation extends only to those claims (i) for which reexamination has been 

requested; and (ii) for which the PTO has determined there exists a substantial question 

of validity.") (discussing inter partes, but equally applicable to ex parte). See also MPEP 

2243. 

Rejections Proposed by the Requester 

2. A total of two references have been asserted in the Request as providing 

teachings relevant to the claims of the '134 patent. In view of the Order, two references 

raised a substantial new question of patentability. The following proposed rejections are 

the main issues to be discussed below: 
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Issue 1: Claims 1,4 and 5 in view of Katz (U.S. Patent No. 4,845,739; 

hereinafter Katz'739) and Katz (U.S. Patent No.5, 128,984; 

hereinafter Katz'984) 

Claim Interpretation 

Interpretation of expired claims 

3. The '134 patent is terminally disclaimed to U.S. Patent No. 4,845,739, (the '739 

patent, hereafter) as indicated on the cover of the '134 patent. The '739 patent expired 

on 16 May 2009. In addition, the concept of "utilizing the certain identification data to 

avoid prompting certain callers with a certain previouslv provided cue or cues and 

providing at least one other cue" first appeared in U.S. Patent No.5, 128,984 (hereafter 

'984 patent) which matured to a patent from CIP application 07/425,779, filed 23 

October 1989. Similarly, the claimed limitations of claims 1, 4 and 5 (i.e. utilizing the 

certain identification data to avoid prompting certain callers with a certain previouslv 

provided cue or cues and providing at least one other cue) was first recited in in the '134 

patent family in an amendment filed by Owner on 25 May 2001. Thus, the earliest 

priority date afforded claims 1,4 and 5 is deemed 25 May 2001. 

With respect to the interpretation of claim terms of expired patents, MPEP 

2258(G) states, 

G. Claim Interpretation and Treatment: Original patent claims will be examined 
only on the basis of prior art patents or printed publications applied under the 
appropriate parts of 35 U.S.C. 102 and 103. See MPEP § 2217. During 
reexamination, claims are given the broadest reasonable interpretation 
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consistent with the specification and limitations in the specification are not read 
into the claims (In re Yamamoto, 740 F.2d 1569, 222 USPQ 934 (Fed. Cir. 
1984)). In a reexamination proceeding involving claims of an expired patent, 
claim construction pursuant to the principle set forth by the court in Phillips v. 
AWH Corp., 415 F.3d 1303, 1316,75 USPQ2d 1321, 1329 (Fed. Cir. 2005) 
(words of a claim "are generally given their ordinary and customary meaning" as 
understood by a person of ordinary skill in the art in question at the time of the 
invention) should be applied since the expired claims are not subject to 
amendment. The statutory presumption of validity, 35 U.S.C. 282, has no 
application in reexamination (In re Etter, 756 F.2d 852, 225 USPQ 1 (Fed. Cir. 
1985)). (Emphasis in original) 

Accordingly, the claims herein will be interpreted in accordance with the decision in 

Phillips, since the patent term has expired. During the Markman hearing in the case 

entitled, "Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications 

Corp. v. A T& T Corp", the AT&T Court construed various claim terms similarly identical 

to those used in the present claims. Although not binding on the Office, the Courts 

interpret claim terms more narrowly and, as such, provide guidance as to what would be 

their "ordinary and customary meaning as understood by a person of ordinary skill in the 

art in question at the time of the invention." A discussion of the AT&T Court's 

constructions are presented below to show, ultimately, that the art applied to reject the 

claims teaches the claim features within the meaning of the '134 patent, at least as 

suggested by the AT&T Court, and therefore applied narrowly. 

Interpretation of some claim terms 

Communication facility 

The '134 patent indicates that a "comprehensive public telephone system" is an 

example of a communication facility, stating, 
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In the disclosed embodiment, the remote terminals T1 through Tn represent the 
multitude of conventional telephone terminals that are coupled to a 
communication facility C which may take the form of a comprehensive public 
telephone system for interconnecting any associated terminals TI- Tn. (The 
'134 patent, column 3, lines 28-33; emphasis added). 

Similarly, the AT&T Court construed "communication facility" to mean, 

... that part of the telephone network that enables a caller to connect to the Katz 
system. (Ronald A. Katz, Technology Licensing, LP and MCI 
Telecommunications Corp. v. A T& T Corp, 63 F. Supp. 2d 583, 598) 

Remote terminals 

The AT&T Court construed the term "remote terminals" to mean, 

... a device or instrument for connecting callers to the telephone network for voice 
and digital communication, including, but not limited to, conventional telephones. 
(Ronald A. Katz, Technology Licensing, LP and MCI Telecommunications Corp. 
v. AT& T Corp, 63 F. Supp. 2d 583, 615) 

ONIS and called number identification data 

The AT&T Court construed the term "ONIS" and "called number identification 

data" to be synonymous and mean, 

... a signal or data that identifies a number called. (Ronald A. Katz, Technology 
Licensing, LP and MCI Telecommunications Corp. v. AT& T Corp, 63 F. Supp. 2d 
583, 618) 

Plurality of interface units 

The AT&T Court construed the term "interface structure" (i.e. examiner deems 

"structure" and" unit" to be synonymous) to mean, 
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... the hardware and software required to connect the processors upon which the 
Katz system is running to the communication facility such that information from 
the communication facility and the remote terminals may be provided to and 
received by the Katz system. (Ronald A. Katz, Technology Licensing, LP and 
MGI Telecommunications Gorp. v. AT& T Gorp, 63 F. Supp. 2d 583, 601) 

The examiner further asserts that "a plurality" is synonymous to "more than one." Thus, 

the examiner deems" a plurality of interface units" as being "more than one" interface 

unit, as set forth above. 

Voice generator capability 

The AT&T Court determined that the function performed by a "voice generator" 

means" (i.e. examiner deems "capability" and" means" to be synonymous) is 

... a device for generating vocal instructions or prompts to individual callers a 
remote terminals. (Ronald A. Katz, Technology Licensing, LP and MGI 
Telecommunications Gorp. v. A T& T Gorp, 63 F. Supp. 2d 583, 602) 

Format 

The AT&T Court construed the term "format" to mean, 

... a computer program that sets forth the content and sequence of steps to 
gather information from and convey information to callers through pre-recorded 
voice prompts and messages. (Ronald A. Katz, Technology Licensing, LP and 
MGI Telecommunications Gorp. v. AT& T Gorp, 63 F. Supp. 2d 583, 613) 

Various Formats 
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The AT&T Court construed the term "multiple formats" and "plurality of formats" 

(i.e. examiner deems "various" and" multiple/plurality" to be synonymous) to 

mean, 

... more than one format. (Ronald A. Katz, Technology Licensing, LP and MCI 
Telecommunications Corp. v. AT& T Corp, 63 F. Supp. 2d 583, 613) 

ANI and calling number identification data 

Claim 1 recites, 

receiving at least certain identification data relating to said individual callers. 
(emphasis added) 

The AT&T Court construed the term "ANI" and "calling number identification data" to be 

synonymous and mean, 

... a signal or data that identifies the calling number, i.e. the number from which a 
call originated. (Ronald A. Katz, Technology Licensing, LP and MCI 
Telecommunications Corp. v. A T& T Corp, 63 F. Supp. 2d 583, 620) 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Issue 1 (Requester designated SNQ 1) 
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5. Claims 1,4 and 5 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 

over Katz'739 in view of Kat'984. 

NOTE: The concept of " utilizing the certain identification data to avoid prompting 

certain callers with a certain previouslv provided cue or cues and providing at least one 

other cue" first appeared in the '984 patent which matured to a patent from CIP 

application 07/425,779, filed 23 October 1989. 

The claimed limitations of claims 1, 4 and 5 (i.e. utilizing the certain identification 

data to avoid prompting certain callers with a certain previouslv provided cue or cues 

and providing at least one other cue) was first recited in the '134 patent family in an 

amendment filed by Owner on 25 May 2001. Similarly, in the merged reexamination 

proceedings of control number 90/008,229, control number 90/010,044, and control 

number 90/010,130, the Patent Office has opined that "cue suppression" is in the '120 

patent family, not the '134 patent family, and first appeared in the '984 patent, as set 

forth above. Thus, the concept of "utilizing the certain identification data to avoid 

prompting certain callers with a certain previouslv provided cue or cues and providing at 

least one other cue" does not attain the priority date of the '134 patent. Therefore, 25 

May 2001 is the earliest priority date afforded claims 1, 4 and 5 of the '134 patent. 

Accordingly, the Katz'739 patent, patented on 04 July 1989, and the Katz'984 patent, 

patented on 07 July 1992, both qualify as prior art under 35 USC 102(b). 

Moreover, since the '134 patent is essentially a continuation of the '739 patent, 

the recited subject matter in the '739 patent must be in the '134 patent. In that regard, 

Third Party Requester states, 
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The front page of the '134 patent recites that it is a "[d]ivision of application 
No. 07/335,923, filed on Apr. 10, 1989, which is a continuation of application 
No. 07/194,258, filed on May 16,1988, now Pat. No. 4,845,739, ... " As such, the 
specification of the Katz '739 and the '134 patent are substantially identical. 
Katz '739 teaches a telephonic-interface statistical analysis system. Specifically, 
Katz '739 teaches a system in which an automatic call distributor interfaces a 
multiplicity of individual terminals (e.g., telephones) with one or more processing 
systems (e.g., central processors). Based on identification data associated with 
an individual caller's telephone (e.g., ONIS), the one or more processing systems 
selects an operating format (e.g., auction sales, contests, lotteries, polls, 
commercials, and so on) to control the processing of statistical data. Once the 
operating format is selected, the one or more processing systems provides 
prompts or cues to the caller to obtain other data. Katz '739, however, does not 
disclose the cue suppression feature recited in claims 1,4 and 5 of the '134 
patent. (See Request page 6, 1 st paragraph; emphasis added). 

Since the '134 patent is a continuation of Katz '739, Katz '739 purportedly 
discloses each and every limitation of the '134 patent with the exception of 
cue suppression. (See Request page 10, 1 st full paragraph; emphasis added). 

Katz '739 discloses the preamble, plurality of interface units, central 
processor, and storage structure of claim 1 with the exception of the cue 
suppression. (See Request, 1 st paragraph; emphasis added). 

Thus, for claim 1, the examiner deems that Katz'739 discloses 

(a) controlled data system for use with a telephone communication 
facility including remote terminals for individual callers, wherein said 
remote terminals comprise a telephonic capability including voice 
communication structure, and digital input structure in the form of 
an array of alphanumeric buttons for providing data, and wherein 
said telephone communication facility includes the capability to 
automatically provide called number identification data signals 
(ONIS), said controlled data system comprising: 

(see Request, pages 6, 16-19; see Claim Chart CC-A, pages 1-5). In addition, Katz'739 

discloses, 

a plurality of interface units including voice generator capability 
coupled to said telephone communication facility and placed at 
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spaced apart remote geographic locations for receiving calls from 
said individual callers at said remote terminals and for receiving said 
called number identification data signals (ONIS) automatically 
provided by the telephone communication facility; 

(see Request, pages 19-21; see Claim Chart CC-A, pages 5-13). Moreover, Katz'739 

discloses, 

a central processor coupled to said plurality of interface units 
including voice generator capability by communication lines of said 
telephone communication facility, and coupled through a coupled 
interface unit for: 

(see Request, pages 21-22; see Claim Chart CC-A, pages 14-20); 

1) controlling cues to said individual callers in accordance with 
anyone of various operating formats, 

(see Request, pages 22-23; see Claim Chart CC-A, pages 20-25); 

2) accomplishing a selected one of said various operating formats 
identified by said called number identification data signals (ONIS), 
which relate to a telephone number dialed by said individual 
callers, 

(see Request, pages 23-24; see Claim Chart CC-A, pages 25-26); 

3) receiving at least certain identification data relating to said 
individual callers and testing the at least certain identification 
data to control access to at least certain operations of said 
selected format, and 

(see Request, pages 24-26; see Claim Chart CC-A, pages 26-33); 

4) also receiving other data provided by said individual callers in 
response to said one or more cues, at least certain other data 
provided by said individual caller via the digital input structure; 
and 
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a storage structure associated with said central processor or said 
coupled interface unit or both for storing data relating to said 
individual callers including at least certain of said other data, said 
central processor utilizing at least certain of said identification data 
to address stored data on said individual callers and updating at 
least certain stored data in said storage structure based on said 
identification data and at least certain of said other data. 

(see Request, pages 29-32; see Claim Chart CC-A, pages 39-56). 

With respect to the limitations of claim 4, Katz'739 discloses 

wherein a live operator at a live operator station can enter data for said 
individual callers. 

(See Request, page 33; see Claim Chart CC-A, pages 56-57). 

With respect to the limitations of claim 5, Katz'739 discloses 

wherein at least certain of said stored data is utilized for subsequent 
processing. 

(See Request, page 34; see Claim Chart CC-A, pages 57-59). 

Thus, Katz'739 discloses the limitations of claim 1,4 and 5, as set forth above. 
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Katz'739 further discloses that once the operating format is selected, the one or 

more processing systems may provide prompts or cues to the caller to obtain other 

data. In that regard, Katz'739 specifically states, 

If the caller responds with a proper telephone number, the operation proceeds. 
Specifically, the system sequences to record the response of the proper 
telephone number as indicated by the block 45. That is, the caller's telephone 
number is recorded in an assigned specific memory cell identified with the 
caller. The format of the cell C1 is indicated in FIG. 2. The first portion, 
section 53, contains a form of identification data, i.e., the caller's telephone 
number, i.e. "(213) 627-2222". (Column 7, lines 38-47; emphasis added). 

The system proceeds after the caller is qualified. Specifically, the cue to the 
voice generator of the interface 20 (FIG. 1) as represented by the block 56 
produces a request for further information from the caller with further 
identification data and answer data. For example, the voice generator might 
request information by stating: "Please use the telephone buttons to indicate 
initials of your name." 

The detailed operation is not represented in FIG. 3 as it is similar to the operation 
illustrated by the blocks 42 through 54. However, again, a proper response is 
registered in the storage cell C1 as illustrated in FIG. 2 by the number "53" 
also registered in the first section 53 of the cell. 

As set forth above, Katz'739 discloses a system that registers the caller's telephone 

number as well as further identification data in a record. However, there is no disclosure 

of not providing cues that were previously provided based on caller's telephone number 

or the further identification data entered into the record. 

Similarly, Katz'739 also states, 

As another example, callers might be restricted to the purchasers of a specific 
product as a medical apparatus for measuring blood pressures, heart rates, or so 
on. In such situations, it will be apparent that the statistical data will be somewhat 
distorted from an average or normal sampling. Clearly, the processors P1-Pn can 
be programmed to take into account such considerations. In that regard, the 
processors might also verify identification data proffered by a caller. Such 
data might take the form of a credit card number or a personal 
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identification number. Methods for verification of such numbers using computer 
techniques are discussed below. (Column 9, lines 54-64). 

As a preliminary action, a voice responder in the interface 20 might be cued by 
the processing unit to identify the mail-order house and indicate that the order 
will be taken by computer. Either before or after qualification, the caller might 
be advised that if he prefers to communicate directly with a person, or needs 
such contact at any point in the communication, he may accomplish it simply by 
pushing the asterisk button (*) at the terminal T1 . Such action forms an abort 
signal that is detected by the processing unit 92 to transfer the communication to 
the interface terminal IT (FIG. 1). Alternatively, the customer may be asked 
(by voice cue) to provide detailed information as name, address, etc. which 
is recorded for later processing. 

(55) After the preliminary information is supplied to a caller, the 
qualification phase is initiated. For example, the interface 20 might actuate the 
terminal T1 to announce: "Please indicate the type of credit card you will 
use for your purchase by pushing the button number ' one' for 
Mastercharge, 'two' for ..... (Column 10, line 62 - column 11, line 13). 

Using voice prompt, the interface 20 next instructs the caller to use the 
telephone buttons to indicate his credit card number and the expiration date 
of the card. That data is stored in the register 104, specifically in the blocks 
132 and 134 as illustrated in FIG. 5. (Column 11, lines 21-25). 

Again, Katz'739 clearly discloses a system that registers a caller's credit card 

information in an identification data record. However, while there is disclosure to a credit 

card qualification process occurring via testing a "so-called negative list," there is no 

disclosure of not providing cues that were previously provided based on the caller's 

credit card information. 

In addition, Katz'739 states, 

Preliminarily, in accordance with the disclosed exemplary format, persons 
wishing to participate in the auction sale would make preliminary 
arrangements involving utilization of the system to establish authorization 
data for qualified bidders in cells C1-Cn of the memory 98 (FIG. 4). In an 
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alternative format, the bidders could simply be qualified immediately before 
bidding, as on the basis of a charge-card number or other identification. 

Generally, it is contemplated that callers are coupled into the system only during 
the bidding on specific items of merchandise. Accordingly, some 
prequalification may be desirable to facilitate the rapid accumulation of a 
bidding group with the introduction of a unit of merchandise. (Column 14, 
lines 29-41 ; emphasis added) 

As the auctioneer announces the next item for sale, it is televised to potentially 
interested bidders. In addition to being informed of the merchandise, potential 
bidders might also be reminded of the telephone number for participating in the 
auction. Accordingly, any interested person at a remote terminal T1-Tn may 
dial the auction number and obtain access to the processing systems P1-
Pn. The caller would have a television set available, tuned for example to a cable 
channel. 

Any preliminary qualification as indicated above will then be performed 
along with any appropriate designation. (Column 14, lines 59-65). 

As set forth above, Katz'739 discloses a user/caller picking up a phone terminal to 

participate in an auction. Katz'739 further discloses "(a)ny preliminary qualification" will 

be performed by the system for the user/caller. In that light, Katz'739 clearly discloses 

qualification or prequalification steps including credit card information being placed in 

memory, making preliminary arrangements to establish authorization, etc .. In addition, 

Katz'739 clearly involves questions or cues being provided to attain certain caller's 

identification information. However, while Katz'739 does disclose "persons wishing to 

participate in the auction sale would make preliminary arrangements involving utilization 

of the system to establish authorization data for qualified bidders" and "some 

prequalification may be desirable to facilitate the rapid accumulation of a bidding group 

with the introduction of a unit of merchandise," Katz'739 does not disclose what 

questions or cues have been eliminated, added, or even replaced to facilitate providing 
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a larger bidding group, only to providing "preliminary arrangements." Thus, Katz'739 is 

silent with regard to the specificity of questions and the avoidance of providing certain 

questions that were previously provided and providing another instead, with respect to 

only the identification data being provided (i.e. the caller's number being placed in 

memory, credit card information being placed in memory, making preliminary 

arrangements to establish authorization, etc.) (see Fory declaration, pages 10-16). 

In another embodiment, Katz'739 states, 

At this juncture, operating elements within the processing unit 92 will be 
considered in relation to an explanation of the manner in which select questions 
are provided to a caller and his answers received and recorded for 
subsequent processing to determine winners. (Column 19, lines 6-10; emphasis 
added). 

To accommodate the exemplary operating format, a dramatic program might be 
recorded preparatory to the television broadcast. A substantial number of 
questions would then be formulated based on the dramatic program. For 
example, "How many people were present when the will was read?" (Column 19, 
lines 17-22; emphasis added). 

It is contemplated that the dramatic program would be broadcast to different 
geographical segments of the country during different time intervals. To 
accommodate the different time intervals, it is proposed to utilize different 
questions for each geographic segment. That is, the basic format can remain 
the same, only the questions chanqe by time zone to avoid study and 
collaboration on questions as a result of time shifts. A question 
propounded to a Chicago caller should not be repeated to a Los Angeles 
caller. In any event, callers might be given three questions randomly drawn 
from a pool serving one geographic segment and three questions drawn 
from a different pool serving another geographic segment. (Column 19, lines 
23-37; emphasis added). 

As set forth above, Katz'739 clearly discloses randomly generating questions or cues 

for a particular geographical area. Moreover, Katz'739 discloses not providing the same 

randomly generated certain questions or cues to different geographical areas. Even if 
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one of ordinary skill in the art could argue that two different geographic areas are 

considered the same "callers", the questions generated for said geographic area of 

"callers" would be exactly the same and there would be no avoidance of prompting 

callers within that geographic area with a previously provided question or even 

avoidance of providing a different question since the three questions asked of a caller 

come from a single, common pool of questions assigned for each geographic location. 

In other words, Katz'739 generates random cues per a selected area, however, does 

not utilize any caller's identification information to segregate if or what particular posed 

question or cue has been previously posed and, as a result, provide another 

question/cue in return. (See Fory declaration, pages 16-19). 

Thus, Katz'739 discloses all of the limitations of the claimed invention, as 

previously set forth, except for except for specifically calling for utilizing the certain 

identification data to avoid prompting certain callers with a certain previouslv provided 

cue or cues and providing at least one other cue. 

However, providing the utilization of certain identification data to avoid prompting 

certain callers with a certain previously provided cue or cues and providing at least one 

other cue is known in the art. Katz'984, for example, teaches, using identification data 

such as a caller's number (ANI) to avoid repeating a question previously posed to the 

caller. (See Request pages 6-7, 16-18,26-28; see Claim Chart CC-A, pages 33-34). In 

that regard, Katz'984 states, 
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Thus, before a question is presented to a caller, the number of the calling 
terminal is checked to assure that the same question has not previously 
been posed to a caller at that terminal. (Column 5, lines 1-5; emphasis added). 

The system of the disclosed embodiment selectively qualifies callers 
depending on their calling mode. Additionally, the system responds to caller 
identification to enhance contest equity. Generally, the interface processor 26 
poses questions to calling contestants and stores the resulting answers in 
a result memory 36. Questions given to contestants are selected from a 
memory 38 by a random number generator 40. Essentially, the memory 38 
contains an inventory of questions addressable by numbers provided by 
the random number generator 40. The address numbers from the generator 40 
are also supplied to a coincidence detector 42 that also receives the address 
numerals of questions previously presented to a specific caller from a 
record 44. Thus, before a question is presented to a caller, the number of 
the calling terminal is checked to assure that the same question has not 
previously been posed to a caller at that terminal. 

If the coincidence detector 42 clears the current question as not being 
repetitive, a gate 46 is qualified and the question is supplied from the memory 
30 to the interface processor 26. A voice generator within the interface 
processor 26 then provides signals through a designated line 39, the coupler 
24, a line 37, one of the audio response units and the communication facility CO 
to the connected remote terminal. As a result, the caller hears a simulated 
voice question. The answer is provided by the caller actuating the buttons 14 at 
the calling terminal. In that regard, the question may be in a multiple choice or 
true-false format to accommodate simple push button actions at the terminal. 
(Column 4, line 56 - column 5, line 18; emphasis added). 

In the disclosed embodiment, concurrently with the operation of further 
informing the caller, the interface processor 26 actuates the random number 
generator 40 to provide a random address for the question memory 38. The 
process step is illustrated in FIG. 2 by the block 66. 

(The random number (identifying a question in the memory 38) is also 
provided to the coincidence detector 42 to test for the previous use of the 
question to the calling terminal. In that regard, the interface processor 26 
provides the caller telephone number (ANI) to the caller record 44 which 
may simply take the form of a look-up table addressed by calling numbers and 
revealing the identification of previous questions propounded. The 
addresses of questions previously recorded for a calling number are 
supplied to the coincidence detector 42 for comparison with the current 
tentative question identification number. The process step is illustrated by the 
query block 68 in FIG. 2. 
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If the tentative guestion has been previously used for the calling terminal, a 
signal is provided from the coincidence detector 42 to the interface 
processor prompting a repeat operation by the random number generator 40 
to select another guestion. 

Alternatively, if the tentative question is not a repeat, then the coincidence 
detector 42 qualifies the gate 46 and the tentative question is supplied to the 
interface processor 26 for actual use. Note that upon the occurrence of an 
approved question, the coincidence detector also supplies a signal to the call 
record 44 which records the identification number of the question. The process 
step is illustrated in FIG. 2 by the block 70. (Column 8, line 65 - column 9, line 
29; emphasis added). 

As set forth above, Katz'984 explicitly teaches using identification data such as a 

caller's number (ANI) to avoid repeating a question previously posed to the caller, and if 

a repeat question is identified, then posing another question. 

Thus, Katz'984 teaches utilizing the certain identification data to avoid prompting 

certain callers with a certain previously provided cue or cues and providing at least one 

other cue. 

Katz'984 further teaches such a configuration provides a means to prevent 

zealous and obsessive participants from attaining an unfair advantage (column 2, lines 

17-25), thereby increasing the operational fairness and efficiency of the telephonic 

gaming system. 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention was made to incorporate the utilization of certain identification data to avoid 

prompting certain callers with a certain previously provided cue or cues and providing at 

least one other cue of Katz'984 in order to prevent zealous and obsessive participants 
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from attaining an unfair advantage, thereby increasing the operational fairness and 

efficiency of the telephonic gaming system. 

This combination of references further satisfies, at least rationale C identified by 

the Supreme Court in KSR International Co. v. Teleflex Inc., 550 U.S. _,_, 82 

USPQ2d 1385, 1395-97 (2007): "Use of known technique to improve similar devices 

(methods, or products) in the same way." (See MPEP 2143.) The elements of the 

Graham factual inquiry for supporting a finding of obviousness based on this rationale 

are provided below: 

(1) A finding that the prior art (Katz'739) contained a "base" device (a telephonic 
interface system) upon which the claimed invention can be seen as an "improvement" 
for including the utilization of certain identification data to avoid prompting certain callers 
with a certain previously provided cue or cues and providing at least one other cue. 

(2) A finding that the prior art (Katz'984) contained a "comparable" device (a 
telephonic interface system) that has been improved in the same way as the claimed 
invention, i.e. the Katz'984 telephonic interface system includes a central processor 
using identification data such as a caller's number (ANI) to avoid repeating a question 
previously posed to the caller, and if a repeat question is identified, then posing another 
question in order to prevent zealous and obsessive participants from attaining an unfair 
advantage, thereby increasing the operational fairness and efficiency of the telephonic 
gaming system. 

(3) A finding that one of ordinary skill in the art could have applied the known 
"improvement" technique in the same way to the "base" device (the Katz'739 telephonic 
interface system) and the results would have been predictable to one of ordinary skill in 
the art. Here, because Katz'739 indicates that a telephonic interface system can be 
used for providing prompts or cues based on geographical area in order to avoid the 
study and collaboration on questions and Katz'984 teaches a manner for improving this, 
the results would be predictable. In other words, the Katz'984 successful 
implementation or providing of a telephonic interface system that comprises the 
utilization of certain identification data to avoid prompting certain callers with a certain 
previously provided cue or cues and providing at least one other cue proves that the 
implementation is both successful and entirely predictable. In Katz'739, the telephonic 
interface system modified according to Katz'984 would be capable of incorporating the 
utilization of certain identification data to avoid prompting certain callers with a certain 
previously provided cue or cues and providing at least one other cue in order to prevent 
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zealous and obsessive participants from attaining an unfair advantage, thereby 
increasing the operational fairness and efficiency of the telephonic gaming system, as 
evidenced by the success in the Katz'984 telephonic interface system. 

(4) Whatever additional findings based on the Graham factual inquiries may be 
necessary, in view of the facts of the case under consideration, to explain a conclusion 
of obviousness. There are not additional findings necessary, here. 

In that regard, the examiner asserts the use of known technique to improve 

similar devices in the same way is obvious to one of ordinary skill in the art. That is, the 

manner of enhancing a particular device (utilizing certain identification data to avoid 

prompting certain callers with a certain previously provided cue or cues and providing at 

least one other cue) was made part of the ordinary capabilities of one skilled in the art 

based upon the teaching of such improvement in Katz'984. Accordingly, one of ordinary 

skill in the art would have been capable of applying this known "improvement" technique 

in the same manner to the prior art telephonic interface system of Katz'739 and the 

results would have been predictable to one of ordinary skill in the art, namely, one 

skilled in the art would have readily recognized that utilizing certain identification data to 

avoid prompting certain callers with a certain previously provided cue or cues and 

providing at least one other cue would positively presents a means to prevent zealous 

and obsessive participants from attaining an unfair advantage, thereby increasing the 

operational fairness and efficiency of the telephonic gaming system. 

Thus, the rationale to support a conclusion that the claim would have been 

obvious is that a method of enhancing a particular class of devices (methods, or 

products) has been made part of the ordinary capabilities of one skilled in the art based 

upon the teaching of such improvement in other situations. One of ordinary skill in the 
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art would have been capable of applying this known method of enhancement to a 

"base" device (method, or product) in the prior art and the results would have been 

predictable to one of ordinary skill in the art. The Supreme Court in KSR noted that if the 

actual application of the technique would have been beyond the skill of one of ordinary 

skill in the art, then using the technique would not have been obvious. KSR, 550 U.S. at 

_, 82 USPQ2d at 1396. If any of these findings cannot be made, then this rationale 

cannot be used to support a conclusion that the claim would have been obvious to one 

of ordinary skill in the art. 
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proceedings because the provisions of 37 CFR 1.136 apply only to "an applicant" and 

not to parties in a reexamination proceeding. Additionally, 35 U.S.C. 305 requires that 

reexamination proceedings "will be conducted with special dispatch" (37 CFR 1.550(a)). 

Extension of time in ex parte reexamination proceedings are provided for in 37 CFR 

1.550(c). 

The patent owner is reminded of the continuing responsibility under 37 CFR 

1.565(a), to apprise the Office of any litigation activity, or other prior or concurrent 

proceeding, involving Patent No. 6,349,134 throughout the course of this reexamination 

proceeding. See MPEP §§ 2207,2282 and 2286. 

All correspondence relating to this ex parte reexamination proceeding should be 

directed: 

By Mail to: 

By FAX to: 

By hand: 

By EFS-Web: 

Mail Stop Ex Parte Reexam 
Central Reexamination Unit 
Commissioner for Patents 
United States Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

(571) 273-9900 
Central Reexamination Unit 

Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 
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Registered users of EFS-Web may alternatively submit such correspondence via 
the electronic filing system EFS-Web, at 

https:llefs.uspto.gov/efile/myportal/efs-registered 

EFS-Web offers the benefit of quick submission to the particular area of the 
Office that needs to act on the correspondence. Also, EFS-Web submissions are "soft 
scanned" (i.e., electronically uploaded) directly into the official file for the reexamination 
proceeding, which offers parties the opportunity to review the content of their 
submissions after the "soft scanning" process is complete. 

Any inquiry concerning this communication or earlier communications from the 

Reexamination Legal Advisor or Examiner, or as to the status of this proceeding, should 

be directed to the Central Reexamination Unit at telephone number (571) 272-7705. 

SJR 
January 23, 2013 

/Stephen J Ralis/ 
Primary Examiner, Art Unit 3992 

Conferee 

/Erik Kielin/ 
Primary Examiner, Art Unit 3992 

Conferee 

/Sudhanshu C Pathak! 
Supervisory Patent Examiner, Art 
Unit 3992 
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