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UNITED STATES DISTRICT COURT 
DISTRICT OF MINNESOTA 

  
 
AGA MEDICAL CORP.,  CIVIL NO. 10-3734 (JNE/JSM) 
 
 Plaintiff, 
 
v.                                                                                                                  ORDER 
   
W.L. GORE & ASSOCIATES, INC., 
 
 Defendant. 
 
 
JANIE S. MAYERON, U.S. Magistrate Judge. 

The above matter came on before the undersigned upon AGA Medical Corp’s 

Motion to Strike Defendant’s Prior Art Statement as Non-Compliant with the Court’s 

Order [Docket No. 220]. 

Marlee A. Jansen, Esq. and Jonathan D. Carpenter, Esq. appeared on behalf of 

plaintiff; and Matthew K. Blackburn, Esq. and Kevin Wagner, Esq. appeared on behalf 

of defendant. 

The Court, being duly advised in the premises, upon all of the files, records, and 

proceedings herein, now makes and enters the following Order. 

IT IS HEREBY ORDERED that: 

AGA Medical Corp’s Motion to Strike Defendant’s Prior Art Statement as Non-

Compliant with the Court’s Order [Docket No. 220] is GRANTED in part and DENIED in 

part as follows: 

1. Gore shall be prohibited from relying on any prior art references other than 

the 38 references charted in their Final Prior Art Statement to establish any theories of 

invalidity with regard to claims 20, 23, 25, 27, and 30 of U.S. Patent No. 5,944,738. 
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2. Gore shall be prohibited from relying on any of the 38 references or 

combination of these references that is not individually explained in detail and for which 

one or more motivations to combine are not specifically identified. 

3. Gore may amend its Final Prior Art Statement to specify which of the 

potential combinations of the 38 references presently listed in the Final Prior Art 

Statement it will rely upon for the duration of the case, and to explain those 

combinations in detail.1 

4. Gore may amend its Final Prior Art Statement to specify the motivations to 

combine it is claiming for each individual combination of prior art. 

5. AGA may amend its Final Prior Art Statement to respond to any 

amendments that Gore makes to their final prior art statement. 

6. Gore’s amended final prior art statement must be served by November 

12, 2012.   

7. AGA’s amended final prior art statement must be served by November 

28, 2012. 

 
Dated:  October 26, 2012 
 

     s/ Janie S. Mayeron 
     JANIE S. MAYERON 
     United States Magistrate Judge 
 
 

 

                     
1  In a motion recently filed by Gore to extend certain deadlines of the operative 
scheduling order, Gore stated that “AGA Medical recently informed Gore that it intends 
to withdraw its infringement allegations regarding claims 20, 25, and 27 of the ’738 
patent.”  Unopposed Motion to Amend the Scheduling Order [Docket No. 278], p. 1.  In 
the event that AGA does withdraw any of these claims, Gore may limit any amendments 
to its Final Prior Art Statement to the remaining claims.  
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MEMORANDUM 
 
I. FACTUAL BACKGROUND 

 On August 24, 2010, plaintiff AGA Medical Corp. (“AGA”) filed a Complaint 

alleging that defendant W.L. Gore & Associates, Inc. (“Gore”), violated 35 U.S.C. § 271 

by making, using, and selling “its occluder products, including without limitation the Gore 

HELEX Septal Occluder (“the HELEX”), that are covered by claims 20, 23, 25, 27, and 

30 of U.S. Patent No. 5,944,738” (“the ‘738 patent”).  See Complaint [Docket No. 1], ¶ 8.  

Septal occluders are used for transcather closure of atrial septal defects.  Id., ¶ 2.   

 This Court’s initial Pretrial Scheduling Order required Gore to serve a preliminary 

prior art statement on March 1, 2011 and a final prior art statement on May 1, 2011.  

See Pretrial Scheduling Order [Docket No. 18], ¶ IV(G).  Based on the stipulation of the 

parties, the Court issued a Fourth Amended Pretrial Scheduling Order extending the 

deadline for the service of Gore’s final prior art statement to February 13, 2012.  See 

Fourth Amended Pretrial Scheduling Order [Docket No. 205], ¶ IV(G).  Both orders 

required that the final prior art statement “disclose[] and explain[] in detail how the prior 

art invalidates the patent.”  See Pretrial Scheduling Order [Docket No. 18], ¶ IV(G); 

Fourth Amended Pretrial Scheduling Order [Docket No. 205], ¶ IV(G).2   

 On March 1, 2011, Gore filed a preliminary prior art statement.  See Declaration 

of Marlee A. Jansen in Support of AGA’s Motion to Strike Defendant’s Prior Art 

Statement as Non-Complaint with the Court’s Order (“Jansen Decl.”) [Docket No. 222], 

(“Decl. Jansen”), Ex. B (Gore Preliminary Prior Art Statement).  In this statement, Gore 

listed 13 devices and 23 other references as alleged examples of prior art that 
                     
2  Scheduling orders issued after the instant motion maintained this same date the 
issuance of Gore’s final prior art statement and the same language.  See Docket Nos. 
266, 274 and 280. 
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anticipates or renders obvious AGA’s claims, either alone or in combination with other 

art.  Id., ¶ I(2)-(3).  Further, Gore included prior art claim charts for the 23 references in 

¶ I(3) identifying representative portions or descriptions from the art that Gore believed 

disclosed each limitation of the asserted claim that would be required to cover the 

accused device.  Id., ¶ II, Exhibits 1-23. 

 In this same statement, Gore listed (a) an additional 153 references that 

allegedly provided evidence of the state of prior art at the time of invention and as 

potential evidence “of what a particular piece of prior art discloses, demonstrates, 

teaches, or suggests” and that a person having the ordinary skill in the art would have 

been motivated or otherwise have a reason to modify or combine any of the references 

with another reference to create the claimed invention of the asserted claims (Id., ¶ I(4)); 

(b)  six references allegedly evidencing “knowledge and teachings regarding the use 

and manufacture of shape memory materials” at the time of invention (Id., ¶ I(5)); (c) five 

references allegedly evidencing “knowledge and teachings regarding cardiac defect 

morphology, the treatment of cardiac defects, and the implantation of devices using 

catheters for treating cardiac defects” at the time of invention (Id., ¶ I(6)); (d) 37 

references allegedly evidencing “knowledge and teachings regarding flexibility, 

stretchability, or allowing movement of portions of the device relative to each other in 

the context of implantable medical devices” at the time of invention (Id., ¶ I(7)); (e) and 

five references allegedly describing or disclosing the clamps having a threaded bore at 

the time of invention (Id., ¶ I(8)).   

 For all the references listed in the preliminary prior art statement, Gore reserved 

the right “to rely on the reference to establish that a person having ordinary skill in the 
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art would have been motivated or otherwise have a reason to modify or combine a 

reference with another reference to create the claimed invention of each asserted 

claim.” Id.  In this statement, Gore did not identify any specific combinations of prior art 

that would render the claims obvious. Id. 

 On March 11, 2011, AGA notified Gore that its Preliminary Prior Art Statement 

did not comply with the Court’s order to “serve the plaintiff with a preliminary prior art 

statement that discloses and explains in detail how the prior art invalidates the patent.”  

See Jansen Decl., Ex. E (March 11, 2011 Letter).  AGA’s letter specifically alleged that 

the Preliminary Prior Art Statement failed to explain in detail Gore’s invalidity 

contentions because it did not describe, discuss, or analyze all of the listed references, 

failed to compare all of those references to the asserted claims, and did not list the 

specific combinations of references that Gore contends render the asserted claims 

invalid as obvious.  Id.   

 On April 1, 2011, AGA filed its preliminary prior art statement. See Jansen Decl., 

Ex. F (AGA’s Preliminary Prior Art Statement). In this statement, AGA reiterated the 

objections raised in the March 11 letter to Gore: 

As an initial matter, AGA objects to Gore's Preliminary Prior 
Art Statement because it does not "disclose and explain in 
detail how the prior art invalidates the patent" as required by 
the Court's Pretrial Scheduling Order. Instead, Gore's 265-
page statement lists over 170 references and yet states that 
the list is non-exhaustive. Gore fails to compare the 
overwhelming majority of its cited prior art references to the 
claim elements of the '738 patent. 
 
Section I purportedly provides Gore's "preliminary disclosure 
of prior art that anticipates and/or renders obvious claims 20, 
23, 25, 27, and 30," and contains eight subsections 1(1)-(8). 
Although Gore lists more than 170 prior art references in 
those subsections, only the 23 references disclosed in 
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subsection 1(3) are compared to the asserted claims. There 
are at least 148 references listed in subsections I(1)-(2) and 
1(4)-(8) that are not described much less discussed in detail 
or analyzed in a claim chart. 
 

* * * 
Because Gore has not fulfilled its duty to provide a complete 
and detailed description of what the reference shows and 
how it invalidates the patent claims at issue for any more 
than the 23 references in subsection 1(3) of its preliminary 
prior art statement, AGA cannot provide "a preliminary prior 
art statement that examines the prior art that the defendant 
has disclosed and explains why this prior art does not 
invalidate the patent" for any more than those references. 
AGA considers reliance on all but the 23 references listed in 
subsection 1(3) of Gore's preliminary prior art statement to 
be waived by Gore. 
 
In addition, AGA objects to Gore's preliminary prior art 
statement on the grounds that it fails to explain in detail any 
contention that the asserted claims are invalid as obvious 
and asserts an unreasonable number of possible prior art 
combinations. Gore broadly states that it intends to rely on 
all of the prior art listed in Section I of its preliminary prior art 
statement, and that the identified prior art "anticipate[s] 
and/or render[s] obvious [the asserted claims]." But Gore 
fails to describe specific combinations of references and how 
the references provide motivation to combine their 
teachings.  Considering all combinations of, for example, 
one reference from subsection 1(3) with the 37 references in 
subsection 1(7)-which Gore asserts are "example[s]" of the 
references with which each subsection 1(3) reference could 
be combined-would result in 5.23 x 1044 combinations. Gore 
has not made any obviousness arguments in sufficient detail 
as required by the Court's Pretrial Scheduling Order. AGA, 
therefore, cannot rebut any obviousness argument in its 
statement. 
 

Id., pp. 1-3. 

 On February 13, 2012, Gore filed its Final Prior Art Statement.  See Jansen 

Decl., Ex. G (Gore’s Final Prior Art Statement).  In the Final Prior Art Statement, Gore 

listed 11 devices as alleged examples of prior art that anticipate or render obvious 
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AGA’s claims, either alone or in combination with other art. Id., ¶ I(2).  Gore also 

included 27 other references as examples of prior art that allegedly anticipate AGA’s 

claims. Id., ¶ I(3).  Gore further contended that these 27 references “in combination with 

the knowledge of one of ordinary skill in the art” as of the date of invention rendered 

AGA’s claims obvious.  Id.  Gore included prior art claim charts for the 11 devices and 

27 references identifying representative portions or descriptions from the art that Gore 

believed disclosed each limitation of the asserted claim that would be required to cover 

the accused device.  Id., ¶¶ I(2)-(3), II, Exhibits 1-27, A-K.  Gore also alleged that AGA’s 

claims were rendered obvious by each of those 11 devices and each of the other 27 

references.  Id., ¶ I(3).  Gore then offered 38 combinations of alleged prior art devises or 

references that it claimed rendered claims 20, 23, 25, 27, and 30 of the ‘738 patent 

obvious.  Id., ¶ I(3), pp. 16-32.  An example of the 38 combinations was as follows: 

Gore contends that claims 20, 23, 25, 27 and 30 are obvious 
over the combination of Kavteladze ‘448 with Sideris ‘488 or 
Mazzocchi ‘591 or Kamiya ‘301 or Lock ‘235 or Amplatz ‘715 
or Stack ‘393 or Anson ‘100 or Fagan ‘744 or Kotula ‘552 or 
Sharafuddin ’97 Circulation or the Amplatzer Device (as 
shown in WLG 00246602) or the AHA Abstract or Latson 
‘003 or Neuss ‘274 or Liu 1996 or Tometzki 1996 or Forber 
‘294 or Das ‘217 or Rashkind or Krmek -291 or the 
Amplatzer Vascular Occluder or the Amplatz ASO or the 
Rashkind Ductus Occluder or the Bard/Lock Clamshell or the 
Sideris Buttoned Double-Disk Occluder for ASD or the 
Neuss Duct Occlud Device or the NMT Cardio-SEAL ASD 
Occluder Device or Microvena Corp.’s Das Angel Wing 
Device or the Liu Device or Das 1993 or Marks ‘420, or 
Shaw ‘366. 
 

Id., ¶ I(3), pp. 16-17.  In addition, Gore listed (a) 156 references that purportedly  

provided evidence of the state of prior art at the time of invention, potential evidence “of 

what a particular piece of prior art discloses, demonstrates, teaches, or suggests,” and 
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potential evidence that a person having the ordinary skill in the art would have been 

motivated or otherwise had a reason to modify or combine any of the references with 

another reference to create the claimed invention of the asserted claims (Id., ¶ I(4)); (b) 

six references allegedly evidencing “knowledge and teachings regarding the use and 

manufacture of shape memory materials” at the time of invention (Id., ¶ I(5)); (c) 12 

references allegedly evidencing “knowledge and teachings regarding cardiac defect 

morphology, the treatment of cardiac defects, and the implantation of devices using 

catheters for treating cardiac defects” at the time of invention (Id., ¶ I(6)); (d) 43 

references or devices allegedly evidencing “knowledge and recognition” regarding the 

desirability of and the ability to make occluder devices that were flexible, elastic, 

resilient and/or stretchable, and/or allowed movement of portions of the devices relative 

to each other, flexibility, stretchability, and/or allowing movement of portions of the 

device relative to each other (Id., ¶ I(7)); and (e) a non-exhaustive list of 14 references 

allegedly describing or disclosing the clamps having a threaded bore at the time of 

invention (Id., ¶ I(8)).  Gore did not include claim charts for any of these additional 

references. Id., ¶¶ I-II.  Gore also reserved the right to “combine any of the primary 

and/or secondary references listed below [¶¶ I(4)-(8)] with one or more additional 

references in support of its contention that the asserted claims are obvious in view of 

the prior art.”  Id., ¶ I(3). 

 On February 27, 2012, AGA filed its final prior art statement.  Id., Ex. H (AGA 

Final Prior Art Statement).  AGA reiterated the objections it raised in its preliminary prior 

art statement.  AGA alleged that Gore’s 780-page final prior art statement listed 

approximately 200 references and states that this list is non-exhaustive, yet it “does not 
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‘disclose and explain in detail how the prior art invalidates the patent’ as required by the 

Court’s Pretrial Scheduling Order.” Id., ¶ I, p. 1.  In support of this allegation, AGA 

argued that Gore’s Final Prior Art Statement did not compare 231 of the 269 references 

to AGA’s claims, and of the 38 references it did compare, it did so only for the purposes 

of an anticipation analysis under 35 U.S.C. § 102. Id., pp. 1-2.  AGA complained that the 

references in subsections I(1) and I(4)-(9) were not described, let alone addressed in a 

claim chart.  Id., p. 2.  AGA asserted that all but the anticipation arguments for the 38 

references listed in subsections I(2) and (3) of Gore’s Final Prior Art Statement to be 

waived by Gore.  Id.  AGA also made the following objection:  

AGA objects to Gore’s final prior art statement on the 
grounds that it fails to explain in detail any contention that 
the asserted claims are invalid as obvious and asserts an 
unreasonable number of possible prior art combinations. 
Gore broadly states that it intends to rely on all of the prior 
art listed in Section I of its final prior art statement, and that 
the identified prior art “anticipate[s] and/or render[s] obvious 
[the asserted claims].” But Gore fails to describe specific 
combinations of references and how the references provide 
motivation to combine their teachings. Considering all 
combinations of, for example, one reference from subsection 
I(2) or (3) with the 37 other references in those 
subsections—ignoring the hundreds of other references 
which Gore asserts are “example[s]” of the references with 
which each subsection I(2) and (3) reference could be 
combined—would result in over 274 billion combinations. 
Gore has not made any obviousness arguments in sufficient 
detail as required by the Court’s Pretrial Scheduling Order. 
AGA, therefore, deems any obviousness arguments to have 
been waived. 
 

Id., p. 3. 
 
 To address the deficiencies of Gore’s Final Prior Art Statement, AGA filed the 

present motion to strike it as non-compliant with the Court’s order.  See AGA’s Motion to 

Strike Defendant’s Prior Art Statement [Docket No. 220].  In the motion, AGA moved the 

CASE 0:10-cv-03734-JNE-JSM   Document 284   Filed 10/26/12   Page 9 of 23



10 
 

Court for an order “barring [Gore] from relying on any prior art references other than the 

38 discussed in Gore’s claim charts and from asserting any defense under 35 U.S.C. § 

103.” Id.  

II. ANALYSIS 

 In support of its motion to strike, AGA alleged that Gore violated the pretrial 

scheduling order’s requirement to “disclose and explain[] in detail how the prior art 

invalidates the patent.”  See AGA Medical Corporation’s Memorandum of Law in 

Support of its Motion to Strike Defendant’s Prior Art Statement as Non-Complaint with 

the Court’s Order [Docket No. 221] (“AGA Mem.”), pp. 1, 7.  AGA argued that Gore 

violated this order by failing to discuss or compare to the claims, 231 of the 269 

references listed in its final prior art statement (only 38 charted references).  Id., pp. 8-9.  

According to AGA, it is left guessing as to which of the hundreds of listed-but-uncharted 

references upon which Gore might rely and what Gore contends those references show 

or teach.  Id.   

 AGA also asserted that Gore has violated the Court’s pretrial scheduling order by 

failing to disclose any specific combinations of references it will rely upon for a claim 

under 35 U.S.C. § 103, and by failing to identify “any teachings that would lead an 

person of ordinary skill in the art to come up with the invention embodied in AGA’s five 

asserted claims.”  Id., p. 9.  AGA argued that by reserving the right to proceed with any 

combination of its listed references, Gore failed to provide “meaningful disclosure 

regarding its theory under 35 U.S.C. § 103.”  Id., pp. 1, 10.  According to AGA, this 

strategy makes is impossible for it determine exactly which obviousness theories Gore 
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has stated and makes it impossible to later force Gore to adhere to its stated theories.  

Id., p. 10.   

 AGA additionally submitted that Gore should not be allowed to amend its 

statement to comply with the Court’s order because it cannot show the good cause 

required to do so, primarily because Gore has not been diligent in complying with the 

Court’s order.  Id., pp. 10-11.  AGA asserted that Gore has had two opportunities and 

over a year to determine its prior art and to comply with this Court’s order and AGA’s 

complaints to provide a compliant prior art statement.  Id., p. 12.  AGA maintained that 

allowing Gore to amend its statement would unfairly prejudice AGA.  Id., pp. 13-14.  

Specifically, Gore’s tactic of listing as many references as possible and keeping its real 

theories unknown, prejudiced AGA’s ability to properly respond to Gore’s true prior art 

theories, while at the same time requiring AGA to address hundreds of references that 

Gore has no real intention of pursuing at trial.  Id., p. 14.   

 AGA requested that Gore be sanctioned for its failure to obey the scheduling 

order in the form of striking from consideration at summary judgment and a trial those 

references that are listed in its Final Prior Art Statement but are not discussed or 

compared to the asserted claims.  Id., p. 15.   

 In opposition, Gore maintained that it had identified 38 references that invalidate 

the claims of the ‘738 patent, as anticipated or obvious.  Gore’s Opposition to AGA’s 

Motion to Strike Defendant’s Prior Art Statement [Docket No. 228] (“Gore’s Opp.”), p. 1 

(citing Declaration of Gaylan Gafford, Ex. 1, pp. 4-14).  Contrary to AGA’s description, 

“[t]here are not billions of references, but just eleven prior art devices (described in 
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attached exhibits A-K to Gore’s statement) and twenty-seven patents and publications 

(described in attached exhibits 1-27 to Gore’s statement).”  Id., p. 2.   

 According to Gore, its disclosures (1) list a number of specific obviousness 

combinations and that listing all of the combinations would have taken approximately 

25,000 pages to chart; (2) explain why the claims are obvious in light of the 38 prior art 

references in a manner that is consistent with KSR International Co. v. Teleflex Inc., 550 

U.S. 398 (2007); and (3) list the motivations or reasons to combine or modify the prior 

art to create invalidating combinations under 35 U.S.C. § 103, as the motivations come 

from the references themselves.  Id., pp. 3-4.  Gore maintained that these disclosures 

put AGA on full notice as to the prior art it relied on and how the prior art invalidates the 

claims, thereby complying with the requirement of the Court’s scheduling order.  Id., p. 

5.  Gore also questioned AGA’s motion to strike given that when it was the accused 

infringer in Regents of the University of Minnesota v. AGA Med. Corp., Civil No. 07-

4732 (D. Minn.), it provided a prior art chart did not meet the requirements it seeks to 

impose on Gore.3  Id., pp. 5-8. 

 Additionally, Gore claimed that it charted each of the 38 references individually 

and provided numerous reasons to make the combinations and that there is no 

requirement that Gore chart each and every combination of obviousness references.  

Id., pp. 8-9, 11. 

 Lastly, Gore argued that AGA is faced with a large volume of invalidating prior art 

because AGA broadly construed the claims in its infringement contentions and that the 

231 uncharted references in its final prior art statement are merely listed to “illustrate the 

                     
3 This Court places no weight on what happened in that case, as there is no 
indication that the University even moved to strike the prior art chart. 
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general background knowledge in the art,” and thus do not need to be charted.  Id., pp. 

11-13.  Gore further contended that the only references in its Final Prior Art Statement 

that anticipate or render obvious AGA’s claims are the 38 references to which AGA 

does not object.4  Id., p. 13.   

 To the extent that this Court finds that Gore’s Final Prior Art Statement is 

somehow deficient, Gore has asked that it be allowed to amend its disclosures.  Id., pp. 

14-15.   

AGA replied that given Gore’s admission that it would take 25,000 pages to 

depict its obviousness combinations, and the hundreds of billions of possible 

combinations, Gore cannot argue that it has explained in detail how the prior art 

invalidates the patent.  See AGA’s Reply in Support of its Motion to Strike Defendant’s 

Prior Art Statement [Docket No. 231], p. 2.  AGA also contended that Gore asserted its 

prior art combinations with effectively no analysis, instead using conclusory statements, 

which is meant to delay its disclosure of a meaningful obvious theory until a time of 

Gore’s own choosing.  Id., pp. 2-3.  Moreover, AGA argued that even post-KSR, there is 

a requirement that there be a motivation to combine and that a prior art statement is 

adequate when, in addition to listing combinations of prior art references, it explains 

how the references render certain claims obvious.  Id., p. 4 (citation omitted).  Instead of 

explaining or identifying a motivation, AGA asserted that Gore merely provided 

conclusory assertions supporting each combination with a list of references without 

pointing to a specific teaching for a single reference on the list.  Id., p. 5.  As to the 
                     
4  This argument is in direct contradiction with Gore’s Final Prior Art Statement, in 
which Gore reserved the right to “combine any of the primary and/or secondary 
references listed below [¶ I(4)-(8)] with one or more additional references in support of 
its contention that the asserted claims are obvious in view of the prior art.”  Jansen 
Decl., Ex. G, ¶ I(3). 
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uncharted references in the Final Prior Art Statement that Gore claimed in its 

memorandum were not propounded to anticipate or render obvious the asserted claims, 

AGA seeks an order precluding Gore from resurrecting any of the uncharted, 

unexplained references in future invalidity arguments, because Gore has not disclosed 

what they teach or explained how they render the asserted claims obvious.  Id., pp. 6-7.  

Finally, AGA again argued that Gore should not be allowed to amend its Final Prior Art 

Statement because Gore has not been diligent in complying with the Court’s scheduling 

order.  Id., p. 7.   

 A. Disclosure and Explanation of Prior Art References 

 In its motion and proposed order, AGA first asked this Court to prohibit Gore from 

relying on any of the 231 uncharted prior art references in Gore’s Final Prior Art 

Statement (see Jansen Decl., Ex. G, ¶ I(4)-(8)), thus limiting Gore to the 38 charted 

references in that same statement (id. at ¶ I(2)-(3)) to address the defense of 

anticipation.   

 The Fourth Amended Pretrial Scheduling Order requires Gore to “disclose and 

explain in detail how the prior art invalidates the patent” in its Final Prior Art Statement. 

See Fourth Amended Pretrial Scheduling Order [Docket No. 205], ¶ IV.  Each prior art 

reference offered for this purpose must be accompanied by an explanation of how that 

reference, either alone or in combination with specified other references, invalidates the 

patent.  See Global Traffic Techs, LLC. v. Tomar Elecs., Inc., No. 05-756, 2007 U.S. 

Dist. LEXIS 94572, at *10 (D. Minn. Dec. 27, 2007) (“A vague reference to prior art is 

not sufficient to comply with the requirements of the PSO to provide "a complete and 

detailed explanation of what it alleges the prior art shows and how that prior art 
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invalidates the claim(s) asserted by Plaintiff.”); Realtime Data, LLC v. Packeteer, Inc., 

6:08-cv-144-LED-JDL, 2009 U.S. Dist. LEXIS 114207, at *18 (E.D. Tex. Dec. 8, 2009) 

(“[T]he Court finds that invalidity theories relying upon these references violate the 

express requirements and underlying purpose of Patent Rule 3-3. These references are 

therefore stricken from consideration at summary judgment and trial because these 

references do not appear in any invalidity chart and have not been identified claim-by-

claim or element-by-element.”). 

 Each of the 38 prior art references in paragraphs I(2) and I(3) of Gore’s Final 

Prior Art Statement are accompanied by charts that explain in detail how a reference 

invalidates one or more of AGA’s claims.  See Jansen Decl., Ex. G, ¶ I(2)-(3).  None of 

the remaining 231 prior art references in paragraphs I(4) through I(8) of Gore’s Final 

Prior Art Statement are accompanied by any detailed explanation of how that reference 

invalidates one or more of AGA’s claim. Id., ¶ I(4)-(8).  Thus, the 38 references in 

paragraphs I(2) and I(3) are in compliance with that portion of the Fourth Amended Pre-

trial Scheduling Order, while the remaining 231 references in paragraphs I(4) through 

I(8) are not. 

 However, as stated previously, Gore represented that those 231 unexplained 

references are not being offered as prior art that anticipates or renders obvious AGA’s 

claims, but are instead merely being offered as background references.  See Gore’s 

Opp., pp. 12-13.  Gore’s response effectively renders this issue moot, since Gore 

cannot rely on background references to demonstrate invalidity.  However, Gore’s 

response in its brief is inconsistent with its Final Prior Art Statement.  In its Final Prior 

Art Statement, immediately prior to listing the 231 uncharted references, Gore stated 
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that it “reserves the right to further combine any of the primary and/or secondary [231] 

references listed below with one or more additional references in support of its 

contention that the asserted claims are obvious in view of the prior art.”  See Jansen 

Decl., Ex. G, ¶ I(3).  This statement in the Final Prior Art Statement does suggest that 

Gore intended to offer or rely on these 231 references to demonstrate invalidity.  Given 

this inconsistency, this Court believes it necessary to issue an order clarifying that Gore 

is prohibited from relying on any references, even as background references, other than 

the 38 charted references in its final prior art statement, to demonstrate that there is 

prior art that invalidates AGA’s patent. 

 B. Disclosure and Explanation of Prior Art Reference Combinations 

 In its motion and proposed order, AGA asked this Court to bar Gore from 

asserting any defense under 35 U.S.C. § 103.  See AGA’s Motion to Strike Defendant’s 

Prior Art Statement [Docket No. 220].  AGA argued that Gore cannot proceed with a 

defense of obviousness because it has made no meaningful disclosure regarding the 

theory under 35 U.S.C. § 103.5  See AGA’s Mem., pp. 1, 9.  Gore asserted that its Final 

Prior Art Statement does sufficiently disclose its obviousness theories to raise a defense 
                     
5  The relevant portion of 35 U.S.C. § 103 provides: 
  

(a) A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 102, 
if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as 
a whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to 
which said subject matter pertains. 
 

See also Rolls–Royce, PLC v. United Techs. Corp., 603 F.3d 1325, 1338 (Fed. Cir. 
2010) (citing KSR Int'l Co., 550 U.S. at 417) (“If a person of ordinary skill, before the 
time of invention and without knowledge of that invention, would have found the 
invention merely an easily predictable and achievable variation or combination of the 
prior art, then the invention likely would have been obvious.”).   
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under 35 U.S.C. § 103.  See Gore Opp., pp. 2-5.  Because AGA claimed that both 

Gore’s disclosure of the combinations of references and the explanation of the 

combinations are insufficient, this Court addresses each of those alleged deficiencies 

separately. 

  1. Disclosure of Combinations 

AGA argued that Gore has not sufficiently specified which combinations of prior 

art Gore will rely on to show that AGA’s claims are invalid as obvious.  As stated 

previously, by way of example, in paragraph I(3) of its Final Prior Art Statement Gore 

disclosed its combinations by stating:  

Gore contends that claims 20, 23, 25, 27 and 30 are obvious 
over the combination of Kavteladze ‘448 with Sideris ‘488 or 
Mazzocchi ‘591 or Kamiya ‘301 or Lock ‘235 or Amplatz ‘715 
or Stack ‘393 or Anson ‘100 or Fagan ‘744 or Kotula ‘552 or 
Sharafudd in ’97 Circulation or the Amplatzer Device (as 
shown in WLG 00246602) or the AHA Abstract or Latson 
‘003 or Neuss ‘274 or Liu 1996 or Tometzki 1996 or Forber 
‘294 or Das ‘217 or Rashkind or Krmek -291 or the 
Amplatzer Vascular Occluder or the Amplatz ASO or the 
Rashkind Ductus Occluder or the Bard/Lock Clamshell or the 
Sideris Buttoned Double-Disk Occluder for ASD or the 
Neuss Duct Occluder Device or the NMT Cardio-SEALASD 
Occluder Device or Microvena Corp.’s Das AngelWing 
Device or the Liu Device or Das 1993 or Marks ‘420, or 
Shaw ‘366. 

See Jansen Decl., Ex. G, ¶ I(3).  Gore repeated this paragraph for all 38 references 

from paragraphs I(2) and I(3), in each case listing the other 37 references as possible 

combinations which yields a minimum of 1406 possible combinations (more if Gore 

intends to combine more than two references together).  Id.  AGA cited several cases 

that prohibit defendants from using combinations later in trial that are not disclosed at 

this stage.  AGA Mem. (citing Streck, Inc. v. Research & Diagnostic Sys., Inc., 658 F. 

Supp.2d 988, 1001-02 (D. Neb. 2009); Realtime Data, LLC, 2009 U.S. Dist. LEXIS 
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114207 at *18-19; Tyco Healthcare Group LP v. Applied Med. Res. Corp., No. 06-CV-

151, 2009 U.S. Dist. LEXIS 125379, at *8 (E.D. Tex. Mar. 30, 2009); Cummins-Allison v. 

SBM Co., Ltd., Civil Action No. 9:07-CV-196, 2009 U.S. Dist. LEXIS 22114, at *9-11 

(E.D. Tex. Mar. 19, 2009)).  However, none of those cases involved a prior disclosure of 

a list of possible combinations, as Gore has done in this case.  Similarly, Gore cited a 

case that allowed potential combinations, Avago Techs. Gen. IP Pte Ltd. v. Elan 

Microelectronics Corp., No. 04-cv-5385, 2007 WL 951818, at *4 (N.D. Cal. Mar. 8, 

2007), but it was limited to combinations between two small groups of prior art, a far 

narrower approach than the one Gore took in its Final Prior Art Statement. 

Gore’s disclosure clearly violates the spirit and intent of this Court’s scheduling 

order requiring it to disclose and explain in detail how the prior art invalidates the patent.  

The purpose of this requirement is to put AGA on notice as to which combinations Gore 

will be using.  If Gore intends to rely upon all 1406 possible combinations, then it must 

individually list each combination and explain in detail how each combination renders 

one or more of AGA’s claims obvious.  The potential length of a prior art statement does 

not excuse non-compliance with this Court’s Order. 

 Further, in its Final Prior Art Statement, Gore stated that it “reserves the right to 

further combine any of the primary and/or secondary references listed below with one or 

more additional references in support of its contention that the asserted claims are 

obvious in view of the prior art.”  See Jansen Decl., Ex. G, ¶ I(3), p. 32.  AGA correctly 

asserted that courts have repeatedly disallowed this practice and this Court will not 

allow it here. See, e.g., Realtime Data, LLC, 2009 U.S. Dist. LEXIS 114207 at *19 

(citing Cummins-Allison Corp., 2009 U.S. Dist. LEXIS 22114, 2009 WL 763926, at *4).  
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As previously stated, Gore is required to disclose those combinations it will rely upon 

with regards invalidating the claims in the case based on obviousness.  Reserving the 

right to rely on unspecified combinations to be identified sometime in the future is in 

direct contradiction with this requirement and does not provide AGA with meaningful 

notice as to the evidence Gore intends to offer to support its position 

2. Explanation of Combinations 

 AGA argued that for each disclosed combination, Gore must discuss a specific 

teaching or teachings “that could constitute a motivation for a person of ordinary skill in 

the art to make the claimed invention.”  See AGA’s Mem., p. 9.  Gore correctly notes 

that in KSR the United States Supreme Court held that the analysis of an obviousness 

claim “need not seek out precise teachings directed to the challenged claim’s specific 

subject matter,” or be limited “by a formalistic conception of the words teaching, 

suggestion, and motivation . . . .”  KSR, 550 U.S. at 418-19.  However, in that same 

decision, the Supreme Court reaffirmed the need to “identify a reason that would have 

prompted a person of ordinary skill in the art to combine the elements as the new 

invention does.”  Id. at 418. 

 While Gore identifies legitimate potential reasons to combine, it does not actually 

include these reasons in any explanation of a specific combination.  See Jansen Decl., 

Ex. G, ¶ I(3).  Instead, Gore simply listed broad reasons to combine that could be used 

in a §103 defense and then claimed that all of these reasons apply to all 1406 or more 

potential combinations.  Id.  Like Gore’s method of listing potential combinations, this 

tactic does not comply with the spirit or intent of this Court’s Order.  Just as Gore must 

specifically and individually disclose upon which combinations of prior art it intends to 
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rely, for each combination, it must explain how that specific combination of prior art 

renders one or more of AGA’s claims obvious, including the specific reason or reasons 

a person of ordinary skill in the art would have been prompted to combine the prior art 

as the AGA’s patent does.  If Gore truly contends that every reason to combine as listed 

in paragraph I(3) applies to every combination in that paragraph, then it must include 

those reasons in each individual explanation of each individual combination.  As 

previously stated, the potential length of a prior art statement does not excuse non-

compliance with the court’s order. 

For all the reasons stated above, AGA’s motion to strike Gore’s Final Prior Art 

Statement as non-compliant with the Court’s order is granted in so far as Gore is barred 

from relying on any combination of prior art to assert a defense under 35 U.S.C. §103, 

unless that combination is individually disclosed and accompanied by a detailed 

explanation of how that combination specifically invalidates one or more of AGA’s 

claims. 

 

 

C. Amending the Final Prior Art Statements 

 This Court’s pretrial scheduling order provided that either party’s final prior art 

statement can only be amended after submission if there is good cause and prior leave 

of this court.  See Fourth Amended Pretrial Scheduling Order [Docket No. 205], ¶ IV(J).  

In determining if good cause to allow Gore to amend its final prior art statement exists, 

this Court must consider whether Gore was diligent in complying with the Court’s order.  

See Sherman v. Winco Fireworks, Inc., 532 F.3d 709, 716-17 (8th Cir. 2008) 
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(concluding the that the “[t]he primary measure of good cause is the movant’s diligence 

in attempting to meet the order’s requirements” and that prejudice to the nonmovant 

may be a relevant factor) (citations and marks omitted).  Since Gore no longer claims 

that it is offering the 231 unexplained references to demonstrate invalidity (see Gore’s 

Opp., pp. 12-13), this Court will not consider giving Gore leave to amend to explain 

these references.  Similarly, since Gore no longer claims that it is reserving the right to 

rely on unmentioned combinations involving those 231 unexplained references (id.) 

(and this Court will not permit Gore to do so), this Court will not consider giving Gore 

leave to amend to add additional combinations.  However, it will consider whether there 

is good cause to allow Gore to amend its Final Prior Art Statement to individually list the 

prior art combinations it will rely upon from the potential prior art combinations listed in 

paragraph I(3) of the Final Prior Art Statement and to provide detailed individual 

explanations of the reasons to combine for each combination. 

1. Gore’s Diligence in Complying with this Court’s Order 

AGA cites several cases where a party was denied leave to amend due to a lack 

of diligence, but all of those cases are distinguishable from this case.  See AGA’s Mem., 

pp. 11-13.  For example, in Cummins-Allison, the defendants were barred from relying 

on a combination that included a prior art reference that had not been included in any of 

their combinations.  2009 U.S. Dist. LEXIS 22114, at *8-10.  In this case, Gore’s error is 

the manner in which it discloses its combinations, not an attempt to add new prior art to 

an existing combination.  In O2 Micro Int'l, Ltd. v. Monolithic Power Sys., 467 F.3d 1355 

(Fed. Cir. 2006), also relied upon by AGA, the court addressed a defendant that 

asserted new contentions months after having reason to know of them, whereas in this 
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case, Gore’s failure was in the manner in which it disclosed and explained its invalidity 

contentions.  O2 Micro, 467 F.3d at 1366. 

Gore’s Final Prior Art Statement does not suggest an attempt to hide its evidence 

and arguments or a lack of diligence.  Rather, in an effort to preserve as many potential 

theories of invalidity as possible, Gore’s evidence and arguments were structured in a 

way that does not comport with the requirement that it provide AGA with the detailed 

explanation as to how the prior art invalidates the AGA’s patent.  The Court does not 

find that Gore was dilatory; rather it concludes that it was wrong in how it presented its 

prior art statement. 

2. Prejudice to AGA by Allowing Gore to Amend 

AGA maintained that allowing Gore to amend would prejudice AGA because it 

would not learn Gore’s true prior art theories until “much later in the litigation than 

envisioned by the court.” See AGA’s Memorandum in Support [Docket No. 221], ¶ 

II(B)(1).  While that may be true, here, there is adequate time to allow for amendment of 

the prior art statements by both parties.  Claims construction was just completed; fact 

discovery is still ongoing; expert disclosures and depositions have yet to be done; and 

trial is not set to take place until later in 2013.  See Seventh Amended Pretrial 

Scheduling Order [Docket No. 280].  Unlike the cases cited by AGA, which dealt with 

attempts to add new prior art or combinations or prior art, the amendment which this 

Court is permitting Gore to do, is limited to clarifying and reformatting previously 

disclosed combinations.  In other words, giving Gore an additional two weeks to amend 

its final prior art statement does not amount to “ambushing” AGA with new theories and 

would not unfairly prejudice AGA going forward.  
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3. Conclusion 

For all the reasons stated above, Gore will be given leave to amend its final prior 

art statement to individually list combinations, with accompanying detailed individual 

explanations and reasons to combine.  However, Gore may not include any 

combinations other than the potential combinations listed in paragraph I(3) of its present 

final prior art statement.  Further, Gore does not have leave to amend their final prior art 

statement in any other manner.  Gore’s amended final prior art statement must be 

submitted and served by November 12, 2012.  Once Gore has submitted and served its 

amended final prior art statement, AGA will be given leave to amend its final prior art 

statement in any manner necessary to respond to Gore’s amended final prior art 

statement.  AGA’s amended final prior art statement must be submitted and served by 

November 28, 2012. 

      J.S.M. 
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