
UNITED STATES DISTRICT COURT
WESTERN DISTRICT OF TEXAS

SAN ANTONIO DIVISION

e-WATCH, INC., 

Plaintiff,

v.

MOBOTIX CORP,

Defendant.

5
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   CIVIL NO. SA-12-CA-492-FB

ORDER

Came on this day to be considered: 

! e-Watch, Inc.’s (“plaintiff” or “e-Watch”) motion to compel production of
disclosures, filed June 27, 2013;  and 1

! Mobotix Corp’s (“defendant” or “Mobotix”) “response in opposition to plaintiff’s
motion to compel production of disclosures and in the alternative Mobotix Corp’s
motion for entry of protective order,” filed July 11, 2013.2

The District Judge referred the case to the undersigned for pretrial management on February 22,

2013.3

I.  SUMMARY OF APPLICABLE PROCEDURAL HISTORY

On February 22, 2013, the Court essentially approved the agreed scheduling order

submitted by the parties.   The scheduling order set deadlines for certain pretrial exchanges and4

submissions, including disclosure of claims and infringement contentions and supporting

  Docket no. 30.  1

  Docket no. 32.2

  Docket no. 19.3

  Docket nos. 12, 17, 20. 4
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documents by e-Watch; and disclosure of invalidity contentions and supporting documents by

Mobotix.   With respect to plaintiff’s disclosures, the order provided that by March 29, 2013: 5

Plaintiff will serve disclosures sufficient to identify (i) each claim of each
patent-in-suit this is allegedly infringed; (ii) the accused instrumentality of
infringement; (iii) where each element of each asserted claim is found within each
accused instrumentality; and (iv) the priority date to which each claim is allegedly
entitled.  In addition Plaintiff will produce or make available for copying or
inspection the following documents for each patent-in-suit: (i) documents
showing each discussion with, disclosure to, or other manner of providing to a
third party, or sale of or offer to sell, the claimed invention before the application
date; (ii) documents created before the earlier of the application date or priority
date which evidence the conception, reduction to practice, design and
development of each claimed invention; (iii) the file history; (iv) license
agreement.  Production of documents hereunder does not constitute an admission
of authenticity or that the document is evidence of or is prior art.6

Amendments to disclosures: After this date, it is necessary to obtain leave of court
to add and/or amend infringement contentions and add new patents or claims.7

With respect to defendant’s disclosures, the order provided that by June 14, 2013: 

Defendant will serve disclosures sufficient to identify each item of prior art that
allegedly anticipates each asserted claim or renders it obvious, and if the latter, the
detailed basis for the assertion of obviousness.  This prior art disclosure shall
include (i) each prior art patent, identified by patent number, country of origin,
and date of issue; (ii) each prior art publication identified by its title, date of
publication, and author; (iii) prior art under 35 U.S.C. § 102(b) identified by the
item publicly known, the date that it became publicly known, and the person or
entity that made the information known or to whom it was made known; (iv) prior
art under 35 U.S.C. § 102(f) identified by the name of the person(s) from whom
and the date and circumstances under which the invention or any part of it was
derived, and (v) prior art under 35 U.S.C. § 102(g) identified by the identities of
the person(s) or entities involved in and date and circumstances surrounding the
making of the invention.  Defendant shall also serve a chart identifying where
specifically in each alleged item of prior art each element of each asserted claim is

  Docket no. 20 at 1-4. 5

  Id. at 1-2.6

  Id.7
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found, including the identity of the structure, act or materials in each item of prior
art that performs the claimed function as may be governed by 35 U.S.C. § 112 ¶ 6.

In addition Defendant will produce or make available for copying or inspection
the following documents (i) documents sufficient to show the operation of any
aspect or element of an accused instrumentality identified by the Plaintiff in its
disclosures; (ii) a copy of each item of alleged prior art disclosed by the
defendant; (iii) documents and information, including summaries, when
reasonably available, sufficient to show the amount sold, revenues, costs and
profits of each accused instrumentality identified by the Plaintiff in its disclosures
since the issuance of the patents-in-suit. 

Amendments to disclosures: After this date, it is necessary to obtain leave of court
to add and/or amend invalidity contentions and add inequitable conduct
allegations.  8

In accordance with the scheduling order, on or before March 29, 2013, e-Watch served on

Mobotix its infringement disclosures.  Mobotix has raised no issue about the adequacy or

completeness of e-Watch’s initial disclosures of infringement.  

On May 21, 2013, the undersigned entered a report and recommendation concerning

Mobotix’s motion for immediate stay pending inter partes review.   With respect to Mobotix’s9

disclosures, the report provided: 

In sum, Mobotix is required to make its invalidity disclosures in
accordance with the scheduling order before any stay in this case is ordered.  The
Court has considered Mobotix’s contention and argument that 

Mobotix certainly can meet this [June 14] deadline, if necessary,
but requiring Mobotix to actively work on its litigation defense
while the IPRs are pending runs counter to Congress’ intention that
validity disputes be redirected from the courts to the USPTO.

To ensure parity between the sides regarding initial disclosures—disclosures
which should assist both sides in their submissions in the USPTO—the Court
finds no inconsistency with the purposes of the amended patent reexamination
procedure Mobotix has elected to invoke with respect to the ‘183 patent and

  Id. at 2 (emphasis added).8

  Docket no. 26.9
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intends to invoke for each of the patents-in-suit.  10

The report further recommended that “Mobotix should be excused from responding to e-Watch’s

May 13, 2013 interrogatories and requests for production of documents pending further order of

the Court.”   In sum, the report recommended 11

that Mobotix’s request for a stay should be provisionally granted pending further
order of the Court; that is, specifically, after Mobotix serves its invalidity
disclosures on or before June 14, 2013, as required by the scheduling order and
the foregoing order in this report, all other unexpired deadlines in the scheduling
order should be suspended pending further order of the Court; if Mobotix has not
filed petitions for inter partes review for each of the patents-in-suit by Friday,
June 7, 2013, the parties must so advise the Court no later than Friday, June 21,
2013, in joint or separate advisories that provide the parties’ position(s) on
whether, and to what extent, the provisional stay should be lifted due to Mobotix’s
decision not to pursue inter partes review of any patent-in-suit as represented in
its motion for stay; otherwise, if no advisories are filed on or before Friday, June
21, 2013, this case will be immediately stayed and administratively closed, nunc
pro tunc as of June 14, 2013, pending further order of the Court; the parties must
file joint or separate advisories within thirty (30) calendar days of the
conclusion of inter partes review of each patent-in-suit providing the Court notice
of the conclusion of the proceedings, the parties’ position(s) on whether an appeal
of the inter partes review decision will be pursued, an estimate on the time
required for any appellate proceedings, and any other relevant matters (to include
a brief report on the status of any other inter partes review proceeding then
pending before the PTAB or on appeal); unless and until the Court orders
otherwise, the stay of this case will continue through the conclusion of any
appellate proceedings regarding any patent-in-suit.  12

No party filed any objection to the May 21 report, and on June 14, 2013, the District Court

entered an order accepting the May 21 report.13

  Id. at 24-25 (note omitted).10

  Id. at 26.11

  Id. at 27 (emphasis in original).12

  Docket no. 28.13
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On June 20, 2013, Mobotix filed a notice with the Court indicating it had filed petitions

for inter partes review with the PTO for each of the four patents-in-suit.    On June 27, 2013, e-14

Watch filed a motion to compel disclosures from Mobotix.   On July 2, 2013, counsel for15

Mobotix sent a letter to the undersigned with a copy to opposing counsel “request[ing]

clarification from the Court that Mobotix has no obligation to respond to the Motion to Compel

Production of Disclosures filed by [e-Watch] on June 27, 2013.”   That same day, July 2, 2013,16

the undersigned entered an order directing Mobotix to file any response to the motion to compel

by July 11, 2013, and that unless Mobotix provided just reason otherwise, the District Clerk

would file Mobotix’s July 2, 2013 letter in the electronic record of this case.   On July 11, 2013,17

Mobotix filed a response in opposition to e-Watch’s motion to compel.   On July 12, 2013, the18

District Clerk filed in the record of this case Mobotix’s July 2, 2013 letter to the undersigned.19

II.  SUMMARY OF ARGUMENTS

A. e-Watch’s Motion to Compel

e-Watch contends in its motion to compel that “[a]lthough Mobotix served a written

response to disclosures and produced publicly available documents, it has refused to produce

  Docket no. 29.14

  Docket no. 30.15

  Docket no. 33 at 1.16

  Docket no. 31.17

  Docket no. 32, and exhibits.18

  Docket no. 33.19
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additional responsive documents citing the need for a protective order.”   e-Watch requests that20

Mobotix “be required to immediately produce the required information” and states that it does

not oppose entry of this District’s standard protective order.   In the certificate of conference,21

counsel for e-Watch

certif[ies] that the parties conferred and attempted to resolve the matter by
agreement, however no agreement could be reached.  Plaintiff has previously
offered to agree to the Western District of Texas Protective Order, but Defendant
rejected the offer citing its desire for numerous additional unsupportable
conditions and restrictions.22

B. Mobotix’s Letter

In its July 2, 2013 letter, Mobotix contends a response to e-Watch’s motion to compel is

unnecessary because “this case is stayed and administratively closed, and because e-Watch failed

to meet and confer in good faith to resolve the dispute before filing the Motion.”   Mobotix23

represents it served its invalidity contentions on June 14, 2013, with certain supporting

documentation, and “believes it has fully complied with the [Court’s June 14 order] and has

provided to e-Watch all relevant information pertaining to its contentions regarding invalidity of

the asserted claims.”   With respect to a protective order, Mobotix contends it has “expressly24

reiterated its ongoing willingness to provide any responsive confidential documents once a

protective order is entered by the Court” and explains the parties communications thus far

  Docket no. 30 at 2.20

  Id. 21

  Id. at 3.22

  Docket no. 33 at 1.23

  Id. at 1-2.24
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concerning a protective order.25

C. The Court’s July 2 Order

In the July 2, 2013 order, the Court observed that it understood “e-Watch’s motion to

compel to include an implicit request to lift the stay in this case to determine whether Mobotix

has served its invalidity disclosures as required by the agreed scheduling order and the June 14

order,” and that Mobotix’s letter appeared “to concede that some responsive documents have not

been produced because they are confidential and a protective order has not been entered.”   The26

Court called on Mobotix to file any response to e-Watch’s motion to compel by July 11, 2013,

and observed that the parties’ entry into “an agreement concerning the treatment and

confidentiality of any documents disclosed by Mobotix in connection with its invalidity

disclosures” could moot the motion to compel.    27

D. Mobotix’s Opposition to the Motion to Compel

Mobotix argues e-Watch’s motion should be denied as moot because Mobotix has fully

complied with its obligations under the agreed scheduling order, but if the Court grant’s e-

Watch’s motion to compel, Mobotix requests the Court to enter its proposed protective order “to

ensure that Mobotix’s confidential documents are properly safeguarded and to ensure that

Mobotix’s technical information is not used by Plaintiff to gain an unfair advantage in

proceedings before the United States Patent and Trademark Office.”   With respect to its28

  Id. at 1, 2-3.25

  Docket no. 31 at 6, 7.26

  Id. at 7.27

  Docket no. 32 at 1-2.28
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production of invalidity disclosures, Mobotix argues the scheduling order required it to produce

five categories of documents and information: 

(1) a listing of each item of prior art that anticipates or renders obvious
each asserted claim, and for obviousness, also provide the detailed basis for the
assertion; 

(2) a copy of each item of prior art identified in (1); 
(3) a chart identifying where in each prior art reference each claim element

is found; 
(4) documents sufficient to show the operation of the accused

instrumentalities; and 
(5) documents and/or summaries sufficient to show the amount sold,

revenues, costs and profits of each accused instrumentality.29

In compliance with the scheduling order, Mobotix represents it has produced: 

! for item (1), on June 14, 2013, a listing of prior art identifying 177 references;  30

! for item (2), on June 14, 2013, copies of each item of prior art;  31

! for item (3), on June 14, 2013, claim charts identifying where in the prior art
references each claim element is found;  32

! for item (4), on June 14, 2013, more than 1400 pages of user manuals and
specification sheets covering the accused instrumentalities, and on July 11, 2013,
an additional 164 pages of user manuals;  33

! for item (5), on July 11, 2013, Mobotix agreed “to produce its financial disclosure
document with Plaintiff’s agreement to treat such document as ‘Attorneys Eyes
Only’ under the Western District of Texas Standard Protective Order;” and
“agreed to make available for copying or inspection the supporting financial
documents upon reasonable notice of Plaintiff’s desire to copy or inspect such

  Id. at 2-3.29

  Id. at 3.30

  Id. 31

  Id. 32

  Id.33
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documents.”  34

Mobotix further specifies that its production of documents and information related to item (5)

was made “without prejudice to Mobotix’s rights to continue to seek entry of a protective order

that addresses Mobotix’s concerns regarding source code and a prosecution bar related to

confidential technical documents.”35

With respect to the protective order, Mobotix argues that despite the parties’ apparent

agreement that a protective order is required, e-Watch refuses to enter into an order that “deviates

in any way from the Western District of Texas Standard Protective Order,” which Mobotix

argues “does not address Mobotix’s very real and legitimate concerns about source code and

Patent Office proceedings.”   Accordingly, should the Court find Mobotix has not complied with36

its obligations under the agreed scheduling order, Mobotix seeks to have the Court enter its

proposed protective order which is modeled on the Western District of Texas standard protective

order and includes (1) provisions for heightened protection for source code and (2) a prosecution

bar to prohibit counsel who access “prosecution bar material” in the course of this litigation

from, among other things, “. . . representing a party opposing a challenge to a patent . . .

including . . . Inter Partes Reexamination” with respect to “patents asserted in this action, and any

patent or patent application claiming priority or otherwise related to the patents asserted in this

action.”   37

  Id. at 3-4.34

  Id. at 4. 35

  Id.36

  Id., proposed protective order at 16-17, ¶¶ 10.1, 10.2.37
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Mobotix then argues the necessity and reasonableness of its proposed protective order,

including that the prosecution bar “only implicates an individual counsel’s competitive

decisionmaking,”  the material triggering the bar and the type of “prosecution” activity that is38

barred “reasonably reflect[] the risk presented by the disclosure of proprietary competitive

information,”  the duration of the bar is adequate to prevent inadvertent disclosure of39

confidential information,  the subject matter covered by the bar is “tailored reasonably narrow to40

protect Mobotix’s interests without overly prohibiting a party’s ability to prosecute applications

and patents that are unrelated to Mobotix’s highly confidential technical information,”  and no41

exemption to the bar is applicable because “the scope of activities prohibited is directed only to

activities that involve competitive decisionmaking.”   Mobotix also argues the heightened42

protection for source code is reasonable and necessary because Mobotix anticipates the

production of source code when the stay in this case is lifted and discovery resumes and the

proposed language “provides protections and restrictions of the nature that other courts in Texas

and elsewhere have found reasonable and appropriate.”   43

In sum, Mobotix asks the Court to deny e-Watch’s motion to compel on the ground it has

substantially complied with its obligations under the agreed scheduling order.  Alternatively, if

  Docket no. 32 at 8-10.38

  Id. at 10-12.39

  Id. at 12-13.40

  Id. at 13.41

  Id. at 13-14.42

  Id. at 14-16.43
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the Court requires Mobotix to produce further information, then Mobotix asks the Court to enter

a sufficiently detailed protective order.44

III.  DISCUSSION

A. Motion to Compel

Plaintiff e-Watch’s second amended complaint—its “live” pleading—alleges Mobotix

infringes four patents-in-suit.   e-Watch made its infringement disclosures on or about March 29,45

2013.  The undersigned’s May 21, 2013 report, which recommended a stay be entered in this

case, also recommended defendant Mobotix make its invalidity disclosures as required by the

agreed scheduling order by June 14, 2013, and be relieved from answering e-Watch’s written

discovery.  As observed in the May 21 report, one purpose of the parties’ reciprocal disclosures

was “[t]o ensure parity between the sides regarding initial disclosures—disclosures which should

assist both sides in their submissions in the USPTO.”   In effect, the parties’ reciprocal46

disclosures would create a record in this Court of the parties’ respective positions and

understanding of the patents-in-suit before any USPTO proceedings occurred.

Mobotix has filed petitions for inter partes review for each of the four patents-in-suit,47

and if the petitions are accepted, the patents will be reexamined.  Upon conclusion of the USPTO

reexamination proceedings, the stay in this case, presumably, will be lifted and the parties and the

Court must determine how any decision by the USPTO effects the patents-in-suit and the parties’

  See infra text accompanying notes 50-52.44

  Docket no. 9.45

  Docket no. 26 at 25.46

  See docket no. 29.47
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claims in the litigation, possibly including the amendment of the pleadings and causes of action. 

Parity in the parties’ pre-stay initial disclosures would create a record in this Court of the parties’

positions on infringement and invalidity, which could be used as a benchmark by the parties and

the Court when the stay is lifted to determine the effect of the USPTO ruling at the time of the

stay.  

Mobotix represents it has served its invalidity disclosures and documents, and has

explained the contents of the disclosures and documents.   To the extent there is disagreement48

concerning documents not produced by Mobotix, Mobotix’s response to the motion to compel

indicates those documents pertain to financial disclosures, and on July 11, 2013, Mobotix

produced a summary document and offered to make available for copying or inspection

supporting documentation.   Taking into account Mobotix’s July 11, 2013 document production,49

any documents that remain in issue appear to be related to damages—matters which are not

related the parties’ positions on infringement and invalidity of the patents-in-suit and are not at

issue in the reexamination proceedings before the USPTO.  The production of damage-related

materials is extraneous to the purpose of the reciprocal pre-stay disclosures.  Infringement and

invalidity contentions are germane to the reexamination proceedings.  On the other hand,

information related to damages may totally change depending on the outcome of the

reexamination proceedings.  Accordingly, Mobotix has substantially complied with its

obligations under the scheduling order to serve its invalidity disclosures, and e-Watch’s motion

to compel further disclosures is denied.

  Docket no. 32 at 2-4.48

  Id.49
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B. Motion for Entry of Protective Order

In addition to opposing e-Watch’s motion to compel, Mobotix seeks the entry of its

proposed protective order.   Initially, Mobotix states it seeks entry of the protective order only if50

e-Watch’s motion to compel is granted.   But, the “conclusion” portion of the response indicates51

Mobotix seeks entry of the protective order regardless of the Court’s ruling on the motion to

compel.   The Court has noted that Mobotix’s proposed protective order includes a prosecution52

bar, which includes a prohibition on “representing a party opposing a challenge to a patent . . .

including . . . Inter Partes Reexamination.”   The propriety of including reexamination53

proceedings within the scope of a prosecution bar is not clear  and, as applied in this case, would54

  Docket no. 32.50

  Id. at 1-2 (“In the event, however, the Court deems it appropriate to grant Plaintiff’s51

Motion to Compel, Mobotix earnestly requests that the Court first or contemporaneously enter
Mobotix’s Proposed Protective Order to ensure that Mobotix’s confidential documents are
properly safeguarded and to ensure that Mobotix’s technical information is not used by Plaintiff
to gain an unfair advantage in proceedings before the United States Patent and Trademark
Office.”).  

  Id. at 16 (“Because Mobotix has complied with its obligations under the Agreed52

Scheduling Order, Plaintiff’s Motion to Compel is moot and should be denied. Recognizing,
however, that discovery will re-open if the present stay is lifted, Mobotix requests entry of a
Protective Order that provides heightened protection for source code and a prosecution bar that
prevents an unacceptable risk of inadvertent disclosure of Mobotix’s confidential technical
information.”).

  Docket no. 32, proposed protective order at 16-17, ¶¶ 10.1, 10.2.53

  See, e.g., NeXedge, LLC v. Freescale Semiconductor, Inc., 820 F. Supp. 2d 1040,54

1043-45 (D. Ariz. 2011) (prosecution bar should not include reexamination proceedings);
Ameranth Inc. v. Pizza Hut Inc., No. 3:11-cv-01810-JLS-NLS, 2012 WL 528248, at *5-*7 (S.D.
Cal., Feb. 17, 2012) (same); Xerox Corp. v. Google, Inc., 270 F.R.D. 182, 184-85 (D. Del. 2010)
(same; “Defendants’ confidential information is ‘basically irrelevant’” in reexamination
proceedings). 
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appear to prohibit e-Watch’s sole litigation counsel in this case from representing e-Watch in the

reexamination proceedings Mobotix is pursuing as a direct result of this case.   The Court would55

benefit from further briefing from the parties before implementing a proposed prosecution bar. 

Accordingly, Mobotix’s motion for entry of its proposed protective order is denied without

prejudice to reurging at a future time.

IV.  CONCLUSION

Upon consideration thereof, 

IT IS ORDERED that e-Watch, Inc.’s motion to compel disclosures from Mobotix, filed

June 27, 2013,  is DENIED.  56

IT IS FURTHER ORDERED that Mobotix Corp’s motion for entry of proposed

protective order, filed July 11, 2013,  is DENIED without prejudice.   57

SIGNED and ENTERED this 15th day of July, 2013.

______________________________________

PAMELA A. MATHY
UNITED STATES MAGISTRATE JUDGE

  See docket no. 32 at 9-10.55

  Docket no. 30.56

  Docket no. 32.57
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