
 Konami opposed the Motion for Partial Summary Judgment with a Response (Doc. No. 151)
1

(“Response”) and a Sur-reply (Doc. No. 173). Viacom supported its Motion with a Reply (Doc. No. 163) (“Reply”).
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS

TYLER DIVISION

KONAMI DIGITAL ENTERTAINMENT    §
CO., LTD., et al.,     §

    §
Plaintiffs,     §

    §
v.     §          CIVIL ACTION No. 6:08cv286-JDL

    §
HARMONIX MUSIC SYSTEMS, INC.,     §
et al.,      §

    §
Defendants.     §

ORDER

Before the Court is Defendants’ Harmonix Music Systems Inc., MTV Networks, Viacom

International Inc., and Viacom Inc. (collectively, “Viacom”) Motion for Partial Summary Judgment

of Indefiniteness (Doc. No. 138) (“Indef. MSJ”)  and Plaintiffs’ Konami Digital Entertainment Co.,1

Ltd. and Konami Digital Entertainment, Inc. (collectively, “Konami”) Motion to Strike Defendant

Viacom’s Motion for Summary Judgment of Indefiniteness and Declarations of Stephen Bristow

(Doc. No. 174). Both of these Motions were discussed at the Markman hearing held on October 29,

2009 (Doc. No. 179). Having reviewed both Motions and the arguments contained therein, the Court

DENIES the Konami Motion to Strike.

PROCEDURAL HISTORY AND THE PARTIES’ CONTENTIONS

On September 25, 2009, Viacom filed its Motion for Partial Summary Judgment, alleging

four distinct theories as to why many of the Konami claims cannot be defined, and are therefore



 These theories include: (1) failing to provide algorithms in the specifications that are linked to the function
2

of the CPU-based means-plus-function limitations, (2) failing to provide and use terms consistently in the claims so

as to avoid insoluble ambiguities that arise from such inconsistencies, (3) failing to provide antecedent basis for

claim terms appearing in dependent claims, and (4) failing to provide coherent claims from which one of ordinary

skill in the art can ascertain the claims’ scope. INDEF. MSJ at 1.

 Viacom directs its indefiniteness analysis to the following terms: (1) “allocation changing device” (‘822
3

patent), (2) “staging operation instructing means” (‘067 patent), (3) “evaluation display means” (‘067 patent), and

(4) “display control unit” (‘923 patent). See INDEF. MSJ at 2.
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indefinite and invalid.   INDEF. MSJ at 1. Defendants spend the majority of their brief arguing the first2

theory. See id. at 1–18. This indefiniteness theory alleges that each of the patents-in-suit include

CPU-based means-plus-function limitations for which the specification provides no corresponding

algorithm. Viacom asserts that for numerous CPU-linked terms  in the Konami patents, “no3

algorithms are disclosed for performing the recited functions, as required.” INDEF. MSJ at 4. As a

result of Konami’s alleged failure to identify algorithms for the corresponding structure in the

specification, Viacom interprets Federal Circuit precedent to conclude that Konami does not

distinctly claim inventions as required by § 112, ¶ 2. Id. at 3 (citing Biomedin, LLC v. Waters Techs.

Corp., 490 F.3d 946, 949–50 (Fed. Cir. 2007); Default Proof Credit Card Sys. Inc. v. Home Depot

U.S.A. Inc., 412 F.3d 1291, 1298 (Fed. Cir. 2005)).

Konami’s opposition disputes Viacom’s Motion by arguing that the means-plus-function

terms are definite based on the structure found in the respective specifications. RESPONSE at 9.

Konami further argues that for some terms, no algorithm is required where the recited function for

a means-plus-function term is not performed within an executable computer program. Id. at 10

(discussing IP Innovation, LLC v. Red Hat, Inc., No. 2:07-CV-447, 2009 WL 2460982 (E.D. Tex.

Aug. 10, 2009)).  In addition to arguing the substantive merits of the Motion for Partial Summary

Judgment, however, Konami repeatedly challenges the manner in which Viacom disclosed its
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indefiniteness theories. See RESPONSE at 5–7 (arguing that failure to comply with Patent Rule 3-3(d)

necessitates that Viacom has “waived” its indefiniteness arguments); id. at 11 n.5, 15 n.7, 18 n.9

(alleging that Defendants failed to include specific invalidity theories in their January 2009 P.R. 3-3

disclosures and subsequent August 2009 Motion to supplement invalidity disclosures).

In response to Konami’s charges that it did not have adequate notice of Viacom’s

indefiniteness positions, Defendants argue that the January 12, 2009 invalidity contentions complied

with Patent Rule 3-3(d) and that Viacom served supplemental indefiniteness allegations on August

14, 2009. REPLY at 2. Viacom additionally maintains that the inextricable relatedness of claim

construction and indefiniteness findings necessitates that the two issues be taken up together, and

therefore, Konami cannot contest that it was unprepared to defend its patents from charges of

indefiniteness at this stage in the case. See id. at 2, 5–6 (citing TGIP, Inc. v. AT&T Corp v.

Information Storage Devices, 198 F.3d 1374, 1379 (Fed. Cir. 1999); Rembrandt Techs., L.P. v.

Comcast Corp., 512 F. Supp.2d 749, 761 (E.D. Tex. 2007)). 

During a telephonic status conference held on October 23, 2009, the Court asked the parties

to address the scope of the indefiniteness arguments to be considered during the Markman hearing.

During this exchange, the Court recognized a dispute relating to Viacom’s compliance with the

Local Patent Rules and suggested that Konami’s arguments were the proper subject of a Motion to

Strike. Konami then filed a Motion to Strike on October 28, 2009. In the Motion to Strike Konami

reiterates that Defendants’ Motion for Summary Judgment of  Indefiniteness was in violation of P.R.

3-3 and that Konami suffered severe prejudice as a result of Viacom allegedly concealing its

positions until summary judgment. MOTION TO STRIKE at 1–3.



 At this time, a transcript for the hearing is not yet available. However, the Court finds this to be an
4

accurate representation of what took place during the afternoon session of theOctober 29th hearing.
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Finally, during the Markman hearing on October 29, 2009, the parties disputed whether

Konami adequately provided algorithms that link the claimed function to CPU activity.  During this4

discussion, the Court inquired as to why Konami seemed to provide “truncated” algorithms for some

of the terms that Viacom argues are indefinite. Counsel for Plaintiffs then stated that due to the

withdrawl of Viacom’s previous counsel and the lack of P.R. 3-3 invalidity disclosures, Konami was

not previously aware that Defendants would challenge the definiteness of the disputed claim terms.

Konami represented that at one point, prior to Viacom’s indefiniteness Motion (when Viacom was

represented by another set of attorneys), there was mutual agreement as to all, or at least some, of

the algorithms that are now disputed. Therefore, operating under the assumption that Viacom would

not bring indefiniteness challenges, Konami proposed “truncated” algorithms that it expected would

be more palatable for consideration by a jury. Importantly, however, Konami stated that these

“truncated” algorithms were not the most complete algorithms supported by the patents-in-suit.

Konami suggested that additional corresponding structure described in the specification can be used

to disclose algorithms that sufficiently link the structure and claimed functions.

DISCUSSION

In reviewing the Viacom Indefiniteness Motion, Defendants’ concern as to the adequacy of

Konami’s proposed algorithms is well taken, but the Court also expresses concern as to potential

prejudice Konami faces due to the apparent delay in Viacom’s invalidity disclosures. Therefore,

based on the representations made at the Markman hearing, the Court finds it appropriate to give
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both parties an opportunity to propose algorithms in accordance with the teachings of the Federal

Circuit.

For means-plus-function claim terms in which the disclosed structure is a general purpose

computer or microprocessor, the Federal Circuit consistently requires that the specification disclose

the specific algorithm used to perform the function. Net Moneyin, Inc. v. Verisign, Inc., 545 F.3d

1359, 1367 (Fed. Cir. 2008); Harris Corp. v. Ericsson Inc., 417 F.3d 1241, 1253 (Fed. Cir. 2005);

WMS Gaming Inc. v. Int’l Game Tech., 184 F.3d 1339, 1348–49 (Fed. Cir. 1999). The algorithm

must be sufficiently detailed to account for the entire function. See Touchdown, Inc. v. Dresser, Inc.,

427 F. Supp.2d 730, 736 (E.D. Tex. 2005). Accordingly, due to representations Konami made at the

hearing stating that it originally proposed its “truncated” algorithms at a time when the definiteness

of claim terms was not at issue, the Court grants Konami leave, if necessary, to identify algorithms

that are supported by the respective patents and sufficiently link the structure described in the

specification with the recited function in the claim term. See Medtronic, Inc. v. Advanced

Cardiovascular Sys. Inc., 248 F.3d 1303, 1311 (Fed. Cir. 2001).

Rather than striking arguments that Konami alleges are not in compliance with P.R. 3-3 or

evaluating whether all or some of the disputed claim terms are indefinite in the current “truncated”

form, the Court ORDERS the parties to meet and confer as to the possibility of agreeing upon

algorithms for the terms that are the subject of the Viacom Indefiniteness Motion. See supra note 2,

at 2 (listing disputed claim terms). Once both parties have had an opportunity to propose algorithms

in accordance with the principles of WMS Gaming, 184 F.3d at 1348–49, the Court will re-visit, if

necessary,  the substantive merit of Viacom’s argument that Konami fails to provide algorithms in

the specifications that are linked to the function of the CPU-based means-plus-function limitations.



 If such an amendment is necessary, it should be on narrow grounds and must be related to the subject of
5

this Order. The Court notes that will address Konami’s pending Motion for Leave to Supplement Infringement

Contentions Pursuant to P.R. 3-6(b) (Doc. No. 192) at a later time.

 If the Motion for Summary Judgment is re-filed, it should focus exclusively on the indefiniteness theory
6

asserting that for four CPU-linked terms—“allocating changing device” (‘822 patent); “staging operation instructing

means” (‘067 patent); and “evaluation display means” (‘067 patent); and “display control unit” (‘923 patent)— there

are no corresponding algorithms identified to perform the recited functions. 

Three other indefiniteness theories were argued in the original Viacom Motion: (1) failing to provide and use terms

consistently in the claims so as to avoid insoluble ambiguities that arise from such inconsistencies, (2) failing to

provide antecedent basis for claim terms appearing in dependent claims, and (3) failing to provide coherent claims

from which one of ordinary skill in the art can ascertain the claims’ scope. INDEF. MSJ at 1. The Court will consider

the merits of these arguments, as originally filed (Doc. No. 138), at a later time.
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CONCLUSION

In light of the ruling stated herein, the parties are ORDERED to exchange competing

algorithm proposals by December 18, 2009 and then meet and confer by December 23, 2009.

During this meeting, the parties are encouraged to make every effort to identify mutually acceptable

algorithms for the claim terms that are disputed in the Viacom Motion. Following the meet and

confer discussions, the parties are then ORDERED to file a Notice by December 30, 2009 advising

the Court of the outcome of the parties’ meeting. Assuming that appropriate algorithms can be

agreed upon, Konami is granted leave to amend its infringement contentions  and the P.R. 4-3 chart5

to reflect these changes. All modifications should be completed by January 5, 2010.

If the parties are unable to agree upon appropriate algorithms for the disputed terms, Viacom

is granted leave  to re-file its Partial Motion for Summary Judgment by January 5, 2010.   If this6

Motion is re-filed the parties will be placed on an expedited briefing schedule. The updated deadlines

are as follows: 
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Briefing Deadline

Response January 12, 2010 at 5:00pm CST

Reply January 18, 2010 at 5:00pm CST

Sur-reply January 22, 2010 at 5:00pm CST

For the reasons stated above, (1) the original Viacom Motion for Summary Partial Judgment

(Doc. No. 138) will be re-filed, if necessary, in accordance with this Order, and (2) the Konami

Motion to Strike Defendant’s Motion for Summary Judgment of Indefiniteness (Doc. No. 174) is

DENIED.

.

                                                ___________________________________
           JOHN D. LOVE

          UNITED STATES MAGISTRATE JUDGE

So ORDERED and SIGNED this 14th day of December, 2009.
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