
UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF ILLINOIS

EASTERN DIVISION

PEERLESS INDUSTRIES, INC., )
)
)

Plaintiff, )
) No. 11 C 1768

v. )
) Hon. Joan H. Lefkow

CRIMSON AV LLC, and VLADIMIR )
GLEYZER, )

)
Defendants. )

ORDER

Defendant, Crimson AV, LLC’s (“Crimson”), motion for partial summary judgment of
invalidity [dkt. 193] is reinstated.  Crimson, however, cannot maintain invalidity defenses that it
failed to timely disclose.  Accordingly, Crimson is limited to asserting invalidity of United States
Patent Number 7,823,850 (the ’850 patent) based on failure to disclose the best mode,
anticipation, and obviousness.  Crimson may rely on United States Patent Number 7,722,002
(“the ’002 patent”) and the TechCraft TRK 50/50B bracket (“TechCraft bracket”) as prior art.
Crimson may file a renewed motion for summary judgment addressing these defenses.  See
Statement section.  

STATEMENT

In its motion for summary judgment seeking a declaration of invalidity, Crimson argues
that the asserted claims are invalid based on (1) the on-sale bar doctrine; (2) failure to name an
inventor; (3) failure to disclose the best mode; (4) obviousness; and (5) anticipation.  Peerless
argues that Crimson failed to comply with this court’s Local Patent Rules and should be
precluded from asserting these defenses.  

A. Local Patent Rules 3.1 and 3.4

Crimson for the first time in its summary judgment briefing raised invalidity arguments
that it did not include in its initial and supplemental invalidity contentions,1 namely, the on-sale
bar doctrine, failure to name an inventor, and failure to disclose the best mode.  Crimson also

1  Crimson’s counsel initially indicated that it would stand on its first supplement to its initial
invalidity contentions; however, Crimson subsequently disclosed a second supplement to its initial
invalidity contentions after the court’s January 31, 2012 deadline to disclose final infringement and
invalidity contentions.  See Dkt. 69; Dkt. 172–5; Dkt. 172–6; Dkt. 290–1.  
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relied on prior art that it did not initially disclose.  

Local Patent Rule 3.1 provides that a party asserting invalidity of a claim must serve final
invalidity contentions before the close of discovery.  Local Patent Rule 3.4 governs the
amendment of final invalidity contentions and provides that “[a] party may amend its Final . . .
Invalidity Contentions only by order of the Court upon a showing of good cause and absence of
unfair prejudice to opposing parties, made promptly upon discovery of the basis for the
amendment.”  N.D. Ill. L.P.R. 3.4.  The rule further states that “[a]n example of a circumstance
that may support a finding of good cause, absent undue prejudice to the non-moving party,
includes a claim construction by the Court different from that proposed by the party seeking
amendment.”  Id.  

A party seeking to amend its final invalidity contentions must demonstrate that it acted
diligently and that the patentee will suffer no prejudice.  See O2 Micro, 467 F.3d at 1366–67; see
generally Judge Matthew Kennelly & Edward D. Manzo, Northern District of Illinois Adopts
Local Patent Rules, 9 J. Marshall Rev. Intell. Prop. L. 202, 216 (2010) (“Parties are not locked
irrevocably into their final contentions.  To amend them, however, a party must obtain leave of
court on a showing of good cause and the absence of unfair prejudice to opposing parties.”). 
Determining whether a party has satisfied the good cause requirement is within the discretion of
the court.  See MEMC Elec. Materials, Inc. v. Mitsubishi Materials Silicon Corp., 420 F.3d
1369, 1380 n.5 (Fed. Cir. 2005); Speedtrack, Inc. v. Endeca Techs., Inc., Nos. 2012-1319, 2012-
1402, 2013 WL 1606291, at *7 (Fed. Cir. Apr. 16, 2013) (Table) (“Decisions enforcing local
rules in patent cases are reviewed for an abuse of discretion.”).

B. On-Sale Bar Doctrine 

Crimson argues that Peerless displayed and sold the bracket embodying the ’850 patent
in September 2004, which was more than a year before Peerless filed the application leading to
the ’850 patent.  See Leader Techs., Inc. v. Facebook, Inc., 678 F.3d 1300, 1305 (Fed. Cir. 2012)
(“Under 35 U.S.C. § 102(b), a patent is invalid if the invention was . . . in public use or on sale in
this country more than one year prior to the date the patent application is filed.”).2  In its
invalidity contentions, Crimson did not articulate the on-sale bar doctrine as a defense nor did it
provide the requisite detail to substantiate the defense.  See N.D. Ill. L.P. R. 2.3(b)(1) (“Prior art
under 35 U.S.C. § 102(b) shall be identified by specifying the item offered for sale or publicly
used or known, the date the offer or use took place or the information became known, and the
identity of the person or entity which made the use or which made and received the offer, or the
person or entity which made the information known or to whom it was made known.”).  That

2  The Leahy-Smith America Invents Act amended section 102.  See Pub. L. 112-29, Sec. 3, 125
Stat. 284 (Sept. 16, 2011).  The prior version of section 102 applies to this case as the asserted claims
have effective filing dates before March 15, 2013, which is when the statute took effect.  See, e.g., Golden
Bridge Tech., Inc. v. Apple Inc., Civ. No. 10-428, 2013 WL 1427330, at *9 n. 12 (D. Del. Apr. 9, 2013). 
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Crimson alleged the on-sale bar doctrine in its amended answer3 does not save the defense
because Crimson had an obligation to disclose the defense in its invalidity contentions, which it
failed to do. 

C. Failure to Name An Inventor 
 

Crimson also argues that the ’850 patent is invalid for failure to name Dr. Gennady
Plavnik, Peerless’s Senior Design Engineer who averred that he designed figure 3 in the ’850
patent, as an inventor.  See Pannu v. Iolab Corp., 155 F.3d 1344, 1349–50 (Fed. Cir. 1998) (a
patent may be held invalid for failure to name an inventor under § 102(f)).  Here, however,
Crimson never alleged in its invalidity contentions that Peerless omitted the true inventor of the
’850 patent, thus rendering the patent invalid.  See N.D. Ill. L.P.R. 2.3(b)(1) (“Prior art under 35
U.S.C. § 102(f) shall be identified by providing the name of the person(s) from whom and the
circumstances under which the invention or any part of it was derived.”). 

Neither of these invalidity bases appears in Crimson’s initial or supplemental invalidity
contentions; however, both of these defenses are premised on information known to Crimson
prior to the time for amending its final invalidity contentions and are intertwined with its other
invalidity defenses.  That Crimson reserved the right to supplement its invalidity defenses does
not excuse its failure to comply with this court’s local rules, which require that a party assert all
invalidity defenses in its final invalidity contentions.  Nor has Crimson offered any explanation
as to why it did not timely raises these defenses.  Accordingly, Crimson is barred from raising
invalidity defenses based on the on-sale bar and failure to name the proper inventor.

D. Failure to Disclose the Best Mode

Crimson additionally did not state that failure to disclose the best mode rendered the ’850
patent invalid in its final invalidity contentions.  Cf. N.D. Ill. L.P.R. 2.1(b)(3) (invalidity
disclosures must include “a detailed statement of any grounds of invalidity based on
indefiniteness under 35 U.S.C. § 112(2) or enablement or written description under 35 U.S.C.    
§ 112(1)”).  Still, in asserting a defense based on inequitable conduct, Crimson argued that
Peerless’s patent attorney’s failure to mention the safety screw retainer element, later claimed in
the ’002 patent, violated his duty of candor to the PTO because he failed to disclose the best
mode of the invention.  While Crimson should have disclosed this defense as a separate basis of
invalidity, its including failure to disclose the best mode in its inequitable conduct allegations
apprised Peerless of the defense.  Accordingly, the court will allow Crimson to argue failure to
disclose the best mode as an invalidity defense.

3  Crimson’s including the on-sale bar doctrine as an invalidity basis in its amended answer filed
before it disclosed its invalidity contentions further militates against allowing Crimson to raise the
defense at the present time.  Crimson was undoubtedly aware of the defense.
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E. Obviousness 

Crimson also argues that the asserted claims are invalid as obvious over the prior art. 
Crimson timely asserted obviousness as a defense in its invalidity contentions; however, it added
additional supporting prior art (i.e., United States Patent Number 7,722,002 and the TechCraft
bracket) after the court-imposed deadline for disclosing final invalidity contentions.  See N.D.
Ill. L.P.R. 2.3(b)(1) (“Each prior art publication must be identified by its title, date of
publication, and where feasible, author and publisher.”).  Because Crimson disclosed the prior
art, albeit after the deadline, Peerless was aware of Crimson’s bases for asserting obviousness,
thus reducing any resulting prejudice.  Accordingly, the court will allow it to rely on this prior
art for purposes of arguing obviousness.4  

F. Anticipation 

Crimson also raised anticipation as a defense arguing that the TechCraft bracket discloses
the limitations at issue in the ’850 patent.  See ClearValue, Inc. v. Pearl River Polymers, Inc.,
668 F.3d 1340, 1344 (Fed. Cir. 2012) (anticipation under 35 U.S.C. § 102 requires that the prior
art reference expressly or inherently disclose each claim limitation as determined by one of
ordinary skill in the art).  Crimson did not disclose the TechCraft bracket as prior art until its
second supplement to its invalidity contentions, which it sent to Peerless after the court-imposed
deadline for exchanging final invalidity contentions.  Still, as noted above, because Peerless is
aware of the TechCraft bracket as prior art, the court will allow Crimson to rely on this prior art
reference.

Dated:  October 2, 2013 __________________________________
U.S. District Judge Joan H. Lefkow

4  Crimson may also rely on the “Gennady brackets” listed as prior art in figures 1 and 2 of the
’850 patent.  
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