
IN THE UNITED STATES DISTRICT COURT 
FOR THE NORTHERN DISTRICT OF ILLINOIS 

EASTERN DIVISION 
 

COSTAR REALTY INFORMATION, INC. 
   Plaintiff, 
v. 
CIVIX-DDI, LLC, 
   Defendant. 
______________________________________ 
 
CIVIX-DDI, LLC, 
   Plaintiff, 
v. 
 
LOOPNET, INC., 
   Defendant. 

 
Case No:  12 C 4968 
 
 
Consolidated with Case Nos.: 
12 C 7091 and 
12 C 8632 
 
 

 
ORDER LIMITING COSTAR AND LOOPNET 

TO USING 25 OF THE PRIOR ART REFERENCES 
EXPLICITLY IDENTIFIED AS PART OF THEIR FINAL 
INVALIDITY CONTENTIONS SERVED ON MAY 6, 2013 

 
JAMES F. HOLDERMAN 
 
 CoStar Realty Information, Inc. and LoopNet, Inc. (collectively “CoStar/LoopNet”) 

moved six weeks after the deadline for compliance under Local Patent Rule 3.1 to be allowed to 

cite more than 25 prior art references in their invalidity contentions. (Dkt. No. 147.)  To succeed, 

they must show “good cause and absence of unfair prejudice to opposing parties.”  CoStar and 

LoopNet on May 6, 2013 served 132 prior art references (amounting to 2,962 pages in their 

invalidity contentions) without seeking court approval to do so. The court on May 21, 2013 

granted CIVIX’s motion to apply L.P.R. 3.1 and to limit CoStar/LoopNet to 25 references.  (Dkt. 

No. 141 (“CoStar/LoopNet’s amended final invalidity contentions shall be limited to 25 

references and shall be filed by 6/21/13”).)  

 On June 21, 2013, instead of complying with this court’s May 21, 2013 order, 

CoStar/LoopNet sought leave to file a total of 48 invalidity references. (Dkt. No. 148.)  Some of 
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those 48 references that CoStar/LoopNet have now jointly presented were not explicitly 

identified in CoStar/LoopNet’s May 6, 2013 submission.  Because CoStar/LoopNet have 

identical interests in these cases and have been treated together by all parties, they will continue 

to be treated together.  CoStar/LoopNet may not gain an advantage in their joint defense from 

their joint misfeasance of not complying with Local Patent Rule 3.1 or this court’s order after 

May 6, 2013.  No new or additional references will be allowed to CoStar/LoopNet that were not 

explicitly included in the May 6, 2013 submission.  The references that CoStar/LoopNet can 

employ must have been explicitly identified in that submission or they are now unavailable.  

CoStar/LoopNet may select and identify their 25 prior art references from that initial May 6, 

2013 group.  To allow CoStar/LoopNet more or additional references at this time would merely 

reward their dilatory tactics in their disclosures. 

 Local Patent Rule 3.1 was crafted by experienced patent counsel from various segments 

of patent law practice.  Local Patent Rule 3.1 was approved by the judges of this court 

unanimously after public comment and was designed to focus the issues surrounding contentions 

of invalidity on a reasonable number of discernible identified prior art references.  In most cases, 

culling the potential prior art references on the issue of patent invalidity to a representative 25 is 

reasonable.  Typically, if parties asserting patent invalidity cannot persuasively present their best 

25 prior art references to meet their burden on that issue, allowing them 30, 40 or 50 references 

will not improve their position but will merely burden the record to no useful end.  Of course, in 

the proper case, appropriate additional references will be allowed, but this is not that case.  In 

this case, CoStar/LoopNet were jointly dilatory, did not comply with Local Patent Rule 3.1, and 

did not comply with this court’s May 21, 2013 order.  Furthermore, CoStar/LoopNet are now 

trying to avoid the requirements of Local Patent Rule 3.1 by inserting references in an untimely 
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manner and including references CoStar/LoopNet did not explicitly identify on May 6, 2013 

when they were required to do so. 

CONCLUSION 
 

 CoStar/LoopNet have neither shown good cause nor the absence of unfair prejudice.  

Their motion (Dkt. No. 147) is denied.  They have abused the prior art disclosure process of 

Local Patent Rule 3.1, and they are once again ordered to serve no more than 25 prior art 

references.  As a result of CoStar/LoopNet’s delay and previous non-compliance in connection 

with this disclosure issue, and to deter any similar conduct in the future by CoStar/LoopNet, the 

prior art references CoStar/LoopNet will be allowed to use in support of their invalidity 

contentions are limited to 25 specific references from among those explicitly identified on 

May 6, 2013 in CoStar/LoopNet’s final invalidity contentions served on CIVIX’s counsel that 

day.  The time and date for CoStar/LoopNet’s compliance with this order to serve CIVIX’s 

counsel with the 25 specific references CoStar/LoopNet are now allowed to select from among 

the multiple references they explicitly identified on May 6, 2013 is to occur is no later than noon 

August 15, 2013.  The parties and counsel are also encouraged to discuss settlement of these 

cases.  Counsel are to report on the status of those discussions and the case on September 3, 2013 

at 9:00 a.m. 

  

Dated:  August 8, 2013     ENTERED: 
        
  
       _________________________________ 
       James F. Holderman 
       United States District Court  
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