
UNITED STATES DISTRICT COURT
DISTRICT OF NEW JERSEY

____________________________________
:

AUXILIUM PHARMACEUTICALS, :
INC., ET AL., :

:
Plaintiffs, : Civil Action No. 12-3084 (JLL)

:
v. :

:
WATSON LABORATORIES, INC. :           ORDER
(NV), ET AL., :

:
Defendants. :

____________________________________:

This matter comes before the Court by way of the parties’ joint discovery dispute letter

dated July 23, 2013 [ECF No. 110];

and it appearing that defendants previously sought to amend their invalidity contentions

pursuant to Local Patent Rule 3.7 [ECF No. 50];

and it further appearing that the Court granted-in-part and denied-in-part defendants’

application [ECF Nos. 92 and 93];

and it further appearing that the defendants attached proposed amended invalidity

contentions to their application [ECF No. 50-1];

and it further appearing that the Court relied on the proposed contentions in reaching its

decision [Opinion, ECF No. 92, at 5-7];

and it further appearing that the Court granted defendants’ request to add arguments

based on newly discovered prior art as outlined in the proposed invalidity contentions [Order,
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ECF No. 93];

and it appearing that defendants now have further revised the Amended Invalidity

Contentions of Asserted Claims, subsequent to the Court’s order, by adding additional

substantive arguments that were not previously at issue;

and it further appearing that defendants argue in the joint letter that these revisions either

remove language relating to the indefiniteness defense, constitute typographic or stylistic edits, or

provide substantive detail of the amended prior art to achieve a better understanding of

defendants’ defenses [ECF No. 110 at 3]; 

and it further appearing that plaintiffs argue defendants’ revisions exceed the scope of the

Court’s order;

and the Court having reviewed the redline comparison of the proposed amended

contentions and the amended contentions as served by defendants [Ex. 1 to Joint Letter, ECF No.

110] and finding that defendants add substantive arguments and reference new prior art in their

contentions;

and it appearing that Local Patent Rule 3.7 requires any “[a]mendment of any

contentions, disclosures, or other documents required to be filed or exchanged pursuant to these

Local Patent Rules may be made only by order of the Court upon a timely application and

showing of good cause” [L. Pat. R. 3.7 (emphasis added)];1

 The Court does agree with defendants that minor changes addressing typographical or1

grammatical errors are appropriate.  But anything that adds to the substance of defendants’
contentions can only be added after the Court grants leave.  To suggest that defendants should be
allowed, on their own, to add new material in order to “clarify” its previous position would
obviously negate the spirit and the letter of the local rules.  The Court does not look favorably on
such gamesmanship.  
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and it further appearing that defendants have not moved to further amend their invalidity

contentions or demonstrated good cause as to why such amendment is appropriate; 

IT IS on this 30  day of August, 2013,h

ORDERED that defendants shall serve amended invalidity contentions, as allowed

pursuant to the Court’s June 6, 2013 Opinion and Order [ECF Nos. 92 and 93] and as previously

submitted to this Court [ECF No. 50-1], by September 13, 2013; and it is further

ORDERED that should defendants seek to add any substantive material to their

contentions they shall file a motion to amend as required by the Local Patent Rules.

 s/ Michael A. Hammer                                             
UNITED STATES MAGISTRATE JUDGE
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