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This patent infringement case involves television remote controls.  In May 2010, Plaintiff
Man Machine Interface Technologies, LLC (“MMIT” or “Plaintiff”) sued Defendants
Vizio Inc. (“Vizio” or “Defendant”) and Panasonic Corporation of North America
(“Panasonic”) for infringing various claims of Plaintiff’s U.S. Patent No. 6,069,614 (the
“‘614 Patent”).  Three motions are now before the Court: (1) Plaintiff’s Motion to
Exclude Undisclosed Prior Art and Hearsay Evidence (“Motion to Exclude Evidence”);
(2) Defendant’s “Motion for Leave to Amend Scheduling Order and to File Amended
Answer (“Motion for Leave to Amend Answer”); and (3) Defendant’s Motion in Limine
to exclude the testimony and expert report of Plaintiff’s expert Dr. Barbara Luna
(“Motion in Limine”).

After reviewing the arguments and papers submitted, the Court GRANTS in part and
DENIES in part Plaintiff’s Motion to Exclude Evidence, DENIES Defendant’s Motion
for Leave to Amend Answer, and GRANTS in part and DENIES in part Defendant’s
Motion in Limine.
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BACKGROUND

Tara C. Singhal is the inventor of the ‘614 Patent and the owner of MMIT.  At some point
before this litigation began, Singhal assigned MMIT the rights to the ‘614 Patent. 
(Complaint ¶¶ 1, 6-7.)  The ‘614 Patent describes a remote control containing a
specialized “thumb-switch.”  Plaintiff alleges that Defendant sells various remote controls
that infringe certain claims of the ‘614 Patent.  Although Plaintiff originally named
Panasonic as a defendant, Panasonic was dismissed from the litigation in December 2011. 

In November 2011, Defendant moved for partial summary judgment on the grounds that
claims 1, 2, and 8 of the ‘614 Patent are invalid as anticipated by a prior art remote
control known as the Beolink 5000.  The next month, Defendant filed a second motion for
partial summary judgment on the grounds that the same claims of the ‘614 Patent are
invalid as anticipated by a remote control known as the EZTV 1.  After full briefing and a
hearing, the Court denied Defendant’s first motion for partial summary judgment.  The
Court struck as untimely Defendant’s second summary judgment motion.  (Dkt Nos. 150,
100.)  

ANALYSIS

1. PLAINTIFF’S MOTION TO EXCLUDE EVIDENCE

On November 1, 2011, one week after the close of discovery, Defendant submitted the
expert report of Donald E. Rickert.  In his report, Rickert provides opinions concerning
numerous patents and devices that he contends anticipate certain claims of the ‘614
Patent.  Rickert’s report also reveals Defendant’s intent to rely on a previously
undisclosed non-infringement defense.  Defendant seeks to exclude much of this
testimony.
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1.1 Alleged Prior Art Disclosed in the Rickert Report

In his report, Rickert claims that the following items anticipate the ‘614 Patent either
independently or in combination: (1) the Emmons Patent (U.S. Patent No. D331,060) and
the related Emmons Device, (2) the Bell Atlantic Stargazer System (“Stargazer System”);
(3) the Tsakiris Patent (U.S. Patent No. 5,563,630); (4) the Florin Patent (U.S. Patent No.
5,594,509); (5) the Takami Patent (U.S. Patent No. D357, 018); (6) the Laituri ‘816
Patent (U.S. Patent No. D379,816); (7) the Laituri ‘264 Patent (U.S. Patent No.
D368,264); and (8) the EZTV1 Device.  Plaintiff argues that Rickert’s testimony
concerning this art should be excluded because Defendant failed to disclose these patents
and devices before the October 24, 2011 discovery cut-off.  

Plaintiff’s Interrogatory Number 3, propounded in December 2010, asked Defendant to
“[s]et forth in detail any contentions that the patent-in-suit is invalid.”  Plaintiff argues
that Defendant’s answers to Interrogatory Number 3 did not include any reference to (1)
the Emmons Patent, the Emmons Device, or the Stargazer System; (2) the Laituri ‘246
Patent and the EZTV 1 Device; (3) the Florin Patent; (4) the Takami Patent; and (5) the
Laituri ‘816 Patent.  The Court now examines this collection of alleged prior art.  

1.1.1 Emmons Patent, the Emmons Device, and the Stargazer System

As noted, Plaintiff argues that Rickert’s testimony concerning the Emmons Patent, the
Emmons Device, and the Stargazer System should be excluded because Defendant
withheld this information from Plaintiff until the discovery period ended. 

Instead of explaining why it failed to disclose this alleged prior art before the discovery
cut-off, Defendant builds and attacks several strawmen.  Defendant argues, for example,
that Rickert’s opinions concerning the Emmons Patent, the Emmons Device, and the
Stargazer System should be admissible under Rule 702 because they are “based on his
personal knowledge, experience, and training.”  (Opp’n at 4:18-19.)  But as Plaintiff
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notes, the admissibility of this evidence under Rule 702 has little to do with Defendant’s
failure to disclose such evidence earlier in the litigation.

Defendant also argues that Plaintiff had the opportunity to depose Rickert at any time
between November 1, 2011, when Defendant served the report on Plaintiff, and
November 23, 2011, the last day to take depositions of expert witnesses.  This argument
also fails to explain why Defendant waited so long to disclose the alleged prior art. 

The Court GRANTS Plaintiff’s request to exclude Rickert’s testimony concerning the
Emmons Patent, the Emmons Device, and the Stargazer System.

Plaintiff also seeks to exclude Rickert’s testimony that the Tsakiris Patent combined with
the Stargazer System renders the ‘614 Patent obvious, and therefore invalid.  While
Defendant may introduce Rickert’s testimony concerning the Tsakiris Patent, it may not
introduce Rickert’s testimony that the Tsakiris Patent combined with the Stargazer
System renders the ‘614 Patent obvious.  

1.1.2 The Laituri ‘246 Patent and the EZTV 1 Device

Plaintiff next asks the Court to exclude evidence related to the Laituri ‘246 Patent and the
related EZTV 1 Device because they were not disclosed by Defendant in its responses to
Plaintiff’s Interrogatory Number 3.  (Motion at 7-8.)  Plaintiff further claims that it “had
no notion during the discovery period that Defendant intended to rely on the EZTV 1.” 
(Id.)

As explained in the Court’s Order granting Defendant’s request to depose David Laituri
and Jeff Smith, (Dkt. No. 181), Laituri is the holder of the ‘264 Patent, and the inventor of
the related EZTV 1 remote control.  At the outset of this litigation, Plaintiff sought
Laituri’s service as a consultant.  Plaintiff wrote the following to Laituri in a June 2010
email: 
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My attorney Robert Schroeder, who is helping me on a patent
enforcement issue, has expressed a desire to use your services
as a consultant related to remote controls.  Hence he would
like to talk to you as to how you may be able to help.

(Dkt. No. 156, Ex. A.)  Laituri then contacted Schroeder and the two exchanged multiple
emails.  

Despite these communications, Plaintiff did not identify Laituri in its Rule 26 disclosures. 
Nor did Plaintiff disclose his communications with Laituri in its response to Defendant’s
March 2011 request for production of “[a]ll reports, correspondence, or communications
with any expert or consultant retained or considered by you in connection with this
action.”  (Id. Ex. D (emphasis added).)  Indeed, Plaintiff responded to this request by
stating simply that “there are no such documents.”  (Id.)  At his April 2011 deposition, 
Singhal again denied having ever communicated with Laituri about this litigation. 
(Deposition of Tara Singhal at 83:10-18.)

Plaintiff does not deny that it failed to disclose its communications with Laituri.  Instead,
Plaintiff argues that Defendant should have known about Laituri because he is named as
the inventor of U.S. Patent No. D379,816, which appears in the ‘614 Patent’s prosecution
history.  (Reply at 8.)  Plaintiff also claims that it had no information to give Defendant
because Laituri refused to speak with Plaintiff.  (Id.)  Finally, Plaintiff argues that any
nondisclosure was harmless because Defendant eventually managed to contact Laituri and
obtain a declaration from him.  (Id.)

But these facts, even if true, don’t excuse Plaintiff’s failure to disclose its
communications with Laituri.  In its December 2011 Order striking as untimely
Defendant’s second motion for partial summary judgment, the Court stated that it would
not excuse Defendant from its obligation to gather all evidence necessary to support
summary judgment motions within the discovery period.  (Dkt. No. 100.)  Neither will the
Court excuse Plaintiff’s obligation to disclose information responsive to discovery
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requests.    

Plaintiff’s request to exclude Rickert’s testimony related to the Laituri ‘246 Patent and the
EZTV 1 remote control is DENIED.

1.1.3 The Florin Patent

Plaintiff does not object to Rickert’s testimony concerning the Florin Patent, even though
Plaintiff claims that Defendant failed to disclose the Florin Patent in its response to
Interrogatory Number 3.  Instead, Plaintiff requests that the Court preclude Defendant
from calling David Laituri as a “surprise witness” to offer testimony related to the Florin
Patent. 

As noted in Section 1.1.2, Plaintiff repeatedly failed to disclose his communications with
Laituri.  The Court will not reward Plaintiff’s discovery violations with an order barring
evidence from Laituri.  Accordingly, the Court DENIES Plaintiff’s request to exclude
Laituri’s testimony concerning the Florin Patent. 

1.1.4 The Takami Patent

Plaintiff next claims that the Takami Patent should be excluded because it “was not
identified in Defendant’s response to Plaintiff’s Interrogatory No. 3” and was “never
identified by Defendant as a basis for invalidity in any other way when discovery was
open.”  (Motion at 7 (emphasis added).)  But Defendant did disclose the Takami Patent in
its first supplemental response to Plaintiff’s Interrogatory Number 6, which asked
Defendant to “[i]dentify each item of prior art that you contend anticipates or renders
obvious any claim of the patent in suit.”  (Opp’n at 10.)  While Plaintiff contends that this
disclosure was inadequate, (Reply at 6-7), the fact remains that Defendant identified the
Takami Patent during the discovery period.  
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Because Plaintiff’s claim that Defendant “never identified” the Takami Patent as a basis
for invalidity during the discovery period is false, the Court DENIES its request to
exclude Rickert’s testimony regarding the Takami Patent. 

1.1.5 The Laituri ‘816 Patent

Plaintiff does not object to Rickert’s testimony concerning the Laituri ‘816 Patent,
provided that “Defendant confines the evidence it offers to the four corners of the patent
document,” without supplementing such evidence with “undisclosed ‘personal
knowledge’ or hearsay” from any witness.  (Id.)

Not only is the Laituri ‘816 Patent part of the ‘614 Patent’s prosecution history, but a
copy of the Laituri ‘816 Patent was produced by Defendant to Plaintiff in March 2011. 
(Opp’n at 11.)  Plaintiff also referenced the ‘816 Patent extensively in its opposition to
Defendant’s first motion for partial summary judgment. 

The Court DENIES Plaintiff’s request to exclude Rickert’s testimony concerning the ‘816
Patent.  Plaintiff may renew its objections to specific testimony related to the Laituri ‘816
Patent as it arises at trial.

1.2 Rickert’s Non-Infringement Testimony

Plaintiff requests that the Court exclude Rickert’s testimony related to non-infringement. 
(Motion at 8.)  Plaintiff specifically seeks to exclude Rickert’s testimony that Defendant’s
VRV1 remote does not infringe the ‘614 Patent because the VRV1 “has a single rubber
mat that covers the center switch and also covers the four annular switches.”  (Motion at
9.)

Plaintiff’s Interrogatory 1(a) sought “the basis for any contentions by VIZIO that any

CIVIL MINUTES - GENERAL
Page 7 of 17



UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

CIVIL MINUTES - GENERAL

Case No. SACV 10-0634 AG (MLGx) Date February 27, 2012

Title MAN MACHINE INTERFACE TECHNOLOGIES, LLC v. VIZIO, INC.,
et al.

such remote control model . . . does not infringe.”  (Motion at 8.)  After initially objecting
to this interrogatory, Defendant eventually responded that “[t]he accused VIZIO remote
controls do not infringe the asserted claims 1, 2 & 8 of the ‘614 patent for the reason that
the claims are invalid.”  (Id. (emphasis added).)  

While Defendant does not deny its failure to mention the VRV1’s rubber matting during
the discovery period, it argues that this testimony should be permitted because it denied
all allegations regarding infringement in its Answer and Counterclaims.  Defendant also
stresses that Plaintiff bears the burden of proving how and why Defendant’s products
infringe Plaintiff’s patent.  (Opp’n at 15.)  But Defendant fails to adequately explain why
it did not disclose this information in its response to Plaintiff’s Interrogatory 1(a), or at
any other time before the close of discovery.  Defendant’s argument that “Plaintiff had
every opportunity to depose Dr. Rickert on [this] issue[],” also fails to justify its delayed
disclosure of this information. 

The Court GRANTS Plaintiff’s request to exclude Rickert’s non-infringement testimony
related to the VRV1 remote.

2. DEFENDANT’S MOTION FOR LEAVE TO MODIFY THE SCHEDULING
ORDER AND AMEND ITS ANSWER

Defendant seeks to amend its answer to add the affirmative defenses of license and
release.  Plaintiff argues, and the Court agrees, that Defendant lacks good cause to amend
its Answer at this late date.  Accordingly, the motion is DENIED. 

2.1 Standards Governing Amendment of Pleadings

Federal Rule of Civil Procedure 15(a) allows a party to amend its pleading “only by leave
of court or by written consent of the adverse party,” and provides that “leave shall be
freely given when justice so requires.”  Fed. R. Civ. P.  15(a).  Because the policy of Rule
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15 favors amendment, it is liberally applied.  Ascon Properties v. Mobil Oil Co., 866 F.2d
1149, 1160 (9th Cir. 1989).  Leave to amend should be granted absent a showing that (1)
there was undue delay in the request for amendment, (2) the amendment would cause the
opposing party undue prejudice, or (3) amendment would be futile.  See Jackson v. Bank
of Hawaii, 902 F.2d 1385, 1387 (9th Cir. 1990) (citing Foman v. Davis, 371 U.S. 178,
182 (1962)).  It is the burden of the party opposing amendment to persuade the court that
leave should not be granted.  DCD Programs, 833 F.2d at 186. 

When, as here, leave to amend is requested after the time permitted in a pretrial
scheduling order has expired, Federal Rule of Civil Procedure Rule 16 adds an additional
layer of analysis to this inquiry.  Under Rule 16, amendment after the deadline established
in the scheduling order requires leave of the district court “upon a showing of good
cause.”  Fed. R. Civ. P. 16(b)(4).  Thus, a court considering a party’s request for leave to
amend the pleadings after the scheduling order deadline has passed must engage in a two-
step analysis: the court first asks whether the party has satisfied Rule 16’s “good cause”
requirement, and if good cause is shown, the court then considers whether amendment
would be proper under Rule 15.  Johnson v. Mammoth Recreations, Inc., 975 F.2d 604,
608 (9th Cir. 1992).  

2.2 Whether Defendant Has Shown Good Cause to Amend

Because the deadline for amendment in the Court’s Scheduling Order has passed, the
Court must first consider whether Defendant meets its burden of showing “good cause”
under Rule 16.  To determine whether a party has made a sufficient showing of “good
cause,” courts “focus[] on the reasonable diligence of the moving party.”  Noyes v. Kelly
Services, 488 F.3d 1163, 1174 n.6 (9th Cir. 2007).

Plaintiff first produced information concerning its third-party license agreements on
August 30, 2011.  (Motion at 4:15-17.)  And by October 2011, Defendant had enough
information about Plaintiff’s third-party licenses to assert the defenses of license and
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release.  Indeed, on October 21, 2011, Defendant sent Plaintiff a “list of VIZIO remote
controls [that] were purchased from companies that are licensees or have settled with
MMIT in regard to the ‘614 Patent.”  (Plaintiff’s First Motion to Exclude Evidence, Ex.
3.)  

While good cause to amend may have existed in the fall of 2011, soon after Defendant
received information about Plaintiff’s licenses, Defendant fails to show that good cause to
amend still exists.  Defendant seeks to justify its delay by claiming that it “assumed that
the issue relating to Plaintiff’s own licensees could be verified by Plaintiff and the matter
perhaps addressed on the basis of a stipulation.”  (Motion for Leave to Amend at 5.) 
Defendant also argues that “the assertion of this defense does not entail an unknown legal
theory or argument . . . .  Rather, it results simply in an arithmetic exercise wherein
Defendant maintains that a specific number of certain model number must be excluded
from any royalty analysis.”  (Motion at 6:11-15.)  Whatever the merits of these
arguments, they are inadequate substitutes for the showing of good cause that Rule 16
requires. 

Throughout its Motion for Leave to Amend, Defendant blurs the distinction between Rule
15 and Rule 16.  Defendant twice claims that “[c]ourts have stated that ‘good cause’ for
modifying the scheduling order includes cases where the non-moving party is already
aware of the existence of an affirmative defense.”  (Motion at 7, 8.)  Defendant’s use of
the word “includes” is misleading because it converts the Rule 16 test, which focuses on
the diligence of the moving party, to a Rule 15 test, which focuses on the prejudice
amendment may cause the non-moving party. 

Defendant’s failure to request leave to amend its answer shortly after it discovered the
viability of its unpled defenses demonstrates a lack of diligence.  See Noyes, 488 F.3d at
1174 n.6 (9th Cir. 2007).  Because Defendant does not sufficiently show that good cause
exists to modify the Scheduling Order at this time, the Court need not address whether
such amendment will unfairly prejudice Plaintiff.
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Defendant’s Motion for Leave to Amend is DENIED.

3. DEFENDANT’S MOTION IN LIMINE

In its Motion in Limine, Defendant requests that the Court preclude Plaintiff from
offering testimony from its damages expert Dr. Barbara Luna under Federal Rule of
Evidence 702 and Daubert v. Merrell Dow Pharmaceuticals, 509 U.S. 579 (1993). 
(Motion in Limine at 2.)  The Court GRANTS in part and DENIES in part this motion.

3.1 Standards Governing the Admission of Expert Testimony

Rule 702 provides that a witness qualified as an expert may offer opinion testimony if
“(1) the testimony is based upon sufficient facts or data, (2) the testimony is the product
of reliable principles and methods, and (3) the witness has applied the principles and
methods reliably to the facts of the case.”  Fed. R. Evid. 702.  

Daubert assigns the district court a “gatekeeping role.”  Daubert, 509 U.S. at 597.  “[T]he
trial judge must ensure that any and all scientific testimony or evidence admitted is not
only relevant, but reliable.”  Id. at 589.  An expert witness is allowed to offer opinions, if
such opinions “have a reliable basis in the knowledge and experience of his discipline.” 
Id. at 592.  “The gatekeeper role ‘entails a preliminary assessment of whether the
reasoning or methodology underlying the testimony is . . . valid and of whether that
reasoning or methodology can be applied to the facts in issue.’”  United States v.
Laurienti, 611 F.3d 530, 548 (9th Cir. 2010) (quoting Daubert, 509 U.S. at 592-93, 597). 
The burden of establishing the admissibility of expert testimony falls on the party seeking
its admission.  See DSU Med. Corp. v. JMS Co., Ltd., 296 F. Supp. 2d 1140, 1146-47
(N.D. Cal. 2003) (citing Bourjaily v. United States, 483 U.S. 171, 175-76 (1987)). 

3.2 Analysis
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Defendant first argues that Luna’s testimony regarding royalty base should be excluded
because she improperly applies the “entire market value rule” in her calculations.  (MIL
at 1.)  Defendant next argues that Luna’s testimony regarding reasonable royalty rates
should be excluded because it relies on “license agreements that are fundamentally
different from any hypothetical agreement that would have been reached between MMIT
and VIZIO.”  (Id.)  The Court considers these arguments in turn.

3.2.1 Whether Luna’s Testimony Concerning Royalty Base Violates
the Entire Market Value Rule

Under 35 U.S.C. § 284, a patentee is entitled to damages “adequate to compensate for the
infringement, but in no event less than a reasonable royalty rate for the use made of the
invention by the infringer.”  The determination of a hypothetical reasonable royalty
“necessarily involve[s] an element of approximation and uncertainty.”  Unisplay, S.A. v.
Am. Elect. Sign Co., Inc., 69 F.3d 512, 517  (Fed. Cir. 1995).  Although “consideration of
the hypothetical is an essential aspect of computing reasonable royalty damages, the
Federal Circuit requires sound economic proof of the nature of the market and likely
outcomes with infringement factored out of the economic picture in all damages
calculations.”  Grain Processing Corp. v. Am. Maize-Products Co., 185 F.3d 1341, 1350
(Fed. Cir.1999) (internal citations omitted).

When a patentee seeks damages on “unpatented components sold with a patented
apparatus,” courts apply the entire market value rule “to determine whether such
components should be included in the damages computation.”  Rite-Hite Corp. v. Kelley
Co., Inc., 56 F.3d 1538.  For the entire market value rule to apply, “the patentee must
prove that the patent-related feature is the ‘basis for customer demand.’”  Lucent Tech.,
Inc. v. Gateway, Inc., 580 F.3d 1301, 1336 (Fed. Cir. 2009) (quoting Rite-Hite, 56 F.3d at
1549); see also TWM Mfg. Co., Inc. v. Dura Corp., 789 F.2d 895, 901 (Fed. Cir. 1986)
(“The entire market value rule allows for the recovery of damages based on the value of
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an entire apparatus containing several features, when the feature patented constitutes the
basis for consumer demand.”).

Luna’s damages computations involve two different types of Defendant’s allegedly
infringing remote controls – those sold with televisions and those sold separately.  The
Court first considers whether Plaintiff properly applied the entire market value rule to the
royalty base for separately sold remotes. 

Remotes Sold Separately

For remotes sold separately, Defendant argues that Luna violated the entire market value
rule by “incorporating into her damages calculations . . . the estimated revenue based on
sales of the entire remote control unit, when the evidence indisputably shows that the
allegedly patented feature (i.e., the thumb switch configuration) is not the basis for
consumer demand for the remote controls.”  (MIL at 1.)  The Court disagrees. 

Luna’s damages calculations based on the full value of the remote controls should not be
excluded for at least two reasons.  First, Defendant’s characterization of the ‘614 Patent is
too narrow.  Claim 1 of the ‘614 Patent describes a “remote control device,” not merely a
thumb-switch within the device.  Second, because the thumb-switch is such a prominent
feature in the remote, a reasonable juror could conclude that the thumb-switch is the
primary driver of consumer demand for the device. 

Accordingly, the Court DENIES Defendant’s request to exclude Luna’s testimony on the
basis that Luna violated the entire market value rule by “incorporating into her damages
calculations . . . the estimated revenue based on sales of the entire remote control unit.” 
(MIL at 1.)  

At the same time, Plaintiff fails to satisfy its burden of showing that the thumb-switch
device drove customer demand for Defendant’s higher priced remotes.  See Lucent, 580
F.3d at 1336  (holding that “the patentee must prove that the patent-related feature is the
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basis for customer demand”).  For example, Luna concludes that Defendant’s expensive
VUR10 remote should carry a much higher royalty per unit than Defendant’s cheaper
XRUM9M remote, even though Plaintiff fails to show that the price difference has
anything to do with Plaintiff’s patented technology.  Indeed, the price difference appears
to be driven by features in the VUR10 remote – such as Bluetooth and a full QWERTY
keyboard – that are completely unrelated to the ‘614 Patent.   

Accordingly, the Court prohibits Luna from testifying that the royalty per unit on any of
the separately sold remote controls exceeds the royalty per unit for the XRUM9M remote
– the separately sold remote with the lowest per unit price.

Remotes Sold With Televisions

Defendant next argues that Luna violated the entire market value rule by “incorporating
into her damages calculations . . . the estimated revenue based on sales of remotes
included with a television.”  (MIL at 1 (emphasis in original) citing Lucent, 580 F.3d at
1336.)  Again, the Court disagrees.

Defendant’s argument fails because Luna’s royalty base for remotes sold with televisions
does not include the price of the television.  Indeed, Luna separates the purported value of
each remote from the total value of each television-remote package before multiplying the
former by the royalty rate.  As Plaintiff explains in its Opposition, Luna was never even
aware of the full price of any television-remote package.

Plaintiff argues that Luna’s damages figures are “reasonable,” even “conservative,”
because they are “carefully tied” to the costs, sales, and margins on the remotes.  (Opp’n
at 4.)  Cf Uniloc USA v. Microsoft Corp., 632 F.3d 1292, 1311 (rejecting plaintiff’s so-
called “25% rule of thumb” used to calculate damages).  To the extent that Defendant
believes Luna’s methodology is flawed, it may attempt to prove so through its own
evidence and cross-examination.  
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As with separately sold remotes, the Court prohibits Plaintiff from testifying that the
royalty per unit for any remote included with a television exceeds the per unit royalty of
the remote included with a television that has the lowest unit price.  In determining which
remote sold with a television has the lowest unit price, Plaintiff may exclude from
consideration remotes with net unit sales of 20,000 of less.

3.2.2 Whether Luna’s Testimony Concerning Royalty Rates Is
Improper

Defendant next argues the royalty rates Luna computes – 1.5% for the remotes sold with
televisions and 5% for the remotes sold separately – should be excluded under Daubert
and Rule 702 because they are 

based on [third-party] licenses that are irrelevant, by no means
comparable to the technology at issue in the ‘614 patent, and
are fundamentally different from any hypothetical license
agreement that would have been reached between MMIT and
Vizio.

(Motion in Limine at 17.)  The Court agrees.

To determine a reasonable royalty rate, courts may consider royalties that the licensor and
licensee might have agreed upon in a hypothetical negotiation.  Georgia-Pacific Corp.,
318 F. Supp. at 1120.  Experts may look to third-party license agreements when
computing this hypothetical rate if the technology underlying such agreements is
“comparable” to the patented technology.  See Utah Medical Prods, Inc. v. Graphic
Controls Corp., 350 F.3d 1376, 1385-86 (Fed. Cir. 2003); see also ResQNet.com, 594
F.3d at 870 (discrediting the expert’s reliance on license agreements because “none of the
licenses even mentioned the patent in suit or showed any other discernible link to the
claimed technology”).
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Here, the royalty rates Luna computes are unreliable because they are based on mere
“summaries” of license agreements that are easily distinguishable from any hypothetical
licensing agreement that MMIT and VIZIO may have entered.  (Motion in Limine at 19.)
For example, Luna admits in her deposition that the license agreement summaries she
considered involved licensing of more than one patent.    (Luna Dep at 32:1-14.)  Luna
also admits that at least one of the license agreements she considered involved a parent
and a subsidiary.  (Id. at 107:10-16.) 

Plaintiff’s three-paragraph response to Defendant’s argument does little to convince the
Court otherwise.  Indeed, Plaintiff attempts to justify Luna’s reliance on the third-party
license agreement summaries by citing the following comment from her deposition: “I’m
not saying[the license agreements] are great, but that is the best I could find.” (Opp’n at
6.)

The Court GRANTS Defendant’s request to exclude Luna’s testimony regarding royalty
rates.

DISPOSITION

The Court GRANTS in part and DENIES in part Plaintiff’s Motion to Exclude Evidence. 
That motion is granted as to Rickert’s testimony concerning the Emmons Patent, the
Emmons Device, and the Stargazer System.  Plaintiff’s motion is also granted as to 
Rickert’s non-infringement testimony concerning the VRV1 remote.  The Motion to
Exclude Evidence is DENIED as to Rickert’s testimony concerning the Laituri ‘246
Patent, the EZTV 1 Device, the Florin Patent, the Takami Patent, and the Laituri ‘816
Patent.  

Defendant’s Motion for Leave to Amend is DENIED.

The Court GRANTS in part and DENIES in part Defendant’s Motion in Limine.  The
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Court DENIES Defendant’s request to exclude Luna’s testimony concerning the royalty
base for separately sold remotes and remotes included with televisions.  But the Court
prohibits Plaintiff from introducing testimony that the royalty per unit on any separately
sold remote exceeds the royalty per unit for the separately sold remote control with the
lowest per unit price.  The Court also prohibits Plaintiff from introducing testimony that
the royalty per unit on any of the accused remote controls sold with televisions exceeds
the royalty per unit of the remote included with a television that has the lowest per unit
price (exclusive of remotes with net sales below 20,000 units).  Finally, the Court
GRANTS Defendant’s request to exclude Luna’s testimony concerning royalty rates
based on third-party license agreements.
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