
IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF GEORGIA

ATLANTA DIVISION

CHEMFREE CORPORATION,

     Plaintiff 
                CIVIL CASE NO.
                1:04-CV-3711-JTC

          v.

J. WALTER, INC., and
J. WALTER COMPANY, LTD. 

     Defendants.

O R D E R

 This matter is currently before the Court on Plaintiff’s motion for

partial summary judgment regarding Defendants’ remaining affirmative

defenses [#320].  For the following reasons, Plaintiff’s motion [#320] is

DENIED as to Defendants’ defenses under 35 U.S.C. §§ 102(f) and (g) and

GRANTED as to Defendants’ remaining affirmative defenses.  

I. Background 

The technology at issue in this patent infringement action involves

environmentally friendly parts washers.  The five patents-in-suit are U.S.

Patent 6,019,110 (“the ‘110 patent”), U.S. Patent 6,074,491 (“the ‘491 patent”),

U.S. Patent 6,374,835 (“the ‘835 patent), U.S. Patent 6,440,226 (“the ‘226

patent”), and U.S. Patent 6,451,125 (“the ‘125 patent”).  Each of these patents

derive from a “parent” application (“the ‘902 application”) that was filed by

Plaintiff on September 30, 1994.  
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In their Amended Answer, Defendants raised numerous affirmative

defenses.  The Court previously granted summary judgment in Plaintiff’s

favor on Defendants’ inequitable conduct defense.  (See Order, June 10, 2008.) 

Plaintiff now seeks summary judgment on Defendants’ remaining affirmative

defenses.  

II. Legal Standards 

A. Summary Judgment Standard 

Summary judgment is appropriate only when there are no genuine

issues of material fact and the moving party is entitled to judgment as a

matter of law.  Fed. R. Civ. P. 56.  The substantive law applicable to the case

determines which facts are material.  Anderson v. Liberty Lobby, Inc., 477

U.S. 242, 248, 106 S. Ct. 2505, 2510 (1986).  "The district court should 'resolve

all reasonable doubts about the facts in favor of the non-movant,' . . . and

draw 'all justifiable inferences . . . in his favor . . . .'" United States v. Four

Parcels, 941 F.2d 1428, 1437 (11th Cir. 1991).  The court may not weigh

conflicting evidence nor make credibility determinations.  Hairston v.

Gainesville Sun Publ’g Co., 9 F.3d 913, 919 (11th Cir. 1993), reh'g denied, 16

F.3d 1233 (1994) (en banc).

For issues upon which the non-moving party bears the burden of proof

at trial, the moving party is not required to support its motion with affidavits
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or other similar material negating the opponent's claim.  Fitzpatrick v. City of

Atlanta, 2 F.3d 1112, 1115 (11th Cir. 1993).  Instead, the moving party may

point out to the district court that there is an absence of evidence to support

the non-moving party's case.  Id.  The non-moving party must then respond

with sufficient evidence to withstand a directed verdict motion at trial.  Fed.

R. Civ. P. 56(e); Hammer v. Slater, 20 F.3d 1137, 1141 (11th Cir. 1994)

(citations omitted). 

B. Burden of Proof 

Patents are presumed valid.  35 U.S.C. § 282.  Therefore, “[t]he burden

of establishing invalidity of a patent or any claim thereof shall rest on the

party asserting such invalidity.”  Id.  To overcome this presumption of

validity, “the party challenging a patent must prove facts supporting a

determination of invalidity by clear and convincing evidence.”  Apotex USA,

Inc. v. Merck & Co., Inc., 254 F.3d 1031, 1036 (Fed. Cir. 2001).  

III. Analysis 

Plaintiff filed a motion for summary judgment regarding Defendants’

remaining affirmative defenses.  For the following reasons, Plaintiff’s motion

is denied with respect to Defendants’ § 102(f) and § 102(g) defenses and

granted with respect to Defendants’ remaining affirmative defenses.
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A. Patent Invalidity Under 35 U.S.C. § 102(f)

As an affirmative defense to Plaintiff’s claims of infringement,

Defendants assert that the patents-in-suit are invalid under 35 U.S.C. §

102(f).  Under § 102(f), “a person shall be entitled to a patent unless . . . he did

not himself invent the subject matter sought to be patented.”  35 U.S.C. §

102(f).  To invalidate a patent under § 102(f), “the party asserting invalidity

must prove both prior conception of the invention by another and

communication of that conception to the patentee” by clear and convincing

evidence.  Eaton Corp. v. Rockwell Int’l Corp., 323 F.3d 1332, 1344 (Fed. Cir.

2003).  Here, when viewing the facts in the light most favorable to

Defendants, genuine issues of material fact remain as to both conception and

communication.  

1. Prior Conception 

The record contains sufficient evidence of McClure’s prior conception of

the parts washer invention to create a genuine issue of material fact. 

Conception exists when the inventor has “a definite and permanent idea of

the complete and operative invention, as it is thereafter to be applied in

practice.”  Coleman v. Davis, 754 F.2d 353, 359 (Fed. Cir. 1985) (quoting

Gunter v. Stream, 573 F.2d 77, 80 (C.C.P.A. 1978)).  To establish conception,

“a party must show possession of every feature recited in the count, and that
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every limitation of the count must have been known to the inventor at the

time of the alleged conception.”  Id. (internal citation omitted).

Defendants put forth sufficient evidence to suggest that McClure

invented a bioremediating parts washer prior to his collaborative efforts with

ChemFree.  McClure stated in his deposition that his conception of the

bioremediating parts washer was complete at the time he came to ChemFree. 

(McClure Dep., Aug. 30, 2007, 82:18-22.)  McClure also testified that while he

worked at Summa Technologies – from mid-to-late 1992 through the end of

March 1993 – McClure developed a prototype of an aqueous-based parts

washing system.  (Id. at 12:1-9.)  It was during development of this aqueous-

based system that McClure says he “got the idea of using microbes to break

down the oil and grease so that you would have a disposable, non-hazardous

waste stream coming out of the parts washer.”  (Id.)  McClure conceived of

using bioremediation in a parts washer in January 1993.  (McClure Dep.,

Aug. 10, 2007, 26:14-28:4.)  

Furthermore, Dalbert Shefte – the independent patent attorney hired

by ChemFree and ABS/ZYMO to make inventorship determinations –

concluded that McClure was the sole inventor of claim 1 of the ‘902

application, which was the only claim of that application.  (Isaf Dep., Jan. 31,

2008, Ex. 18 at 2-3.)  Defendants also provided various schematics and
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descriptions dated prior to McClure’s interactions with ChemFree.  (See Defs.’

Resp. to Pl.’s Mot. Summ. J., Ex. A at 1-3.)  This evidence is sufficient to

create a genuine issue of fact as to whether McClure conceived of the

bioremediating parts washer prior to his involvement with ChemFree.  

2. Communication of that Conception to ChemFree 

Defendants also set forth evidence of communication sufficient to

survive summary judgment.  In addition to proving conception, the party

seeking to invalidate the patent must introduce “corroborating evidence

which shows that the inventor disclosed to others ‘his completed thought

expressed in such clear terms as to enable those skilled in the art’ to make

the invention.”  Coleman, 754 F.2d at 359 (quoting Filed v. Knowles, 183 F.2d

593, 601 (C.C.P.A. 1950)).  

The evidence suggests that McClure communicated this concept to

ChemFree prior to ChemFree inventing the parts washers at issue.  For

example, McClure met with representatives of Intelligent Systems,

ChemFree’s parent company, in July 1993 to discuss his ideas for cooling

towers and parts washers.  (McClure Dep., Aug. 10, 55:4-56:5.)  Intelligent

Systems was not interested in his idea for cooling towers, but they were

interested in his parts washer.  (Id. at 57:15-18.)  McClure assembled and

demonstrated a prototype of his parts washer to Intelligent Systems in
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September 1993.  (Id. at 59:15-60:14.)  ChemFree did not consider combining

bioremediation with parts washers until “sometime on or about the first

quarter of 1994.”  (Pl.’s Stmt of Mat. Facts in support of Mot. Summ. J. on

Inequitable Conduct ¶ 2.)  Therefore, the evidence presented by Defendants

suggests that McClure communicated his concept for a bioremediating parts

washer to ChemFree prior to ChemFree’s conception of the invention.  

3. Plaintiff’s Procedural Argument 

Plaintiff also raises a procedural argument in attacking Defendants’ §

102(f) defense.  Plaintiff argues that, under the Patent Local Rules,

Defendants’ failed to provide sufficient details in their invalidity contentions

to support their § 102(f) claim.  

Patent Local Rule 4.3 states that a party’s invalidity contentions must

contain certain information, depending upon which theory of invalidity the

party is asserting.  See generally N.D. Ga. Patent L.R. 4.3.  For claims under

35 U.S.C. § 102(f), “[p]rior art . . . shall be identified by providing the name of

the person(s) or entity(ies) from whom and the circumstances under which

the invention or any part of it was derived.”  N.D. Ga. Patent L.R. 4.3(a)(1)(ii). 

Defendants’ invalidity contentions meet these requirements.  In their

first invalidity contentions, Defendants name McClure as a potential § 102(f)

witness, then refer to supporting exhibits to “describe the circumstances
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under which the inventions of the patents-in-suit were derived from

McClure.”

Plaintiff argues that Defendants were also required to disclose “the

combination of any prior art reference and the motivation to combine the

identified references” as well as “a claim chart identifying where specifically

in each alleged item of prior art each element of each asserted claim is found.” 

(Pl.’s Br. at 10.)  However, these arguments are misplaced.  Parties are only

required to disclose “such combination, and the motivation to combine such

items” when “the disclosing party contends that a combination of items of

prior art makes a claim obvious.”  N.D. Ga. Patent L.R. 4.3(a)(2).  Thus, this

requirement applies only to claims of obviousness, not claims of derivation

under § 102(f).  

In addition, while parties are required to provide a “chart identifying

where specifically in each alleged item of prior art each element of each

asserted claim is found,” this requirement would not apply to the type of

derivation claim being raised by Defendants.  Defendants are relying on

McClure’s activities prior to his collaboration with Plaintiff to support their §

102(f) defense.  Defendants are not relying on a specific piece of prior art in

the form of a patent.  Thus, Defendants could not identify “where specifically

in each alleged item of prior art” each element is found.      
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Defendants put forth sufficient evidence that McClure conceptualized

the parts washing invention and communicated that conception to ChemFree

prior to ChemFree inventing the parts washers.  Therefore, Plaintiff’s motion

for summary judgment is DENIED with respect to Defendants’ § 102(f)

affirmative defense.  

C. Patent Invalidity Under 35 U.S.C. § 102(g) 

As a further affirmative defense to Plaintiff’s claims of infringement,

Defendants assert that the patents-in-suit are invalid under 35 U.S.C. §

102(g).  Under 35 U.S.C. § 102(g), “a person shall be entitled to a patent

unless . . . before such person’s invention thereof, the invention was made in

this country by another inventor who had not abandoned, suppressed, or

concealed it.”  To render a patent invalid under § 102(g), a party “must prove

facts by clear and convincing evidence establishing a prior invention that was

not abandoned, suppressed, or concealed.”  Apotex, 254 F.3d at 1036.  

Unlike § 102(f), a defense under § 102(g) “does not require that the

second inventor actually know about the prior invention.”  Apotex Corp. v.

Merck & Co., Inc., No. 96 C 7375, 2000 WL 97582, at *5 (N.D. Ill. Jan. 25,

2000), aff’d, 254 F.3d 1031 (Fed. Cir. 2001), cert. denied, 534 U.S. 1172 (2002). 

A party asserting invalidity under § 102(g) must prove two elements: (1) that

some other person invented the patented product within the United States



10

before the patentee invented his product; and (2) that the prior inventor

neither abandoned, suppressed, nor concealed its invention.  Apotex, 2000 WL

97582, at * 6.  

To support their § 102(g) defense, Defendants rely on declarations

provided by Glenn Knowlton, William Lashmett, Robert Bucklin, and Brent

Lashmett.  (Defs.’ Resp. to PSUF ¶ 2.)  However, the Court previously struck

those declarations from Defendants’ invalidity contentions.  (See Order, Oct.

29, 2007.)  In addition, the Court denied Defendants’ motion for

reconsideration of the Court’s decision to strike those declarations.  (See

Order, June 10, 2008.)  Therefore, the prior use declarations by these

individuals lend no support to Defendants’ § 102(g) defense.  

While the declarations of Knowlton, Bucklin, and the Lashmetts cannot

be used to support Defendants’ § 102(g) defense, Defendants also rely on

McClure’s prior activities in support of their § 102(g) defense.  As noted

above, there are genuine issues of material fact as to whether McClure

invented the bioremediating parts washer prior to ChemFree.  See supra

Section III.A.1. 

Moreover, once prior invention has been established, “the burden shifts

to the patentee to produce sufficient evidence to create a genuine issue of

material fact as to whether the prior inventor abandoned, suppressed, or
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concealed the invention.”  Flex-Rest, LLC v. Steelcase, Inc., 455 F.3d 1351,

1358 (Fed. Cir. 2006).  Here, Plaintiff points to no evidence to suggest that

McClure abandoned, suppressed, or concealed his prior invention.  Therefore,

Plaintiff’s motion for summary judgment is DENIED with respect to

Defendants’ § 102(g) affirmative defense.      

D. Defendants’ Remaining Affirmative Defenses 

Defendants only oppose Plaintiff’s motion as to their claims under 35

U.S.C. § 102(f) and (g).  (Defs.’ Resp. to Pl.’s Mot. for Summ. J. at 2.) 

Defendants agree to withdraw their remaining affirmative defenses.  (Id.) 

Therefore, Plaintiff’s motion for summary judgment is GRANTED with

respect to Defendants’ remaining affirmative defenses.  

IV. Conclusion 

For the foregoing reasons, Plaintiff’s motion for partial summary

judgment on Defendants’ affirmative defenses [#320] is DENIED in part

with respect to Defendants’ 35 U.S.C. §§ 102(f) and (g) defenses and

GRANTED in part with respect to Defendant’s remaining affirmative

defenses.  
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SO ORDERED, this 10th day of June, 2008.

________________                                   
JACK T. CAMP
UNITED STATES DISTRICT JUDGE


