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UNITED STATES DISTRICT COURT 
DISTRICT OF MINNESOTA 

 
 

CIVIL NO. 08-4206 (ADM/AJB)
 
 
REGALO INTERNATIONAL, LLC, 
 
   PLAINTIFF,  
 
V.  
 
DEX PRODUCTS, INC., 
 
   DEFENDANT.  
 

 
 

 
ORDER OPINION ON DEFENDANT’S 

MOTION FOR LEAVE TO SUPPLEMENT 

 
 
 

This matter is before the Court, United States Magistrate Judge Arthur J. Boylan, 

on Defendant Dex Products’ Motion for Leave to Supplement Its Invalidity Contentions 

with Additional Prior Art [Docket No. 62].  A hearing was held on the motion on October 

28, 2009.  Frederick Tecce and John Cameron appeared on behalf of Plaintiff Regalo 

International, LLC.  Anthony Zeuli and Patrick Burns appeared on behalf of Defendant 

DEX Products, Inc.  

I. FACTS 

Defendant requests leave of this Court to supplement its prior art statement to 

include (1) the Co-Sleeper product sold by Arm’s Reach, (2) U.S. Patent No. 6,578,211 

to Tharalson (hereinafter “Tharalson patent”) and its prosecution history, and (3) the 

Whalen Y-strap bedrail. [Docket Nos. 64, 71.]  

Based on Defendant’s assertions, this Court understands the relevancy of 

Defendant’s proposed, additional prior art as follows: There are standard bedrails 
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(referred to by Defendant as Wu bedrails). The Tharalson patent covers in part a Y-strap 

that is used to affix something to a mattress, box-spring, or bed frame. The Arm’s Reach 

Co-Sleeper is based upon the Tharalson patent.  Baby Trend manufactured the Arm’s 

Reach Co-Sleeper.  The Whalen Y-strap bedrail combines the Y-strap of the Tharalson 

patent (and the Arm’s Reach Co-Sleeper) with the standard bedrail.  

Matthew Whalen testified, during his deposition on September 22, 2009, that he 

developed a product before May 2001 that combined the Wu bedrail and Tharalson Y-

strap.  Rob Gardner testified during his deposition that Whalen’s Y-strap bedrail was 

offered for sale in the United States more than one year before Plaintiff’s earliest patent 

application. Defendant contends that it was neither aware nor could have learned any 

earlier that the Whalen Y-strap bedrail was prior art until it learned that it was actually 

offered for sale in the United States. (Def.’s Mem. 6, Oct. 13, 2009.) Defendant contends 

that the whereabouts Whalen and Gardner—former employees of Baby Trend—were 

unknown until late August 2009 and early October 2009 respectively.1 (Id. at 7.)  

On January 9, 2009, Defendant’s counsel sent Plaintiff’s counsel a copy of a hand-

drawn diagram of Whalen’s Y-strap bedrail in support of its invalidity defense. The 

diagram is dated December 16, 2008. On February 10, 2009, Defendant produced the 

diagram of Whalen’s Y-strap bedrail. Defendant’s counsel referenced this diagram during 

a deposition on September 15, 2009. On June 12, 2009, Defendant’s counsel sent 

Plaintiff’s counsel a letter contemplating the filing of reexamination requests with the 
                                                           
1 While Plaintiff cited to evidence that it contends supports that Defendant could have 
located Whalen and Gardner earlier, having reviewed the submissions by the parties, this 
Court concludes that Defendant’s contentions find greater support in the record.  
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United States Patent and Trademark office for Plaintiff’s patents-in-suit. Defendant’s 

subsequently filed this reexamination request, which included a prior art reference to the 

Tharalson patent.  

This Court’s Pretrial Scheduling Order stated that “[o]n or before March 13, 

2009, Defendant shall serve on Plaintiff a list of all of the prior art on which it relies, and 

a complete and detailed explanation of what it alleges the prior art shows and how that 

prior art invalidates the claim(s) asserted by Plaintiff.” [Docket No. 32.] Defendant 

provided Plaintiff with its prior art statement on March 13, 2009.  

On March 27, 2009, the parties filed a joint claim construction statement. [Docket 

No. 34.] The parties stated at the hearing that construction of claim terms in dispute has 

not yet occurred and the parties have no yet briefed the construction of claim terms in 

dispute. The fact discovery deadline was September 25, 2009. [Docket No. 32.] There is 

no trial date set in this case. The trial ready date is May 1, 2010. [Docket No. 32.]  

Defendant brought this motion on September 25, 2009. [Docket No. 62.]  

II. ANALYSIS 

This Court’s Pretrial Scheduling Order provided as follows:  

1.  On or before March 13, 2009, Defendant shall serve 
on Plaintiff a list of all of the prior art on which it relies, and a 
complete and detailed explanation of what it alleges the prior 
art shows and how that prior art invalidates the claim(s) 
asserted by Plaintiff. (“Defendant’s Prior Art Statement). If 
Defendant alleges that a combination of prior art items render 
a claim obvious, Defendant shall identify each combination of 
prior art and the motivation to combine the items. 
 

. . .  
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3.  The Defendant and Plaintiffs “Prior Art Statements” 
can be, but need not be, in the form of expert reports. 
 
4.  Defendant can add prior art to the original Statement 
only by leave of court, upon a showing: 

a. that it was not and could not reasonably have been 
located earlier by Defendant; 

b. that it is not merely cumulative of prior art already 
listed; and 

c. how Defendant will be prejudiced if leave is denied, 
and how the opposite party will not be prejudiced if leave is 
given. 

 
[Docket No. 32.] “To permit a moving party to amend the prior art statement requires that 

all such directives, as recited in the Pretrial Order, be satisfied.” FLOE Intern., Inc. v. 

Newmans’ Mfg. Inc., Civ. No. 04-5120 (DWF/RLE), 2005 WL 6218040, *2 (D. Minn. 

Nov. 9, 2005).  This Court finds that Defendant has satisfied its burden of demonstrating 

that leave should be granted to amend its prior art statement. 

1. Could Defendant’s proffered prior art have been reasonably located earlier 

by Defendant? 

Defendant contends that it did not include the prior art in its original prior art 

statement for two reasons. First, Defendant contends that it could not have known that the 

Whalen Y-strap bedrail was prior art until it learned that it was actually offered for sale in 

the United States and based upon other patents. (Def.’s Mem. 6, Oct. 13, 2009.) Second, 

Defendant stated during the hearing that it did not list the Whalen Y-strap bedrail as prior 

art because it fell outside of the scope of Defendant’s intended narrow claim construction. 

[Docket No. 34.]  
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This case presents a unique posture for analysis because the parties do not dispute 

that Defendant had knowledge of the Whalen Y-strap bedrail in its diagramed form 

before the March 13, 2009, deadline. Defendant never concealed that it believed that the 

hand-drawn diagram of the Y-strap bedrail is relevant to its invalidity defense. 

Nevertheless, having knowledge or possession of a hand-drawn diagram is different than 

having knowledge of relevant prior art.  A hand-drawn diagram without more does not 

warrant the conclusion that the diagramed item was an invention that “was patented or 

described in a printed publication in this or a foreign country or in public use or on sale in 

this country, more than one year prior to the date of the application for patent in the 

United States.” 35 U.S.C. § 102(b).  

The Tharalson patent was cited as prior art within one of Plaintiff’s patents at 

issue. (Def.’s Mem. 3, Oct. 13, 2009.)  If Defendant had proffered the Tharalson patent 

alone, this Court would have to conclude that it could have been reasonably located 

earlier. But, the relevance of the Tharalson patent did not become clear until Whalen 

testified that he combined the Y-strap described within the Tharalson patent (and used in 

the Co-Sleeper) to make the Whalen Y-strap bedrail.  Gardner’s testimony buttressed 

Whalen’s testimony in that it supported that the Whalen Y-strap bedrail was sold in the 

United States. This testimony transformed the hand-drawn diagram into an item that 

Defendant’s can allege is an invention sold in the United States one-year prior to 

Plaintiff’s earliest application for its patents.  

Finally, Defendant has presented sufficient facts for this Court to conclude that 

Defendant could not have contacted Whalen and Gardner prior to September 2009. Thus, 
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this Court concludes that Defendant’s proffered prior art could not have been reasonably 

located earlier by Defendant.  

2. Is Defendant’s proffered prior art merely cumulative of prior art already 

listed, and how will Defendant be prejudiced if leave is denied, and how the 

opposite party will not be prejudiced if leave is given?  

Neither party contends that Defendant’s proffered prior art is cumulative and 

therefore, this Court concludes that this motion turns upon the question of prejudice.  

Defendant contends that it will be prejudiced if leave is denied because it will be denied 

the opportunity to assert “two very strong invalidity defenses.” (Def.’s Mem. 8, Oct. 13, 

2009.) Defendant contends that Plaintiff would not be prejudiced because Plaintiff was 

already able to question Whalen and Gardner regarding his Y-strap bedrail. (Id.)  Plaintiff 

contends that Defendant has no invalidity defense because Defendant has not offered 

expert testimony as to its invalidity defense and it cannot sustain such a defense without 

expert testimony. (Pl.’s Mem.17-24, Oct. 23, 2009.)  

This Court does not need to reach the admissibility or the merits of Defendant’s 

invalidity defense. Assuming arguendo that Plaintiff’s contentions are correct, then there 

is limited prejudice to Plaintiff in granting Defendant leave to amend its prior art 

statement. Indeed, during the hearing, both Defendant and Plaintiff stated that they would 

need no further discovery or alteration to the pretrial scheduling order if this Court 

granted Defendant leave to amend its prior art statement. Plaintiff stated that the only 

prejudice that it would suffer is the expense of preparing dispositive motions pertaining 

to Defendant’s additional prior art.   
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The primary threat of prejudice to a plaintiff in a patent litigation to granting a 

defendant leave to amend its prior art statement is when claim construction has already 

occurred. In the present case, the parties have not even briefed the construction of claim 

terms that they dispute. And Plaintiff has been aware of Defendant’s additional long 

before Defendant’s motion such that this is not a case in which granting leave to amend a 

prior art statement amounts to a surprise. And any prejudice from surprise is minimal 

given that the trial ready date is seven months away. Thus, this Court concludes that there 

is potentially significant prejudice to Defendant if this Court denies Defendant leave to 

amend its prior art statement and minimal prejudice to Plaintiff if this Court grants 

Defendant leave to amend its prior art statement.  

 Based upon the record, memoranda, and oral arguments of counsel, IT IS 

HEREBY ORDERED that Defendant Dex Products’ Motion to Motion for Leave to 

Supplement Its Invalidity Contentions with Additional Prior Art [Docket No. 62] is 

GRANTED.  

  

Dated:     11/03/09                               
                s/ Arthur J. Boylan                        
        Arthur J. Boylan 
        United States Magistrate Judge 

  


