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REQUEST FOR EX PARTE REEXAMINATION OF U.S. PATENT NO.  5,251,252 

 
Sir/Madam: 
 
 Pursuant to 35 U.S.C. §§ 302-307, 37 C.F.R. § 1.510, and MPEP § 2295, GEICO 

Corporation, GEICO Casualty Company, GEICO General Insurance Company, GEICO 

Indemnity Company and Government Employees Insurance Company (collectively, “GEICO”) 

(herein after “Requester”) hereby respectfully request reexamination of Claims 1 and 2 of U.S. 

Patent No. 5,251,252 (“the ‘252 patent”), issued October 5, 1993 to First Data Resources Inc. 

 Pursuant to 37 C.F.R. § 1.510, this request includes the following: 

 1. Pursuant to 37 C.F.R. § 1.510(a), the $2,520 fee for requesting ex parte 

reexamination set forth in 37 C.F.R. § 1.20(c)(1) is submitted with this request. 
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 2. Pursuant to 37 C.F.R. § 1.510(b)(1), this Request includes a statement pointing 

out each substantial new question of patentability based on prior patents and printed publications, 

discussed in detail below in Section IV. 

 3. Pursuant to 37 C.F.R. § 1.510(b)(2), reexamination is requested for claims 1-2 of 

the `252 patent.  This Request also includes, pursuant to 37 C.F.R. § 1.510(b)(2), a detailed 

explanation of the pertinence and manner of applying the cited prior art to every claim for which 

reexamination is requested, discussed in detail below in Sections VI. 

 4. Pursuant to 37 C.F.R. § 1.510(b)(3), a copy of every patent or printed publication 

relied upon is submitted as Exhibits PA-A through PA-E. 

 5. An Information Disclosure Statement citing the references in paragraph 4 is 

included. 

 6. Pursuant to MPEP § 2214, the cited prior art from paragraph 4 above is listed on 

the attached PTO/SB/08 form. 

 7. Exhibits CC-A through CC-B are claim charts showing specific analyses of each 

substantial new question of patentability. Exhibit DEC-A is a declaration providing the expert 

opinion and analysis of Dr. Bart Prieve. 

 8. Pursuant to 37 C.F.R. § 1,510(b)(4), a copy of the ‘252 patent is submitted as 

Exhibit PAT-A.  The copy includes the front face, drawings, and specification/claims (in double 

column format), with each page of the patent printed on only one side of a sheet of paper. 

 9. The ‘252 patent is involved in the following currently pending litigation In Re: 

Katz Interactive Call Processing Patent Litigation, Ca. No. 07-ml-01816-B-RGK (FFMx) 

(CACD February 21, 2008) where claims 1-2 of the `252 patent are asserted against Requester. 



Request for Ex Parte Reexamination 

U.S. Patent No. 5,251,252 

- -  
 
 

4 

 10. The undersigned hereby informs the Office that the ‘252 patent has been involved 

in numerous other litigations, including at least the following litigations: 

• Katz et al. v. AT&T Corp. et al., 63 F. Supp. 2d 583 (E.D. Pa. 1999); 

• Verizon California Inc. v. Ronald A. Katz Technology Licensing, L.P., Case 
No. 01-CV-09871 RGK (CACD November 16, 2001). 

 
 11. Pursuant to 37 C.F.R. § 1.510(b)(5), the signature on this Request certifies that a 

copy of the Request has been served in its entirety on the patent owner’s representative at the 

address provided for in 37 C.F.R. § 1.33(c) by depositing the Request in an envelope in an 

official U.S. Postal Service repository, on the date set forth below. 

I. INTRODUCTION 

 This Request for Ex Parte Reexamination of the ‘252 patent raises substantial new 

questions of patentability with respect to the prior art references discussed below in relation to 

the identified claims of the ‘252 patent.  In particular, the following combinations of the prior art 

references, including references that were not before the U.S. Patent Office during prosecution of 

the ‘984 patent or reexamination proceedings involving the ‘252 patent, render claims 1 and 2 

obvious pursuant to 35 U.S.C. § 103: 

1. Barger in view of Szlam in further view of Wendkos, Bally and 

Masaki render claims 1 and 2 of the `252 patent unpatentable as 

obvious; and, 

2. Barger in view of Szlam in further view of Wendkos and Masaki 

render claims 1 and 2 of the `252 patent unpatentable as obvious. 
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II. OVERVIEW OF THE ‘252 PATENT 

A. Generally 

The `252 patent is entitled “Telephone Interface Call Processing System with Call 

Selectivity” and issued to Ronald A. Katz on October 5, 1993 from application Serial No. 

779,762.  The `252 patent resulted from a series of applications to which the `252 claims priority 

pursuant to 35 U.S.C. § 120.  The `252 purports to have issued as a continuation application 

Serial No. 425,779, filed on October 23, 1989 and which now is U.S. Patent No. 5,128,984 (“the 

`984 patent”).  The `984 patent issued as a continuation-in-part from application Serial No. 

312,792, filed on February 21, 1989 (and later issued as U.S. Patent No. 5,073,929), which itself 

was a continuation-in-part of application Serial No. 194,258, filed May 16, 1988 (and later 

issued as U.S. Patent No. 4,845,739), which in turn is a continuation-in-part of application Serial 

No. 18,244, filed on February 24, 1987 (and later issued as U.S. Patent No. 4,792,968), which is 

a continuation-in-part of application Serial No. 753,299, filed on July 10, 1985 (abandoned).  

Because independent claims 1 and its dependent claim 2 of the `252 patent are based on new 

matter added by the October 23, 1989 continuation-in-part, claims 1 and 2 of the `252 can only 

claim the benefit of the October 23, 1989 application.  See e.g., `984 Fig. 1.   

In general, the `252 patent is concerned with systems for processing calls from “a 

multitude of terminal in different call modes and for processing calls, as to a game or contest 

format, with means to limit repeat-call advantages.”  (`252 patent, col. 2, lines 26-30).  One 

aspect of the system described in the `252 patent is the need to regulate “zealous or obsessive 

participants.”  (`252, col. 2, lines 17-20).  Specifically, the `252 patent states that “For example, 

in a quiz contest, a zealous person might call repeatedly, researching answers to given questions 

until ultimately a question is repeated.  At that time, the caller is ready with an answer to given 
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questions and has an unfair advantage in the contest.  Thus, a need exists for control within the 

interface system.”  (`252, col. 2, lines 18-25).   

As shown in Fig. 1, the processing system is coupled to the remote terminals T1-T3 

through the communication facility CO.  Within the processing system, various ARUs connect to 

the callers, depending on their “call mode.”  For example, the “800 ARU” handles incoming 

calls from the system’s associated 800 number.1  The system identifies callers using one of 

several methods, such as the automatic number identification (ANI) service.  The system then 

provides various cues or prompts to the caller based on quiz questions selected at random by way 

of the random number generator and “coincidence detector” which interact with the question 

memory 38 and caller record (questions) 44.  The random number generator and coincidence 

detector essentially ensure that callers are not provided repeated quiz questions.   

B. Effective Filing Date of the `252 Patent 

As stated above, the `252 patent resulted from a continuation application filed from the 

application that resulted in the `984 patent.  The application resulting in the `984 patent was filed 

on October 23, 1989 as a continuation-in-part application off of what became the `929 patent.  

The limitations incorporated into claims 1 and 2 of the `252 patent were part of the new matter 

added.  See e.g., Fig. 1 of the `984 patent, “coincidence detector 42,” “random number 

generator” “question memory 38.”  Accordingly, the `984 patent can only claim benefit of the 

October 23, 1989 filing date to support priority.  For the same reasons, claims 1 and 2 of the `252 

patent can also only claim benefit of the October 23, 1989 filing date to support priority.   

                                                
1 Note, that the “call mode” feature of the `252 patent does not appear in either claims 1 or 2 of the `252 patent, upon 
which reexamination is currently sought.   
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 As a result, the following references are prior art with respect to claims 1 and 2 of the 

`252 patent and expressly or inherently disclose or otherwise suggest the subject matter of claims 

1 and 2.   

C. Prosecution History 

The originally filed claims of the `252 patent (application claims 17-28) were addressed 

by a Non-Final Office Action dated March 3, 1992.  Therein, the Examiner indicated that 

application claims 20-28 were allowable.  [Non-Final Office Action, Dated March 3, 1992 at p. 

1].  Application claims 17 and 18, which became issued claims 1 and 2 were rejected on several 

grounds.  [Id. at p. 2].  First, the Examiner rejected claims 17 and 18 based upon obviousness-

type double patenting over claims in Serial No. 07/425,779 (which became the `984 patent).  [Id. 

at 2-3].  Additionally, the Examiner rejected application claims 17 and 18 under 35 U.S.C. § 

102(e) as being anticipated by Szlam.  [Id. at p. 3].    Application claim 19 was rejected as 

anticipated by Scanlon under 35 U.S.C. § 102(e).  [Id.].  Application claims 20-28 were allowed 

over the prior art of record.  [Id. at 4]. 

In response to these rejections, Applicant took several actions.  First, on August 31, 1992, 

Applicant filed a terminal disclaimer with the office, disclaiming what became the `252 patent to 

the `984 patent, which was its direct parent.  [Terminal Disclaimer of August 31, 1992 at p. 2].  

In addition, Applicant amended several claims (application claims 17, 19 and 20) and added 

several new claims (application claims 29-34).  [Amendment and Remarks dated August 31, 

1992].  Specifically, Applicant amended claim 17 such that the cue means limitation as read as 

follows: 
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[Id. at p. 2].  In addition, Applicant amended claim 17 such that the “means for selecting a caller 

cue” limitation read as follows: 

 

 

[Id. at pp. 2-3].  In the remarks, Applicant argued that with the addition language added to the 

“means for selecting a caller cue” limitation that application claims 17 and 18 were allowable 

over Szlam.  Specifically, Applicant argued “Szlam … does not disclose limiting caller cues to 

avoid duplication.”  [Id. at p. 7].  The remainder of the amendments and remarks address 

application claim 19 and the new application claims 29-34, which are not relevant to the instant 

request. 

 In a Final Rejection dated January 25, 1993, the Examiner withdrew the rejection of 

claims 17 and 19 based upon double-patenting in light of the above-mentioned terminal 
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disclaimer.  [Final Rejection dated January 25, 1993 at p. 2].  Additionally, the Examiner issued 

a new rejection based on 35 U.S.C. § 112, ¶ 2 against claims 17-18, 29-31.  Specifically, the 

Examiner argued that amended claim 17 contained a typographical error in the “memory means” 

limitation that rendered the claim indefinite and additionally suggested several changes to other 

claims.  [Id. at p. 2].  Finally, the Examiner indicated that the claims – including claims 17-18 – 

were allowable over the prior art of record and would be allowable if amended to overcome the 

above-mentioned § 112 rejections.  [Id. at p. 2].   

 In response, Applicant made several amendments to the then pending claims to address 

the Examiner’s 35 U.S.C. § 112, ¶ 2 rejections.  [Amendment and Remarks dated March 22, 

1993].  Thereafter, the Examiner issued a notice of allowance dated April 8, 1993.  A final 

amendment to application claim 29 was offered on June 1, 1993.   

 Given the above, the reason for allowance for application claims 17 and 18, which 

became issued claims 1 and 2 is fairly clear.  As the Applicant argued, what distinguished these 

claims over the Szlam reference applied by the Examiner was the “means for cue selection” and 

specifically the language added by amendment this means would act “whereby to limit caller 

cues provided to individual callers for avoiding duplication.”       

D. Reexamination History 

The `252 patent was the subject of an ex parte reexamination.  Reexamination Control 

No. 90/008,070 (“the `070 Reexamination”), filed on June 29, 2006, was a reexamination 

directed to claim 4 of the `252 and later denied by the Office.  The `070 requester argued that 

claim 4 was obvious over the combination of Perdue and DeBruyn.  [`070 Determination at p. 5].  

The Examiner concluded that Perdue “does not explicitly, implicitly, or inherently disclose a 

second response unit that receives calls in a second call mode, as required by the claim.”  [`070 
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Determination p. 6 (emphasis in original)].  In essence, the Examiner found that concept of 

“receiving calls in a single call mode using plural response units is not a teaching of receiving 

calls in plural call modes.”  [Id. at p. 8].  Likewise, DeBruyn failed, according to the Examiner, 

disclose this critical feature.  Alternatively, the `070 requester argued that claim 4 was obvious 

over Perdue, DeBruyn optionally considered with Chomet and/or Bowker.  Again, the Examiner 

determined that none of these references disclosed the feature of “second response unit means for 

receiving calls in a second call mode.”  [Id. at 11].  Importantly, neither claim 4 nor the “second 

response unit means …” limitation is recited in either claims 1 or 2 of the `252 patent.   

E. Claim 1 

Independent claim 1 of the `252 patent is directed to a telephone interface system for 

individually interfacing callers at a multitude of remote terminals for voice-digital 

communication through a telephone communication facility.  The system of claim 1 comprises a 

“communication means” for establishing communication with callers, a “means for providing 

identification signals” to the communication means, a “memory means” for storing caller cues 

and use indications for said caller cues, a “cue means” for receiving caller cues to provide voice 

signals to callers to prompt responses in the form of “digital data signals” and a “means for 

selecting a current caller cue” from the memory means under control of the identification signals 

“whereby to limit caller cues provided to individual callers for avoiding duplication.” 

F. Claim 2 

Claim 2 of the `252 patent depends from claim 1 and further requires “means to process 

said digital data signals.” 
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III. CLAIM CONSTRUCTIONS  
 

A. Claim Constructions 

 For purposes of this request, Requester essentially adopts the positions taken by Patent 

Owner in the pending litigation involving the `252 patent – specifically, the claim construction 

positions adopted by Patent Owner’s infringement expert Dr. John Kelly,2 which in turn often 

adopts or relies upon the claim constructions promulgated by district courts.  The information 

below highlights certain of the district court’s claim constructions in Katz et al. v. AT&T Corp., 

63 F. Supp. 2d 583 (E.D. Pa. 1999) (the “AT&T Court”) and In Re: Katz Interactive Call 

Processing Patent Litigation, No. 07-ml-01816-B-RGK (FFMx) (CACD February 21, 2008) (the 

“MDL Court”).3  Further, where these sources of claim construction do not provide any specific 

claim construction, for purposes of this request, Requester asserts that a claim term should 

receive the broadest reasonable construction consistent with the specification. 

 Claims 1 and 2 of the `252 patent rely extensively upon means-plus-function language.  

To assist the Office, Requester provides the following summary of the means-plus-function 

claim limitations and identifying the function and structure adopted by Patent Owner: 

1. “Communication means” 

Function:  Patent Owner identifies the function of this limitation as “establishing 

telephone communication with currently active callers.”  Kelly Supplemental Report at ¶48. 

Structure:  Patent Owner identifies the corresponding structure as including any of the 

(a) audio response unit 18, (b) audio response unit 20 and/or audio response unit 22.  
                                                
2  Importantly, Requester does not agree or acquiesce that these claim constructions are necessarily the appropriate 
claim constructions for all purposes.  In particular, Requester does not agree or acquiesce that these constructions 
are appropriate pursuant to the standards under which claims are construed in litigation.   
3 The Kelly Supplemental Expert Report has been generally designated on its face as confidential information 
protected from disclosure by Court Order.  The specific claim constructions therein do not contain or relate to 
confidential information; however, in an abundance of caution, Requester has only quoted these claim constructions 
and provided citations to specific paragraphs of the Kelly Report below and for that reason has not attached the 
Kelly Report (or excerpts therefrom) as exhibits to this Request.     
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Alternatively, Patent Owner indicates that instead of separate response units, a single composite 

unit could be utilized.  Kelly Supplemental Report at ¶ 49.   

2. “Means for providing identification signals” 

Function:  Patent Owner identifies the function of this limitation as “providing 

identification signals to said communication means indicative of said currently active callers."  

Kelly Supplemental Report at ¶42. 

Structure: Patent Owner identifies the corresponding structure as including any of the 

(a) audio response unit 18, (b) audio response unit 20 and/or audio response unit 22.  

Alternatively, Patent Owner indicates that instead of separate response units, a single composite 

unit could be utilized.   Kelly Supplemental Report at ¶ 43. 

3.  “Memory means” 

While “memory means” utilizes the word “means,” Patent Owner does not specifically 

identify “memory means” as a means plus function limitation.  Instead, Patent Owner adopts the 

following construction: “computer hardware that stores information, such as disks, RAM or 

tapes.”  Kelly Supplemental Report, Exhibit D at item 73.   

4. “Cue means” 

Function:  Patent Owner identifies the function of cue means as “receiving said caller 

cues to provide voice signals through said communication means to prompt responses from said 

currently active of said callers.”  Kelly Supplemental Report at ¶ 53. 

Structure:  Patent Owner identifies the corresponding structure for “cue means” as “at 

least interface processer 26.”  Kelly Supplemental Report at ¶ 54. 
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5. “Means for selecting a current caller cue” 

Function:  Patent Owner identifies the function of this limitation as “selecting a current 

caller from said memory means for one of said currently active callers … under control of said 

identification signals … and said use indications.”  Kelly Supplemental Report at ¶ 58.   

Structure:  Patent Owner identifies the corresponding structure for this limitation as 

including “at least the interface processor 26, coincidence detector 52, and random number 

generator 40.”  Kelly Supplemental Report at ¶ 59.   

6. “Means to process said digital data signals” 

Function:  Patent Owner identifies that the function of this limitation was to “process 

digital data signals received from callers.”  Kelly Supplemental Report at ¶ 68. 

Structure: Patent Owner identifies the corresponding structure for this limitation as 

“including any of the following: (a) audio response unit 18; (b) audio response unit 20; and/or (c) 

interface processor 26.”  Kelly Supplemental Report at ¶ 69.   

IV. STATEMENT OF THE SUBSTANTIAL NEW QUESTIONS OF 
PATENTABILITY RELIED UPON 
 

 Requester seeks reexamination of claims 1 and 2 of the `252 patent.  Claim 1 of the `252 

patent is an independent claim and claim 2 depends from claim 1.   

 Below is a listing of the substantial new questions of patentability in light of the 

previously disclosed prior art references, and a brief overview of the applicability of the prior art 

to the claims for which reexamination is requested.  This Request provides a detailed and 

specific analysis of each substantial new question of patentability as discussed further below.   

 The following substantial new questions of patentability are raised by the above-noted 

prior art included in this Request with respect to claims 1 and 2 in the following combinations 

pursuant to 35 U.S.C. § 103: 
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1. Barger in view of Szlam and in further view of Wendkos, Bally and Masaki; and, 

2. Barger in view of Szlam and in further view of Wendkos and Masaki. 

The disclosures of these prior art references raise substantial new questions of patentability for 

claims 1 and 2, at least as detailed below, because they teach all of the elements and limitations 

of claims 1 and 2, in particular those limitations that were supposedly absent from the art before 

the Office during the initial examination of the `252 patent.  Based upon these reference 

combinations, the arguments, discussions, claim charts and exhibits herein, Requester has a 

strong likelihood of success in having the Office determine that both claims 1 and 2 of the `252 

patent unpatentable as obvious.   

V. SUMMARY AND GENERAL PERTINENCE OF THE PRIOR ART RELIED 
UPON 
 
A. Barger 

U.S. Patent No. 4,071,698 (“Barger”) is entitled “Telephone System For Audio 

Demonstration and Marketing of Goods or Services,” and was issued to Barger, Jr. et al. on 

January 31, 1978 from an application filed on January 10, 1977.  Barger is therefore prior art 

with respect to Claims 15-16 of the `984 patent under 35 U.S.C. § 102(b).  A copy of the Barger 

patent is attached to this Request as PA-A. 

Barger is directed to a telephonic system and method of marketing merchandise or 

services by telephone to prospective customers, and of receiving and processing data received 

from caller telephones to fulfill customer requests and orders.  In general, the system and method 

is disclosed in terms of marketing merchandise, such as music recordings, via audio 

demonstrations played to telephone callers.  In addition, the disclosed system and method are 

configured for processing merchandise orders that callers place using their telephones. 
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The Barger system and method implement three service modes to interface caller 

telephones with the system.  [Barger, col. 2, lines 16-33].  A first mode includes an operator-

attended service mode.  In this mode a caller dials a distinct telephone number for connection to 

a live customer service operator, who interfaces with the system on behalf of the caller.  The 

operator-attended mode requires an operator to provide relevant information to the system’s data 

processor to initiate and implement marketing and/or order processing transactions.  The second 

and third modes are automated.  The second mode includes a push button service mode that is 

fully or partially automated whereby a caller keys into their telephone keypad, e.g., a Touch 

Tone® keypad, a distinct telephone number to connect to and to interface with the system 

through direct communication with a system data processor.    The third mode includes an 

automatic telephone service provided to customers of licensed retailers.  [Barger, col. 3, lines 8-

11].  Barger thereby contemplated in 1977 a telephone system for interfacing conventional 

telephones with a system data processor through lines of a public telephone system to conduct 

transactions.  Transactions can include marketing merchandise to callers and taking orders from 

callers via customer service operators and/or through a fully or partially automated format.   

More specifically, Barger discloses a telephone interface system for individual callers to 

communicate through the public telephone network to the audio demonstration system.   
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Barger Figure 1 

 

In the automatic modes, i.e. modes not involving a human operator, the callers connect through 

the public telephone system through the telephone couplers and an automatic answering device, 

which provides them with a series of messages and prompts to navigate the callers through the 

audio demonstration system.  [Barger, Col. 7, lines 38-48].  Callers provide identification signals 

to the system by way of their touch-tone telephone keyboard and respond to prompts with codes 

to navigate the system.  [Barger Col. 9, 53-62].  Identification of callers can be in the form of 

information such as “name, address and account or credit card number.”  [Barger Col. 4, lines 

61-67].  If the caller is interested in making a purchase, the audio demonstration system of 

Barger verifies the callers’ credit by way of a “credit verification function.”  [Barger Col. 8, line 

60 – Col. 9, line 4].   
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 Due to its other core function – order entry – Barger further discloses that the system 

maintains detailed “use indications”4 “a complete record of all transactions, including the 

requests for demonstrations to be played by each customer, in order to maintain current 

inventory records for the purpose of accepting orders and determining trends, and with respect to 

particular customers to maintain a historical record from which, for example, the customer’s 

particular preferences can be determined.”  [Barger, Col. 2, lines 5-12].   This detailed customer 

record is stored in memory as a database.  Likewise, the audio demonstrations are stored in one 

of several types of electronic, physical or optical memory means.   

B. Szlam 

United States Patent No. 4,797,911 to Szlam et al (“Szlam”), entitled “Customer Account 

Online Servicing System,” was filed on June 16, 1987 and issued on Jan. 10, 1989.  Accordingly, 

Szlam is effective prior art to the `984 patent pursuant to 35 U.S.C. § 102(a).  A copy of the 

Szlam patent is attached to this Request at PA-B.   

Szlam is directed to a telephonic customer account online servicing system and has many 

of the same features as the Barger patent discussed above.  Szlam, rather than being specifically 

adapted to audio demonstrations is more generic and many of the teachings of Szlam could be 

used, for example, to streamline and improve a system such as disclosed in Barger.   

While Szlam, like Barger, provides for operator assisted interaction with the system, 

Szlam also disclosed that the caller’s interaction with the system could be completely contained 

within the automated portions of the system.  Further, Szlam, like Barger, also provides for 

prompts to individual callers and for collecting and decoding the caller’s responses to perform 

                                                
4 Patent Owner’s infringement expert Dr. Kelly has taken the position in litigation that “use indications” may be 
customer account information that may simply indicate which cue to use for a caller.  Requester does not agree or 
acquiesce that this construction is necessarily the appropriate construction for all purposes.  In particular, Requester 
does not agree or acquiesce that these constructions are appropriate pursuant to the standards under which claims are 
construed in litigation.   
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various tasks within the system including placing, cancelling or modifying orders or creating and 

changing accounts.    

Szlam, like Barger, was also concerned with keeping detailed use indications or records 

of each caller’s interaction with the system.  Indeed, Szlam tracks “the particular messages 

played, and the customer’s response [to each], such as placing an order, changing an order, etc.” 

which are stored by the system controller or the mainframe computer.  [Szlam Col. 14, lines 18-

32].  Szlam disclosed that this detailed tracking of the customer’s interaction, in essence, 

permitted callers to be able to be processed by the system without reliance on operators.  [Id.].   

  Another critical aspect of Szlam was the identification of callers.  Szlam teaches that 

streamlining the identification process saves time and money by, at minimum, more efficiently 

allocating operators.  To that end, Szlam discloses making use of the automatic number 

identification (ANI) service provided by the telephone carrier to accurately and automatically 

identify callers.  [Szlam Col. 12, lines 15-20].  In this regard, Szlam explicitly discloses the 

capturing of “identification signals” (ANI) and using them to identify the caller by the digits 

associated with the caller’s remote telephone (i.e., the calling telephone number).  Accordingly, 

Szlam discloses one of the possible reasons for allowance with respect to claims 15 and 16 of the 

`984 patent.   

C. Wendkos 

“The New World of Voice Technology” by Brad Wendkos was published in the August 

1986 edition (Vol. 5/No. 2) of Telemarketing.  As such, the Wendkos article (hereinafter 

“Wendkos”) represents prior art to claims 15-16 of the `984 patent under 35 U.S.C. § 102(b).   A 

copy of the Wendkos article is attached to this Request as PA-C.   
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Wendkos describes several different types of telephone promotional systems.  In short, 

Wendkos teaches that telephone-based promotions of varying types can be used to stoke 

customer interest in a product and service and boost sales.  Specifically, Wendkos teaches that 

using audio-text, voice response and voice store and forward technologies make increased sales 

and interest not only possible, but practical.  According to Wendkos, “databases of pre-recorded 

information can thus be accessed anytime, from any telephone.”  [Wendkos at p. 59].  Further, 

Wendkos notes that telemarking promotions often involve repetitive types of callers, requesting 

the same information over and over and that operator costs are often the most expensive factor in 

a telemarking program. 

Wendkos discloses several different types of game or puzzle based promotions.  One type 

of game disclosed by Wendkos is a trivia challenge, where customers provide identification 

signals (for example by providing a product codes, membership accounts, names and addresses 

to the system) and then answering various trivia questions using the touch-tone keypad to 

provide responses.  Wendkos further discloses that celebrity voices, music or sound effects can 

be used “to encourage caller participation” and interest.  [Wendkos at p. 59]. 
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D. Bally Sente “Name That Tune” Operator’s Manual 

“Name That Tune” is an operator’s manual for the Bally Sente arcade game of the same 

name (hereinafter “Bally”).  It bears the publication number MD51-00139-A001.  Certain 

diagrams contained within the manual date their contents to March, 1986, as shown below from 

page 10 of the manual: 

 

The manual also notes that it was “released for product” on March 27, 1986.  [Bally at p. 15].  

This 1986 release (for the game) and publication (for the manual) comports with the record for 

the Bally Sente “Name That Tune” entry in the online Arcade Museum archive compiled by the 

“International Arcade Museum®.”5  Accordingly, the Bally reference is effective prior art to the 

`984 patent pursuant to 35 U.S.C. § 102(b).  A copy of the Bally reference is attached as PA-D.   

In the present context, the Bally reference provides insight and disclosure on how an 

electronic and automated version of the “Name That Tune” musical trivia game can be played.  

In particular, the Bally reference discloses that the topics (and therefore the questions) can be 

randomized.  Bally further discloses an option whereby the game console is configured such that 

it “DOES NOT RESET AVAILABLE SONGS” or may “RESET ALL SONGS AT GAME 

START.”  [Bally at p. 6] (see Dip Switch G1 figure below).  This feature teaches that it may be 

desirable to both randomize the selections of songs and questions pertaining to songs, such that 

the pool of available songs is not repeated until all songs are exhausted or the game is restarted. 
                                                
5 http://www.arcade-museum.com/game_detail.php?game_id=8828 
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[Bally at p. 6].In this respect, Bally is reinforcing common sense principals inasmuch trivia 

games designed have long recognized the need to add differentiation between one game 

experience and the next to enhance playability.6 

E. Masaki 

United States Patent No. 4,792,934 to Masaki (“Masaki”) is entitled “Disk Playing 

Method for Multi-Disk Player.”  The Masaki patent was filed on Oct. 22, 1987 and issued on 

December 20, 1988 making Masaki effective prior art to the `252 patent pursuant to 35 U.S.C. § 

102(a).  A copy of the Masaki patent is attached hereto as PA-E.   

Masaki is generally directed to a system for using a random number generator, a memory 

and a controller to essentially shuffle the individual tunes in a multi-disk magazine for the 

listener.  Masaki uses a randomly generated number to select an individual tune for the listener.  

                                                
6 For example, in U.S. Patent No. 4,326,711, entitled “Question and Answer Game Employing Chance-Taking 
Means” the inventor describes the need for randomization: “Unless the spinner apparatus is very complexly 
configured, it is difficult to include a great number of questions and answers in the book.  Accordingly, the game can 
be easily mastered  after it has been played for only a short period of time and no longer presents a challenge to 
players.”  [Giallombardo `711, Col. 1 lines 20-27].  A copy of the Giallombardo `711 patent is attached as OTH-A.   
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However, Masaki uses a memory, divided into several blocks, to track whether each tune and 

each disk has been played for the listener.  In random-play mode, tunes that have been encoded 

in memory as having been played (as a “1”) are disqualified from a repeat play.  Once an entire 

disk’s worth of tunes has been played, the system encodes in memory that the entire disk has 

been played (and is disqualified from repeat play).   

In short, the Masaki patent teaches the use of a memory that tracks use indications in the 

form of a record of played tunes, a random number generator to pick tunes to play and a 

controller that detects (and disqualifies) coincidences to prevent repeated tunes.    Accordingly, 

albeit in a different context from the `252 patent, Masaki teaches a form of “cue selection” that 

the Applicant was a distinguishing feature of the `252 patent from the art. 

VI. DETAILED DISCUSSION OF THE SUBSTANTIAL NEW QUESTIONS OF 
PATENTABILITY 
 
A. Barger in Combination with Szlam, Wendkos, Bally and Masaki Raise a 

Substantial New Question of Patentability Against Claims 1 and 2 
 

Barger is a U.S. patent that issued on January 31, 1978.  Accordingly, Barger constitutes 

prior art pursuant to 35 U.S.C. § 102(b).  Further, Szlam is a U.S. Patent that issued on January 

10, 1989 and was filed on June 16, 1987.  Accordingly, Szlam constitutes prior art pursuant to 35 

U.S.C. § 102(a).  Furthermore, Wendkos is an article published in August 1986.  Accordingly, 

Wendkos constitutes effective prior art under 35 U.S.C. § 102(b).  Bally is an arcade game 

operator’s manual published in March of 1986.  Accordingly, Bally constitutes effective prior art 

under 35 U.S.C. § 102(b).  Finally, Masaki is a U.S. Patent that issued on December 20, 1988 

and filed on October 22, 1987 making Masaki effective prior art under 35 U.S.C. § 102(a).  The 

combination teaches all of the limitations of both claim 1 and 2, as detailed below.   



Request for Ex Parte Reexamination 

U.S. Patent No. 5,251,252 

- -  
 
 

23 

In particular, this combination teaches the limitations supposedly absent in the prior art 

that formed the apparent bases for the allowance of these claims during the original prosecution.  

Specifically, Masaki discloses a method of selecting a tune to play to an listener such that the 

tunes played are limited and repeats are avoided.    

Moreover, Barger, Szlam and Wendkos all discuss and disclose using various captured or 

inputted codes or numbers for identifying callers to their respective systems.  Names, addresses, 

account numbers, product codes, etc. are all disclosed.  Szlam in particular discloses very 

explicitly capturing the calling telephone number – i.e. the digits associated with a remote 

terminal – by way of the automatic number identification (ANI) service provided by the 

telephone system.  Likewise, Barger, Szlam and Masaki disclose storing detailed records of user 

interactions with their respective systems.  Barger and Masaki disclose tracking the audio 

demonstrations or tunes played to a user; Barger and Szlam disclose keeping detailed records of 

customer orders, changes, accounts; Szlam discloses even tracking the messages played and the 

responses given by individual callers to its system.  Finally, Masaki and Bally disclose using 

random number generators to avoid duplication of tunes.   

Further, this combination of references was not before the Office during the original 

prosecution of the `252 patent and none of these individual l references – with the exception of 

Szlam – was before the Office during prosecution.   
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Motivation-to-Combine: 

Summary of Motivation to Combine: 

Barger is the primary reference of the combination.  Based on the disclosure of Barger, 

Barger’s fields of endeavor include: telephonic interaction with users; sales, marketing and order 

entry; identifying users and aggregating records for individual users; as well as presenting audio-

based entertainment information to users.  Prieve ¶ 26.  Szlam, Wendkos, Bally and Masaki each 

share at least one field of endeavor with Barger.  Prieve ¶¶ 27-30.  Accordingly, each of Szlam, 

Wendkos, Bally and Masaki are analogous art with respect to Barger.  Prieve ¶¶ 31-32.   

Barger and Szlam are marketing and order entry systems.  One of ordinary skill in the art 

would have been motivated to modify the teachings of Barger with the teachings of Szlam, in 

particular, Szlam’s teachings regarding the use of ANI to more effectively identify callers.   

Barger, Szlam and Wendkos are automated telemarketing systems.  One of ordinary skill 

in the art would have been motivated to modify the Barger system further with the teachings of 

Wendkos.  In particular, one of ordinary skill in the art would have been motivated to modify 

Barger to incorporate the trivia challenge telemarketing of Wendkos to increase interest and sales 

for the music marketing system of Barger. 

Bally discloses an automated trivia challenge game based on music.  One of ordinary 

skill in the art would have been motivated to implement aspects of the Bally game when utilizing 

the teachings of Wendkos.  One of ordinary skill in the art would have understood that Bally’s 

teachings regarding the randomization of topics (and therefore trivia questions) would have 

resulted in a more enjoyable trivia game inasmuch as the randomization would serve to keep the 

game fresh. 
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Finally, Masaki discloses a system where the user interacts with the system to provide 

automated entertainment in the form of audio information.  Therefore, one of ordinary skill in the 

art would have understood the aggregating and randomization method used by Masaki could be 

used to improve the trivia challenge of the modified Barger system. 

Detailed Disclosure of Motivation to Combine: 

Barger is the primary reference of this combination.  As discussed above in detail, Barger 

discloses a system whereby customers call into the system, identify themselves through a variety 

of identifiers, request and listen to audio demonstrations and later place and/or manipulate orders 

for the records that correspond to those audio demonstrations.  [Barger, Col. 3, lines 15-22; Col. 

9, lines 36-45, lines 53-62; Col. 2, lines 33-39; Col. 4, lines 61-67].  Barger obtains identification 

information from callers in one or more various forms – e.g. name, address, account number, 

credit card number, etc.  [Barger, Col. 4, lines 61-67].  In support of this complex order entry 

system, Barger also stores in memory detailed records of the callers’ individual transactions and 

historical records of an individual callers’ audio demonstration requests for various purposes, 

such as to maintain inventory, identify trends and track individual caller’s musical preferences.7  

Moreover, the audio demonstrations are stored in memory, such as a magnetic disk pack or a 

magnetic tape magazine.  [Barger, Col. 7, lines 56-63; Col. 7, lines 22-25 (“there is no theoretical 

limit to the quantity of recorded demonstrations that the telephone record marketing system can 

have it its audio program repeater.”)].  Further, while Barger provides for operators, Barger also 

discloses that the system can be used by callers in an automated mode.   

                                                
7 See Barger, Col. 5, lines 29-53; Col. 2, lines 5-12 (“Still another object is to maintain a complete record of all 
transactions, including the requests for demonstrations to be played by each customer, in order to maintain current 
inventory records for the purpose of accepting orders and determining trends, and with respect to particular 
customers, to maintain a historical record from which, for example, the customer’s particular preferences 
can be determined.” (emphasis added)].   
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A person of ordinary skill in the art would have been motivated to combine Barger with 

Szlam.  As described above, Szlam discloses an online account servicing system that shares 

many similarities with Barger including – the need to identify callers,8 the need to keep very 

detailed records of the caller’s interaction with the system.9  As Szlam discloses, many practical 

and economic benefits would have motivated one to modify the Barger system with the teachings 

of Szlam.  In particular, one of ordinary skill in the art would have adopted Szlam’s teachings 

with regard to the use of the Automatic Number Identification (ANI) service provided by the 

telephone carrier.10  As the Federal Circuit noted in regards to Szlam and ANI “if a technique has 

been used to improve one device, and a person of ordinary skill in the art would recognize that it 

would improve similar devices in the same way, using the technique is obvious unless its actual 

application is beyond his or her skill.”11  As Szlam discloses, capturing ANI (where available) 

greatly speeds the necessary process of identifying callers and accordingly reduces reliance on 

expensive operators.12   

A person of ordinary skill in the art would have also been motivated to further combine 

Barger and Szlam with Wendkos.  One of the problems that Barger was attempting to address 

was the lack of adult engagement within the music industry – resulting in lower sales and a 

difficulty in reaching the increasingly important adult market.  [Barger, Col. 1, lines 25-35 (“The 

record industry has largely ignored the preferences and shopping habits of adults who have 

                                                
8 “Therefore, there is a need for a method and apparatus for obtaining preliminary customer account information 
from the customer or automatically determining the calling party’s telephone number and account information prior 
to the call being serviced.” [Szlam at Col. 1, lines 45-65].   
9 Szlam records “[t]he particular messages played, and the customer’s response, such as placing an order, changing 
and order, etc.” [Szlam at Co. 14, lines 18-32].   
10 “Upon detecting an incoming call on the trunk T1 trunk interface control unit 10a13 may direct ANI decoder 
10a24 to obtain the telephone number of the calling party....”  [Szlam, Col. 12, lines 15-20].   
11 See Ronald A. Katz Technology Licensing, LLP v. American Airlines¸ 639 F.3d 1303, 1323 (Fed. Cir. 2011).   
12 Otherwise, “[t]he operator must answer the call, determine whether the customer desires to place an order, check 
on the status of an order or obtain account information.  The operator must then obtain the account number from a 
customer, key in the account number of the terminal, and wait for the customer account information to appear on the 
screen before any business can be transacted.”  [Szlam, Col. 1, lines 45-65].   
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neither the time nor the inclination to keep abreast of the most recent recordings offered, much 

less to browse through the most recent recorders … through record stores.”)].13  Wendkos offers 

several methods of increasing customer interest, and ultimately sales.  In particular, the trivia 

challenge promotion disclosed by Wendkos would have been understood by one of ordinary skill 

in the art as readily adaptable to the telephonic music store system of Barger.  Indeed, Barger 

itself mentions that one of the many things the audio demonstration system can market includes 

games: 

As a further variation of the system in its use, though not in its organization, other 
types of merchandise may be sold by telephone where an audio demonstration 
would help the customer make a decision.  Included are tickets to movies or stage 
shows, video recordings, books or recordings of books on tape, pay television 
shows, games and many other types of general merchandise. 

[Barger at Col. 6, lines 55-65 (emphasis added)].  As Wendkos explains the caller’s experience 

can be enhanced further by “[v]oices of celebrated personalities or cartoon characters … to 

encourage caller participation along with music and special sound effects.” [Wendkos at p. 59, 

Col. 2].  Moreover, like Barger and Szlam, Wendkos teaches the need for identifying callers 

through names, addresses, product codes, orders, credit card information, or requests, etc.14 and 

using automation such as audio-text and voice response to reduce reliance on operators.  

[Wendkos at p 59 (“Personnel costs are very often the most expensive factor in a telemarketing 

program.  The majority of all telemarketing programs involve the repetitive handling of the same 

type of call: capturing a caller’s name and address … answering the same questions over and 

over again, handling account status inquiries.”)].     

                                                
13 Importantly, Barger does not teach that adults will not browse, but rather that adults will not browse at a record 
store.   
14 “Callers are guided to the information … through interactive voice prompts.  Touch tone telephones are converted 
into remote terminals for entering or retrieving information of any kind.  Any desired information from callers, such 
as names, addresses, orders, credit card information or requests can be captured … or touch tone input.”  [Wendkos, 
p. 59].   
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A person of ordinary skill in the art would have been further motivated to combine 

Barger, Szlam and Wendkos with Bally.  The Bally manual provides insight in how to set up and 

organize an electronic and automated music trivia game familiar to many adults – Name That 

Tune.  In particular, a person of ordinary skill in the art would understand that Bally discloses a 

method of randomization for entertainment-based  interactions.  Specifically, Bally provides an 

option to the operator of the game to randomize the question topics (e.g. For the Birds) and 

therefore the questions:  “The basic play consists of hearing a song play and selecting one of four 

choices using the answer buttons.  Play begins with the computer randomly choosing a Topic, 

e.g. ‘For the Birds,’ which contains such songs as Woody Woodpecker, When Doves Fly, etc.”15  

[Bally at p. 4]. 

A person of ordinary skill in the art would have been further motivated to combine 

Barger, Szlam, Wendkos and Bally with Masaki.  Masaki provides insight in how the modified 

Barger system, discussed above, would actually manage and select randomized musical tunes to 

form both the audio demonstrations and the basis for the trivia questions.  Further, the 

randomized musical tunes, as part of the modified Barger system, would be a part of both the 

audio demonstrations and the basis for trivia questions. 

In support of the above, Masaki is directed to an automated method of randomizing 

entertainment information (particularly, tunes) presented to a user, and tracking the 

entertainment information presented to a user to avoid repeating the same information.  [Masaki, 

Col. 1, lines 20-25 (“if the playing sequence of the disks is fixed at the start of the playing 

operation, [there exists a disadvantage] that the selection of tunes cannot be done 

spontaneously.”)],  Masaki further discloses that: 
                                                
15 As described above, Barger discloses that one of the many types of items that can be marketed using the system 
described there is game.  Additionally, Wendkos encourages those of ordinary skill in the art to look to games for 
enhanced telemarketing promotions.  Accordingly, Bally is not non-analogous art to Barger or Wendkos.   
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The disk playing method provided in accordance with the present invention is 
characterized in that a first memory for recording the identities of already-
played tunes on each disk, a second memory for recording the identities of 
already-played tunes on each disk, and a third memory for incrementally 
counting the number of the already-played tunes on each disk and recording 
the incremental counted number are provided, and as-yet-unplayed disks and 
as-yet-unplayed tunes are randomly selected in accordance with random 
numbers created by a random number generator to reproduce all other 
tunes on all the disks without playing any of the tunes more than once. 
  

[Masaki, Col. 1, lines 31-43] (emphasis added). 

Similarly, Barger discloses storing audio demonstrations using an audio repeater having 

appropriate storage, contemplated to be equipment such as a magazine of magnetic tapes.  

[Barger, Col. 7, lines 56-63].  One of ordinary skill in the art would have been motivated  to 

utilize the audio repeater functionality for managing and playing audio information, enhanced by 

the random selection and tracking feature of Masaki, as part of its storage and retrieval 

functionality for audio demonstrations.  A person of ordinary skill in the art would understand 

how the Barger marketing objective to provide audio demonstrations is enhanced by the 

Wendkos suggestion of trivia for entertainment, can be met by enhancing the system to randomly 

select tunes for a caller, while also tracking those tunes.   

In the resulting modified record marketing system of Barger, customers would call into 

the system and be preliminarily identified by way of the ANI service and ANI decoder disclosed 

in Szlam.  In the event that further identification or credit verification were required, the caller 

would use the touch tone keypad on their telephone to key-in other identifying information, such 

as a name, address, account number or credit card information as described in Barger, Szlam and 

Wendkos.  The identifying information provided via ANI or touch tone, would be used to cross-

reference with existing caller records stored in memory.  Alternatively, a new record could be 

created.   
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Further, for the modified Barger system incorporating a music trivia game, the caller 

would be presented with the option to participate in a music trivia game via telephone.  In this 

situation, the system would provide a randomized topic or question as described by Bally and 

Masaki and present the user with (for example) a multiple choice question (as part of the 

Wendkos trivia) to identify the tune that is the subject of the music trivia question, as detailed in 

Bally. The modified system as disclosed in Masaki, Barger and Szlam would record the question 

and corresponding tune played to the caller, as well as the caller’s answer.  The modified Barger 

system would then prompt the caller to inquire whether the caller would like to purchase the 

played tune and store that response and/or order in the customer record.  The system would 

generate another random number, and per Masaki, check the customer record to ensure that 

neither that same tune nor a previously posed trivia question was repeated to that caller.  After 

the user completed the call, the modified system would then make appropriate updates to the 

caller records.   

Detailed Application to Claims 1 and 2 of the `252 Patent 

Claim Chart Attached Hereto as CC-A: 

Claim 1: 

As detailed below, claim 1 of the `252 patent is unpatentable as obvious under 35 U.S.C. 

§ 103 in view of the combination of Barger in view of Szlam and in further view of Wendkos, 

Bally and Masaki. 

1.  A telephone interface system for individually interfacing callers at a 
multitude of remote terminals for voice-digital communication through a 
telephone communication facility, said system comprising: 

 Barger discloses this limitation.  Specifically, Barger discloses that “the basic 

concept of the invention in which a data processor 10 is connected by an automatic 

answering device 11 to a public telephone system 12 via telephone couplers 13.” 
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[Barger, Fig. 1; Barger Col. 3, lines 41-44 (emphasis added); see also Barger, Col. 3, 

lines 61-65; Col. 4, lines 4-9]. 

Barger Figure 1 

 

 Szlam also discloses this limitation.  Specifically, Szlam discloses a customer 

account servicing system that routes incoming calls and provides online servicing of 

customer accounts.  [Szlam Col. 1, lines 6-10].  More specifically, Szlam “provides an 

apparatus which automatically answers incoming calls, queries the customers as to the 

nature of the call, obtains preliminary information, such as the customer account code 

and/or the reason for the call from the caller, obtains the current customer account 

information from the mainframe, routes the incoming call to the next available operator, 

and provides, at the operator’s terminal, the customer account information and the nature 

of the query.”  [Szlam Col. 2, lines 48-57].   
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SZLAM FIGURE 1 

 

As show above in Szlam’s Figure 1, the “Telco Office” is on the far left hand side of the 

block diagram.  The “Trunk Interface Units” 10 establish communications between 

callers through the communication system to the customer service system disclosed in 

Figure 1.  Figure 1 is described by Szlam as “compri[sing] four trunk interface units 10a-

10d, a system controller 11, a 16 trunk-by-10 line cross-point switch 13, a data controller 

15, a mainframe computer 16, and 10 operator terminals 12a-12j.  Sixteen trunk lines T1-

T16 are connected to composite trunk interface unit 10 and cross-point switch 13.”  

[Szlam Col. 3, lines 46-57].   

Wendkos also discloses aspects of this limitation.  Specifically, Wendkos 

discloses that “[a]udio-text, voice response and voice store and forward open the door to 

a brave new world of telemarketing opportunities and offer automated solutions to 

problems as old as the telephone itself.  These technologies allow users to create data 
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bases of prerecorded information which can be accessed anytime, from any telephone.”  

[Wendkos, p. 59, Col. 2].  Further, Wendkos discloses that “[c]allers are guided to the 

information … through interactive voice prompts.  Touch tone telephone[s] are converted 

into remote terminals for entering or retrieving information of any kind.  Any desired 

information from callers such as names, addresses, orders, credit card information or 

requests can be captured through spoken or touch tone input.” [Wendkos, p. 59, Col. 2].   

communication means for establishing telephone communication with 
currently active callers at certain of said terminals through said telephone 
communication facility; 

As stated above, the function of the communication means has been defined by 

Patent Owner as “establishing telephone communication with currently active callers.”  

Further, the corresponding structure has been defined as any of the (a) audio response 

unit 18, (b) audio response unit 20 and/or audio response unit 22.  Alternatively, Patent 

Owner indicated that instead of separate response units, a single composite unit could be 

utilized. 

Barger discloses both the function and the structure called for by this limitation.  

Specifically, Barger discloses that in the case of a caller with a push-button phone, “the 

data processor responds to codes entered through a push-button keyboard without any 

intervention from a human operator.”  [Barger, Figs. 1- 2; Col. 3, lines 15-22].  

Moreover, as Barger discloses “[e]ach code places the data processor into an appropriate 

routine to cause a prerecorded message to be played by the program repeating means to 

the customer at each point in the transaction.  The customer responds to the messages by 

keying in appropriate codes.” [Barger Figs. 1-2; Col. 3, lines 15-22].  Further, Barger 

discloses in reference to Figure 1, “FIG. 1 illustrates the basic concept of the invention in 



Request for Ex Parte Reexamination 

U.S. Patent No. 5,251,252 

- -  
 
 

34 

which a data processor 10 is connected by an automatic answering device 11 to a public 

telephone system 12 via telephone couplers 13.” [Barger, Figure 1; Col. 3, lines 41-

44(emphasis added)].  Moreover, Barger discloses that “[t]he push-button telephones 

connected to the data coupling sets 32 through a telephone system of direct distance 

dialed or leased lines by simply keying in distinct telephone numbers for the telephone 

lines connected to the data coupling sets.”  [Barger Col. 9, lines 20-33].  Accordingly, 

Barger discloses an equivalent structure (the data processor 10) that establishes telephone 

communications with the telephone system.   

Szlam also discloses both the function and structure called for by this limitation.  

As described above, Szlam discloses that the trunk lines T1-T16 bring callers from the 

“Telco Office,” i.e. the telecommunication facility of the claim into the “Trunk Interface 

Units” 10a-10d.  [Szlam Figure 1; Szlam Col. 3, lines 46-60].  Accordingly, Szlam 

discloses an equivalent structure (Trunk Interface Unit) that performs the same function -

- establishing telephone communications with individual callers through the 

telecommunications facility (Telco Office).   

Wendkos also discloses aspects of this limitation.  As described above, Wendkos 

discloses that voice response units allow for the creation of “prerecorded information 

which can be accessed anytime, from any telephone.” [Wendkos, p. 59, Col. 2].  Further, 

Wendkos discloses that “Callers are guided to the information … through interactive 

voice prompts.  Touch tone telephones are converted into remote terminals for entering or 

retrieving information of any kind.  Any desired information from callers, such as names, 

addresses, orders, credit card information or requests can be captured through spoken or 

touch tone input.” [Wendkos at p. 59, Col. 2.].   
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means for providing identification signals to said communication means 
indicative of said currently active callers,  

 As stated above, the function of the “means for providing identification signals” 

limitation was defined by Patent Owner as “providing identification signals to said 

communication means indicative of said currently active callers.”  The corresponding 

structure of this limitation was identified again by Patent Owner as any of the (a) audio 

response unit 18, (b) audio response unit 20 and/or audio response unit 22.  Alternatively, 

Patent Owner indicated that instead of separate response units, a single composite unit 

could be utilized. 

 Barger discloses both the structure and function called for by this limitation.  

Specifically, Barger discloses that in the case of a caller with a push-button phone, “the 

data processor responds to codes entered through a push-button keyboard without any 

intervention from a human operator.”  [Barger, Figs. 1- 2; Col. 3, lines 15-22].  

Moreover, as Barger discloses “[e]ach code places the data processor into an appropriate 

routine to cause a prerecorded message to be played by the program repeating means to 

the customer at each point in the transaction.  The customer responds to the messages by 

keying in appropriate codes.” [Barger Figs. 1-2; Col. 3, lines 15-22].  Barger also 

describes the data processor interacting with callers to obtain “identification signals.”  

Specifically, Barger discloses that an object of the telephone system is to “provide a 

telephone system for customer selected audio demonstrations without human intervention 

in operation.”  [Barger, Col. 2, lines 13-15].  Barger discloses that the callers provide “the 

customer key in an established account number having a code reserved for push-

button telephone customers.”  [Barger Col. 9, lines 36-45(emphasis added)].  Barger 

also discloses to one of ordinary skill in the art that identification signals such as “name 
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and account information” are collected by the system (whether by operator or without 

human intervention) and “entered into a customer record block in the data processing 

system.”  [Barger, Col. 2, lines 33-39].  Additionally, Barger discloses that the system 

engages in automatic credit verification: “there is a credit verification function (CVF) 45 

which the CPU addresses under control of a programmed subroutine for credit 

verification.”  [Barger Col. 8, line 60 to Col. 9 line 4].  Accordingly, Barger discloses an 

equivalent structure, the data processor 10, that performs the function called for by the 

claims as the data processor 10 interacts with callers to obtain identification signals in the 

form of customer keys or credit verification (which requires a credit card number). 

 Szlam also discloses both the function and structure called for by this limitation.  

Specifically, Szlam discloses that the Trunk Interface Unit 10a “preferably contains a 

dialer 10a1, a call progress monitor 10a5, a message player 10a9, an incoming call 

detector 10a20, an automatic number identification (ANI) decoder 10a24, a dual tone 

multiple frequency (DTMF) decoder 10a28, and a voice recognition module 10a32 for 

each trunk T1-T4.”  [Szlam Col. 11, lines 52-65; see also Szlam Col. 12, lines 4-7].  

Further, Szlam discloses that upon “detecting an incoming call on trunk T1 trunk 

interface control unit 10a13 may direct ANI decoder 10a24 to obtain the telephone 

number of the caller party, and direct message player 10a9 to seize the line and being 

playing the prerecorded message.”  [Szlam Col. 12, lines 15-20(emphasis added)].   In 

short, the message player of Szlam in conjunction with the DTMF decoder and trunk 

interface control unit within the trunk interface can provide prompts and receive 

responses from callers to obtain other types of information to allow the users to “open a 

new account, change an existing account, place, change or cancel an order, etc.”  [Szlam 
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Col. 13, lines 10-20].  Accordingly, the trunk interface units 10a-10d of Szlam is 

equivalent to the specified structure and performs the function of receiving identification 

signals – ANI as just one disclosed example.  

Wendkos also discloses aspects of this limitation.  As detailed above, Wendkos 

discloses that “Callers are guided to the information … through interactive voice 

prompts.  Touch tone telephones are converted into remote terminals for entering or 

retrieving information of any kind.  Any desired information from callers such as 

names, addresses, orders, credit card information or requests can be captured through 

spoken or touch tone input.”  [Wendkos, p. 59, Col. 2 (emphasis added)].   Further, 

Wendkos discloses that “[i]nteraction with callers through touch tone input allows games 

like Trivia Challenge or Secrete Number promotions to be played over the phone.  

Product codes or membership account numbers can serve as access codes.”  

[Wendkos, p. 59 Col. 2 (emphasis added)].  Accordingly, Wendkos discloses to one of 

ordinary skill in the art that many different types of codes or numbers can act as 

identification signals to identify individual callers.  

memory means for storing caller cues and use indications for said caller cues 
in relation to said callers as identified by said identification signals; 

 As stated above, while “memory means” is evocative of means-plus-function language, 

the Patent Owner has not construed it so.  Instead, the Patent Owner construes “memory means” 

as “computer hardware that stores information, such as disks, RAM or tapes.”   

Barger discloses this limitation.  Specifically, Barger discloses that the marketing system 

includes memory that is used to store information in several forms.  Moreover, Barger discloses 

that the system stores account information which is compared against the account information 

provided by callers (identification signals).  [Barger Col. 9, lines 36-45].  Further, Barger further 
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discloses storing “use indications” based on this individual account information in the form of a 

“complete record of all transactions, including the requests for demonstrations to be played 

by each customer, in order to maintain current inventory records for the purpose of accepting 

orders and determining trends, and with respect to particular customers, to maintain an 

historical record from which, for example, the customer’s particular preferences can be 

determined.” [Barger Col. 2, lines 5-12 (emphasis added); see also Col. 6, lines 21-26 (“the 

telephone record marketing store is … capable of maintaining a complete record of all 

transactions.”)].  Structurally, Barger describes that “[b]oth a magnetic disc pack (MDP) 41, with 

its disc pack controller (DPC) 42, and a magnetic tape unit (MTU) 43, with its magnetic tape 

controller (MTC) 44, are shown in FIG. 2.” [See Barger, Fig. 2; see also Barger Col. 8, lines 55-

60].   

Szlam also discloses this limitation.  Specifically, Szlam discloses that the mainframe 

computer 16 “has one or more disk drive systems (not shown) which contain the customer 

account information.”  [Szlam Col. 5, lines 4-9].  Additionally, Szlam further discloses that the 

mainframe computer 16 and the system controller 11 store detailed transactions and account 

records for each customer.  Specifically, Szlam discloses that the memory stores “use 

indications” such as “the particular messages played, and the customer’s response, such as 

placing an order, changing an order, etc.”  [Szlam Col. 14, lines 18-32(emphasis added)].   

Wendkos also discloses aspects of this limitation.  Specifically, Wendkos discloses that 

the technologies allow for the “creat[ion] of databases of pre-recorded information which can 

be accessed anytime, from any telephone.”  [Wendkos, p. 59, Col. 2)].   

Masaki also discloses aspects of this limitation.  Specifically, Masaki discloses a 

memory 9 that stores “use indications” in the form of the already played songs and already 
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played disks contained in its disk magazine.  [See Masaki, Abstract; see Masaki Col. 2, lines 31-

42 (“the first memory records the completion of the reproduction of each of the disks …. The 

second memory B records the completion of the reproduction of the various tunes on the 

disks.”); Masaki, Col. 4, lines 11-15; Fig. 1].     

cue means for receiving caller cues to provide voice signals through said 
communication means to prompt responses from said currently active of said 
callers in the form of digital data signals; and 

As stated above, the “cue means …” limitation is a means-plus-function limitation 

where the function has been identified by Patent Owner as “receiving said caller cues to 

provide voice signals through said communication means to prompt responses from said 

currently active of said callers” and the corresponding structure has been identified by 

Patent Owner as “at least interface processor 26.” 

Barger discloses both the function and the structure of this limitation.  

Specifically, Barger discloses that after having established communications to individual 

callers that “the ‘hello’ message may instruct the customer to key in a specific code [or] 

key in an established account number having a code reserved for push-button telephone 

customers.” [Barger at Col. 9, lines 36-45].  Additionally, Barger discloses that the 

function of customer service operators can be “replaced by programmed subroutines in 

the data processor and messages prerecorded…. The customer responds by keying codes 

into the data processor through a push-button telephone.”  [Barger Col. 6, lines 35-43].  

Accordingly, the data processor of Barger performs the function of providing cues to 

callers and receiving the caller responses and supplies the equivalent structure.     

Szlam also discloses both the function and corresponding structure of this 

limitation.  Specifically, Szlam discloses that after detecting an incoming call, and having 
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decoded ANI the trunk interface controller unit directs the message player 10a9 and 

DTMF decoder 10a28 to provide cues to the caller so as to prompt the caller to provide 

responses via the callers’ telephone’s DTMF keypad.  [Szlam Col. 13, lines 10-32; Szlam 

Col. 14, lines 18-32; Szlam Col. 13, line 67-Col. 13, line 10].  More specifically, Szlam 

discloses that the message player, trunk interface control unit and DTMF decoder provide 

such prompts as to permit the caller to perform tasks such as “placing an order, changing 

an order, etc.” along with opening an account or changing an existing account.  [Szlam 

Col. 13, liens 10-32].   

Wendkos also discloses aspects of this limitation.  As detailed above, Wendkos 

describes that interaction with touch-tone callers can be initiated for games like Trivia 

Challenge or Secret Number promotion by way of account numbers or product codes 

which must be entered before continuing with the call.  [Wendkos, p. 59, Col. 2].  More 

specifically, Wendkos discloses the results of an actual call flow that would be engaged 

by the caller when playing Trivia Challenge.  [Wendkos, p. 60, Cols. 1-2].   

means for selecting a current caller cue from said memory means for 
application to said cue means under control of said identification signals 
and said use indications in said memory means for said one of said 
currently active callers whereby to limit caller cues provided to individual 
callers for avoiding duplication.  

 As set forth above, this means-plus-function limitation has been interpreted by 

Patent Owner as having the function of “selecting a current caller from said memory 

means … under control of said identification signals … and said use indications….”  

Further, as set forth above, the corresponding structure of this means-plus-function 

limitation includes “at least the interface processor 26, coincidence detector 52, and 

random number generator 40.”   
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Masaki discloses aspects of this limitation.  As shown in Figure 1 of Masaki (below), 

Masaki uses a controller 7, a random number generator 8 and a memory 9 to select 

information for the user “in a random order and without repeating any one tune.”  [See 

Masaki, Figure 1; Abstract (emphasis added)].   

Masaki Figure 1 (Annotated) 

 

Specifically, Masaki discloses that memory 9 is divided into several different memory blocks A, 

B and C.  Memory block A records the already played disks; block B records the already played 

tunes on each disk; block C stores an incremental count of the already played tunes on each disk.  

[See Masaki, Col. 2, lines 3011; 2, lines 31-42]. 

 The random number generator of Masaki creates a random number based on the “output 

count of a counter which rapidly changes and is latched at an arbitrary timing and restricted by a 

limiter to the number of the as-yet-unplayed disks.”  [Masaki, Col. 3, lines 1-5].      

This memory 9 acts as the coincidence detector required by the claim.  When each of the 

tunes on a disk has been played, its corresponding memory location is changed from a 0 to a 1.  

[See Masaki, Col. 2 lines 45-55].  When each of the tunes on a disk has been played to a user, its 
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corresponding memory location is also changed from a 0 to a 1.  [See Masaki, Col. 2, lines 31-

42].  If an individual tune’s memory location has been set to 1 or an entire disk’s memory 

location has been set to 1, that tune or disk is disqualified from being replayed.  The individual 

1’s and 0’s of Masaki are the recited “use indications.”  Accordingly, Masaki discloses a method 

of selecting tunes that limits what is presented to the listener so as to avoid duplicating tunes.   

 Barger discloses other aspects of this limitation.  The system of Barger is designed to 

provide “audio demonstrations without human intervention in operation” as part of a marketing 

system.  [Barger, Col. 2, lines 13-15].  If the caller has a touch-tone telephone and an account 

with the system of Barger, the caller can access and navigate a series of cues and prompts.  

[Barger at Col. 9, lines 36-45 (“Alternatively, having established communications through a data 

coupling set, the ‘hello’ message may instruct the customer to key in a specified code [or] an 

established account number having a code reserved for push-button telephone customer[s].”)].  

Once this check has been passed, a caller of  the marketing system of Barger listen to the 

“functions of the customer service operator [which have been] replaced by programmed 

subroutines in the data processor and messages prerecorded on channels of the audio program 

repeater.  The customer responds by keying codes into the data processor through a push-button 

telephone.” [See Barger, Col. 6, lines 35-43].   

 Barger further discloses that the audio program repeater is coupled to the bus 22 which 

functions as an interface between the repeater and the CPU to permit instructions from the CPU 

and for the CPU to select a channel of the repeater.  [Barger Col. 7, lines 56-63].  While Barger 

discloses that endless loop tape magazines with multiple channels are preferable, Barger 

discloses that the “repeater may be implemented with magnetic discs or other record media.”  

[Barger Col. 7, lines 56-63].  Indeed, Barger discloses that there “is no theoretical limit to the 
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quantity of recorded demonstrations that the telephone record marketing system can have in its 

audio program repeater” and that cost is imposes the only practical limit.  [Barger at Col. 7, lines 

22-25].  Specifically, a person of skill in the art would understand that Barger discloses storing 

audio information that may be provided to a caller upon selection by the system. 

 Barger further discloses storing “use indications” in the form of “complete record[s] of 

all transactions, including the requests for demonstrations to be played by each customer, in 

order to maintain current inventory records for the purpose of accepting orders and determining 

trends, and with respect to particular customers, to maintain an historical record from which, for 

example, the customer’s particular preferences can be determined.” [Barger Col. 2, lines 5-12]. 

 Szlam also discloses aspects of this limitation.   Specifically, Szlam discloses that after 

detecting an incoming call, and having decoded ANI the trunk interface controller unit directs 

the message player 10a9 and DTMF decoder 10a28 to provide cues to the caller so as to prompt 

the caller to provide responses via the callers’ telephone’s DTMF keypad.  [Szlam Col. 13, lines 

10-32; Szlam Col. 14, lines 18-32; Szlam Col. 13, line 67-Col. 13, line 10].  More specifically, 

Szlam discloses that the message player, trunk interface control unit and DTMF decoder provide 

such prompts as to permit the caller to perform tasks such as “placing an order, changing an 

order, etc.” along with opening an account or changing an existing account.  [Szlam Col. 13, 

liens 10-32].  Szlam further discloses that the system records and tracks in the mainframe 

computer 16 the “particular messages played, and the customer’s response such as placing an 

order, changing and order, etc. [and] then stor[ing this information] by the system controller 11 

and/or mainframe 16.  The customer’s responses are also used to immediately update the 

customer account information in the mainframe 16.”  The “particular messages played” and the 

“response” given represent the “use indications” of Szlam and as Szlam discloses they are stored 
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in the mainframe to immediately update the customer account information of Szlam.  Further, as 

Szlam discloses this mechanism permits “certain types of transactions to be handled without the 

intervention of an operator, thereby reducing the number of operators required and/or more 

efficiently utilizing the operators.”  [Szlam Col. 14, lines 18-32].   

 Bally also discloses aspects of this limitation.  Specifically, the Bally reference discloses 

the use of randomization of topics in its Name that Tune game format.  As Bally discloses: 

The game consists of three rounds: Tune Topics, Bid A Note, and a bonus round 
called Golden Medley…. The basic play consists of hearing a song play and 
selecting one of four choices using the answer buttons.  Play begins with the 
computer randomly choosing a Topic, e.g. “For the Birds”, which contains such 
songs as Woody Woodpecker, When Doves Fly, etc.  The player(s) then hear the 
first song from the Topic. 
 

[See Bally M051-00E54-A006 at p. 4 (emphasis added)].  

 The enhanced Barger system, in combination with the above references, thereby 

discloses the storage and retrieval of information (questions, answers and associated 

songs), whereby song-based trivia questions are tracked by the system for a caller, to 

avoid repeating the same trivia question and a song to a caller. 

Claim 2: 
 

Claim 2 of the `252 patent is unpatentable as obvious pursuant to 35 U.S.C. § 103 in view 

of the combination of Barger in view of Szlam and in further view of Wendkos, Bally and 

Masaki. 

2.  A system according to claim 1 further including means to process said 
digital signals. 

   Claim 2 incorporates each and every limitation of claim 15 from which it depends.  As 

detailed above, the combination of Barger in view of Szlam and in further view of Wendkos, 

Bally and Masaki discloses each and every limitation of claim 1 alone or in combination.  
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As also stated above, the “means to process said digital signals” is a means plus function 

limitation and Patent Owner has identified the function as to “process digital data signals 

received from callers” and has identified the corresponding structure as “including any of the 

following: (a) audio response unit 18; (b) audio response unit 20; and/or (c) interface processor 

26.” 

Barger also discloses both the function and the structure called for by the limitation 

recited in claim 2.  Specifically, Barger discloses that one object of the disclosed system was “to 

provide a telephone system for customer selected audio demonstrations without human 

intervention in operation.”  [Barger, Col. 2, lines 13-15].  In practice, Barger achieves this 

objected by replacing human customer service with “programmed subroutines in the data 

processor and messages prerecorded on channels of the audio program repeater.  The customer 

responds by keying codes into the data processor through a push-button telephone.”  [Barger, 

Col. 6, lines 35-43].  Accordingly, the data processor disclosed by Barger performs the function 

of processing the digital signals received from the callers and represents the equivalent structure 

called for by this limitation. 

Szlam also discloses both the function and structure called for by this limitation.  

Specifically, Szlam discloses that “[o]ther prerecorded messages on message player 10a9 may 

query the customer and ask for an appropriate DTMF keypad in response as to whether the 

customer wishes to open a new account, change an existing account, place, change or cancel an 

order, etc.”  [Szlam Col. 13, lines 10-20].  Additionally, Szlam discloses “a message on message 

player 10a9 may ask the calling party to key in his telephone number and/or account number.”  

[Szlam Col. 13, lines 10-20].  These signals are processed by the Szlam system initially by the 

DTMF decoder 10a28: “DTMF decoder 10a28 allows the customer to provide information via 
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the DTMF keypad on his telephone set.”  [Szlam Col. 12, line 67 – Col. 13, line 10].  Thereafter, 

the Szlam system processes and stores the messages played and the customer responses on the 

system controller 11 and/or mainframe 16.  [Szlam Col. 14, lines 18-32].  Accordingly, the 

DTMF decoder 10a28 and/or the system controller 11 of Szlam perform the function and supply 

the structure called for by this limitation. 

Wendkos also discloses aspects of this limitation.  Specifically, Wendkos discloses that 

“[i]nteraction with callers through touch tone input allows games like Trivia Challenge or Secret 

Number promotions to be played over the phone.”  [Wendkos, p. 59].  Wendkos further provides 

a sample call-flow – including receiving digital signals from an actual caller – in the Maxwell 

House Trivia Challenge.  [Wendkos at p. 60]. 

B. Barger in Combination with Szlam, Wendkos and Masaki Raise a 
Substantial New Question of Patentability Against Claims 1 and 2 

 
Barger is a U.S. patent that issued on January 31, 1978.  Accordingly, Barger constitutes 

prior art pursuant to 35 U.S.C. § 102(b).  Further, Szlam is a U.S. Patent that issued on January 

10, 1989 and was filed on June 16, 1987.  Accordingly, Szlam constitutes prior art pursuant to 35 

U.S.C. § 102(a).  Furthermore, Wendkos is an article published in August 1986.  Accordingly, 

Wendkos constitutes effective prior art under 35 U.S.C. § 102(b).  Finally, Masaki is a U.S. 

Patent that issued on December 20, 1988 and filed on October 22, 1987 making Masaki effective 

prior art under 35 U.S.C. § 102(a).  The combination teaches all of the limitations of both claims 

1 and 2, as detailed below.   

In particular, this combination teaches the limitations supposedly absent in the prior art 

that formed the apparent bases for the allowance of these claims during the original prosecution.  

Barger, Szlam and Masaki disclose storing detailed records of user interactions with their 

respective systems.  Barger and Masaki disclose tracking the audio demonstrations or tunes 
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played to a user; Barger and Szlam disclose keeping detailed records of customer orders, 

changes, accounts; Szlam discloses even tracking the messages played and the responses given 

by individual callers to its system.  Finally, Masaki discloses using a random number generator 

to avoid repeats.   

Further, this combination of references was not before the Office during the original 

prosecution of the `252 patent and none of these individual references – with the exception of 

Szlam – was before the Office during prosecution.   

Motivation-to-Combine: 

Summary of Motivation to Combine: 

Barger is the primary reference of the combination.  Based on the disclosure of Barger, 

Barger’s fields of endeavor include: telephonic interaction with users; sales, marketing and order 

entry; identifying users and aggregating records for individual users; as well as presenting audio-

based entertainment information to users.  Prieve ¶ 26.  Szlam, Wendkos, and Masaki each share 

at least one field of endeavor with Barger.  Prieve ¶¶ 27-30.  Accordingly, each of Szlam, 

Wendkos, and Masaki are analogous art with respect to Barger.  Prieve ¶¶ 31-32.   

Barger and Szlam are marketing and order entry systems.  One of ordinary skill in the art 

would have been motivated to modify the teachings of Barger with the teachings of Szlam, in 

particular, Szlam’s teachings regarding the use of ANI to more effectively identify callers.   

Barger, Szlam and Wendkos are automated telemarketing systems.  One of ordinary skill 

in the art would have been motivated to modify the Barger system further with the teachings of 

Wendkos.  In particular, one of ordinary skill in the art would have been motivated to modify 

Barger to incorporate the trivia challenge telemarketing of Wendkos to increase interest and sales 

for the music marketing system of Barger. 
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Finally, Masaki discloses a system where the user interacts with the system to provide 

automated entertainment in the form of audio information.  Therefore, one of ordinary skill in the 

art would have understood the aggregating and randomization method used by Masaki could be 

used to improve the trivia challenge of the modified Barger system. 

Detailed Disclosure of Motivation to Combine: 

Barger is the primary reference of this combination.  As discussed above in detail, Barger 

discloses a system whereby customers call into the system, identify themselves through a variety 

of identifiers, request and listen to audio demonstrations and later place and/or manipulate orders 

for the records that correspond to those audio demonstrations.  [Barger, Col. 3, lines 15-22; Col. 

9, lines 36-45, lines 53-62; Col. 2, lines 33-39; Col. 4, lines 61-67].  Barger obtains identification 

information from callers in one or more various forms – e.g. name, address, account number, 

credit card number, etc.  [Barger, Col. 4, lines 61-67].  In support of this complex order entry 

system, Barger also stores in memory detailed records of the callers’ individual transactions and 

historical records of an individual callers’ audio demonstration requests for various purposes, 

such as to maintain inventory, identify trends and track individual caller’s musical preferences.16  

Moreover, the audio demonstrations are stored in memory, such as a magnetic disk pack or a 

magnetic tape magazine.  [Barger, Col. 7, lines 56-63; Col. 7, lines 22-25 (“there is no theoretical 

limit to the quantity of recorded demonstrations that the telephone record marketing system can 

have it its audio program repeater.”)].  Further, while Barger provides for operators, Barger also 

discloses that the system can be used by callers in an automated mode.   

                                                
16 See Barger, Col. 5, lines 29-53; Col. 2, lines 5-12 (“Still another object is to maintain a complete record of all 
transactions, including the requests for demonstrations to be played by each customer, in order to maintain current 
inventory records for the purpose of accepting orders and determining trends, and with respect to particular 
customers, to maintain a historical record from which, for example, the customer’s particular preferences 
can be determined.” (emphasis added)].   
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A person of ordinary skill in the art would have been motivated to combine Barger with 

Szlam.  As described above, Szlam discloses an online account servicing system that shares 

many similarities with Barger including – the need to identify callers,17 the need to keep very 

detailed records of the caller’s interaction with the system.18  As Szlam discloses, many practical 

and economic benefits would have motivated one to modify the Barger system with the teachings 

of Szlam.  In particular, one of ordinary skill in the art would have adopted Szlam’s teachings 

with regard to the use of the Automatic Number Identification (ANI) service provided by the 

telephone carrier.19  As the Federal Circuit noted in regards to Szlam and ANI “if a technique has 

been used to improve one device, and a person of ordinary skill in the art would recognize that it 

would improve similar devices in the same way, using the technique is obvious unless its actual 

application is beyond his or her skill.”20  As Szlam discloses, capturing ANI (where available) 

greatly speeds the necessary process of identifying callers and accordingly reduces reliance on 

expensive operators.21   

A person of ordinary skill in the art would have also been motivated to further combine 

Barger and Szlam with Wendkos.  One of the problems that Barger was attempting to address 

was the lack of adult engagement within the music industry – resulting in lower sales and a 

difficulty in reaching the increasingly important adult market.  [Barger, Col. 1, lines 25-35 (“The 

record industry has largely ignored the preferences and shopping habits of adults who have 

                                                
17 “Therefore, there is a need for a method and apparatus for obtaining preliminary customer account information 
from the customer or automatically determining the calling party’s telephone number and account information prior 
to the call being serviced.” [Szlam at Col. 1, lines 45-65].   
18 Szlam records “[t]he particular messages played, and the customer’s response, such as placing an order, changing 
and order, etc.” [Szlam at Co. 14, lines 18-32].   
19 “Upon detecting an incoming call on the trunk T1 trunk interface control unit 10a13 may direct ANI decoder 
10a24 to obtain the telephone number of the calling party....”  [Szlam, Col. 12, lines 15-20].   
20 See Ronald A. Katz Technology Licensing, LLP v. American Airlines¸ 639 F.3d 1303, 1323  (Fed. Cir. 2011).   
21 Otherwise, “[t]he operator must answer the call, determine whether the customer desires to place an order, check 
on the status of an order or obtain account information.  The operator must then obtain the account number from a 
customer, key in the account number of the terminal, and wait for the customer account information to appear on the 
screen before any business can be transacted.”  [Szlam, Col. 1, lines 45-65].   
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neither the time nor the inclination to keep abreast of the most recent recordings offered, much 

less to browse through the most recent recorders … through record stores.”)].22  Wendkos offers 

several methods of increasing customer interest, and ultimately sales.  In particular, the trivia 

challenge promotion disclosed by Wendkos would have been understood by one of ordinary skill 

in the art as readily adaptable to the telephonic music store system of Barger.  Indeed, Barger 

itself mentions that one of the many things the audio demonstration system can market includes 

games: 

As a further variation of the system in its use, though not in its organization, other 
types of merchandise may be sold by telephone where an audio demonstration 
would help the customer make a decision.  Included are tickets to movies or stage 
shows, video recordings, books or recordings of books on tape, pay television 
shows, games and many other types of general merchandise. 

[Barger at Col. 6, lines 55-65 (emphasis added)].  As Wendkos explains the caller’s experience 

can be enhanced further by “[v]oices of celebrated personalities or cartoon characters … to 

encourage caller participation along with music and special sound effects.” [Wendkos at p. 59, 

Col. 2].  Moreover, like Barger and Szlam, Wendkos teaches the need for identifying callers 

through names, addresses, product codes, orders, credit card information, or requests, etc.23 and 

using automation such as audio-text and voice response to reduce reliance on operators.  

[Wendkos at p 59 (“Personnel costs are very often the most expensive factor in a telemarketing 

program.  The majority of all telemarketing programs involve the repetitive handling of the same 

type of call: capturing a caller’s name and address … answering the same questions over and 

over again, handling account status inquiries.”)].     

                                                
22 Importantly, Barger does not teach that adults will not browse, but rather that adults will not browse at a record 
store.   
23 “Callers are guided to the information … through interactive voice prompts.  Touch tone telephones are converted 
into remote terminals for entering or retrieving information of any kind.  Any desired information from callers, such 
as names, addresses, orders, credit card information or requests can be captured … or touch tone input.”  [Wendkos, 
p. 59].   
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A person of ordinary skill in the art would have been further motivated to combine 

Barger, Szlam and Wendkos with Masaki.  Masaki provides insight in how the modified Barger 

system, discussed above, would manage and select randomized musical tunes.  Further, the 

randomized musical tunes, as part of the modified Barger system, would be part of both the 

audio demonstrations and the basis for the trivia questions.   

In support of the above, Masaki is directed to an automated method of randomizing 

entertainment information presented to a user, and tracking the entertainment information 

presented to a user to avoid repeating the same information.  See [Masaki, Col. 1, lines 20-25] 

(“if the playing sequence of the disks is fixed at the start of the playing operation, [there exists a 

disadvantage] that the selection of tunes cannot be done spontaneously.”).  Masaki further 

discloses that: 

The disk playing method provided in accordance with the present invention is 
characterized in that a first memory for recording the identities of already-
played tunes on each disk, a second memory for recording the identities of 
already-played tunes on each disk, and a third memory for incrementally 
counting the number of the already-played tunes on each disk and recording 
the incremental counted number are provided, and as-yet-unplayed disks and 
as-yet-unplayed tunes are randomly selected in accordance with random 
numbers created by a random number generator to reproduce all other 
tunes on all the disks without playing any of the tunes more than once. 
 

[Masaki, Col. 1, lines 31-43] (emphasis added). 

Similarly, Barger discloses storing audio demonstrations using an audio repeater having 

appropriate storage, contemplated to be equipment such as a magazine of magnetic tapes.  

[Barger, Col. 7, lines 56-63].  One of ordinary skill in the art would have been motivated to 

utilize the audio repeater functionality for managing and playing audio information, enhanced by 

the random selection and tracking feature of Masaki, as part of its storage and retrieval 

functionality for audio demonstrations.  A person of ordinary skill would understand how the 
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Barger marketing objective to provide audio demonstrations is enhanced by the Wendkos 

suggestion of trivia for entertainment, can be met by enhancing the system to randomly select 

tunes for a caller, while also tracking those tunes 

In the resulting modified record marketing system of Barger, customers would call into 

the system and be preliminarily identified by way of the ANI service and ANI decoder disclosed 

in Szlam.  In the event that further identification or credit verification were required, the caller 

would use the touch tone keypad on their telephone to key-in other identifying information, such 

as a name, address, account number or credit card information as described in Barger, Szlam and 

Wendkos.  The identifying information, provided via ANI or touch tone, would be used to cross-

reference with existing caller records stored in meor.  Alternatively, a new record could be 

created.   

Fyurther, for the modified Barger system incorporating a music trivia game, the caller 

would be presented with the option to participate in a music trivial game via telephone.  In this 

situation, the system would provide  randomized  information as described by Masaki and 

present the caller with (for example) a multiple choice question (as part of the Wendkos trivia) to 

identify the tune that is the subject of the music trivia question, as detailed by Wendkos.  The 

modified system as disclosed in Masaki, Barger and Szlam would track the question and 

corresponding tune played to the caller, as well as the caller’s answer.  The modified Barger 

system would then prompt the caller to inquire whether the caller would like to purchase the 

played tune and store that response and/or order in the customer record.  The system would 

generate another random number, and per Masaki, check the customer record to ensure that 

neither that same tune nor a previously posed trivia question was repeated to that caller.  After 
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the user completed the call, the modified system would then make appropriate updates to the 

caller records.   

Detailed Application to Claims 1 and 2 of the `252 Patent 

Claim Chart Attached Hereto as CC-B: 

Claim 1: 

As detailed below, claim 1 of the `252 patent is unpatentable as obvious pursuant to 35 

U.S.C. § 103 in view of the combination of Barger, Szlam, Wendkos and Masaki.   

1. A telephone interface system for individually interfacing callers at a 
multitude of remote terminals for voice-digital communication through a 
telephone communication facility, said system comprising: 

 Barger discloses this limitation.  Specifically, Barger discloses that “the basic 

concept of the invention in which a data processor 10 is connected by an automatic 

answering device 11 to a public telephone system 12 via telephone couplers 13.” 

[Barger, Fig. 1; Barger Col. 3, lines 41-44 (emphasis added); see also Barger, Col. 3, 

lines 61-65; Col. 4, lines 4-9]. 
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Barger Figure 1 

 

 Szlam also discloses this limitation.  Specifically, Szlam discloses a customer 

account servicing system that routes incoming calls and provides online servicing of 

customer accounts.  [Szlam Col. 1, lines 6-10].  More specifically, Szlam “provides an 

apparatus which automatically answers incoming calls, queries the customers as to the 

nature of the call, obtains preliminary information, such as the customer account code 

and/or the reason for the call from the caller, obtains the current customer account 

information from the mainframe, routes the incoming call to the next available operator, 

and provides, at the operator’s terminal, the customer account information and the nature 

of the query.”  [Szlam Col. 2, lines 48-57].   
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SZLAM FIGURE 1 

 

As show above in Szlam’s Figure 1, the “Telco Office” is on the far left hand side of the 

block diagram.  The “Trunk Interface Units” 10 establish communications between 

callers through the communication system to the customer service system disclosed in 

Figure 1.  Figure 1 is described by Szlam as “compri[sing] four trunk interface units 10a-

10d, a system controller 11, a 16 trunk-by-10 line cross-point switch 13, a data controller 

15, a mainframe computer 16, and 10 operator terminals 12a-12j.  Sixteen trunk lines T1-

T16 are connected to composite trunk interface unit 10 and cross-point switch 13.”  

[Szlam Col. 3, lines 46-60].   

Wendkos also discloses aspects of this limitation.  Specifically, Wendkos 

discloses that “[a]udio-text, voice response and voice store and forward open the door to 

a brave new world of telemarketing opportunities and offer automated solutions to 

problems as old as the telephone itself.  These technologies allow users to create data 
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bases of prerecorded information which can be accessed anytime, from any telephone.”  

[Wendkos, p. 59, Col. 2].  Further, Wendkos discloses that “[c]allers are guided to the 

information … through interactive voice prompts.  Touch tone telephone[s] are converted 

into remote terminals for entering or retrieving information of any kind.  Any desired 

information from callers such as names, addresses, orders, credit card information or 

requests can be captured through spoken or touch tone input.” [Wendkos, p. 59, Col. 2].   

communication means for establishing telephone communication with 
currently active callers at certain of said terminals through said telephone 
communication facility; 

As stated above, the function of the communication means has been defined by 

Patent Owner as “establishing telephone communication with currently active callers.”  

Further, the corresponding structure has been defined as any of the (a) audio response 

unit 18, (b) audio response unit 20 and/or audio response unit 22.  Alternatively, Patent 

Owner indicated that instead of separate response units, a single composite unit could be 

utilized. 

Barger discloses both the function and the structure called for by this limitation.  

Specifically, Barger discloses that in the case of a caller with a push-button phone, “the 

data processor responds to codes entered through a push-button keyboard without any 

intervention from a human operator.”  [Barger, Figs. 1- 2; Col. 3, lines 15-22].  

Moreover, as Barger discloses “[e]ach code places the data processor into an appropriate 

routine to cause a prerecorded message to be played by the program repeating means to 

the customer at each point in the transaction.  The customer responds to the messages by 

keying in appropriate codes.” [Barger Figs. 1-2; Col. 3, lines 15-22].  Further, Barger 

discloses in reference to Figure 1, “FIG. 1 illustrates the basic concept of the invention in 
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which a data processor 10 is connected by an automatic answering device 11 to a public 

telephone system 12 via telephone couplers 13.” [Barger, Figure 1; Col. 3, lines 41-

44(emphasis added)].  Moreover, Barger discloses that “[t]he push-button telephones 

connected to the data coupling sets 32 through a telephone system of direct distance 

dialed or leased lines by simply keying in distinct telephone numbers for the telephone 

lines connected to the data coupling sets.”  [Barger Col. 9, lines 20-33].  Accordingly, 

Barger discloses an equivalent structure (the data processor 10) that establishes telephone 

communications with the telephone system.   

Szlam also discloses both the function and structure called for by this limitation.  

As described above, Szlam discloses that the trunk lines T1-T16 bring callers from the 

“Telco Office,” i.e. the telecommunication facility of the claim into the “Trunk Interface 

Units” 10a-10d.  [Szlam Figure 1; Szlam Col. 3, lines 46-57].  Accordingly, Szlam 

discloses an equivalent structure (Trunk Interface Unit) that performs the same function -

- establishing telephone communications with individual callers through the 

telecommunications facility (Telco Office).   

Wendkos also discloses aspects of this limitation.  As described above, Wendkos 

discloses that voice response units allow for the creation of “prerecorded information 

which can be accessed anytime, from any telephone.” [Wendkos, p. 59, Col. 2].  Further, 

Wendkos discloses that “Callers are guided to the information … through interactive 

voice prompts.  Touch tone telephones are converted into remote terminals for entering or 

retrieving information of any kind.  Any desired information from callers, such as names, 

addresses, orders, credit card information or requests can be captured through spoken or 

touch tone input.” [Wendkos at p. 59, Col. 2.].   
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means for providing identification signals to said communication means 
indicative of said currently active callers,  

 As stated above, the function of the “means for providing identification signals” 

limitation was defined by Patent Owner as “providing identification signals to said 

communication means indicative of said currently active callers.”  The corresponding 

structure of this limitation was identified again by Patent Owner as any of the (a) audio 

response unit 18, (b) audio response unit 20 and/or audio response unit 22.  Alternatively, 

Patent Owner indicated that instead of separate response units, a single composite unit 

could be utilized. 

 Barger discloses both the structure and function called for by this limitation.  

Specifically, Barger discloses that in the case of a caller with a push-button phone, “the 

data processor responds to codes entered through a push-button keyboard without any 

intervention from a human operator.”  [Barger, Figs. 1- 2; Col. 3, lines 15-22].  

Moreover, as Barger discloses “[e]ach code places the data processor into an appropriate 

routine to cause a prerecorded message to be played by the program repeating means to 

the customer at each point in the transaction.  The customer responds to the messages by 

keying in appropriate codes.” [Barger Figs. 1-2; Col. 3, lines 15-22].  Barger also 

describes the data processor interacting with callers to obtain “identification signals.”  

Specifically, Barger discloses that an object of the telephone system is to “provide a 

telephone system for customer selected audio demonstrations without human intervention 

in operation.”  [Barger, Col. 2, lines 13-15].  Barger discloses that the callers provide “the 

customer key in an established account number having a code reserved for push-

button telephone customers.”  [Barger Col. 9, lines 36-45(emphasis added)].  Barger 

also discloses to one of ordinary skill in the art that identification signals such as “name 
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and account information” are collected by the system (whether by operator or without 

human intervention) and “entered into a customer record block in the data processing 

system.”  [Barger, Col. 2, lines 33-39].  Additionally, Barger discloses that the system 

engages in automatic credit verification: “there is a credit verification function (CVF) 45 

which the CPU addresses under control of a programmed subroutine for credit 

verification.”  [Barger Col. 8, line 60 to Col. 9 line 4].  Accordingly, Barger discloses an 

equivalent structure, the data processor 10, that performs the function called for by the 

claims as the data processor 10 interacts with callers to obtain identification signals in the 

form of customer keys or credit verification (which requires a credit card number). 

 Szlam also discloses both the function and structure called for by this limitation.  

Specifically, Szlam discloses that the Trunk Interface Unit 10a “preferably contains a 

dialer 10a1, a call progress monitor 10a5, a message player 10a9, an incoming call 

detector 10a20, an automatic number identification (ANI) decoder 10a24, a dual tone 

multiple frequency (DTMF) decoder 10a28, and a voice recognition module 10a32 for 

each trunk T1-T4.”  [Szlam Col. 11, lines 52-65; see also Szlam Col. 12, lines 4-7].  

Further, Szlam discloses that upon “detecting an incoming call on trunk T1 trunk 

interface control unit 10a13 may direct ANI decoder 10a24 to obtain the telephone 

number of the caller party, and direct message player 10a9 to seize the line and being 

playing the prerecorded message.”  [Szlam Col. 12, lines 15-20(emphasis added)].   In 

short, the message player of Szlam in conjunction with the DTMF decoder and trunk 

interface control unit within the trunk interface can provide prompts and receive 

responses from callers to obtain other types of information to allow the users to “open a 

new account, change an existing account, place, change or cancel an order, etc.”  [Szlam 
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Col. 13, lines 10-20].  Accordingly, the trunk interface units 10a-10d of Szlam is 

equivalent to the specified structure and performs the function of receiving identification 

signals – ANI as just one disclosed example.  

Wendkos also discloses aspects of this limitation.  As detailed above, Wendkos 

discloses that “Callers are guided to the information … through interactive voice 

prompts.  Touch tone telephones are converted into remote terminals for entering or 

retrieving information of any kind.  Any desired information from callers such as 

names, addresses, orders, credit card information or requests can be captured through 

spoken or touch tone input.”  [Wendkos, p. 59, Col. 2 (emphasis added)].   Further, 

Wendkos discloses that “[i]nteraction with callers through touch tone input allows games 

like Trivia Challenge or Secrete Number promotions to be played over the phone.  

Product codes or membership account numbers can serve as access codes.”  

[Wendkos, p. 59 Col. 2 (emphasis added)].  Accordingly, Wendkos discloses to one of 

ordinary skill in the art that many different types of codes or numbers can act as 

identification signals to identify individual callers.  

memory means for storing caller cues and use indications for said caller cues 
in relation to said callers as identified by said identification signals; 

 As stated above, while “memory means” is evocative of means-plus-function language, 

the Patent Owner has not construed it so.  Instead, the Patent Owner construes “memory means” 

as “computer hardware that stores information, such as disks, RAM or tapes.”   

Barger discloses this limitation.  Specifically, Barger discloses that the marketing system 

includes memory that is used to store information in several forms.  Moreover, Barger discloses 

that the system stores account information which is compared against the account information 

provided by callers (identification signals).  [Barger Col. 9, lines 36-45].  Further, Barger further 
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discloses storing “use indications” based on this individual account information in the form of a 

“complete record of all transactions, including the requests for demonstrations to be played 

by each customer, in order to maintain current inventory records for the purpose of accepting 

orders and determining trends, and with respect to particular customers, to maintain an 

historical record from which, for example, the customer’s particular preferences can be 

determined.” [Barger Col. 2, lines 5-12 (emphasis added); see also Col. 6, lines 21-26 (“the 

telephone record marketing store is … capable of maintaining a complete record of all 

transactions.”)].  Structurally, Barger describes that “[b]oth a magnetic disc pack (MDP) 41, with 

its disc pack controller (DPC) 42, and a magnetic tape unit (MTU) 43, with its magnetic tape 

controller (MTC) 44, are shown in FIG. 2.” [See Barger, Fig. 2; see also Barger Col. 8, lines 55-

60].   

Szlam also discloses this limitation.  Specifically, Szlam discloses that the mainframe 

computer 16 “has one or more disk drive systems (not shown) which contain the customer 

account information.”  [Szlam Col. 5, lines 4-9].  Additionally, Szlam further discloses that the 

mainframe computer 16 and the system controller 11 store detailed transactions and account 

records for each customer.  Specifically, Szlam discloses that the memory stores “use 

indications” such as “the particular messages played, and the customer’s response, such as 

placing an order, changing an order, etc.”  [Szlam Col. 14, lines 18-32(emphasis added)].   

Wendkos also discloses aspects of this limitation.  Specifically, Wendkos discloses that 

the technologies allow for the “creat[ion] of databases of pre-recorded information which can 

be accessed anytime, from any telephone.”  [Wendkos, p. 59, Col. 2)].   

Masaki also discloses aspects of this limitation.  Specifically, Masaki discloses a 

memory 9 that stores “use indications” in the form of the already played songs and already 
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played disks contained in its disk magazine.  [See Masaki, Abstract; see Masaki Col. 2, lines 31-

42 (“the first memory records the completion of the reproduction of each of the disks …. The 

second memory B records the completion of the reproduction of the various tunes on the 

disks.”); Masaki, Col. 4, lines 11-15; Fig. 1].     

means for selecting a current caller cue from said memory means for 
application to said cue means under control of said identification signals 
and said use indications in said memory means for said one of said 
currently active callers whereby to limit caller cues provided to individual 
callers for avoiding duplication.  

 As set forth above, this means-plus-function limitation has been interpreted by 

Patent Owner as having the function of “selecting a current caller from said memory 

means … under control of said identification signals … and said use indications….”  

Further, as set forth above, the corresponding structure of this means-plus-function 

limitation includes “at least the interface processor 26, coincidence detector 52, and 

random number generator 40.”   

Masaki discloses aspects of this limitation.  As shown in Figure 1 of Masaki (below), 

Masaki uses a controller 7, a random number generator 8 and a memory 9 to select 

information for the user “in a random order and without repeating any one tune.”  [See 

Masaki, Figure 1; Abstract (emphasis added)].   
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Masaki Figure 1 (Annotated) 

 

Specifically, Masaki discloses that memory 9 is divided into several different memory blocks A, 

B and C.  Memory block A records the already played disks; block B records the already played 

tunes on each disk; block C stores an incremental count of the already played tunes on each disk.  

[See Masaki, Col. 2, lines 3011; 2, lines 31-42]. 

 The random number generator of Masaki creates a random number based on the “output 

count of a counter which rapidly changes and is latched at an arbitrary timing and restricted by a 

limiter to the number of the as-yet-unplayed disks.”  [Masaki, Col. 3, lines 1-5].      

This memory 9 acts as the coincidence detector required by the claim.  When each of the 

tunes on a disk has been played, its corresponding memory location is changed from a 0 to a 1.  

[See Masaki, Col. 2 lines 45-55].  When each of the tunes on a disk has been played to a user, its 

corresponding memory location is also changed from a 0 to a 1.  [See Masaki, Col. 2, lines 31-

42].  If an individual tune’s memory location has been set to 1 or an entire disk’s memory 

location has been set to 1, that tune or disk is disqualified from being replayed.  The individual 
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1’s and 0’s of Masaki are the “use indications.”  Accordingly, Masaki discloses a method of 

selecting tunes that limits what is presented to the listener so as to avoid duplicating tunes.   

 Barger discloses other aspects of this limitation.  The system of Barger is designed to 

provide “audio demonstrations without human intervention in operation” as part of a marketing 

system.  [Barger, Col. 2, lines 13-15].  If the caller has a touch-tone telephone and an account 

with the system of Barger, the caller can access and navigate a series of cues and prompts.  

[Barger at Col. 9, lines 36-45 (“Alternatively, having established communications through a data 

coupling set, the ‘hello’ message may instruct the customer to key in a specified code [or] an 

established account number having a code reserved for push-button telephone customer[s].”)].  

Once this check has been passed, a caller of the marketing system of Barger listen to the 

“functions of the customer service operator [which have been] replaced by programmed 

subroutines in the data processor and messages prerecorded on channels of the audio program 

repeater.  The customer responds by keying codes into the data processor through a push-button 

telephone.” [See Barger, Col. 6, lines 35-43].   

 Barger further discloses that the audio program repeater is coupled to the bus 22 which 

functions as an interface between the repeater and the CPU to permit instructions from the CPU 

and for the CPU to select a channel of the repeater.  [Barger Col. 7, lines 56-63].  While Barger 

discloses that endless loop tape magazines with multiple channels are preferable, Barger 

discloses that the “repeater may be implemented with magnetic discs or other record media.”  

[Barger Col. 7, lines 56-63].  Indeed, Barger discloses that there “is no theoretical limit to the 

quantity of recorded demonstrations that the telephone record marketing system can have in its 

audio program repeater” and that cost is imposes the only practical limit.  [Barger at Col. 7, lines 
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22-25].  Specifically, a person of skill in the art would understand that Barger discloses storing 

audio information that may be provided to a caller upon selection by the system.   

 Barger further discloses storing “use indications” in the form of “complete record[s] of 

all transactions, including the requests for demonstrations to be played by each customer, in 

order to maintain current inventory records for the purpose of accepting orders and determining 

trends, and with respect to particular customers, to maintain an historical record from which, for 

example, the customer’s particular preferences can be determined.” [Barger Col. 2, lines 5-12]. 

 Szlam also discloses aspects of this limitation.   Specifically, Szlam discloses that after 

detecting an incoming call, and having decoded ANI the trunk interface controller unit directs 

the message player 10a9 and DTMF decoder 10a28 to provide cues to the caller so as to prompt 

the caller to provide responses via the callers’ telephone’s DTMF keypad.  [Szlam Col. 13, lines 

10-32; Szlam Col. 14, lines 18-32; Szlam Col. 13, line 67-Col. 13, line 10].  More specifically, 

Szlam discloses that the message player, trunk interface control unit and DTMF decoder provide 

such prompts as to permit the caller to perform tasks such as “placing an order, changing an 

order, etc.” along with opening an account or changing an existing account.  [Szlam Col. 13, 

liens 10-32].  Szlam further discloses that the system records and tracks in the mainframe 

computer 16 the “particular messages played, and the customer’s response such as placing an 

order, changing and order, etc. [and] then stor[ing this information] by the system controller 11 

and/or mainframe 16.  The customer’s responses are also used to immediately update the 

customer account information in the mainframe 16.”  The “particular messages played” and the 

“response” given as disclosed by Szlam represent the recited “use indications.” Szlam further 

discloses that this data is stored in the mainframe to immediately update the customer account 

information of Szlam.  Further, as Szlam discloses this mechanism permits “certain types of 
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transactions to be handled without the intervention of an operator, thereby reducing the number 

of operators required and/or more efficiently utilizing the operators.”  [Szlam Col. 14, lines 18-

32].    

 The enhanced Barger system, in combination with the above references, thereby discloses 

the storage and retrieval of information (questions, answers and associated song), whereby song-

based trivia questions are tracked by the system for a caller, to avoid repeating the same trivia 

question and song to a caller. 

Claim 2: 
 

Claim 2 of the `252 patent is unpatentable as obvious pursuant to 35 U.S.C. § 103 in view 

of the combination of Barger, Slzam, Wendkos and Masaki. 

2.  A system according to claim 1 further including means to process said 
digital signals. 
Claim 2 incorporates each and every limitation of claim 1 from which it depends.  As 

detailed above, the combination of Barger in view of Szlam and in further view of Wendkos and 

Masaki discloses each and every limitation of claim 1 alone or in combination.     

As stated above, the “means to process said digital signals” is a means plus function 

limitation and Patent Owner has identified the function as to “process digital data signals 

received from callers” and has identified the corresponding structure as “including any of the 

following: (a) audio response unit 18; (b) audio response unit 20; and/or (c) interface processor 

26.” 

Barger discloses both the function and the structure called for by the limitation recited in 

claim 2.  Specifically, Barger discloses that one object of the disclosed system was “to provide a 

telephone system for customer selected audio demonstrations without human intervention in 

operation.”  [Barger, Col. 2, lines 13-15].  In practice, Barger achieves this objected by replacing 
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human customer service with “programmed subroutines in the data processor and messages 

prerecorded on channels of the audio program repeater.  The customer responds by keying codes 

into the data processor through a push-button telephone.”  [Barger, Col. 6, lines 35-43].  

Accordingly, the data processor disclosed by Barger performs the function of processing the 

digital signals received from the callers and represents the equivalent structure called for by this 

limitation. 

Szlam also discloses both the function and structure called for by this limitation.  

Specifically, Szlam discloses that “[o]ther prerecorded messages on message player 10a9 may 

query the customer and ask for an appropriate DTMF keypad in response as to whether the 

customer wishes to open a new account, change an existing account, place, change or cancel an 

order, etc.”  [Szlam Col. 13, lines 10-20].  Additionally, Szlam discloses “a message on message 

player 10a9 may ask the calling party to key in his telephone number and/or account number.”  

[Szlam Col. 13, lines 10-20].  These signals are processed by the Szlam system initially by the 

DTMF decoder 10a28: “DTMF decoder 10a28 allows the customer to provide information via 

the DTMF keypad on his telephone set.”  [Szlam Col. 12, line 67 – Col. 13, line 10].  Thereafter, 

the Szlam system processes and stores the messages played and the customer responses on the 

system controller 11 and/or mainframe 16.  [Szlam Col. 14, lines 18-32].  Accordingly, the 

DTMF decoder 10a28 and/or the system controller 11 of Szlam perform the function and supply 

the structure called for by this limitation.   

Wendkos also discloses aspects of this limitation.  Specifically, Wendkos discloses that 

“[i]nteraction with callers through touch tone input allows games like Trivia Challenge or Secret 

Number promotions to be played over the phone.”  [Wendkos, p. 59].  Wendkos further provides 
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a sample call-flow – including receiving digital signals from an actual caller – in the Maxwell 

House Trivia Challenge.  [Wendkos at p. 60].       

VII. CONCLUSION 

The prior art documents presented above were either not previously considered by the 

Office or are being presented in a new light pursuant to MPEP § 2242(II).  Claims 1 and 2 of the 

`252 patent are not patentable over the prior art documents cited herein.  The prior art documents 

disclose the claim limitations of the ‘252 patent in a manner such that substantial new questions 

of patentability are raised for claims 1 and 2 by this Request.   

Accordingly, the Office is requested to grant this Request and to initiate reexamination 

with special dispatch due to the co-pending litigation. 

As an aid to the application of the presented prior art to claims of the ‘252 patent, 

corresponding claim charts are provided at Exhibit CC-A through CC-B attached hereto. 

Enclosed is a credit card authorization to cover the Fee for reexamination.  If this 

authorization is missing or defective please charge the Fee, any additional fees or refund any 

excess to the Novak Druce Deposit Account No. 14-1437. 

 

NOVAK DRUCE & QUIGG, LLP 
1000 Louisiana Ave 
Wells Fargo Plaza 
53rd Floor 
Houston, Texas 77002 
P: 713-571-3400 
F: 713-456-2836 
 

Respectfully submitted, 
 
/Jay Guiliano/ 
________________________________ 
Novak Druce & Quigg, LLP 
Third Party Requester 
Jay Guiliano 
Reg.  No.  41,810 
Third Party Requester 
 
 

 


