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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re: U.S. Patent 6,349,134 

Ex Parte Reexamination Request 

Inventor: Ronald A. Katz 

Filed: Jun. 7, 1995 

Issued: Feb. 19, 2002 

For: TELEPHONIC-INTERFACE 
STATISTICAL ANALYSIS SYSTEM 

Mail Stop Ex Parte Reexamination 
Attn: Central Reexamination Unit 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

REQUEST FOR REEXAMINATION 

UNDER 35 U.S.C. §§ 302-307 AND 

37 C.P.R.§ 1.510 

REQUEST FOR EX PARTE REEXAMINATION OF U.S. PATENT 6,349,134 

Dear Sir: 

Pursuant to 35 U.S.C. §§ 302-307, 37 C.P.R. § 1.510, and MPEP § 2295, GEICO 

Corporation, GEICO Casualty Company, GEICO General Insurance Company, GEICO 

Indemnity Company and Government Employees Insurance Company (collectively, "GEICO") 

(herein after "Requester") hereby respectfully request reexamination of claims 1, 4, and 5 ofU.S. 

Patent 6,349,134 ("the '134 patent") filed on June 7, 1995 and issued February 19, 2002 to 

Ronald A. Katz. Exhibit PAT -A. Reexamination is requested 1 in view of the substantial new 

questions of patentability ("SNQ") presented below: 

1 By simply filing this Request in compliance with the Patent Rules, Requester does not represent, agree, or concur 
that the '134 patent is enforceable. As alleged by the Patent Owner in the Underlying Litigation (cited below), and as 
required by 37 C.F.R. § 1.510(a), the '134 patent is still within its period of enforceability for reexamination purposes, to 
the extent that the '134 patent has not lapsed for failure to pay maintenance fees, has not been the subject of any 
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• The combination of Katz '739 and Katz '984 raises an SNQ with regard to claims 1, 
4, and 5 ofthe '134 patent under 35 U.S.C. § 103. 

As set forth below, Requester respectfully submits that a substantial new question of 

patentability exist with respect to claims 1, 4, and 5 of the '134 patent. 

I. OVERVIEW OF THE '134 PATENT AND SUBSTANTIAL NEW QUESTIONS OF 
PATENTABILITY 

A. RELATED CO-PENDING LITIGATION REQUIRES TREATMENT WITH SPECIAL DISPATCH AND 
PRIORITY OVER ALL OTHER CASES 

The '134 patent, specifically claim 1, 4, and 5, is involved in the following currently 

pending litigation: 

• In Re: Katz Interactive Call Processing Patent Litigation, Ca. No. 07-ml-
01816-B-RGK (FFMx) (CACD February 21, 2008) 

Claims 1, 4 and 5 of the '134 patent are currently being asserted as enforceable against 

GEICO in the above-identified multi-district litigation. Accordingly, pursuant to 35 U.S.C. 

§ 305, it is respectfully urged that this Request be granted and reexamination conducted not only 

with "special dispatch," but also with "priority over all other cases" in accordance with MPEP 

§ 2261, due to the nature of the litigation. 

B. RELATED CO-PENDING REEXAMINATIONS 

There are no co-pending reexaminations of the '134 patent. 

Terminal Disclaimer, and has not yet been held unenforceable in a court of competent jurisdiction. By asserting the 
SNQs herein, Requester specifically asserts that claims 1, 4, and 5 of the '134 patent is in fact not patentable and as 
such the U.S. Patent and Trademark Office (the "Office") should reexamine and find claims 1, 4, and 5 unpatentable 
and cancel claims 1, 4, and 5 ofthe '134 patent, rendering claims 1, 4 and 5 ofthe '134 patent null, void, and 
unenforceable. 
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C. CLAIMS 1, 4, AND 5 OF THE '134 PATENT 

Claim 1 of the '134 patent recites: 

1. A controlled data system for use with a telephone 
communication facility including remote terminals for individual 
callers, wherein said remote terminals comprise a telephonic 
capability including voice communication structure, and digital 
input structure in the form of an array of alphanumeric buttons for 
providing data, and wherein said telephone communication facility 
includes the capability to automatically provide called number 
identification data signals (DNIS), said controlled data system 
compnsmg: 

a plurality of interface units including voice generator capability 
coupled to said telephone communication facility and placed at 
spaced apart remote geographic locations for receiving calls from 
said individual callers at said remote terminals and for receiving 
said called number identification data signals (DNIS) 
automatically provided by the telephone communication facility; 

a central processor coupled to said plurality of interface units 
including voice generator capability by communication lines of 
said telephone communication facility, and coupled through a 
coupled interface unit for: 1) controlling cues to said individual 
callers in accordance with any one of various operating formats, 2) 
accomplishing a selected one of said various operating formats 
identified by said called number identification data signals (DNIS), 
which relate to a telephone number dialed by said individual 
callers, 3) receiving at least certain identification data relating to 
said individual callers and testing the at least certain identification 
data to control access to at least certain operations of said selected 
format and utilizing the certain identification data to avoid 
prompting certain callers with a certain previously provided cue or 
cues and providing at least one other cue, and 4) also receiving 
other data provided by said individual callers in response to said 
one or more cues, at least certain other data provided by said 
individual caller via the digital input structure; and 

a storage structure associated with said central processor or said 
coupled interface unit or both for storing data relating to said 
individual callers including at least certain of said other data, said 
central processor utilizing at least certain of said identification data 
to address stored data on said individual callers and updating at 
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least certain stored data in said storage structure based on said 
identification data and at least certain of said other data. 

Claim 4 of the '134 patent recites: 

4. A controlled data system according to claim 1, wherein a live 
operator at a live operator station can enter data for said individual 
callers. 

Claim 5 of the '134 patent recites: 

5. A controlled data system according to claim 1, wherein at least 
certain of said stored data is utilized for subsequent processing. 
Claim 61 of the '134 Patent recites: 

D. OVERVIEW OF CLAIMS 1, 4, AND 5 OF THE '134 PATENT 

Claim 1 of the '134 patent is generally directed to a telephone call processing system for 

receiving calls for one of various operating formats (e.g., polling, lottery, and game shows), with 

means to avoid prompting callers with certain previous provided cue or cues (e.g., cue 

suppression). The system is used to receive calls from a telephone communication facility 

including remote terminals. The remote terminals include telephone capability including voice 

communication structure and digital input structure in the form of alphanumeric buttons (e.g., 

keypad of a telephone). The telephone communication facility can automatically provide called 

(or dialed) number identification data signals (DNIS). The system comprises a plurality of 

interface units, a central processor, and a storage structure. The plurality of interface units 

includes voice generator capability coupled to the telephone communication facility. The 

plurality of interface units can be placed at spaced apart remote geographic locations for 

receiving calls from individual callers and can receive DNIS automatically provided by the 

telephone communication facility. The central processor is coupled to the plurality of interface 

units and can include voice generator capability by communication lines of the telephone 

communication facility and coupled through the telephone communication facility. The central 
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processor can 1) control cues to individual callers in accordance with any one of the various 

operating formats, 2) select one of the various operating formats based on DNIS, 3) receive 

certain identification data related to the caller (e.g., automatic number identification (ANI) -

identify the telephone number associated with the user's telephone), test the received certain 

identification data to control access to the selected operating format, and utilize the received 

certain identification data to avoid prompting certain callers with certain previously provided cue 

or cues and providing at least one other cue (e.g., cue suppression), and 4) receive certain other 

data from the callers via the digital input structure (e.g., keys on the telephone keypad). The 

storage structure is associated with the central processor or the coupled interface unit or both, 

and stores data relating to the individual caller including the received certain other data. The 

central processor uses the received certain identification data (e.g., ANI) to address stored data 

on the individual caller and updating the received certain other data based on the received certain 

identification data and received certain other data. 

Claim 4 depends from claim 1 and allows for a live operator at a live operator station to 

enter data for the individual caller. 

Claim 5 depends from claim 1 and allows the received certain other data stored in the 

storage structure for subsequent processing. 

E. SUMMARY OF THE PRIOR ART 

The prior art submitted with the instant request discloses all of the limitations of claims 1, 

4, and 5 ofthe '134 Patent. See Exhibit PA-A and PA-B. Accordingly, claims 1, 4, and 5 of the 

'134 patent should be reexamined, rejected and canceled pursuant to this Request. 
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1. U.S. PATENT 4,845,739 ("KATZ '739") 

U.S. Patent No. 4,845,739 ("Katz '739") was filed on May 16, 1988 and issued on July 4, 

1989. Katz '739 is prior art to claims 1, 4, and 5 of the '134 patent under 35 U.S.C. § 102(b) 

because the claims of the '134 patent have an effective priority date no earlier than June 7, 1995, 

the filing date of the '134 patent application. Katz '739 is directed to a telephonic-interface 

statistical analysis system. The front page of the '134 patent recites that it is a "[ d]ivision of 

application No. 07/335,923, filed on Apr. 10, 1989, which is a continuation of application No. 

07/194,258, filed on May 16, 1988, now Pat. No. 4,845,739, ... " As such, the specification of 

the Katz '739 and the '134 patent are substantially identical. Katz '739 teaches a telephonic

interface statistical analysis system. Specifically, Katz '739 teaches a system in which an 

automatic call distributor interfaces a multiplicity of individual terminals (e.g., telephones) with 

one or more processing systems (e.g., central processors). Based on identification data 

associated with an individual caller's telephone (e.g., DNIS), the one or more processing systems 

selects an operating format (e.g., auction sales, contests, lotteries, polls, commercials, and so on) 

to control the processing of statistical data. Once the operating format is selected, the one or 

more processing systems provides prompts or cues to the caller to obtain other data. Katz '739, 

however, does not disclose the cue suppression feature recited in claims 1, 4 and 5 of the '134 

patent. 

2. U.S. PATENT 5,128,984 ("KATZ '984") 

U.S. Patent No. 5,128,984 ("Katz '984") was filed on October 23, 1989 and issued on 

July 7, 1992. Katz '984 is prior art to claims 1, 4, and 5 of the '134 patent under 35 U.S.C. § 

1 02(b) because the claims of the '134 patent have an effective priority date no earlier than June 
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7, 1995, the filing date ofthe '134 patent application. The '134 patent does not claim priority to 

the '984 patent. Katz '984 is directed to a telephone interface call processing system with call 

selectivity. Katz '984 discloses remote terminals coupled to a communication facility CO which 

is coupled to a central processing station CS. The central processing station CS selectively 

qualifies callers depending on their calling mode, e.g., "800," "900," or traditional area code plus 

local number. For example, the central processing station CS can control to limit the 

effectiveness of callers in an operating format, e.g., a contest or game. In addition, Katz '984 

includes disclosure relating to the cue suppression feature, e.g., using identification data such as 

a caller's number (ANI) to avoid repeating a question previously posed to the caller. 

F. OVERVIEW OF THE SUBSTANTIAL NEW QUESTION OF PATENTABILITY 

For the reasons set forth below, an SNQ exists with respect to claims 1, 4, and 5 of the 

'134 patent. The '134 patent was filed on June 7, 1995. The '134 patent recites that it is a 

"Division of application No. 07/335,923, filed on Apr. 10, 1989, which is a continuation of 

application 07/194,258, filed on May 16, 1988, not Pat. No. 4,845,739, ... " '134 patent, Related 

U.S. Application Data. Thus, the '134 patent purports to have priority to U.S. Patent 4,845,739 

("the '739 patent"). 

The effective filing date of claims 1, 4 and 5 is no earlier than the filing date of the '134 

patent application. See also, Exhibit OTH-G, Declaration of Leonard J. Forys (the "Forys 

Declaration") (addressing non-disclosure of cue suppression feature in the '134 patent and 

countering previous litigation statements by Patent Owner). "In order for [a patent] to be entitled 

under 35 U.S.C. § 120 to the filing date of an earlier application in the chain of applications of 

which they are part, it must be shown that as to the inventions claimed there has been continuing 

disclosure through the chain of applications, without hiatus." Lemelson v. TRW, Inc., 760 F.2d 
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1254, 1266-67 (Fed. Cir. 1985). Claims 1, 4 and 5 of the '134 patent each recite a cue 

suppression feature that is not disclosed in the '739 or '134 patents, and, as addressed below, 

Patent Owner has not disputed the Office's determination that this feature was first disclosed in 

October 1989, in an unrelated family of patents by the same inventor, Ronald A. Katz. 

The non-disclosed cue suppression feature was the only feature that led to the issuance of 

at least claims 1, 4 and 5 of the '134 patent. By way of background, during the prosecution of 

the patent application for the '134 patent, the Patent Office issued several Office Actions 

rejecting the then-pending claims. On March 21, 2001, the Patent Office issued an Advisory 

Action rejecting all of the pending claims: 37-126 and 132-137. In the Advisory Action, the 

previously proposed claim amendments were not entered because the amendments raised new 

issues that required further consideration and/or search. The applicant filed an "Amendment 

Submitted after Final Action under 37 C.P.R. §1.116 in Response to an Advisory Action," 

("Amendment") on May 25, 2001. In the Amendment, the applicant discussed a telephone 

conference with the Examiner in which, "the Examiner indicated that she could only consider the 

claims at this final stage of prosecution if they were amended to include subject matter that she 

has established previously to be allowable. To that end, each of the independent claims has been 

amended to include subject matter considered to be allowable." Amendment at first page. In the 

Amendment, claim 3 7, which became claim 1 of the '134 patent, was amended. The central 

processor limitation of claim 3 7 was amended to add, "and utilizing the certain identification 

data to avoid prompting certain callers with a certain previously provided cue or cues and 

providing at least one other cue." In addition, the applicant replaced "vocal prompts" with "one 

or more cues." A Notice of Allowance issued on July 12, 2001 allowing the pending claims and 

did not include Reasons for Allowance. As a result, claim 1 of the '134 patent was allowed due 
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to the addition of, "and utilizing the certain identification data to avoid prompting certain callers 

with a certain previously provided cue or cues and providing at least one other cue," (the "cue 

suppression amendment"). However, as discussed above, the specifications for '739 and '134 

patents do not disclose the cue suppression feature. 

U.S. Patent 5,974,120 ("the '120 patent"), is another patent by the same inventor, Ronald 

A. Katz. The '120 patent is a "Continuation of Ser. No. 534,907, Jun. 8, 1990, Pat. No. 

5,218,631, which is a continuation-in-part of Ser. No. 335,923, Apr. 10, 1989, which is a 

continuation of Ser. No. 194,258, May 16, 1988, Pat. No. 4,845,739, ... " '120 patent, Related 

U.S. Application Data. Thus, the '120 patent is a CIP of U.S. Patent 4,845,739 ("Katz '739"). 

The '120 patent is essentially a continuation application of Katz '984 - the first patent 

application recognized by the Office and the BP AI to disclose the cue suppression feature. The 

'134 patent does not claim priority to Katz '984. 

The '120 patent is also the subject of reexamination proceedings, specifically Control No. 

90/010,130 ("the '130 reexamination"). In the '130 reexamination, the Examiner addressed 

support for cue suppression. Specifically, the Office Action recites: 

The concept of "utilizing, for qualified callers, the identification signals 
that indicate the telephone numbers to avoid prompting certain callers with a 
certain previously provided cue or cues" first appeared in the patent US 5,128,984 
which matured to a patent from CIP application 07/425,779, filed 23 October 
1989. Therefore, 23 October 1989 is the earliest priority data afforded claims 56, 
62, 67, and 73 ofthe '120 patent. 

July 11, 2008 Office Action; see also, March 3, 2009 Office Action reiterating the same 

recitation; see also, December 16, 2009 Examiner's Answer to Appeal Brief, page 10 reiterating 

the same recitation. Thus, the Patent Office has opined that cue suppression in the '120 patent 

family has a priority date of October 23, 1989 due to its priority claim to U.S. Patent 5,128,984 

(the "Katz '984"). This determination was not challenged on appeal in the '130 reexamination 
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and is considered waived. See BPAI decision for the '130 reexamination, Control No. 

90/010,130 dated May 3, 2011 at 6, fn. 3 ("Arguments not made are considered waived."). 

As discussed above, the '134 patent does not claim priority to Katz '984, the first in a 

series of applications to disclose the cue suppression feature. Therefore, the cue suppression 

feature recited in the claims of the '134 patent is entitled to either a June 7, 199 5 priority date 

(the filing date ofthe '134 patent application) or a May 25, 2001 priority date (the date the cue 

suppression feature was added as new subject matter to the '134 patent application). Since the 

'134 patent is a continuation of Katz '739, Katz '739 purportedly discloses each and every 

limitation of the '134 patent with the exception of cue suppression. Because claims 1, 4 and 5 

have a priority date no earlier than 1995, Katz '739 and Katz '984, both having issued more than 

two (2) years earlier, are effective prior art to these claims under 35 U.S.C. § 102(b). 

More specifically, Katz '739 discloses each recited feature of claims 1, 4 and 5, except 

for the cue suppression feature. Katz '984 patent discloses the cue suppression feature. For 

example, Katz '984 discloses a contest in which, "before a question is presented to a caller, the 

number of the calling terminal is checked to assure that the same question has not previously 

been posed to a caller at that terminal." Katz '984 at 5:1-5;2 see also, Katz '984 at 4:56-5:18; and 

Katz '984 at 9:3-29. Thus, the combination of Katz '739 and Katz '984 teaches or suggests each 

and every limitation of claim 1 of the '134 patent. 

Regarding claims 4 and 5, Katz '739 discloses each and every limitation of each of these 

claims. Thus, claims 1, 4, and 5 of the '134 patent are obvious over the combination of Katz 

'739 and Katz '984. 

2 Please note that citations to "Katz '984:[col]:[line]" refer to the Katz '984 reference; all other prior art reference 
citations not proceeded by a reference name are to the Katz '739 reference. 
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A complete listing of the prior art submitted with this Request is provided in the attached 

Information Disclosure Statement (USPTO Form PTO-SB/08A/B), together with a full copy of 

each listed document, all ofwhich are included as Exhibits PA-A through PA-B. 

PA-A 

PA-B 

U.S. Patent 4,845,739 to Katz ("Katz '739") 

U.S. Patent 5,128,984 to Katz ("Katz '984") 

Further, pursuant to the recently announced policy of the Office concerning revised 

reexamination procedures to provide for a scheduling-type order of expected substantive action 

dates in Requests ordered after the Office's 2005 fiscal year, Requester respectfully seeks such a 

scheduling order upon the grant of this Request. 

G. CLAIM CONSTRUCTION 

In accordance with 37 C.F.R § 1.555(b) and MPEP § 2111, each term ofthe claims is to 

be given its "broadest reasonable construction" consistent with the specification. MPEP § 2111; 

In re Trans Texas Holding Corp., No. 2006-1599, -1600, p.14 (Fed. Cir. August 22, 2007)(citing 

In re Yamamoto, 740 F.2d 1569, 1571 (Fed. Cir. 1984). As the Federal Circuit noted in Trans 

Texas, the Patent Office has traditionally applied this standard during reexamination and does not 

interpret claims as a court would interpret claims. MPEP § 2111. The Patent Office is not bound 

by any prior district court claim construction. Trans Texas, No.2006-1599 at 14, 19. Rather: 

the PTO applies to verbiage of the proposed claims the broadest reasonable 
meaning of the words in their ordinary usage as they would be understood by one 
of ordinary skill in the art, taking into account whatever enlightenment by way of 
definitions or otherwise that may be afforded by the written description contained 
in applicant's specification. 

In re Morris, 127 F.3d 1048, 1054-55, 44 U.S.P.Q.2d 1023, 1027-28 (Fed. Cir. 1997) 
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The rationale underlying the "broadest reasonable" standard is that it reduces the 

possibility that a claim, after issue or certificate of reexamination, will be interpreted more 

broadly than isjustified. 37 C.F.R § 1.555(b), MPEP § 2111. 

Because the standards of claim interpretation used in the courts in patent litigation are 

different than the claim interpretation standards used in the Office in claim examination 

proceedings (including reexamination), any claim interpretations submitted herein for the 

purpose of demonstrating an SNQ are neither binding upon litigants in any litigation related to the 

'134 patent nor do such claim interpretations necessarily correspond to the construction of claims 

under the legal standards that are mandated to be used by the courts in litigation. See MPEP § 2286 

II (determination of an SNQ is made independently of a court's decision on validity because of 

different standards of proof and claim interpretation employed by the District Courts and the 

Office); see also In re Zletz, 893 F.2d 319, 322, 13 USPQ2d 1320,1322 (Fed. Cir. 1989); 35 U.S.C. 

§ 305. 

For purposes of this Request, the Requester has and will construe all claim language as least 

as broadly as in those claim constructions asserted by the Patent Owner in litigation proceeding 

involving the '134 Patent. See Plaintiffs' Definitions for Claim Terms Identified by AT&T Corp. 

in its Initial Listing of Claims to be Constructed, Exhibit OTH-C; Plaintiffs' Response to Second 

Listing of Defendant AT&T Corp. of Claim Terms to be Construed, Exhibit OTH-D; Plaintiff 

Ronald A. Katz Technology Licensing, L.P.'s Patent Local Rule 4-2 Disclosure of Preliminary 

Claim Constructions, Exhibit OTH-E; Plaintiffs and Defendants' Joint Claim Construction and 

Pre-Hearing Statement Pursuant to Patent Rule 4-3; Exhibit OTH-F. Such statements by the 
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patentee may be used by the Office to interpret the claim language at issue? When the claims are 

interpreted in the manner proffered by Patent Owner, or even under a narrower, more reasonable 

interpretation of the claims, the claims are unpatentable in view of the new prior art references 

presented herein. 

By construing the claim language in the manner proffered by Patent Owner, and/or as 

otherwise set forth explicitly or implicitly herein, the Requester is neither admitting nor acquiescing 

as to the correctness and/or reasonableness of Patent Owner's implicit or explicit claim 

constructions. 

II. STATEMENT UNDER 37 C.F.R. § l.SlO(b) OF EACH SUBSTANTIAL NEW 
QUESTION OF PATENTABILITY 

This Request is based on the cited prior art documents listed above and on the 

accompanying Information Disclosure Statement (USPTO Form PTO-SB/08A/B). Exhibit 

PA-SB/08A/B. All of these cited prior art publications constitute effective prior art as to the 

claims of the '134 patent under 35 U.S.C. § 103. 

Claims 1, 4, and 5 of the '134 patent are rendered obvious under § 103 by the 

combination of Katz '739 and Katz '984. Specifically, as discussed above, since the '134 patent 

is a continuation application of Katz '739, Katz '739 should disclose each and every limitation. 

For the reasons recited above, neither Katz '739 nor the '134 patent disclose the cue suppression 

feature. See also, Exhibit OTH-G, Declaration of Leonard J. Forys (the "Forys Declaration") 

(addressing non-disclosure of cue suppression feature in the '134 patent and countering previous 

litigation statements by Patent Owner). Although, the Notice of Allowance does not disclose a 

reason for allowance, claim 1 was amended to recite the cue suppression feature, resulting in the 

3 See 37 C.F.R. § 1.104(c)(3): "In rejecting claims the Examiner may rely upon admissions by the applicant, or the 
Patent Owner in a reexamination proceeding, as to any matter affecting patentability[.]" 
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issuance of the '134 patent. Specifically, claim 1 was amended to include "and utilizing the 

certain identification data to avoid prompting certain callers with a certain previously provided 

cue or cues and providing at least one other cue," which resulted in the issuance of the '134 

patent. 

Katz '984 discloses the cue suppression feature. For example, Katz '984 discloses a 

contest in which, "before a question is presented to a caller, the number of the calling terminal is 

checked to assure that the same question has not previously been posed to a caller at that 

terminal." Katz '984 at 5:1-5; see also, Katz '984 at 4:56-5:18; and Katz '984 at 9:3-29. Thus, 

the combination of Katz '739 and Katz '984 teaches or suggests each and every limitation of 

claims 1, 4, and 5 of the '134 patent. 

With respect to the applied prior art in the instant proceeding, only Katz '984 was cited 

on the face of the '134 patent, however, Katz '984 was never applied in a rejection by the 

examiner, and further this reference is presented in this request in combination with art not 

before the Office during the prosecution ofthe '134 patent. The remaining reference, Katz '739, 

was not submitted to the Office during the prosecution of the '134 patent as prior art. 

Katz '739 is applied in the proposed SNQ below and specifically discloses the pertinent 

features for claims 1, 4, and 5 of the '134 patent except for the cue suppression limitation of 

claim 1. Katz '984 is applied to teach or suggest the cue suppression limitation in combination 

with Katz '739 which teaches or suggests the remaining limitations. 

Therefore all references cited herein have either not been previously before the Office or 

are being presented in a new light pursuant to MPEP § 2242(II). 
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A. OBVIOUSNESS OVER THE COMBINATION OF KATZ '739 AND KATZ '984 

Katz '739 discloses the preamble, plurality of interface units, central processor, and 

storage structure of claim 1 with the exception of the cue suppression limitation. Katz '984 is 

applied to teach or suggest the cue suppression limitation of claim 1. Katz '739 discloses the live 

operator feature of claim 4 and the subsequent processing of claim 5. Thus the combination of 

Katz '739 and Katz '984, when considered in light of the knowledge of those skilled in the art at 

the time of the alleged invention of the '134 patent, renders obvious, under 35 U.S.C. § 103, 

claims 1, 4, and 5 of the '134 patent. A claim chart demonstrating the applicability of Katz '739 

and Katz '984 to claims 1, 4, and 5 of the '134 patent is attached hereto at Exhibit CC-A, to 

comply with 37 C.P.R. § 1.510(b)(2). Additionally, the SNQ raised by the present Request is 

further demonstrated below. Accordingly claims 1, 4, and 5 should be reexamined, rejected 

under 35 U.S.C. § 103, and canceled pursuant to this Request. 

III. DETAILED APPLICATION OF PRIOR ART SUPPORTING SUBSTANTIAL NEW 
QUESTION OF PATENTABILITY FOR CLAIMS 1, 4, AND 5 OF THE '134 

PATENT 

Claims 1, 4, and 5 of the '134 patent are set forth in detail on the attached claim chart 

(Exhibit CC-A) that compares the limitations of claims 1, 4, and 5 to the pertinent prior art 

references. As the claim charts demonstrate, claims 1, 4, and 5 of the '134 patent are invalid 

under 35 U.S.C. § 103 in view of the submitted prior art references under a reasonable 

interpretation of the claims. 

Please see attached Exhibit CC-A 
presenting claim charts for comparison of 
the disclosed prior art with the '134 patent 
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A. CLAIMS 1,4,AND 5 OF THE '134 PATENT ARE UNPATENTABLE UNDER35 U.S.C. § 103 AS 

EACH IS RENDERD OBVIOUS OVER THE COMBINATION OF KATZ '739 AND KATZ '984 

Combination of Katz '739 and Katz '984 

One of ordinary skill in the art would have reason to combine Katz '739 and Katz '984. 

Katz '739 teaches a telephonic-interface statistical analysis system. Specifically, Katz '739 

teaches a system in which an automatic call distributor interfaces a multiplicity of individual 

terminals (e.g., telephones) with one or more processing systems. Upon the instance of a call 

from a caller, the caller is connected to the one or more processing systems associated with an 

operating format (e.g., auction sales, contests, lotteries, polls, commercials, and so on) to control 

the processing of statistical data. Once the operating format is selected, the one or more 

processing systems provide prompts or cues to the caller to obtain other data. 

Katz '984 is directed to a telephone interface call processing system with call selectivity. 

Katz '984 discloses remote terminals coupled to a communication facility CO which is coupled 

to a central processing station CS. The central processing station CS selectively qualifies callers 

depending on their calling mode, e.g., "800," "900," or traditional area code plus local number. 

For example, the central processing station CS can exercise control to limit the effectiveness of 

callers accessing an operating format, e.g., a contest or game. In addition, Katz '984 includes 

disclosure relating to cue suppression, e.g., the caller's number (ANI) is identified to avoid 

repeating a question to a repeat caller. 

One of ordinary skill in the art, at least as early as 1995, would have been motivated to 

combine the teachings of Katz '739 and Katz '984 for one or more reasons. As one example, 

Katz '739 and Katz '984 are directed at solving the same problem, particular to games and 

contests, of limiting the advantages of "zealous or obsessive participants." Katz '984 at 2: 17-25; 

see also Katz '739 at 19:27-30 ("avoid study and collaboration on questions"). 
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For example, Katz '739 discloses using a random number generator to select a question 

to ask a caller, with the question relating to a television show and a chance for the caller to win a 

prize. Katz '739 at 19:46-63. Katz '739 discloses providing different questions to different 

callers in different time zones to avoid answer collusion among callers. Katz '739 at 19:24-37 

("questions change by time zone to avoid study and collaboration on questions"). One of 

ordinary skill in the art would understand that a format directed to providing prizes based on the 

successful answering of questions, may encourage "study and collaboration on questions." For 

that reason, as suggested by Katz '739, a person of skill in the art would be motivated to design a 

system that could further limit "study and collaboration." Katz '984 discloses a different 

technique beyond the Katz '739 time zone question clusters. Specifically, Katz '984 discloses 

identifying a caller using identification data (such as ANI) to avoid providing a previously posed 

question to the same caller. Katz '984 at 4:56-5:18; see also, Katz '984 at 9:3-29. Thus, to 

further the goal of avoiding "study and collaboration on questions" as disclosed in Katz '739, 

one of ordinary skill in the art could apply the teachings of Katz '984 to avoid repeating a 

previously posed question to the same caller. The enhanced system, as suggested by the 

combined teachings ofthe Katz '739 and Katz '984, would avoid both an individual's study of 

questions, as well as the collaborative study of questions. Katz '984 at 2:17-25 (discussing how 

to limit "unfair advantage" in a contest). Similarly, another motivation would be to combine 

known prior art elements according to known methods to yield predictable results. In other 

words, one of ordinary skill in the art at the time of invention of the '134 patent would be 

motivated to combine the cue suppression feature of Katz '984 to the system of Katz '739 to 

promote a game contest or game based on a pay-for-play revenue model, whereby the game as 

promoted, is directed to reducing or limiting the possibility that participants can study questions 
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to derive appropriate answers, individually, or m collaboration as a group. By combining 

specific features of Katz '739 and Katz '984, the resulting combination of features would 

achieve a desired result in predictable fashion. For each of these reasons, one of ordinary skill in 

the art would have been motivated to combine the teachings of Katz '739 and Katz '984 

rendering obvious claims 1, 4 and 5 of the '134 patent, as detailed more fully below. 

1. CLAIM 1 

A first part of the preamble of claim 1 recites: 

A controlled data system for use with a telephone communication 
facility including remote terminals for individual callers, wherein 
said remote terminals comprise a telephonic capability including 
voice communication structure, and digital input structure in the 
form of an array of alphanumeric buttons for providing data, 

Outside of the "controlled data system", the preambles of claims 1, 8, 11, 14, and 22-27 

of Katz '739 are substantially identical. For example, the preambles of these claims, recite: 

A statistical analysis system for use with a communication facility 
including remote terminal apparatus for individual callers, wherein 
said remote terminal apparatus may comprise a conventional 
telephone instrument including voice communication means, and 
digital input means in the form of an array of alphabetic numeric 
buttons for providing identification and statistical data, 

In addition, Figure 1 of Katz '739, shown below, discloses a controlled data system for use with 

a telephone communication facility including remote terminals for individual callers, wherein 

said remote terminal apparatus may comprise a conventional telephone instrument including 

voice communication means, and digital input means in the form of an array of alphabetic 

numeric buttons for providing identification and statistical data. See also, 3 :3-16; 3 :45-53; 3:62-

4:4; 6:11-23; and 15:29-38. 
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FIG. I 

FIGURE 1 OF KATZ '739 

A second part of the preamble of claim 1 recites: 

and wherein said telephone communication facility includes the 
capability to automatically provide called number identification 
data signals (DNIS), said controlled data system comprising: 

Katz '739 discloses said telephone communication facility includes the capability to 

automatically provide called number identification data signals (DNIS). Katz '739 recites, 

"DNIS capability is a function of the [telephone] communication facility C (composite telephone 

system) to provide called terminal digital data indicating the called number." 4:58-61; see also, 

4:47-5:7; 12:22-43; and 19:46-20:2. Katz '739 provides two examples of the communication 

facility C providing the called number identification data signals (DNIS), e.g., "(213) 627-3333" 

and "(213) 627-4444". See 6:28-53 and 10:47-60, respectively. 

A first part of the first limitation in the body of claim 1 recites: 

a plurality of interface units including voice generator capability 
coupled to said telephone communication facility and 
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Katz '739 discloses a plurality of inteiface units including voice generator capability coupled to 

said telephone communication facility. With reference to Figure 1 (reproduced above), Katz 

'739 recites "the communication facility Cis connected to the processing systems P1-Pn through 

an associated series of automatic call distributors AC1 through ACn." 4: 16-19; see also, 4:13-40. 

As shown in Figure 1, each of the processing systems P1-Pn includes an interface 20, e.g., voice 

data interface. For example, "the processor PR1 cooperates with the interface 20 to cue the 

interface 20 to cue the interface 20 to operate as a voice generator." 6:51-53; see also, 6:29-62; 

7:1-18; 7:52-59; 8:55-9:2; 10:61-11:6; 12:1-16; 12:54-68; 17:7-22; 19:46-20:11; 20:34-44; and 

21:33-44. 

A second part of the first limitation in the body of claim 1 recites: 

placed at spaced apart remote geographic locations for receiving 
calls from said individual callers at said remote terminals and 

Katz '739 discloses that the plurality of interface units are placed at spaced apart remote 

geographic locations for receiving calls from said individual callers at said remote terminals. 

For example, Katz '739 recites, "components of the system could be spaced apart 

geographically, using dedicated line or polling techniques. An illustrative embodiment is shown 

in FIG. 9." 22:13-16. Katz '739 further recites that, "[c]all distributors are at different 

geographic locations along with associated interface units IA1 - IAn and IB1-IBn .... The call 

distributors CD are coupled to a telephonic communication system and accordingly allow the 

interface units I to provide interface communication between the central processing unit 251 and 

a multitude ofremote terminals T1-Tn as illustrated in FIG. 1." 22:17-29; see also, 22:8-34 and 

Figure 9 (reproduced below). 
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A third part of the first limitation in the body of claim 1 recites: 

for receiving said called number identification data signals (DNIS) 
automatically provided by the telephone communication facility; 

Katz '739 discloses that the plurality of interface units are [configured] for receiving said called 

number identification data signals (DNIS) automatically provided by the telephone 

communication facility. For example, Katz '739 recites, "DNIS capability is a function of the 

communication facility C (composite telephone system) to provide called terminal digital data 

indicating the called number." 4:58-61; see also, 4:47-5:7; and 19:46-20:2. Katz '739 further 

recites that, "[r ]eceiving the call signal, the automatic call distributor AC 1 associates the called 

number ((213) 627-3333, rendered available using standard telephone DNIS techniques) through 

the interface 20 and the switch 21 to attain connection with the specific processor, e.g., the 

processor PR1 formatting the health-related program." 6:45:50; see also, 6:28-53; 10:47-60; and 

12:22-43. 

A first part of the second limitation in the body of claim 1 recites: 
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a central processor coupled to said plurality of interface units 
including voice generator capability by communication lines of 
said telephone communication facility, and coupled through a 
coupled interface unit for: 

Katz '739 discloses a central processor coupled to said plurality of interface units including 

voice generator capability by communication lines of said telephone communication facility, and 

coupled through a coupled interface unit for. As shown in Figures 1 and 9 (both reproduced 

above), a central processor 251 is coupled to a plurality of interface units IA1-IAn and interface 

units IB1-IBn by a plurality of communication lines. Specifically, Katz '739 recites, "[c]all 

distributors CD 1-CDn are at different geographic locations along with associated interface units 

IA1-IAn and IB1-IBn. Each of the interface units, as unit IA1 is coupled to a central processor 

251 as indicated by lines 252, 254, 256 and 258. Each of the lines may take the form of a 

dedicated telephone line or a polling telephonic coupling." 22:17-24. Katz '739 further recites 

that, "[i]n the operation of the system of FIG. 9, the call distributors CD are coupled to a 

telephonic communication system and accordingly allow the interface units I to provide interface 

communication between the central processing unit 251 and a multitude of remote terminals T1-

Tn as illustrated in FIG. 1. With data accumulated in the cells, it may be variously down loaded 

as to a central processing station." 22:24-31. As recited above with respect to the first part of the 

first limitation, the plurality of interface units included voice generator capability. See also, 3:3-

16; 4:13-40; 4:47-5:7; 6:29-62; 7:1-18; 7:52-59; 8:55-9:2; 10:61-11:6; 12:1-16; 12:54-68; 17:7-

22; 19:46-20:11; 20:34-44; 21:33-44; and 22:8-34. 

A second part of the second limitation in the body of claim 1 recites: 

1) controlling cues to said individual callers in accordance with 
any one of various operating formats, 

Katz '739 discloses controlling cues to said individual callers in accordance with any one of 

various operatingformats. In an example, Katz '739 recites: 
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An exemplary operation of the system, with regard to a specific caller, will now 
be treated referring somewhat concurrently to FIGS. 1, 2 and 3. As indicated 
above, FIG. 2 indicates a data storage format for a memory cell in an exemplary 
processor PR and now will be considered with regard to an operating format in 
which data is composed for a caller. Pursuing the above example, assume the 
existence of a caller at the remote terminal T1 (telephone number (213) 627-2222) 
who wishes to pursue health-related information on the basis of statistical 
analysis. The caller lifts the hand piece 10 and in accordance with conventional 
techniques actuates the push buttons 14 to call for a select operating format, e.g. 
telephone number (213) 627-3333 and thereby establish communication through 
the facility C with a designated function unit in the central station D. Receiving 
the call signal, the automatic call distributor AC 1 associates the called number 
((213) 627-3333, rendered available using standard telephone DNIS techniques) 
through the interface 20 and the switch 21 to attain connection with the specific 
processor, e.g. the processor PR1 formatting the health-related program. 
Accordingly, the processor PR1 cooperates with the interface 20 to cue the 
interface 20 to operate as a voice generator. 

6:28-53 (emphasis added); see also, 5:26-47; 6:54-62; 7:1-18; 8:55-6:2; 19:46-20:2; and claims 

11, 29, and 38. In the above example, the program format is for a health-related program. 

However, Katz '739 discloses different types of program formats, such as, "auction sales, 

contests, lotteries, polls, commercials and so on." Abstract; see also, 3:28-39. For a mail order 

program example, see 10:47-11:6; and 12:1-16. For a lottery example, see 12:54-68. For TV 

show related examples, see 17:7-22; 18:7-20; 19:17-22; and 20:34-44. For a polling related 

example, see 21:26-32. 

A third part of the second limitation in the body of claim 1 recites: 

2) accomplishing a selected one of said various operating formats 
identified by said called number identification data signals 
(DNIS), which relate to a telephone number dialed by said 
individual callers, 

Katz '739 discloses accomplishing a selected one of said various operating formats identified by 

said called number identification data signals (DNIS), which relate to a telephone number dialed 

by said individual callers. In a first example, Katz '739 discloses a user dialing "(213) 627-
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3333" which is identified by DNIS and connecting the called to a health-related program. 

Specifically, Katz '739 recites: 

An exemplary operation of the system, with regard to a specific caller, will now 
be treated referring somewhat concurrently to FIGS. 1, 2 and 3. As indicated 
above, FIG. 2 indicates a data storage format for a memory cell in an exemplary 
processor PR and now will be considered with regard to an operating format in 
which data is composed for a caller. Pursuing the above example, assume the 
existence of a caller at the remote terminal Tl (telephone number (213) 627-2222) 
who wishes to pursue health-related information on the basis of statistical 
analysis. The caller lifts the hand piece 10 and in accordance with conventional 
techniques actuates the push buttons 14 to call for a select operating format, e.g. 
telephone number (213) 627-3333 and thereby establish communication through 
the facility C with a designated function unit in the central station D. Receiving 
the call signal, the automatic call distributor AC 1 associates the called number 
((213) 627-3333, rendered available using standard telephone DNIS techniques) 
through the interface 20 and the switch 21 to attain connection with the specific 
processor, e.g. the processor PRI formatting the health-related program. 
Accordingly, the processor PRI cooperates with the interface 20 to cue the 
interface 20 to operate as a voice generator. 

6:28-533 (emphasis added). In another example, Katz '739 discloses a user dialing "(213) 627-

4444" which is identified by DNIS and connecting the called to a mail order program, e.g., a 

selected operating format. Specifically, Katz '739 recites: 

Assume that a caller at a terminal Tl (FIG. 1) dials a specific 
number to identify a mail order interface with the system of FIG. 1. 
For example, assume the telephone number "(213) 627-4444" for 
such an interface. Accordingly the caller dials the number at the 
remote terminal Tl. As a result, the communication facility C 
couples the terminal T 1 through the automatic call distributor AC 1, 
the interface 20 and the switch 21 to a select processor PRI 
identified and programmed for a mail-order operating format. Note 
that the communication facility C provides the dialed number 
("(213) 627-4444") to the processing system PI through well 
known telephonic eguipment DNIS. Accordingly, a program IS 

selected to execute the mail order interface. 

18:7-20 (emphasis added). 

A fourth part of the second limitation in the body of claim 1 recites: 

3) receiving at least certain identification data relating to said 
individual callers and testing the at least certain identification 
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data to control access to at least certain operations of said 
selected format and 

Katz '739 discloses receiving at least certain identification data relating to said individual 

callers and testing the at least certain identification data to control access to at least certain 

operations of said selected format. For example, Katz '739 recites: 

Acting on the instructions, the caller would push the buttons 14 in 
sequence to indicate his telephone number, e.g. "(213) 627-2222". 
Alternatively, the interface 20 can accept the calling number ((213) 
627-2222) according to its provision by standard ANI equipment 
of the communication facility C. 

The resulting data signals are communicated from the interface 20 
(FIG. 1) to the processor PR1 for testing the telephone number as 
valid or entitled. Essentially, the format of a proper number 
prompts production of a valid or "good" signal. The test is 
indicated by the block 44 (FIG. 3). If the response is not valid or 
entitled, for example contains an inappropriate number of digits or 
has been used to a point of excess, the operation of block 46 is 
initiated again cuing the voice generator 30 (FIG. 1). 

If the caller responds with a proper telephone number, the 
operation proceeds. 

6:63-7:27. Thus, the processor PR1 tests the telephone number and controls if the caller can 

proceed. Katz '739 discloses a general overview of qualifying callers using identification data: 

Generally in accordance with the present development, individual callers use the 
individual telephone stations T 1 through Tn to interface the station D through the 
communication facility C. Callers may be screened or qualified. Also in 
accordance herewith, the data of individual callers may be collected, correlated 
and tested in the station D for processing in accordance with various programs 
and external data. As a consequence, various objectives are accomplished. For 
example, a select subset of the callers may be isolated and specifically identified, 
or related data may be processed, or transactions may be actuated. The 
possibilities for application of the system are substantial and varied as will be 
apparent from the exemplary structure and functions as described in detail below. 

3:13-27 (emphasis added); see also, 3:40-44; and 12:22-43. Katz '739 further discloses that the 

processors PR1-PRn can verify users. 5:26-54. In a lottery example, Katz '739 discloses: 
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From the terminal T1 (FIG. 1) the caller would actuate the push buttons 14 to 
establish contact with the processing system P 1 coupling would be through the 
communication facility C, the automatic call distributor AC 1, the interface 20 and 
the switch 21 as described in detail above. The initial operation then involves 
qualification of the caller to participate in the instant winner lottery. Again, ANI 
or caller interface techniques may be employed. If the caller is involved, the 
interface 20 is actuated by the qualification unit 93 during the operating interval 
t1 to instruct the caller: "Please key in your telephone calling number". As 
indicated above, an alternative involves the system simply registering the calling 
number on the basis of its provision by ANI equipment. 

In any event, after the caller's telephone number is registered, the instruction is 
given: "Participation in instant winner lottery is for persons over twenty-one years 
of age. Accordingly, please key in the year of your birth". A driver's license or 
credit card number may be similarly registered to confirm age. Alternatively, the 
combination of telephone number and date of birth could be used. In any event, 
the caller's data is registered and the qualification unit 93 then functions to test the 
data as provided. Specifically, the caller's telephone number is checked in a look
up table 99 to determine whether or not it is a proper and currently valid number 
for use in the lottery. Concurrently, the number is checked by the use-rate 
calculator to determine the number of times it has been used in excess of a 
predetermined number of calls or dollar value to participate in the lottery during a 
current interval of monitoring. 

If the data indicates a qualified caller, the system proceeds to the next phase of 
designating the transaction. 

12:54-13:20 (emphasis added). For receiving and verifying a "one-time" key number for a 

selective-group polling operation, see 7:42-52. For qualifying or testing callers for entitlement, 

see 10:16-36. For receiving and verifying a credit card number and expiration date and using a 

negative list to assure the identified card and customer's number have not been canceled, lost or 

stolen, see 11:40-68. For qualifying bidders, see 14:44-52 and 15:14-28. For qualifying 

contestants for prizes related to a game show, see 16:38-50. For receiving and verifying a 

consumable key, see 16:58-17:9. For receiving and verifying a caller to participate in a game 

show and using a use-rate calculator to ensure the caller has not exceeded a number of tries, see 

18:21-47. For using a use-rate calculator to prevent callers from loading a poll, see 20:63-21:44. 

A fifth part of the second limitation in the body of claim 1 recites: 
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utilizing the certain identification data to avoid prompting certain 
callers with a certain previously provided cue or cues and 
providing at least one other cue. 

Katz '739 does not disclose utilizing the certain identification data to avoid prompting certain 

callers with a certain previously provided cue or cues and providing at least one other cue. 

However, Katz '984 does disclose this feature. For example, Katz '984 discloses: 

The system of the disclosed embodiment selectively qualifies callers depending 
on their calling mode. Additionally, the system responds to caller identification to 
enhance contest equity. Generally, the interface processor 26 poses questions to 
calling contestants and stores the resulting answers in a result memory 36. 
Questions given to contestants are selected from a memory 38 by a random 
number generator 40. Essentially, the memory 38 contains an inventory of 
questions addressable by numbers provided by the random number generator 40. 
The address numbers from the generator 40 are also supplied to a coincidence 
detector 42 that also receives the address numerals of questions previously 
presented to a specific caller from a record 44. Thus, before a question is 
presented to a caller, the number of the calling terminal is checked to assure that 
the same question has not previously been posed to a caller at that terminal. 

If the coincidence detector 42 clears the current question as not being repetitive, a 
gate 46 is qualified and the question is supplied from the memory 30 to the 
interface processor 26. A voice generator within the interface processor 26 then 
provides signals through a designated line 39, the coupler 24, a line 37, one of the 
audio response units and the communication facility CO to the connected remote 
terminal. As a result, the caller hears a simulated voice question. The answer is 
provided by the caller actuating the buttons 14 at the calling terminal. In that 
regard, the question may be in a multiple choice or true-false format to 
accommodate simple push button actions at the terminal. 

Katz '984 at 4:56-5:18. Thus, in this example, in order to preserve or enhance contest equity, 

"before a question is presented to a caller, the number of the calling terminal is checked to assure 

that the same question has not previously been posed to a caller at that terminal." Katz '984 at 

5:1-5. In another more detailed example, Katz '984 discloses: 

The random number (identifying a question in the memory 38) is also provided to 
the coincidence detector 42 to test for the previous use of the question to the 
calling terminal. In that regard, the interface processor 26 provides the caller 
telephone number (ANI) to the caller record 44 which may simply take the form 
of a look-up table addressed by calling numbers and revealing the identification of 
previous questions propounded. The addresses of questions previously recorded 
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for a calling number are supplied to the coincidence detector 42 for comparison 
with the current tentative question identification number. The process step is 
illustrated by the query block 68 in FIG. 2. 

If the tentative question has been previously used for the calling terminal, a signal 
is provided from the coincidence detector 42 to the interface processor prompting 
a repeat operation by the random number generator 40 to select another question. 

Alternatively, if the tentative question is not a repeat, then the coincidence 
detector 42 qualifies the gate 46 and the tentative question is supplied to the 
interface processor 26 for actual use. Note that upon the occurrence of an 
approved question, the coincidence detector also supplies a signal to the call 
record 44 which records the identification number of the question. The process 
step is illustrated in FIG. 2 by the block 70. 

Katz '984 at 9:3-29. In this example, a coincidence detector is used to ensure that a tentative 

question was not previously presented to the caller by comparing the identification number of the 

tentative question with the identification numbers of previously presented questions to the caller. 

In both of these examples, the system checks to ensure that a potential or tentative 

question was not previously presented to the caller. If the tentative question was presented, then 

that question is not presented, e.g., avoided or suppressed, and another question is presented. 

Otherwise, the tentative question is presented to the caller. 

A sixth part of the second limitation in the body of claim 1 recites: 

4) also receiving other data provided by said individual callers in 
response to said one or more cues, at least certain other data 
provided by said individual caller via the digital input structure; 
and 

Katz '739 discloses also receiving other data provided by said individual callers in response to 

said one or more cues, at least certain other data provided by said individual caller via the 

digital input structure. For example, Katz '739 discloses a health-related information gathering 

example in which, the voice generator 20 formulates speech - "Thank you for participating in the 

coronary artery disease statistical analysis. Please give us your telephone number by actuating 

the call buttons on your telephone instrument." 6:59-62; see also, 6:28-539. Thus, the 
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individual enters additional information, e.g., telephone number, using the keys or buttons on the 

telephone. In the event, the user does not enter a proper telephone number, the user is prompted 

again: "You have not entered a proper telephone number. Please reenter your telephone number 

by pressing the appropriate call buttons." 7:11-13; see also, 7:1-18. In another example, a user 

is prompted for acknowledgement digits. 8:55-6:2. Katz '739 describes what happens if the 

entered acknowledgement digits are proper and cueing the caller again if the entered 

acknowledgement digits were improper. 9:3-21. In a mail-ordering example, a user is prompted 

to identify a mail order house. 10:47-11:6. Katz '739 discloses using cues to place a 

merchandise order. 12:1-16. In a lottery example, a user is prompted to: "Please key in your 

telephone calling number". 12:64-65; see also, 12:54-68. In a game show example, a caller is 

prompted to: "If you wish to play with Player No. 1, please push button No. 1; if you wish to 

play with Player No.2, please push button No.2 ..... and so on." 17:17-19. The user can also be 

prompted to enter the extent of a wager: "Push the number button indicating the points you wish 

to risk." 17:20-22, see also, 17:7-20. The caller can be requested to answer a question, e.g., 

"How many people were present when the will was read?" 19:21-22, see also, 19:17-19; and 

19:46-20:2. A caller can be prompted for additional information "so as to poll a balanced 

group," with "questions concerning age, political registration and so on." 21:26-32. 

A first part of the third limitation in the body of claim 1 recites: 

a storage structure associated with said central processor or said 
coupled interface unit or both 

Katz '739 discloses a storage structure associated with said central processor or said coupled 

inteiface unit or both. For example, Katz '739 discloses that "each of the processors PR1-PRn 

includes memory cells for each of the callers' individual data." 5:5:15-17; see also, 5:8-25; 

9:22-34. Figure 2, reproduced below, "indicates a data storage format for a memory cell in an 
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exemplary processor PR ... " 6:31-33; see also, 6:28-533. Katz '739 also discloses initially 

storing data in a buffer 97 prior to being stored in a memory cell. 10:61-11:25; see also, 10:16-

36. Katz' 739 discloses processor PR1 containing the memory 98 shown in Figure 4. 18:7-20. 

A second part of the third limitation in the body of claim 1 recites: 

for storing data relating to said individual callers including at least 
certain of said other data, 

Katz '739 discloses storing data relating to said individual callers including at least certain of 

said other data. For example, Figure 2 of Katz '739, reproduced below, shows the format of 

memory cell Cl. As shown, the caller's telephone, "(213) 627-2222" is the first portion 53 of 

the cell. 7:26-35. The health data from the caller, e.g., "caller's age, weight, ... , pulse rate, and 

so on," (e.g., "the other data") is stored in the next section 58. 8:2-3; see also, 7:60-8:21. 

Similarly, Figure 5 of Katz '739, reproduced below, shows the format for storing "other data," 

such as credit card information including card type 130, card number 132, card expiration date 

134, name and address data associated with the credit card 138, as well as merchandize 

information, e.g., item 140, color/size/code 142, and acknowledgement digits. 10:61-11 :25; see 

also, 12:1-16. In another example, data, e.g., telephone number, birth year, designation, and 

random number, for a transaction can be stored in data cell. 13:18-35. In an auction example, 

bid data, charge-card number or other identification can be stored in memory. 14:44-52. The 

sequence for such bids can also be stored in memory. 16:5-15. In another example, qualification 

information for an auction or real-time game show can be stored in cells C1-CN. 16:58-17:6. 

Figure 7 of Katz '739, reproduced below, shows the format for storing data associated with a 

television show is stored. The data can include the caller's telephone number 201, uses/month 

202, time 204, I.S. data 206, designation 208 and question answers 210. 18:7-20; and 18:48-

19:10. 
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Figures 2, 5, and 7 of Katz '739 

A third part of the third limitation in the body of claim 1 recites: 

said central processor utilizing at least certain of said identification 
data to address stored data on said individual callers and updating 
at least certain stored data in said storage structure based on said 
identification data and at least certain of said other data. 

Katz '739 discloses said central processor utilizing at least certain of said identification data to 

address stored data on said individual callers and updating at least certain stored data in said 

storage structure based on said identification data and at least certain of said other data. In an 

example, Katz' 739 discloses using the processor, e.g., processor PR, using the caller's number 

(e.g., identification data) to identify the caller and cuing the caller to enter other data, such as the 

caller's initials as well as health data, e.g., caller's age, weight, pulse rate, and so on, which is 

stored in memory as shown in Figure 2 (reproduced above). 6:29-8:28. Katz '739 further 

discloses that the data can be used to obtain a subset of persons based on the data which can 

include supplemental data (e.g., updated or supplemental data). 9:12-34. 

In another example, callers can participate in a lottery game m which the caller's 

telephone number (e.g., identification data) can be used to track the participants with the caller's 
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telephone number being provided by ANI or caller interface techniques. 12:54-68; see also, 

12:54-14:58. Specifically, "the [caller's] number is checked by the use-rate calculator to 

determine the number of times it has been used in excess of a predetermined number of calls or 

dollar value to participate in the lottery during a current interval of monitoring." 13:13-17. If 

the caller is qualified, the designation unit 96 of a processor, "if applicable, updates a file as to 

current use or dollar value remaining for the caller's use." 13:23-27. "Accordingly, data for the 

transaction is established in the buffer 97 then set in a cell of the memory 98 (FIG. 4). 

Specifically, the completed data cell format might be as follows: Telephone No.-Birth Year

Designation-Random No." 13:31-35. "The system next functions to generate the random 

number as indicated above which will then be tested against a series of other numbers to 

determine whether or not the caller is a winner. In that regard, elements in the processing unit 92 

which accomplish the operation are illustrated in FIG. 6 which will now be considered in detail." 

13:36-42. Thus, the processor uses the identification data, e.g., caller's telephone number, and 

updates the stored data, e.g., money amount or use, as well as adding the random number to the 

stored data. If the caller is a winner, "additional identification may be taken as explained above. 

Of course, if the prize simply involves a credit on the caller's telephone bill or his credit account, 

identification designation becomes less critical." 14:12-18. In addition, "a limited number of 

memory cells store the subset of winners for subsequent confirmation processing and so on." 

14:36-38. 

In yet another example, users can participate in a real-time game show with an on-line 

operating format. 17:39-40; see also, 17:39-20:33. In this example, "[u]pon establishing a 

connection, the interface 20 receives the caller's telephone number through ANI equipment and 

data cell in the memory 98 (FIG. 4) is assigned to the caller." 18:9-12. For example, a 
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processor, e.g., processor PR1, assigns a memory cell, e.g., cell C2, to the caller with the caller's 

telephone number and number of uses are stored. 18:7-20. The caller is prompted for a key 

number which is used increment or decrement to the limit of use. 18:29-32. A use-rate 

calculator can be used "to determine whether or not an excessive number of calls have originated 

from the designated number" with the number ofuses being registered in the memory. 18:35-38; 

see also, 18:38-47. The caller is prompted for additional information, e.g., year ofbirth, driver's 

license number, social security number, which is stored in memory. 18:53-62; see also, 19:17-

20:33. Thus, the processor uses the user's identification data (telephone number provided by 

ANI) to address stored data, e.g., year of birth, driver's license number, social security number, 

and to update data, e.g., number of uses. 

2. CLAIM4 

Claim 4 recites: 

A controlled data system according to claim 1, wherein a live 
operator at a live operator station can enter data for said individual 
callers. 

As shown above, the combination of Katz '739 and Katz '984 renders claim 1 obvious. 

Additionally, the combination of Katz '739 and Katz '984 teach or suggest the limitation of 

claim 4. Specifically, Katz '739 discloses that, "[e]ither during the data accumulation phase, or 

after the processing phase to isolate a subset, a distinct operation may involve actuating the 

interface terminal T 1 for direct local communication between the caller and an operator at the 

terminal Tl." 5:55-59. Thus, the live operator can enter data for the caller. Katz '739 further 

recites that, "the processor PR1 may abort the interface and couple the interface terminal IT for 

direct personal communication with the caller. The interchange would then proceed, person-to-

person." 7:21-25; see also, 10:61-11 :6; and 11:26-39. 
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3. CLAIMS 

Claim 5 recites: 

A controlled data system according to claim 1, wherein at least 
certain of said stored data is utilized for subsequent processing. 

As shown above, the combination of Katz '739 and Katz '984 renders claim 1 obvious. 

Additionally, the combination of Katz '739 and Katz '984 teach or suggest the limitation of 

claim 5. Specifically, Katz '739 discloses a statistical health analysis example in which, 

"individual callers would use the remote terminals T 1-Tn to contact the central station D through 

the communication facility C and thereby provide personal information that would enable a 

statistical analysis in relation to existing data so as to isolate and inform (either real-time or batch 

basis) those persons statistically most likely to be in need of corrective measures." 6:15-22. 

Thus, the system uses the data from the callers and in batches can process the data and then 

isolate and inform a subset of the callers. Similarly, data can be generated and analyzed to select 

a subset of persons and external data can be introduced, e.g., national statistical data, from which 

a comparison can be made between the two. 9:22-43. Thus, the generated data obtained from 

callers can be subsequently processed by comparing the data to national statistical data. In the 

merchandise example, the system stores acknowledgement digits related to a purchase order with 

the acknowledgement digits being used to identify the order for both the caller and the mail-

order house, e.g., the merchant can use the acknowledgement digits to subsequently process and 

deliver the merchandise. 12:1-16. In the game show example, Katz '739 discloses that callers' 

answers "are recorded for subsequent processing to determine winners." 19:6-10; see also, 

18:48-19:5; 20:25-33. 
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IV. CONCLUSION 

The prior art documents presented above were either not previously considered by the 

Office or are being presented in a new light pursuant to MPEP § 2242(II). Claims 1, 4, and 5 of 

the '134 patent are not patentable over the prior art documents cited herein. The prior art 

documents disclose the claim limitations of the '134 patent in a manner such that substantial new 

questions of patentability are raised for claims 1, 4, and 5 by this Request. 

Accordingly, the Office is requested to grant this Request and to initiate reexamination 

with special dispatch due to the co-pending litigation. 

As an aid to the application of the presented prior art to claims of the '134 patent, a 

corresponding claim chart is provided at Exhibit CC-A attached hereto. 
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Enclosed is a credit card authorization to cover the Fee for reexamination. If this 

authorization is missing or defective please charge the Fee, any additional fees or refund any 

excess to the Novak Druce Deposit Account No. 14-1437. 
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1 000 Louisiana Ave 
Wells Fargo Plaza 
53rd Floor 
Houston, Texas 77002 
P: 713-571-3400 
F: 713-456-2836 
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